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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

QUALCOMM INCORPORATED,
Petitioner,

V.

UNM RAINFOREST INNOVATIONS,
Patent Owner.

IPR2021-00375
Patent 8,265,096 B2

Before KRISTEN L. DROESCH, BARBARA A. PARVIS, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

DROESCH, Administrative Patent Judge.

DECISION
Granting Institution of Inter Partes Review
35US8C. §314

Dismissing Motion for Joinder
35US.C §315(), 37 CF.R 42.122(b)
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[. INTRODUCTION
A. Background

Qualcomm Incorporated (“Petitioner”) filed a Petition requesting an
inter partes review of claims 1-4 and 6-8 (“challenged claims”) of U.S.
Patent No. 8,265,096 B2 (Ex. 1001, “°096 Patent”). Paper 1 (“Pet.”).
Petitioner filed a Declaration of Sumit Roy, Ph.D. (Ex. 1002) with its
Petition. Petitioner concurrently filed a Motion for Joinder seeking to join as
a Petitioner in Intel Corp. v. UNM Rainforest Innovations, IPR2020-01576.
(Paper 3, “Motion for Joinder”). UNM Rainforest Innovations (“Patent
Owner”) filed a Preliminary Response. Paper 8 (“Prelim. Resp.”). Patent
Owner filed a Declaration of Branimir Vojcic, D.Sc. (Ex. 2001) with its
Preliminary Response. Pursuant to our authorization, Petitioner filed a
Reply to the Preliminary Response (Paper 10, “Reply to Prelim. Resp.”) to
address discretionary denial under 35 U.S.C. § 314(a), to which Patent
Owner filed a Sur-reply (Paper 12, “Sur-reply to Prelim. Resp.”).

We have authority to determine whether to institute review under
35U.S.C. §314and 37 CF.R. § 42.4.

For the reasons provided below, we determine, based on the record
before us, there is a reasonable likelihood Petitioner would prevail in

showing at least one of the challenged claims is unpatentable.

B. Real Parties in-Interest
Petitioner states that Qualcomm Incorporated is the real party in-
interest and further identifies its customers Dell Technologies Inc., Dell Inc.,
and EMC Corporation (collectively, “Dell”) as additional real parties in-

interest. See Pet. 2.
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Patent Owner states that the University of New Mexico Board of

Regents is an additional real party in-interest. See Paper 6, 2.

C. Related Matters

The parties indicate the following matters may affect or be affected by
a decision in this proceeding: UNM Rainforest Innovations v. Industrial
Technology Research Institute, No. D-202-CV-2021-02803 (N.M. 2d.
Judicial District Court May 4, 2021); UNM Rainforest Innovations v.
ASUSTek Computer, Inc., No. 6:20-cv-00142-ADA (W.D. Tex.); UNM
Rainforest Innovations v. Dell Technologies, Inc., No. 6:20-cv-00468-ADA
(W.D. Tex.); UNM Rainforest Innovations v. D-Link Corp., No. 6:20-cv-
00143-ADA (W.D. Tex.); UNM Rainforest Innovations v. TP-Link
Technologies Co., No. 6:19-cv-00428-ADA (W.D. Tex.); UNM Rainforest
Innovations v. ZyXEL Communications Corp., No. 6:20-cv-00522-ADA
(W.D. Tex.); ZyXEL Communications Corp. v. UNM Rainforest Innovations,
IPR2021-00734. See Pet. 2-3; Paper 6, 2; Paper 11, 1.

Claims 1-4 and 6-8 were also the subject of a petition filed in Intel
Corp. v. UNM Rainforest Innovations, IPR2020-01576, which was
terminated upon granting a joint motion to terminate. See IPR2020-01576,

Papers 2, 9.

D. The '096 Patent (Ex. 1001)
The 096 Patent relates to methods for constructing frame structures
for orthogonal frequency-division multiple access (OFDMA) systems. See
Ex. 1001, 1:16-19.
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Figure 6A of the ’096 Patent is reproduced below:
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Figure 6A illustrates an OFDMA frame structure supporting high mobility
and having a scalable bandwidth. See Ex. 1001, 4:1-3, 6:66—7:2. The frame
structure includes downlink (DL) sub-frame 16-4 and uplink (UL)
sub-frame 18-4. See id. at 7:5-7. The frame structure includes added
regions related to zones 3 for high-mobility environments. See id. at 7:2-5.
In DL sub-frame 16-4, a first added region includes preamble 68, a sub-

MAP 67-2 and DATA 66-4. Seeid. at 7:5-7. In UL sub-frame 18-4, a
4
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second added region includes DATA 69-3 and 69-6 (zones 3). See id.

at 7:7-8. DATA 66-4, 69-3, and 69-6 may be allocated for the extended
OFDMA system under high mobility. See id. at 7:8-10. DL sub-frame 16-4
is divided according to mapping information in DL-MAP 1, DL-MAP 2, and
DL-MAP 3, and UL sub-frame 18-4 is divided according to the map
information in UL-MAPs in DL burst #1 65-1 and/or 65-2. See id. at 7:10—
14. A portion of the guard band that overlaps data zones 69-1 and 69-2 in
UL sub-frame 18-4 may be used to transmit data in the extended system.
See id. at 7:14-17. “As compared to the zones in the data region of the DL
sub-frame 16-4 or the UL sub-frame 18-4 of the old/legacy system or the
new/extended system, the placements of the pilot symbols may be denser,
[and] the OFDMA symbol periods may be shorter . . . in zones 3 of UL
sub-frame 18-4 or DL sub-frame 16-4 for the extended system under high
mobility.” Id. at 7:21-27.

E. Hllustrative Claims
Claims 1 and 8 are independent and claims 24, 6, and 7 depend
ultimately from claim 1. Claims 1 and 8 are illustrative and reproduced
below:

1. A method of constructing a frame structure for data
transmission, the method comprising:

generating a first section comprising data configured in a
first format compatible with a first communication
system using symbols;

generating a second section following the first section, the
second section comprising data configured in a second
format compatible with a second communication system
using symbols, wherein the first communication system’s
symbols and the second communication system’s

OCKET
M

L AR

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




