
IN THE UNITED STATES DISTRICT COURT

FOR THE EASTERN DISTRICT OF VIRGINIA

Richmond Division

SAMSUNG ELECTRONICS CO., LTD.,

Plaintiff,

V. Civil Action No. 3:14cv757

NVIDIA CORPORATION,

Defendant.

MEMORANDUM OPINION

This matter is before the Court on Samsung Electronics Co.,

Ltd.'s (''Samsung") oral motion, made during trial, to exclude

the proposed testimony of Jay Shim about Samsung's motive for

instituting this action. The proposed evidence was to be

elicited by NVIDIA Corporation (''NVIDIA") as part of its defense

on the issue of infringement. For the reasons stated below, and

on the record set forth on January 26, 2016, Samsung's oral

motion to exclude motive evidence was sustained.

BACKGROUND

This case is about whether NVIDIA's computer chips infringe

a patent owned by Samsung. On the first day of trial, Samsung

objected to NVIDIA's proposed examination of a Samsung vice-
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president. Jay Shim C'Shim").^ In particular, Samsung sought to

prohibit NVIDIA from asking questions of Shim intended to show:

that Samsung and Taiwan Semiconductor Manufacturing Company

C'TSMC"), the company that fabricated NVIDIA's computer chips,

were competitors for a fabrication contract from NVIDIA; that

Samsung brought this action as a means of retaliating against

NVIDIA after NVIDIA chose TSMC as its fabricator rather than

choosing Samsung; and that this action was a way for Samsung to

foreclose TSMCs manufacture of NVIDIA's chips so as to force

NVIDIA to use Samsung as the fabricator of NVIDIA chips. (Tr.

Jan. 26, 2016 173:5-182:1; 223:17-243:7). Samsung objected on

the grounds that such evidence was irrelevant to infringement,

and that any marginal relevance would be substantially

outweighed by waste of time, confusion, delay, and unfair

prejudice under Fed. R. Evid. 403. (Tr. 173:5-174:18). On the

same basis, Samsung also sought a curative instruction to

address a thinly veiled implication in NVIDIA's opening

statement that Samsung brought this action a means of

retaliation against NVIDIA. (Tr. 17 3:5-174:23; 176:14-21,

245:12-255:25). Neither party introduced case law in support of

its respective position on the admissibility of evidence about

^ The parties agreed to, and the Court permitted, NVIDIA
conducting its direct examination of Shim for NVIDIA's case at
the beginning of trial and thus during Samsung's case-in-chief
on infringement so that Shim could return to Korea. (Tr. Jan.
26, 2016 177:12-179:1).
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the motive for bringing a patent infringement action. Following

a proffer on Shim's testimony on motive (Tr. 180:21-181:1;

223:23-238:16) and in the continued absence of any decisional

law that would make such evidence relevant to this case, the

Court ruled in favor of Samsung on Shim's preferred testimony

and on the statements made during NVIDIA's opening statement.

(Tr. 242:19-243:7; 24 5:12-255:25). The Court subsequently gave a

curative instruction as to the implications made in NVIDIA's

opening statement. (Tr. 245:12-255:25; 298:21-299:4). This

opinion outlines the reasoning for that decision.

LEGAL ANALYSIS

A. As A General Matter, Motive For Bringing Suit Is Irrelevant

The rule generally prevailing is that, where
a suitor is entitled to relief in respect to
the matter concerning which he sues, his
motives are immaterial; that the legal
pursuit of his rights, no matter what his
motive in bringing the action, cannot be
deemed either illegal or inequitable; and
that he may always insist upon his strict
rights and demand their enforcement.

Johnson v. King-Richardson Co., 36 F.2d 675, 677 (1st Cir.

1930) . See also Innovation Ventures, LLC v. N2G Distrib., Inc.,

763 F.3d 524, 542 (6th Cir. 2014) (''Defendants assert that they

should have been permitted to introduce evidence about

Plaintiff's business strategy of protecting its trademark and

trade dress through litigation .... Plaintiff's motive in
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bringing this case was all but irrelevant — what mattered what

whether Defendants' products were confusingly similar to FHE.");

Caldwell v. Wal-Mart Stores, Inc., 229 F.3d 1162 (10th Cir.

2000) ("Absent some evidence of fraud on Caldwell's part (and

none was proffered), evidence of his financial motivation to

bring the suit was not relevant to any of the issues in this

case"); Krakover v. Mazur^. 48 F.3d 341, 344 (8th Cir. 1995) ('"As

long as a plaintiff is seeking the remedy requested, his bad

motives for pursuing the suit are irrelevant" to a state law

abuse of process claim); Lee v. Kucker & Bruh, LLP, No. 12 CIV.

4662 BSJ JCF, 2013 WL 680929, at *2 (S.D.N.Y. Feb. 25, 2013);

Piontek v. I.C. Sys., No. CIV. 1:08-1207, 2009 WL 1044596, at *1

(M.D. Pa. Apr. 17, 2009); Louisiana Envtl. Action Network v.

Cintas Corp., No. CIV.A. 03-711-C-M2, 2004 WL 6225390, at *2

(M.D. La. Oct. 1, 2004); Nat'1 Football League Properties, Inc.

V. Prostyle, Inc., 16 F. Supp. 2d 1012, 1021 (E.D. Wis. 1998);

Rhone-Poulenc Rorer Inc. v. Home Indem. Co., No. CIV. A. 88-

9752, 1991 WL 183842, at *2 (E.D. Pa. Sept. 16, 1991); Digital

Equip. Corp. v. Sys. Indus., Inc., 108 F.R.D. 742, 743 (D. Mass.

1986); Sharon v. Time, Inc., 599 F. Supp. 538, 586 (S.D.N.Y.

1984) .

However, this general rule has been held not to apply when

a defendant pleads certain equitable defenses such as laches or

estoppel, when there are questions about whether a plaintiff is
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an appropriate representative of a class, or when a plaintiff

seeks attorneys' fees for bad faith multiplication of

proceedings. See, e.g., Lee v. Kucker & Bruh, LLP, No. 12 CIV.

4662 BSJ JCF, 2013 WL 680929, at *2 (S.D.N.Y. Feb. 25, 2013);

Parsons v. Jefferson-Pilot Corp., 141 F.R.D. 408, 414 (M.D.N.C.

1992) {"[i]t is well-established that in ordinary litigation,

not involving the clean hands defense, the plaintiff's motive in

bringing suit is not relevant to the subject matter of the

litigation"); Denny v. Carey, 73 F.R.D. 654, 656 (E.D. Pa. 1977)

(finding plaintiff's motive irrelevant in seeking to certify a

securities litigation class in the absence of evidence tending

to show that named plaintiff was not suitable class

representative). Under certain circumstances motive has been

found to be admissible for purposes of assessing the credibility

of the testifying witness. Montoya v. Vill. of Cuba, No. CIV 11-

0814 JB/SMV, 2013 WL 6504291, at *1 (D.N.M. Nov. 30, 2013);

Texas Utilities Co. v. Texas Elec. Serv. Co., 470 F. Supp. 798,

814 (N.D. Tex. 1979).

Although the Court has not identified any decisions from

the Courts of Appeals for the Fourth Circuit or the Federal

Circuit on this point, the decisions of other circuit and

district courts present a general rule: a plaintiff's motive for

bringing suit is irrelevant, except in the face of certain

equitable defenses, bad faith, or questions of witness bias.
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