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R.J. REYNOLDS VAPOR COMPANY, 
 
Plaintiffs and Counterclaim Defendants, 

v. 
 
ALTRIA CLIENT SERVICES LLC; PHILIP 
MORRIS USA, INC.; and PHILIP MORRIS 
PRODUCTS S.A., 
 
Defendants and Counterclaim Plaintiffs. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Civil No. 1:20-cv-00393-LO-TCB 

 

 
BRIEF IN SUPPORT OF MOTION TO DISMISS COUNTERCLAIM AND  

AFFIRMATIVE DEFENSES BY PLAINTIFFS RAI STRATEGIC HOLDINGS, INC. 
AND R.J. REYNOLDS VAPOR COMPANY 

 

Case 1:20-cv-00393-LO-TCB   Document 720   Filed 06/16/21   Page 1 of 12 PageID# 17541

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
 

Page 

 

 -i-  
 

INTRODUCTION ......................................................................................................................... 1 

BACKGROUND ........................................................................................................................... 1 

ARGUMENT ................................................................................................................................. 3 

CONCLUSION .............................................................................................................................. 6 

Case 1:20-cv-00393-LO-TCB   Document 720   Filed 06/16/21   Page 2 of 12 PageID# 17542

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

-ii- 
 

TABLE OF AUTHORITIES 

 Page 

CASES 

Auto Servs. Co. v. KPMG, LLP, 
537 F.3d 853 (8th Cir. 2008) .....................................................................................................5 

Bond Opportunity Fund II, LLC v. Heffernan, 
340 F. Supp. 2d 146 (D.R.I. 2004).............................................................................................4 

City of New York v. A-1 Jewelry & Pawn, Inc., 
247 F.R.D. 296 (E.D.N.Y. 2007) ...........................................................................................3, 4 

David’s Bridal, Inc. v. House of Brides, Inc., 
No. 06-5660 (SRC), 2010 WL 323306 (D.N.J. Jan. 20, 2010)..................................................5 

Davis v. USX Corp., 
819 F.2d 1270 (4th Cir. 1987) ...................................................................................................4 

DirecTV, Inc. v. Benson, 
333 F. Supp. 2d 440 (M.D.N.C. 2004) ......................................................................................4 

Ellett Bros., Inc. v. U.S. Fid. & Guar. Co., 
275 F.3d 384 (4th Cir. 2001) .....................................................................................................4 

In re Fid. Tube Corp., 
167 F. Supp. 402 (D.N.J. 1958), aff’d, 278 F.2d 776 (3d Cir. 1960) .........................................5 

Skinner v. First Am. Bank, 
64 F.3d 659 (4th Cir. 1995) (per curiam) ...............................................................................3, 4 

TecSec, Inc. v. Adobe Sys. Inc., 
326 F. Supp. 3d 105 (E.D. Va. 2018) (O’Grady, J.) ..................................................................5 

Whitfield v. Forest Elec. Corp., 
772 F. Supp. 1350 (S.D.N.Y. 1991) ...........................................................................................4 

STATUTES 

18 U.S.C. § 2512 ..............................................................................................................................4 

35 U.S.C. § 286 ................................................................................................................................2 

Case 1:20-cv-00393-LO-TCB   Document 720   Filed 06/16/21   Page 3 of 12 PageID# 17543

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 
(continued) 

 Page 

-iii- 

35 U.S.C. § 287 ................................................................................................................................2 

OTHER AUTHORITIES 

Fed. R. Civ. P. 1 ...............................................................................................................................6 

Fed. R. Civ. P. 15 .....................................................................................................................1, 3, 4 

Fed. R. Civ. P. 41 .................................................................................................................1, 3, 4, 5 

Fed. R. Civ. P. 54 .....................................................................................................................1, 4, 5 

5 James Wm. Moore, et al., Moore’s Federal Practice ¶ 41.06-1 (1995) ........................................3 

Case 1:20-cv-00393-LO-TCB   Document 720   Filed 06/16/21   Page 4 of 12 PageID# 17544

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

-1- 
 

INTRODUCTION 

 Plaintiffs RAI Strategic Holdings, Inc. and R.J. Reynolds Vapor Company (collectively, 

Plaintiffs) move to dismiss their own counterclaim and certain defenses, as permitted by Federal 

Rules of Civil Procedure 41(c), 41(a)(2), and 15(a)(2).  Plaintiffs have notified Altria Client Ser-

vices LLC (Altria), Philip Morris USA, Inc. (PM USA), and Philip Morris Products S.A. (PMP) 

(collectively, Defendants) of their intent to withdraw a counterclaim and certain defenses, and they 

have attempted to resolve this matter without the Court’s intervention by proposing a stipulation 

of dismissal.  But Defendants rejected the stipulation of dismissal and insisted on a stipulation of 

judgment—replete with numerous unnecessary recitals.  Because judgment is improper under Fed-

eral Rule of Civil Procedure 54(a), and because Defendants have refused to dispose of Plaintiffs’ 

abandoned counterclaim and defenses amicably by agreement, Plaintiffs now seek this Court’s 

permission to dismiss their own counterclaim and certain defenses with prejudice.  A proposed 

amended answer to PMP’s counterclaims withdrawing the defenses is attached as Exhibit A, and 

a proposed amended response to Altria’s and PM USA’s counterclaims withdrawing Reynolds 

counterclaim and the defenses are attached as Exhibit B.1   

BACKGROUND 

 Plaintiffs brought this action on April 9, 2020, alleging that Defendants’ IQOS heat-not-

burn tobacco system infringed Plaintiffs’ patents.  Defendants brought counterclaims alleging, 

among other things, that Plaintiffs’ VUSE e-cigarette products infringed five patents held by De-

fendants and that the infringement was willful, such that Defendants are entitled to enhanced dam-

ages.   

 On June 2, 2021, both parties moved for summary judgment.  See Pls.’ Partial Mot. for 

Summary Judgment, Doc. 688 (June 2, 2021); Mot. for Summary Judgment by Altria Client Ser-

vices LLC, Philip Morris Products S.A. & Philip Morris USA, Inc., Doc. 695 (June 2, 2021).  The 

                                                 
1 Mark-ups showing the defenses and counterclaim Reynolds no longer is pursuing in its amended answers are at-
tached as Exhibits L and M.  
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