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UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

Alexandria Division 

RAI STRATEGIC HOLDINGS, INC. and 
R.J. REYNOLDS VAPOR COMPANY, 

Plaintiffs and Counterclaim Defendants, 

v. 
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I. INTRODUCTION 

Since the Court entered its Order on March 12, 2021 (Dkt. No. 483), allowing Defendant 

Philip Morris Products S.A. (“PMP”) to add a claim for injunctive relief relating to its allegation 

that three PMP patents are infringed by Reynolds’s VUSE line of vaping products, the parties have 

been hard at work on injunction-related discovery.  But much remains to be done, both in terms of 

fact discovery around the bases for PMP’s claims on each of the eBay factors and (at least for 

Reynolds) expert discovery to rebut those claims.  On May 14, 2021, however, the presiding 

Administrative Law Judge issued a decision in the parallel proceedings before the International 

Trade Commission (“ITC”)  

. 

Specifically, Administrative Law Judge Clark S. Cheney issued a 132-page Initial 

Determination in the ITC Investigation, finding that Defendants infringe  

Reynolds’s U.S. Patent No. 9,901,123 (the “Robinson ’123 patent”) and  

Reynolds’s U.S. Patent No. 9,930,915 (the “Worm ’915 patent”), and that those patents are not 

invalid.  (See 5/14/2021 Initial Determination, attached as Ex. A, at 25-64, 99-100, 131.)  

Accordingly, Defendants violate Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. §§ 

1337(a)(1)-(2),  

  (Id. at 131.)  

 

 

.  (Id. at 125-26.)  PMP’s claim for an injunction in this case  
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Reynolds respectfully requests that the Court issue an order

staying any further proceedings, including fact and expert discovery, relating to PMP’s claim for

injrmctive relief pending the full Commission’s decision. The requested stay will conserve

resources for all parties and the Court, as they work to prepare this matter for trial on the merits.

Moreover, the stay will not prejudice Defendants in any way. The decision ofthe full Commission

is expected in September 2021, so the requested stay is of limited duration. And, as Defendants

have assured the Court previously, there is no need for discovery around injunctive relief issues to

be completed before a trial on the merits of the rmderlying patent claims.

II. STATEMENT OF FACTS

A. PMP’s Claims Of Irreiarable Harm And Inadeiuate Remedi At Law Are
Shortly after PMP was allowed to add its claim for injunctive relief, Reynolds served

Interrogatory No. 23, seeking a complete description of PMP’s contentions on each of the

injrmction factors as to which it bears the burden ofproofunder eBay Inc. v. MercEx‘c/mnge,

LLC, 547 US. 388, 291 (2006). Specifically, Reynolds asked:

[hiterrogatory No. 23.] Separately for each of the [PMP

cormterclairn patents], describe the complete factual and legal basis

_2_

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


