
IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 

 

RAI STRATEGIC HOLDINGS, INC. and 
R.J. REYNOLDS VAPOR COMPANY, 
 
Plaintiffs and Counterclaim Defendants, 
 
 v. 
 
ALTRIA CLIENT SERVICES LLC; PHILIP 
MORRIS USA INC.; and PHILIP MORRIS 
PRODUCTS S.A., 
 
Defendants and Counterclaim Plaintiffs. 
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Case No. 1:20-cv-00393-LO-TCB 

REDACTED 

Case 1:20-cv-00393-LO-TCB   Document 491   Filed 03/12/21   Page 1 of 16 PageID# 10996

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 -i-  
 

TABLE OF CONTENTS 
 
TABLE OF AUTHORITIES ...................................................................................................... ii 
INTRODUCTION........................................................................................................................ 1 
FACTUAL BACKGROUND ...................................................................................................... 1 
LEGAL STANDARD .................................................................................................................. 5 
ARGUMENT ................................................................................................................................ 6 

I. The Court Should Order Defendants To Produce Responsive Documents in 
Their Possession .............................................................................................................. 6 

II. The Court Should Order Defendants To Produce Responsive Documents in 
Possession of Smart Chip and Minilogic ...................................................................... 8 

CERTIFICATION ..................................................................................................................... 11 
CONCLUSION .......................................................................................................................... 11 

Case 1:20-cv-00393-LO-TCB   Document 491   Filed 03/12/21   Page 2 of 16 PageID# 10997

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 

 

 

 
TABLE OF AUTHORITIES 

 Page(s) 

CASES 

Castle v. Jallah, 
142 F.R.D. 618 (E.D. Va. 1992) ............................................................................................................. 6 

Doe v. Old Dominion Univ., 
289 F. Supp. 3d 744 (E.D. Va. 2018) ..................................................................................................... 5 

E.I. DuPont de Nemours & Co. v. Kolon Indus., Inc., 
286 F.R.D. 288 (E.D. Va. 2012) ............................................................................................................. 8 

Exmark Mfg. Co. Inc. v. Briggs & Stratton Power Prod. Grp., LLC, 
879 F.3d 1332 (Fed. Cir. 2018) .............................................................................................................. 7 

Fendi Adele v. Filene’s Basement, Inc., 
No. 06 CIV. 244RMBMHD, 2009 WL 855955 (S.D.N.Y. Mar. 24, 2009) ........................................... 7 

McKesson Info. Sols. LLC v. Epic Sys. Corp., 
242 F.R.D. 689 (N.D. Ga. 2007) ............................................................................................................ 6 

Metro. Opera Ass’n, Inc. v. Local 100, Hotel Employees & Redt. Employees Int’l Union, 
212 F.R.D. 178 (S.D.N.Y. 2003) ............................................................................................................ 7 

Singletary v. Sterling Transp. Co., 
289 F.R.D. 237 (E.D. Va. 2012) ............................................................................................................. 6 

OTHER AUTHORITIES 

Fed. R. Civ. P. 26 .......................................................................................................................................... 5 

Fed. R. Civ. P. 34 .................................................................................................................................. 5, 7, 8 

Fed. R. Civ. P. 37 .................................................................................................................................. 1, 5, 7 

Local Civil Rule 37 ............................................................................................................................. 1, 5, 11 

Case 1:20-cv-00393-LO-TCB   Document 491   Filed 03/12/21   Page 3 of 16 PageID# 10998

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 

INTRODUCTION 

For the second time, Plaintiffs RAI Strategic Holdings, Inc. and R.J. Reynolds Vapor 

Company (“Reynolds”) respectfully move under Federal Rule of Civil Procedure 37(a)(3)(B) and 

Local Civil Rule 37 for an order compelling Defendants Altria Client Services LLC, Philip Morris 

USA Inc., and Philip Morris Products S.A. (collectively, “Defendants”) to produce all responsive 

documents related to the ’374 patent that are within their control, as well as documents in the 

possession of Defendants’ suppliers Smart Chip Microelectronic and Minilogic Device 

Corporation.  This motion is necessary because Defendants’ recent expert reports revealed that 

they have not produced all responsive documents—despite assuring the Court (and Reynolds) 

months ago that Defendants had completed that production in a successful attempt to avoid 

Reynolds’s earlier motion to compel. 

FACTUAL BACKGROUND  

This Motion seeks documents relating to the ’374 patent on which Defendants base their 

counterclaim alleging that Reynolds’s VUSE products infringe the patent.  The patent concerns a 

puff sensor—a component of an electronic cigarette that senses when the consumer is using the 

device (i.e., begins to “puff”), triggering the heating process.  Minilogic was the original owner of 

the ’374 patent family, which later was acquired by Smart Chip and then Altria Client Services 

(“ACS”).   

Reynolds contends that the ’374 patent is invalid because it was not novel, having been 

filed in 2015, years after Reynolds began selling its VUSE Solo product.  Defendants contend that 

the ’374 patent should be treated as if it were filed in 2010—before VUSE Solo—based on an 

earlier patent application by the inventor of the ’374 patent, Loi Ying Liu, a Minilogic employee.  

The validity of the ’374 patent over prior sales of the VUSE Solo product turns on whether the 
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2010 patent application fully describes the invention claimed in the ’374 patent or, as Reynolds

contends, it does not.

A. In order to uncover the facts lmderlying Defendants’ priority claim and supporting

Reynolds’s invalidity and damages claims, Reynolds served discovery requests in October 2020

seat-a ataaaaabatt—

-,including information relating to Smart Chip’s, Minilogic’s, and Mr. Liu’s development

of the invention claimed in the ’374 patent; as well as their work on products embodying the

claimed invention; and Smart Chip’s, Minilogic’s, Mr. Liu’s, and Defendants’ knowledge of

relevant prior art. 03x. A.) For example, Reynolds’s Request for Production No. 293 specifically

called for the production of documents relating to puff sensors ‘With non-metallic diaphragms,

including diaphragms made from . .. sofl and resilient plastic materials such as a PPS

(Polyphenylene Sulfide). . ..” (Ex. A, at 12.)1

Over the course of the following month, Defendants refused to produce all responsive

documents requested by Reynolds, citing a series of conflicting justifications. For example,

Defendants claimed they did not need to produce the documents because “[a]s the challenger of

the patent, it [was] Reynolds’s burden to show that the ’374 patent is not entitled to the earlier

priority date.” (Ex. B.) Then they stated they were “collecting” responsive documents, but they

still refused to make a production responsive to the full scope of Reynolds’s requests, disclaiming

a need to produce docrunents beyond those relating to the acquisition of the’ 374 patent. (Ex. C.)

‘J 

Next, they stated that they would search for “additional . .. and relevant documents’ apparently

as defined by Defendants—and produce them “to the extent any are located.” (Ex. D.) Defendants

1
The use of non-metallic dia hra , such as those made from PPS, was first described in

Mr. Liu’s 2015 a lication.
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