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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
ALEXANDRIA DIVISION

RAI STRATEGIC HOLDINGS, INC. and
R.J.REYNOLDS VAPOR COMPANY,

Plaintiffs-Counterclaim
Defendants, Case No. 1:20-cv-00393-LO-TCB

ALTRIA CLIENT SERVICES LLC; PHILIP
MORRIS USA INC.; and PHILIP MORRIS
PRODUCTS S.A.

Defendants-Counterclaim
Plaintiffs.

DEFENDANTS’ REPLY IN SUPPORT OF
MOTION TO LIFT STAY ON COUNTERCLAIM PATENTS
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I INTRODUCTION

The Court’s December 2020 ruling on Defendants’ motion to stay expressly ordered the
parties to report back after the PTAB ruled on Defendants’ IPR and Post-Grant Review (“PGR”)
petitions, so that the Court and the parties could best proceed in this case. Dkts. 426, 432. The
parties did just that in their January 19, 2021 Joint Status Report (Dkt. 446), and Defendants’
motion to lift the stay is foursquare consistent with the Court’s direction that the parties and the
Court revisit the posture of the case after any PTAB rulings.! What’s more, in the interim, the
Court set a pretrial conference in this case for April 16, 2021. Dkt. 445. Defendants’ motion is
thus timely, consistent with the Court’s December 2020 ruling, and warranted in light of the
Court’s scheduled April 16, 2021 Pretrial Conference.

Although Defendants sought a stay as to only Plaintiffs’ *542 and ’268 patent claims
(which are immersed in PTAB proceedings), the Court sua sponte stayed the entire case, including
as to Defendants’ Counterclaim Patents, until the parties reported back on the PTAB’s decision on
Reynolds’ 542 patent. The Court reasoned that the stay of all claims and counterclaims pending
the PTAB’s January 2021 ruling would have no impact on the current trial track for Defendants’
Patent Counterclaims in light of the delays already necessitated by the pandemic.

However, now that the Court and the parties have visibility that the PTAB will proceed to
review the invalidity of the *542 patent, circumstances no longer support staying the case as to
Defendants’ Counterclaim Patents. As Plaintiffs acknowledge, the PTAB will not rule on the *542
patent until early next year. Following the almost inevitable PTAB request for reconsideration

and Federal Circuit appeal, the *542 patent PGR proceedings will not be concluded before late

! Defendants proposed to Plaintiffs that the parties address the issue of maintaining the stay in the
Joint Status Report, filed January 19th. Plaintiffs refused to address this issue in the joint report,
thus necessitating this motion.
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2023 or early 2024.2 If the PTAB reconsiders its preliminary decision denying institution of the
’268 patent’s IPR, the *268 patent’s IPR will not be finally resolved until even later.

Fact and expert discovery are within weeks of completion on Defendants’ Counterclaim
Patents, and a pretrial conference is set for April 2021. Although the Court expressed a preference
for avoiding piecemeal trials if feasible, Defendants respectfully submit that such concern is more
than offset by the delay of up to another three years before the trial of Defendants’ Counterclaim
Patents. This is particularly so because the counterclaims are a few months away from being ready
for pretrial and trial now.

This Court’s December stay ruling was prudent given the possibility that the 542 PGR
might be denied, particularly since the case is already on a delayed schedule due to the pandemic.
The total stay kept Plaintiffs’ and Defendants’ cases on the same track pending the PTAB’s
January ruling on the 542 patent PGR. However, now that the *542 patent PGR is instituted (and
will likely extend nearly three additional years through appeal), a stay of Defendants’ nearly trial-
ready patent counterclaims is no longer warranted or fair. The pandemic does not compel a
different result, as this Court has not routinely stayed cases for the pandemic.

None of Plaintiffs’ arguments against partially lifting the stay warrant maintaining the stay
against Defendants’ Counterclaim Patents.

First, Defendants’ motion is not a veiled request for reconsideration—nor should it be

subject to the standard for reconsideration. The Court-ordered stay has been in place and

2 Resolution in the PTAB, including any consideration of rehearing, may take until mid-2022.
Assuming briefing and argument to the Federal Circuit, a decision is unlikely before the end of
2023 or Spring 2024. Trial of Defendants” Counterclaim Patents in this Court would thus likely
not occur until early to mid-2024, or after, if stayed for the duration of the ’542 PTAB proceedings.
That trial delay could extend even further if the PTAB ultimately institutes post-grant review as to
the *268 patent, currently under reconsideration, and a stay is granted with regard to that patent as
well.
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