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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
ALEXANDRIA DIVISION

PHILIP MORRIS PRODUCTS S.A.

Case No. 1:20-cv-00393-LMB-WEF
Plaintiff,

v. ORAL ARGUMENT REQUESTED

R.J. REYNOLDS VAPOR COMPANY

Defendant.

PHILIP MORRIS PRODUCTS S.A.’S RESPONSE TO R.J. REYNOLDS VAPOR
COMPANY’S MOTION FOR ENTRY OF JUDGMENT UNDER RULE 54(b) AND
CROSS-MOTION TO LIFT THE STAY AS TO U.S. PATENT NO. 9,901,123
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I. INTRODUCTION

R.J. Reynolds Vapor Company (“RJRV”) asks the Court to exercise its discretion to enter
a Rule 54(b) partial judgment to avoid the purported “harm” of paying an ongoing royalty for its
infringing post-verdict sales while related proceedings conclude. Yet, at the same time, RIRV
contends that the Court should hold RJRV’s infringement claim regarding U.S. Patent No.
9,901,123 (“the *123 patent”) in abeyance while Philip Morris Products S.A.’s (“PMP”) flagship
heat-not-burn (“HNB”) products are barred from the United States market, even though the related
ITC proceeding on the *123 patent is final. That is not an equitable result. RJRV cannot have it
both ways. If the Court grants RIRV’s Motion For Entry of Judgment Under Rule 54(b)
(“Motion,” Dkt. Nos. 1478-1480), the Court should also grant PMP’s cross-motion to lift the stay
as to the *123 patent (“Cross-Motion”). As RJRV concedes—and as the statute requires—that stay
was entered only “until the determination of the Commission becomes final.” That occurred when
the Federal Circuit affirmed the ITC’s determination on March 31, 2023. Lifting the stay is thus
warranted under 28 U.S.C. § 1659(a).!

Any delay in lifting the stay on RJRV’s *123 patent would unfairly prejudice PMP. The
ITC’s determination excluded PMP’s flagship IQOS products from the United States market based
on a finding of infringement of the 123 patent. PMP should be allowed to prove the invalidity of
the *123 patent to a jury in this district and, once proven, reintroduce its [QOS HNB Products in
the United States. This is particularly true because PMP (i) has successfully invalidated every
other asserted RJRV patent and (ii) was only able to present a limited subset of invalidity

arguments as to the *123 patent at the ITC. At the very least, RIRV should not be allowed to use

I Although the certiorari deadline is June 29, 2023, PMP will not seek review of the Federal
Circuit’s decision.
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