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UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
ALEXANDRIA DIVISION

PHILIP MORRIS PRODUCTS S.A.,
Plaintiff, Civil Action No. 1:20-cv-00393-LMB-TCB
V.

R.J.REYNOLDS VAPOR COMPANY,

Defendant.

MEMORANDUM IN SUPPORT OF PHILIP MORRIS’ UNOPPOSED
MOTION TO LIFT THE PARTIAL STAY ON PHILIP MORRIS’ CLAIM FOR
PERMANENT INJUNCTIVE RELIEF

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 1:20-cv-00393-LMB-TCB Document 1367 Filed 06/28/22 Page 2 of 12 PagelD# 33957

TABLE OF CONTENTS

Page

L. INTRODUCTION ..ottt sttt sttt sttt ettt bt st ebe e 1
II. FACTUAL BACKGROUND .....c.ctiiiiitiiieiieteeeeste ettt sttt 1
III.  LEGAL STANDARD . ....coiiitiii ettt 3
IV, ARGUMENT ..ottt ettt b ettt est et et et neen 4
A. The Court Should Lift The Partial Stay On Injunctive Relief.............c.ccccveeieniin. 4

B. The Court Should Adopt The Parties” Agreed Proposed Briefing Schedule........... 5

V. CONCLUSION ...ttt ettt ettt sttt ettt aesbe e b e 7

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 1:20-cv-00393-LMB-TCB Document 1367 Filed 06/28/22 Page 3 of 12 PagelD# 33958

TABLE OF AUTHORITIES
CASES

Amdocs (Israel) Ltd. v. Openet Telecom, Inc.,

No. 10-cv-910-LMB, 2012 WL 12832376 (E.D. Va. Mar. 30, 2012) .....cceocveverieieieeieeieeeens 3
Arctic Cat Inc. v. Bombardier Recreational Prod. Inc.,

876 F.3d 1350 (Fed. Cir. 2017) eeeieeieieeieie ettt ettt ettt st esaesseenseeneenseeneas 6
Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc.,

670 F.3d 1171 (Fed. Cir. 2012) cuviiieiieieeieie ettt ettt enae e e se e ene e 6
Centripetal Networks, Inc. v. Cisco Sys., Inc.,

492 F. Supp. 3d 495 (E.D. Va. 2020) ..ccueeiiieiieeieeee ettt ettt ettt e 6
Core Lab’ys LP v. Spectrum Tracer Servs., L.L.C.,

532 F. App X 904 (Fed. Cir. 2013) .ottt ettt se e ene e 3
Endo Pharms. Inc. v. Amneal Pharms., LLC,

No. 12-CV-8115 et al., 2016 WL 1732751 (S.D.N.Y. Apr. 29, 2016) ..ccceeeveeeiaiieiieeieecne 4
ePlus, Inc. v. Lawson Software, Inc.,

No. 3:09-cv-620, 2011 WL 2119413 (E.D. Va. May 24, 2011) ..ccceeiecienieeeieeeeieeie e 4
Health Diagnostic Lab., Inc. v. Bos. Heart Diagnostics Corp.,

No. 14-cv-796, 2015 WL 13879824 (E.D. Va. Feb. 4, 2015) ...cccccieeieieeieeeieceee e 3
Murata Mach. USA v. Daifuku Co.,

830 F.3d 1357 (Fed. Cir. 2016) ..ccueiiuieieeiieieeieeieete ettt ettt sae e e e s e nseeneas 3
Pro Stage Gear, LLC v. Guangzhou Rantion Trading Co.,

No. 17-cv-30, 2019 WL 10960473 (E.D. Tenn. Nov. 19, 2019) .....cccoeverienieienieeeieseeie s 3
XY, LLC v. Trans Ova Genetics,

890 F.3d 1282 (Fed. Cir. 2018) ..iuieiieieeieieeieeiieie ettt ettt ettt saesseeseeseenseeneas 6

STATUTES

R T U N R 2 5 OSSPSR 3

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 1:20-cv-00393-LMB-TCB Document 1367 Filed 06/28/22 Page 4 of 12 PagelD# 33959

I INTRODUCTION

In its prayer for relief, Plaintiff Philip Morris Products S.A. (“Philip Morris) asked the
Court to permanently enjoin Reynolds from “using, making, importing, offering for sale and/or
selling” the accused VUSE e-cigarettes if they are found to infringe the *265 or *911 patents. Dkt.
473 at 83. In May 2021, Judge O’Grady entered a partial stay, allowing the parties to complete
fact discovery on injunctive relief, but held further proceedings on injunctive relief in abeyance.
Dkt. 702. Now that the Court has entered final judgment on the jury’s verdict that (i) the Solo G2
product infringes the 911 patent, (ii) the Alto product infringes the 265 patent, and (iii) Reynolds
failed to show either patent was invalid, no good cause supports continuing the stay. Moreover,
Defendant R.J. Reynolds Vapor Co. (“Reynolds”) does not oppose lifting the stay.

Accordingly, Philip Morris respectfully moves the Court to lift the stay and enter the agreed
briefing schedule. Philip Morris also requests the Court’s guidance on whether (1) the Court would
like fact and/or expert declarations to be submitted with briefing on injunctive relief (as Reynolds
contends) and (ii) such briefing is limited to injunctive relief or should also address the appropriate
royalty rate for a compulsory license (as Reynolds contends).

I1. FACTUAL BACKGROUND

Philip Morris filed infringement counterclaims on June 29, 2020. Dkt. 40. On March 12,
2021, Judge O’Grady granted Philip Morris leave to add permanent injunctive relief as an
additional remedy for Reynolds’ infringement. Dkts. 464, 483. The parties then proceeded with
fact discovery, including on injunctive relief. As Philip Morris explained, Philip Morris is entitled

to a permanent injunction barring Reynolds’ future sales of Alto and Solo G2 cartridges in the U.S.

because such sales would irreparably harm Philip Morris, _
I . (Ticl Tr. /5 .m)

135:18-22. As Philip Morris explained, and as the evidence at trial established, Reynolds -
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I . C (Tris Tr. 69 pm) at 570:17-

574:7. Reynolds derived particular benefits from its use of Philip Morris’s patented technology in
the infringing Solo G2 and Alto e-cigarettes, including to obtain PMT authorization (for the Solo

G2) and unfairly compete with Philip Morris in the market. Dkt. 1361. As the evidence at trial

Tr. 6/8 a.m.) at 147:4-148:5; Ex. D (Trial Tr. 6/8 p.m.) 161:20-162:14.

On May 21, 2021, Reynolds moved to stay all proceedings related to injunctive relief after
Administrative Law Judge Cheney in the International Trade Commission rendered a decision
recommending that a limited exclusion order be entered barring entry of IQOS into the U.S.! Dkt.
647 at 2-5. On June 7, 2021, Judge O’Grady granted Reynolds’ motion in part and entered “a
partial stay of further proceedings on PMP’s injunctive relief claim that allows only fact discovery
relating to the instant claim to proceed through its conclusion.” Dkt. 702 at 1. The parties
subsequently completed fact discovery on all issues, including injunctive relief. But the parties
did not conduct expert discovery on injunctive relief because, as Judge O’Grady recognized, expert
discovery was not authorized (id.) and is “typically handled through post-trial briefing and
declarations, as needed.” Dkt. 666 at 5 n.1.

On June 8, 2022, the parties began a jury trial on Philip Morris’ infringement claims. On
June 15, the jury returned a verdict that (i) the Solo G2 infringed the 911 patent, (ii) the Alto

infringed the *265 patent, and (iii) Reynolds had not shown the 911 patent was invalid (Reynolds

' The Commission subsequently affirmed ALJ Cheney’s decision. Philip Morris appealed that
decision, which is in the midst of briefing and pending in the Federal Circuit.
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