
 
 

 
 

UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

ALEXANDRIA DIVISION 
 
 

 
RAI STRATEGIC HOLDINGS, INC. AND 
R.J. REYNOLDS VAPOR COMPANY 
 
 Plaintiffs and  
 Counterclaim Defendants, 
 

v. 
 
ALTRIA CLIENT SERVICES LLC; PHILIP 
MORRIS USA INC.; and PHILIP MORRIS 
PRODUCTS S.A.  
 
 Defendants and 
 Counterclaim Plaintiffs. 
 

 
 
Case No. 1:20-cv-00393-LO-TCB 
 
ORAL ARGUMENT REQUESTED 
 

 
 

 

REPLY IN SUPPORT OF PMI/ALTRIA’S OMNIBUS MOTION IN LIMINE   
 

Case 1:20-cv-00393-LO-TCB   Document 1098   Filed 02/25/22   Page 1 of 26 PageID# 30143

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case 1:20-cv-00393-LO-TCB   Document 1098   Filed 02/25/22   Page 2 of 26 PageID# 30144Case 1:20-cv-00393-LO-TCB Document 1098 Filed 02/25/22 Page 2 of 26 PagelD# 30144

  
 

TABLE OF CONTENTS

Page

L MIL NO. 1: PRECLUDE RJR FROM RELYING ON NON-COMPARABLE

AGREEMENTS TO SUGGEST THE AMOUNT OF A REASONABLE

ROYALTY ooccoscoscosccssessessessceseestsstsiveseisesisivessesssisivesesisitesivisssssussiissiesesissitesesiteseeeee 1

I. MIL NO. 2: PRECLUDE RJR FROM VIOLATING ITS STIPULATION

REGARDING THE PRIOR ART ooocesscoscescosecsecsscssesivesssisitesiessesiissiviieitesieesesiesivesesiteseese 3

Il. MIL NO.3: NOARGUMENT, EVIDENCE, OR TESTIMONY ABOUT PRIOR
ART INVALIDITY NOT DISCLOSED IN EXPERT REPORTS.o00-c-.ccsscssccssessesssessseeseee 3

IV. MILNO. 4: NO REFERENCE TO PRACTICING THE PRIOR ART AS AN

ALLEGED NON-INFRINGEMENT DEFENSE...0-----:-s-coscsvecsecsecssessessesisesecsiesivesesseeseessee 5

V. MIL NO. 5: PRECLUDE RJR’S EXPERT FROM RELYING ON HEARSAY

CONVERSATIONS WITH UNDISCLOSED THIRD-PARTIES AND

EVIDENCE PRODUCEDIN VIOLATION OF THE COURT’S DISCOVERY

ORDERooo vsesscsscosesscessesssssessvesestsstssvessissisesisisesssiiibessiisitesiesssssiiiissssiietissaveseeseeseesees 5

VL MIL NO. 6: PRECLUDE RJR FROM ARGUING THAT IT LACKS CONTROL

OVER SUPPLIERS OF THE ACCUSED PRODUCTS..eo.ccccssccsecesessessesivesessiesseesessteseevee 8

VII MIL NO. 7: PRECLUDE LAY OPINION TESTIMONY FROM RJR’S FACT

WITNESSES ABOUT ALLEGED NON-INFRINGEMENT OR INVALIDITY ........... 10

VII MIL NO. 8: NO REFERENCE TO RJR’S PATENT INFRINGEMENT

CLAIMS ooocccccccccscesecscsscssessvesecsvesisssssvessssiesesivesssiesisissitssiesivessiistivsieeiesitesissiseeeieeseeeseees ll

IX. MIL NO. 9: NO ARGUMENT.EVIDENCE, OR TESTIMONY ABOUT THE
PENDING ITC INVESTIGATION OR

eee13

X. MIL NO. 10: NO REFERENCE TO WITHDRAWN CLAIMSOR DEFENSES........... 14

MIL NO. 11: NO REFERENCE TO PMI/ATRIA’S DECISION NOT TO SUE

THIRD PARTIES FOR INFRINGING THE ASSERTED PATENTS.o..-ccccccccceseeseesseeee 15

XII MIL NO. 12: NO REFERENCE TO WITH

THIRD-PARTYJPATENT NUMBERS ooo ececccccccscssscssessessessssucesessessesseeseeees 17
XII. MIL NO. 13: PRECLUDE RJR FROM REFERENCING THE ABSENCE OF

CHARLES HIGGINS AT TRIAL .o0...csscssccsscssessessessecsicssesiesesisesicsiesssssivisesieesesseeseseeesee 19

XIV. MIL NO. 14: NO ARGUMENT, EVIDENCE, OR TESTIMONY

CHALLENGING FDA’S PMT AND MRTP AUTHORIZATIONSFORIQOS............ 19

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 

CASES 

Arctic Cat Inc. v. Bombardier Rec. Prods.,  
950 F.3d 860 (Fed. Cir. 2020) ................................................................................................... 16 

AVM Techs. LLC v. Intel Corp.,  
No. 15-cv-33, 2017 WL 2938191 (D. Del. Apr. 19, 2017) ......................................................... 2 

Bayer HealthCare LLC v. Baxalta Inc.,  
989 F.3d 964 (Fed. Cir. 2021) ................................................................................................... 17 

Berkheimer v. Hewlett-Packard Co.,  
No. 12-cv-9023, 2016 WL 3030170 (N.D. Ill. May 25, 2016) ................................................... 8 

Biedermann Techs. GmbH & Co. KG v. K2M, Inc.,  
528 F. Supp. 3d 407 (E.D. Va. 2021) ........................................................................................ 15 

Buckman v. Bombardier Corp.,  
893 F. Supp. 547 (E.D.N.C. 1995) ............................................................................................ 10 

CertusView Techs., LLC v. S&N Locating Servs., LLC,  
No. 2:13-cv-346, 2016 WL 6915303 (E.D. Va. Mar. 7, 2016) ................................................. 10 

E.I. DuPont de Nemours and Co. v. Kolon Indus., Inc.,  
286 F.R.D. 288 (E.D. Va. 2012) .................................................................................................. 9 

Electro- Mech. Corp. v. Power Distrib. Prods., Inc.,  
No. 11-cv-71, 2013 WL 1859229 (W.D. Va. Mar. 13, 2013) ................................................... 16 

Gen. Elec. Co. v. Joiner, 
 522 U.S. 136 (1997) ................................................................................................................. 18 

Henderson v. Corelogic Nat’l Background Data, LLC,  
No. 12-cv-97, 2016 WL 354751 (E.D. Va. Jan. 27, 2016) ........................................................ 10 

HVLPO2, LLC v. Oxygen Frog, LLC,  
949 F.3d 685 (Fed. Cir. 2020) ............................................................................................. 10, 11 

I/P Engine, Inc. v. AOL Inc.,  
No. 11-cv-512, 2012 WL 12068846 (E.D. Va. Oct. 12, 2012) ........................................... 1, 2, 3 

Krippelz v. Ford Motor Co.,  
750 F. Supp. 2d 938, 961 (N.D. Ill. 2010),  
vacated on other grounds, 667 F.3d 1261 (Fed. Cir. 2012) ...................................................... 16 

Mfg. Res. Int’l, Inc. v. Civiq Smartscapes, LLC,  
No. 17-cv-269, 2019 WL 4198194 (D. Del. Sept. 4, 2019) ...................................................... 19 

Case 1:20-cv-00393-LO-TCB   Document 1098   Filed 02/25/22   Page 3 of 26 PageID# 30145

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case 1:20-cv-00393-LO-TCB   Document 1098   Filed 02/25/22   Page 4 of 26 PageID# 30146Case 1:20-cv-00393-LO-TCB Document 1098 Filed 02/25/22 Page 4 of 26 PagelD# 30146

MLCIntell. Prop., LLC v. MicronTech., Inc.,
10 F.4th 1358 (Fed. Cir. 2021) 22... ceccecccccccceccesceescesceescesseesecseesseesecaeesaeeseeeaessaseseseaeenseeeeeaeeaees 18

Open Text S.A. v. Box, Inc.,
No; [3:¢9504910. 20TS: WE BASTST CD Cal Tait 9 DOU) esecccctceecsecsscecsssercececececeseceaeacscacactas 2

Pfizer Inc. v. Teva Pharma,
460 F: Sapp-.650 (D92006) sss cscscscscacscucacucacusscusscusscacacacacucatacatucatucacutcutscutetacacacacscatacatuacass 20

Samsung Elecs. Co. v. NVIDIA Corp.,
NO: 14-602757, 2016 WL "‘TS4347 (ED: Va PODE29, DONG) scciicciccssceicceiisactcasticaetcacccucunsuses 12: 15

Sprint Comme’ns Co. L.P. v. Charter Commce’ns, Inc.,
No. 17-661 734, 2021 WL. 982730 (D.-DGL. Mat: 16. DOD1 ys cisiicssiccsicsicencesniceacncnsnansuancueuscs 16

Steves & Sons, Inc. v. JELD-WEN, Inc.,

No; lé-ev=545,/2018 WL 359479: (ED: Va. Jati...10; DOVER) sscssconnnssnnssnassnsoansonnsnanconncounaauneaunes 10

TecSec, Inc. v. Adobe Inc.,
No. 10-cv-115, 2018 WL 11388472 (E.D. Va. Nov. 21, 2018) .0......ecccecceeeceseeeseeeeeeeeeeespassim

TecSec, Inc. v. Adobe Sys. Inc.,
No. 10-cv-115, 2018 WL 3656370 (E.D. Va. June 8, 2018)..........0.ceecceececeecceeeeeeseeeneeeeeeeeseeeees 18

Tyco Healthcare Grp. LP v. AppliedMed. Res. Corp.,
No. 09-cv-176, 2010 WL 11469880 (E.D. Tex. Feb. 26, 2010) .0.......cceeececececeeecceseeeeeeeteeeees 16

United Realty Advisors, LP v. Verschleiser,
No. 14-cv-5903, 2019 WL 4889420 (S.D.N-Y. Oct. 3, 2019) ........ccceceececeecceeeceesceesseeeeeeeseeeees 12

United States v. Farrell,
921 F.3d 116 (4th Cir. 2019) o2o.ccecccecccccccecesccescesccesecsseeseeesecsseesecaececeseceseceaceseeeaeeeateseteneenseees 10

United States v. Graham,

TETNcaesar cecezeceeeacaecaacaaeaacaacaacaaamarraaaracacaaa 10

United States v. Verges,
No: 132cf-227, 2014 WL.S59573 (ED: Va: Feb: 12,2094)escscscscesscssscusscacacacacscacacecucacscacusscuss 12

Younanv. Rolls-Royce Corp.,
IN6.09-60-2 136, 2013 WL. 1899919 '(S.D. Cal. MayDOUSJi siicsicsccscaisnesnianianiniususuaiusie 10

STATUTES

BS USB UBD) scccissccsrnccccsanesnnctncrectCR14

RULES

FEDRoEAO3  caccsnccsccauncoansesnasancaunessnssianesancasnieisncessnsancnantaisntieisnasssnsanatantietsCesSananasanieitnCe SNORT 5, 19

ill

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


1 

I. MIL NO. 1: PRECLUDE RJR FROM RELYING ON NON-COMPARABLE 
AGREEMENTS TO SUGGEST THE AMOUNT OF A REASONABLE ROYALTY 

RJR’s response crystallizes two dispositive points: (1) RJR confirms it seeks to use  

 Opp. at 

3, and (2) RJR ignores this Court’s ruling that parties may not use “[t]he amounts paid” in 

undisputedly “not comparable” licenses “to suggest a reasonable royalty rate” at trial.  TecSec, Inc. 

v. Adobe Inc., No. 10-cv-115, 2018 WL 11388472, at *8 (E.D. Va. Nov. 21, 2018).  But “the 

Federal Circuit has made clear that non-comparable licensing cannot be used as the basis for 

determining a reasonable royalty.”  I/P Engine, Inc. v. AOL Inc., No. 11-cv-512, 2012 WL 

12068846, at *2 (E.D. Va. Oct. 12, 2012).  RJR’s three arguments fail to overcome this law. 

First, RJR is wrong that PMI/Altria’s MIL is “premature” because it “does not discuss any 

specific” license.  Opp. at 1.  PMI/Altria told RJR during meet and confer that the subject 

agreements are specifically identified in Section 12.3 

of Dr. Sullivan’s rebuttal report.  Dkt. 895-1 at 3.  PMI/Altria identified these agreements in its 

MIL, explaining that the parties’ damages experts rely .  Mot. 

at 1 (citing Dkt. 895-3 ¶¶ 229-57).  RJR does not dispute these facts and concedes  

 

  Cf. id. at 3 with Opp. at 1-3. 

Second, RJR’s argument that it is “well settled” that non-comparable agreements “may be 

relevant” for “other purposes,” such as “cross-examination,” invites legal error.  Opp. at 1.  RJR’s 

sole cited case—which deferred the motion until the pretrial conference (not trial as RJR 

suggests)—explains that the opposite is true:  “A non-comparable license is irrelevant to prove a 

reasonable royalty” and, even if a party “at least proffered some possibly relevant lines of cross-

examination” (RJR has not), “that does not mean that the jury should hear irrelevant evidence.”  
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