United States Court of Appeals

Fifth Circuit
FILED
I N THE UNI TED STATES COURT OF APPEALS
FOR THE FIFTH CIRCUI T May 19, 2003

Charles R. Fulbruge llI
Clerk

No. 01-20869

ALAMEDA FILM5s S ADE CV; CM FILMS S A DE CV,
Cl NEMATOCGRAFI CA FI LMEX S A DE C V; Cl NEMATOGRAFI CA
JALISCO S A DE C V; CI NEMATOGRAFICA SCL S A DE CV,

Plaintiffs - Counter Defendants - Appell ees
- Cross Appell ants,

Cl NEPRCDUCCI ONES | NTERNATIONAL S A DE CV, CINEVISION S A DE
CV; DI ANA | NTERNACI ONAL FILMs S A DE C V; FI LMADORA MEXI CANA
SADECYV, GAZCON FILM5s S A DE CV, GRUPOGALINDOSADECV
MER S ADECYV, OROFILMS S ADE CV, PELICUAS Y VI DECS
INTERNACIC]\IALESSADECV, PROCI NEMA S A DE C V;

PRODUCCI ONES EGA S A DE C V; PRODUCCI ONES GALUBI S A DE C V,;
PRODUCCI ONES MATOUK S A DE C V; PRODUCCI ONES ROSA PRI EGQO S A
PRODUCCI ONES TORRENTE S A DE C V; PRODUCCI ONES VI RGO S A

DE CV, VIDEOUNVERSAL S ADE CV, SECINE S ADE CV,

CUMBRE FILM5 S A DE C V,

Plaintiffs - Appellees - Cross Appellants,

V.

AUTHORS RI GHTS RESTORATI ON CORPORATI ON | NC; MEDI A RESOURCES
| NTERNATI ONAL LLP; TELEVI SI ON | NTERNATI ONAL SYNDI CATORS | NC;
H JACKSON SHI RLEY, 111

Def endants - Counter O aimants - Appellants
- Cross Appell ees.

Appeal fromthe United States District Court for the
Southern District of Texas

Bef ore W ENER, BENAVIDES, and DENNIS, G rcuit Judges.
Wener, Crcuit Judge:

Plaintiffs-Appellees-Cross-Appellants Alaneda Filns, S. A, et
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al. (collectively, “the Plaintiffs”) are 24 Mexi can fil mproduction
conpani es that sued Def endant s- Appel | ant s- Cr oss- Appel | ees Aut hors
Ri ghts Restoration Corp., Inc., Media Resources International,
Tel evision I nternational Syndicators, Inc., and H Jackson Shirl ey,

(collectively, “the Defendants”), claimng copyright violations
in 88 Mexican filnms that the Defendants distributed in the United
States (“U.S.”). Follow ng a lengthy and vociferously disputed
di scovery process and the filing of nunmerous pre-trial notions,
i ncludi ng ei ght notions filed by the Defendants for partial summary
judgnent, the district court elimnated fromconsi derati on seven of
the 88 films in question and conducted a jury trial on the
Plaintiffs’ clains concerning the remaining 81 Mexican filnms. The
jury returned a verdict for the Plaintiffs on all clains.

On appeal, the Defendants proffer nyriad issues, but their
principal conplaints inplicate the district court’s (1) determ ning
that production conpanies, such as the Plaintiffs, can hold
copyrights under Mexican law, (2) permtting the Plaintiffs to
recover damages for both copyright infringement and unfair
conpetition, and (3) awarding attorney fees and costs to the
Plaintiffs. |In addition, the Defendants assert a litany of | egal
and factual errors purportedly commtted by the district court
during the trial. The Plaintiffs cross-appeal the district court’s
grant of partial summary judgnment to the Defendants on the
copyright status of seven of the 88 disputed filns. W affirmthe

district court on all issues advanced on appeal, except for the
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guantum of attorneys’ fees and costs awarded to the Plaintiffs,
which we remand to the district court for a nore precise
determ nation, per the Johnson factors,! of the Plaintiffs’
recoverabl e fees and costs incurred.

I .
FACTS and PROCEEDI NGS

In the m d-1980s, the Defendants began distributing a variety
of Mexican films in the U S. This activity included 88 filns that
had been produced and rel eased by the Plaintiffs in Mexico during
that country’'s “gol den age” of cinema, between the |ate-1930s and
the m d-1950s. The Plaintiffs acknow edge that, at the tine the
Def endants began distributing these 88 filnms in the US., 69 of
them had | ost their copyrights here for failure of the authors to
conply with U 'S. copyright formalities, such as registering and
renewi ng copyrights. According to the Plaintiffs, however, the
| egal status of these filns changed in 1994 when the U. S. adopted
the Uruguay Round Agreenment Act (“URAA’),?2 thereby anending the
1976 Copyright Act.® The URAA elimnated many of the formalities
previously required for copyrighting foreign works in the US
including registration and notice. The URAA al so provided,

effective January 1, 1996, for the automatic restoration of

1 See Johnson v. Ceorgia H ghway Express, Inc., 488 F.2d
714, 717-19 (5th Gr. 1974).

2 pub. L. 103-465, 108 Stat. 4809 (1994).

3 See 17 U.S.C. 8§ 104A (codifying the portion of the URAA
pertaining to copyright).
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copyrights in various foreign works that had fallen into the public
domain in the U S. as aresult of their foreign authors’ failure to
follow U S. copyright formalities.*

Fol | ow ng Congress’s 1994 adopti on of the URAA, the Defendants
began to obtain assignnents of “rights” to the films from sone
i ndividual “contributors,” such as screenwiters and nusic
conposers. The Defendants did not, however, contact any of the
Plaintiffs to obtain assignnments or licenses to these filns. The
Def endants continued to distribute Mexican filnms in the U S. after
January 1, 1996, the date on which the U S. copyrights were
automatically restored in those filns that were eligible for
copyright restoration under the URAA

In June 1998, the Plaintiffs filed suit inthe U S. D strict
Court for the District of Colunbia, alleging that the Defendants
violated the Plaintiffs’ (restored) U S. copyrights inthe 88 filns
here at issue. The Plaintiffs also alleged unfair conpetition by
t he Defendants in violation of the Lanham Act, as well as several
common-|l aw clainms. The Defendants filed a counter-claim and, a
fewnonths | ater, the case was transferred to the Southern District
of Texas.

Fol | ow ng di scovery, the Plaintiffs filed a notion for parti al
summary judgnent that they were the “authors” of the filns under

Mexi can | aw and thus held the U S. copyrights that were restored

417 U.S.C. § 104A(a)(1)(A) & (h)(2)(A).
4
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under the URAA Def endants filed two cross-notions for partia
summary judgnent, claimng that (1) under Mexican | aw, only natural
persons, such as the individual contributors, and not artificial or
juridical persons, such as film production conpanies, could be
“authors”; and (2) seven of the 88 filnms produced by Plaintiffs
were ineligible for copyright restoration under the URAA because
t hese seven had fallen into the public domain in Mexico. The
Def endants also filed a notion to dismss the action and anot her
for partial sunmary judgnent.

The district court eventually denied all notions except one,
granting the Def endants’ second notion for partial summary judgnent
concerning the copyright status of the seven particular filnms that
had fallen into the public domain in Mexico. In denying the
Plaintiffs notion for partial sumary judgnent, the district court
acknow edged that interpretation of Mexican copyright |aw under 17
US. C 8 104Ais a question of law for determ nation by the court.?

On this question, the district court ruled that film production

conpani es can hold copyrights — a derecho de autor (“author’s
right”) —— under the Mexican Cvil Code. The district court
reserved for trial, though, the disputed issue whether the

Plaintiffs had in fact obtained Mexican copyrights in the 81

> See 17 U.S.C. 8 104A(2)(b) (noting that a “restored work
vests initially in the author or initial rightholder of the work
as determ ned by the | aw of the source country of the work”).
See also FeED. R QGv. P. 44.1 (noting that a “court’s
determ nation [of foreign |law] shall be treated as a ruling on a
guestion of |aw’).
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