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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

RFCyber CORP., )
)
Plaintiff, )
)
V. ) CASE NO.: 6:22-cv-00697-ADA

)

VISA U.S.A. Inc,, ) JURY TRIAL DEMANDED
)
Defendant. )
)
)
)

DECLARATION OF MICHAEL SHAMOS, PH.D., IN SUPPORT OF
DEFENDANT’S OPENING CLAIM CONSTRUCTION BRIEF

I, Michael lan Shamos, Ph.D., do hereby declare as follows under penalty of perjury under
the laws of Texas and the United States:

. INTRODUCTION

1. My name is Michael Shamos. | have been retained as an expert witness by
Defendant Visa U.S.A. Inc. (“Visa” or “Defendant”) in this matter.

2. | have been asked to opine on the meaning of certain terms used in the asserted
claims of U.S. Patents 8,118,218 (the “’218 Patent”); 8,448,855 (the “’855 Patent”); 9,189,787
(the “’787 Patent”); and 9,240,009 (the “’009 Patent”) (collectively, the “Patents”).

3. This Declaration contains statements of my opinions formed in this case to date and
the bases and reasons for those opinions. | may offer additional opinions based on further review

of materials in this case, including opinions and/or testimony of other expert witnesses.
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1. QUALIFICATIONS

4. This section summarizes my educational background, career history, publications,
and other relevant qualifications. My curriculum vitae is attached as Appendix A, which includes
my detailed employment background, professional experience, and list of publications.

5. | have an A.B. degree from Princeton University in Physics, an M.A. degree from
Vassar College in Physics, an M.S. degree from American University in Technology of
Management, an M.S. degree from Yale University in Computer Science, an M. Phil. from Yale
University in Computer Science, a Ph.D. from Yale University in Computer Science, and a J.D.
degree from Duquesne University.

6. | currently hold the title of Distinguished Career Professor in the School of
Computer Science at Carnegie Mellon University in Pittsburgh, Pennsylvania. | am a member of
two departments in that School, the Software and Societal Systems Department and the Language
Technologies Institute. | was a founder and Co-Director of the Institute for eCommerce at
Carnegie Mellon from 1998-2004 and from 2004-2018 have been Director of the eBusiness
Technology graduate program in the Carnegie Mellon University School of Computer Science.
Since 2018, | have been Director of the M.S. in Atrtificial Intelligence and Innovation degree
program at Carnegie Mellon.

7. | have taught graduate courses at Carnegie Mellon in Electronic Commerce,
including eCommerce Technology, Electronic Payment Systems, Electronic Voting, Internet of
Things, Ubiquitous Computing, Electronic Payment Systems and eCommerce Law and
Regulation, as well as Analysis of Algorithms. Since 2007, I have taught an annual course in Law
of Computer Technology. | currently also teach Artificial Intelligence and Future Markets.

8. | am the author and lecturer in a 24-hour video course on Internet protocols and

have taught computer networking, wireless communication, and Internet architecture since 1999.
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9. From 2001-2021, | was a Visiting Professor at the University of Hong Kong, where
| taught an annual course in Electronic Payment Systems. This is one of only a handful of graduate
courses taught on this subject in the world.

10. I was the Director of Carnegie Mellon’s graduate degree program in eBusiness
Technology from 1999-2018 and am now a faculty member in the Privacy Engineering degree
program at Carnegie Mellon. My course on Law of Computer Technology is required for all
students in that program.

11. | am a named inventor on the following six issued patents relating to electronic
commerce: U.S. Patent Nos. 7,330,839; 7,421,278; 7,747,465; 8,195,197; 8,280,773; and
9,465,299.

12. From 1979-1987 | was the founder and president of two computer software
development companies in Pittsburgh, Pennsylvania, Unilogic, Ltd. and Lexeme Corporation.

13. | am an attorney admitted to practice in Pennsylvania and have been admitted to
the Bar of the U.S. Patent and Trademark Office since 1981. | have been asked to render opinions
in this Declaration as a technical expert. | have not been asked to offer any opinions on patent law
in this proceeding.

14. | have previously served as an expert in over 360 cases concerning computer
technology. In particular, I have been involved in at least 35 cases involving electronic payment
systems.

I11.  COMPENSATION

15. | am being compensated for my work in this case at the rate of $600 per hour. 1 am
also reimbursed for all reasonable expenses that I incur during the course of this case. My
compensation does not depend upon the results of my analysis or the substance of my testimony,

nor does my compensation depend on the outcome of this or any related proceeding. | have no
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personal interest in the outcome of this matter. | have no financial interest in RFCyber Corp.
(“Patent Owner”) or affiliation with any of parties in interest, the Patent Owner or the inventors of
the Patents. It is conceivable that I may own mutual funds whose portfolios include stock in
Defendant’s affiliate Visa, Inc. If this is the case, the value of such holding would not constitute
a material part of my net worth.

16.  The statements made and opinions provided in this Declaration are based on my
own personal knowledge and experience.

17. In this Declaration, all emphasis in boldface has been added unless otherwise noted.

IV. RELEVANT LEGAL PRINCIPLES

18. | have been informed by counsel for Visa that the following principles of law are
applicable to claim construction, and | have applied these principles in my analysis.

19. The claims of a patent define the limits of the patentee’s exclusive rights. In order
to determine the scope of the claimed invention, courts may construe (or define) claim terms when
the meanings are disputed by the parties.

20.  Claim terms should generally be given their ordinary and customary meaning as
understood by one of ordinary skill in the art at the time of the invention after reading the patent
and its prosecution history.

21.  Claims must be construed, however, in light of, and consistent with, the patent’s
intrinsic evidence. Intrinsic evidence includes the claims themselves, the written disclosure in the
patent’s specification, and the patent’s prosecution history, including the prior art that was
considered by the United States Patent and Trademark Office (“PTO”).

22.  Thelanguage of the claims helps guide the construction of claim terms. The context

in which a term is used in the claims can be highly instructive.
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23.  The specification of the patent is the best guide to the meaning of a disputed claim
term, beyond the wording of the claims themselves. Embodiments disclosed in the specification
help teach and enable those of skill in the art to make and use the invention, and are helpful to
understanding the meaning of claim terms. Nevertheless, in many cases, the limitations of
preferred embodiments and examples appearing in the specification should not be read into the
claims.

24, In the specification, a patentee may also define his own terms, give a claim term a
different meaning than it would otherwise possess, or disclaim or disavow claim scope. A court
may generally presume that a claim term possesses its ordinary meaning. This presumption,
however, does not arise when the patentee acts as his own lexicographer by explicitly defining or
re-defining a claim term. This presumption of ordinary meaning can also be overcome by
statements, in the specification or prosecution history of the patent, of clear disclaimer or
disavowal of a particular claim scope.

25.  The specification may also resolve any ambiguity if the ordinary and customary
meaning of a claim term lacks sufficient clarity to permit the scope of the claim to be ascertained
from the words of the claim alone.

26.  The prosecution history can be another important source of evidence in the claim
construction analysis. The prosecution history is the record of the proceedings before the PTO,
including communications between the patentee and the PTO. The prosecution history can inform
the meaning of the claim language by demonstrating how the patentee and the PTO understood
the invention and whether the patentee limited the invention in the course of prosecution, making
the claim scope narrower than it would otherwise be. A patentee may also define a term during

the prosecution of the patent. The patentee is precluded from recapturing through claim

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




