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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
ORLANDO DIVISION

PARKERVISION, INC.,
Plaintiff,
V. Case No: 6:14-cv-687-Orl-40LRH
QUALCOMM INCORPORATED,
QUALCOMM ATHEROS, INC., HTC
CORPORATION and HTC AMERICA,
INC.,

Defendants.
/

ORDER

This cause comes before the Court on the following:

1. Plaintiff's Motion for Claim Construction (Doc. 148), filed June 15, 2015;

2. Defendant’s Claim Construction Brief (Doc. 171), filed July 15, 2015;

3. Plaintiff's Additional Claim Construction Brief (Doc. 317), filed September
27, 2019; and

4, Defendant’s Responsive Claim Construction Brief (Doc. 324), filed October
11, 2019.

The Court held Markman hearings on August 12, 2015 (Doc. 198), and November 12,

2019 (Doc. 333).1

1 See generally Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996).
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BACKGROUND

This litigation has a complex history, beginning with Plaintiff ParkerVision, Inc.’s
(“ParkerVision”), Complaint alleging the infringement of seven patents. (Doc. 1). In the
First Amended Complaint, ParkerVision added four patents. (Doc. 26). 2 As is customary,
the parties provided the Court with a technology tutorial (Doc. 157), and the Court held
the initial claim construction hearing (Doc. 198). Following the claim construction hearing,
the parties filed a Joint Motion to Dismiss Certain Claims and Covenant not to Sue (Doc.
228), which the Court granted (Doc. 246). The Motion to Dismiss informed the Court that
certain terms discussed at the claim construction hearing no longer required interpretation
by the Court. (Doc. 228). As the case progressed, the parties stipulated to the dismissal
of the Samsung Defendants (Doc. 255), and the Court granted the dismissal (Doc. 256).
The litigation was ultimately stayed pending Inter Partes Review (“IPR”). (Docs. 255, 256).

ParkerVision appealed three final written decisions of the U.S. Patent Trial and
Appeal Board in which the Board held certain claims of the ‘940 patent unpatentable.
ParkerVision, Inc. v. Qualcomm, Inc., 903 F.3d 1354, 1357 (Fed. Cir. 2018). Qualcomm
had challenged the apparatus and method claims of the ‘940 patent as obvious. Id. at
1358. The Board agreed that the apparatus claims would have been obvious. Id. at 1359.
The Federal Circuit affirmed the Board’s finding that claims 4, 21, 22, 23, 100, 113-16,
118, 119, 281, 283-86, 288, 289, 293, 309-12, 314-15, and 319 are unpatentable. Id. at

1362. The Federal Circuit also affirmed the Board’s determination that claims 1, 2, 18,

2 ParkerVision has elected to proceed with the ‘940, ‘372, ‘907, and ‘177 patents,
which were disclosed in the First Amended Complaint and Plaintiff's Claim
Construction Brief. (Doc. 284, pp. 2-3; Docs. 124, 148).
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81-84, 86, 88-91, 93, 94, 251-54, 256, 258-61, 263, and 264 are unpatentable. Id. at
1364.

As for the method claims, the Federal Circuit agreed with the Board’s
determination that Qualcomm'’s petitions were deficient because “they ‘d[id] not speak to
whether a person of ordinary skill in the art would have any reason to’ operate” the prior
art in a manner that generates a plurality of integer-multiple harmonics. Id. at 1363.
Accordingly, the court affirmed the Board’s determination that claims 25, 26, 363—-66, 368,
369, and 373 were not proven unpatentable. Id. As noted above, ParkerVision stipulated
in its briefing and at oral argument that claims 88-92 of the ‘372 patent are abandoned.

After the Federal Circuit issued its opinion, ParkerVision served Qualcomm with
Supplemental Infringement Contentions, including updated infringement contention
charts, that included each of the ‘940, ‘372, ‘907, and ‘177 patents and each claim
identified for those four patents. (Doc. 284, p. 4).% Litigation ensued over whether
ParkerVision had abandoned some of the claims included in the infringement contention
chart. (Docs. 284, 285, 289). The Court determined that ParkerVision had not abandoned
the claims and held ParkerVision may proceed with the following patents and claims:

'940 Patent (10 claims): 24, 25, 26, 331, 364, 365, 366, 368, 369, 373

'372 Patent (12 claims): 95, 96, 99, 100, 103, 104, 107, 108, 109, 110, 126, 127

'907 Patent (7 claims): 1, 2, 10, 13, 14, 15, 23

177 Patent (11 claims): 1, 2, 3,5, 7, 8, 9, 10, 11, 12, 14

3 The case was stayed for three years due to the IPR and subsequent appeal
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