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IN THE UNITED STATES DISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS

TEXARKANA DIVISION

MAXELL, LTD.,

Plaintiff, CASE NO. 5:19-CV-00036-RWS

V.

Defendant.

 

DEFENDANT APPLE INC.’S REPLY IN SUPPORT OF ITS MOTION TO STAY

PENDING PROCEEDINGS AT THE PATENT OFFICE OR, IN THE ALTERNATIVE:
TO CONTINUE TRIAL DUE TO THE COVID-l9 PANDEMIC
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I. INTRODUCTION

The Patent Office has granted review of every one of Maxell’s six currently asserted

patents that has reached a patentability decision. Applying “the expert agency’s full and focused

consideration,” the Patent Office has devoted more than 150 pages analyzing the serious validity

problems with Maxell’s patents, agreeing with Apple at every turn. Despite this, Maxell would

have the Court, its staff, the parties, the trial teams, and the jurors expend the tremendous

resources necessary for a two-week trial where there is a high likelihood that all of the asserted

patent claims will be cancelled, rejected, or materially amended. Courts in this District routinely

hold that the most important factor is whether a stay is likely to simplify the issues for trial,

because proceeding to trial on patent claims that are likely to be rejected or amended poses a

serious risk of wasted resources as to the parties and the Court. Here, four of the six patents are

subject to Patent Office review, and the Patent Office is likely to decide to review the other two

patents before trial begins. Given the near certainty that the issues for the March 22 trial will be

simplified by Patent Office’s review of the asserted patents, the Court should enter a stay.

The March 22 trial also presents a substantial risk to the health and safety of all trial

participants. Maxell downplays those risks and mischaracterizes the COVID-l9 statistics in

Texas, but the fact is that the number of new COVID-l9 cases and deaths in and around

Texarkana are roughly the same or higher than they were in November when the Court last

continued the trial. Even with precautions such as wearing masks and social distancing, there

remains a significant risk to all those involved in the trial. That risk far outweighs any minimal

prejudice to Maxell of a limited continuance in the event the Court does not grant a stay pending

the Patent Office proceedings—especially because it now appears that a significant majority of

the U.S. population should be vaccinated by the end of May 2021.
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