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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TEXARKANA DIVISION

MAXELL, LTD., Case No. 5:19-cv-00036-RWS
Plaintiff, JURY TRIAL DEMANDED
V. PUBLIC VERSION
APPLE INC.,
Defendant.

MAXELL, LTD.’S SUR-REPLY TO APPLE INC.’S MOTION FOR PARTIAL
SUMMARY JUDGMENT LIMITING MAXELL’S CLAIM FOR DAMAGES FOR
THE ’999, ’498, *493, AND ’317 PATENTS UNDER 35 U.S.C. § 287(a) AND FOR
NO ENHANCED DAMAGES UNDER 35 U.S.C. § 284
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Genuine issues of material fact exist here. Apple cannot establish otherwise through
unsupported say-so or by ignoring the facts themselves. But that is plainly Apple’s strategy—even
to the point of deliberately quoting the wrong part of a document, when the right part of the
document is harmful to Apple’s position. When the facts are measured against the law and viewed
in the light most favorable to Maxell—as they must be here—there is no question that genuine
disputes as to material facts remain.

l. Genuine Issues of Material Fact Remain Regarding Actual Notice

Apple again suggests that a party must explicitly allege infringement for actual notice to
be found. Apple ignores the law. As Maxell showed in its Opposition, courts have held that an
offer to license can be deemed actual notice because “[t]he whole point of offering a license is to

insulate a licensee from infringement charges by the licensor.” Gart v. Logitech, 254 F.3d 1334,

1346 (Fed. Cir. 2001). The June 2013 letter || NG
I - C (~100712194). In other words, Maxell’s
predecessor |
_ than the letters at issue in the cases Apple cited,

which merely provided notice of ownership of the patents and, at most, invited the letter recipient
to review the patent(s) to gauge any potential interest in a license which the patentee was willing
to make available. Amsted Indus. Inc. v. Buckeye Steel Castings Co., 24 F.3d 178, 186-87 (Fed.
Cir. 1994); Massachusetts Institute of Technology v. Abacus Software, Inc., No. 5:01-cv-344, 2004
WL 5268125,a t *2 (E.D. Tex. Sept. 29, 2004). Here, the infringement assertion is clear enough

from the fact that |

This can mean nothing other than: Apple is infringing these patents and needs to take a license.
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Apple’s attempt to distinguish Maxell’s cited case law by asserting that Gart, for example,
found actual infringement where the need for a license was combined with additional infringement

allegations (Reply at 2), fails as such a combination is also present here. As Maxell explained in

detail, the June 2013 materiat |
I Onp. 2t 6-7. The materials even showed |

_. Opp. at 6-7. Apple tries to divert the Court’s attention from these statements made

by Hitachi (and relied upon by Maxell in its Opposition) by pointing instead to a different portion

of the June 2013 letter.* Cf. Reply at 2 (quoting _
-
I, it Opp. at 6 (quoting [
|
I, e fact that
-
_ does not nullify that the June 2013 materials also

contained everything required for actual notice—i.e., it informed Apple of the identity of the patent
and the activity that is believed to be an infringement and contained a proposal to abate the
infringement. SRI Int’l, Inc. v. Advanced Tech. Labs., Inc., 127 F.3d 1462, 1470 (Fed. Cir. 1997).

Ignoring the disputed materials facts is not the same as having no disputed material facts.

! Apple also argues that identification of _ is distinguishable from other
cases where identification of “water tank products” and “mobile telecommunications and infrastructure
technologies” were sufficient to survive summary judgment. Reply at 2-3. Apple’s conclusory statement

that the two are different cannot erase a dispute of material fact. The only entity that can decide whether
identification ﬁ is enough for actual notice is the jury.
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