Case 5:19-cv-00036-RWS Document 476 Filed 08/03/20 Page 1 of 11 PagelD #: 25999
PUBLIC VERSION

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TEXARKANA DIVISION

MAXELL, LTD.,
Plaintiff, Civil Action No. 5:19-cv-00036
v JURY TRIAL DEMANDED
PUBLIC VERSION
APPLE INC.,
Defendants.

MAXELL, LTD.’S REPLY BRIEF IN SUPPORT OF ITS MOTION FOR SUMMARY
JUDGMENT OF NO INVALIDITY UNDER 35 U.S.C. §§ 102 AND 103 OF CLAIMS 7,
16, AND 17 OF U.S. PATENT NO. 10,212 586

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 5:19-cv-00036-RWS Document 476 Filed 08/03/20 Page 2 of 11 PagelD #: 26000

PUBLIC VERSION
TABLE OF CONTENTS

l. ARGUMENT ..ottt a bbb bt eneebe e e e ne et s 1

A. There Are No Genuine Disputes of Material Fact Regarding
ANTICIPALION. ..t te et e e s reesre e e e sraenee s 1

B. There Are No Genuine Disputes of Material Fact Regarding
ODVIOUSIIESS. ..ttt bbbttt bbb be b eneenes 3
1. CONCLUSION ..ttt e et e e et e e et e e anae e e st e e e nnteeenneeeennes 5

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 5:19-cv-00036-RWS Document 476 Filed 08/03/20 Page 3 of 11 PagelD #: 26001

PUBLIC VERSION
TABLE OF AUTHORITIES
Page(s)

Cases
Amgen Inc. v. Hoechst Marion Roussel, Inc.,

314 F.3d 1313 (Fed. Cir. 2003).....ccueiieeerieieiesiesiesieseaeeseeseessesaessessessesseaseassessessessessessessessassens 3
Canon Inc. v. Color Imaging, Inc.,

2015 U.S. Dist. LEXIS 179445 (N.D. Ga. Sept. 11, 2015) ...ccocviiiiieriecieseeie e 5
Cheese Sys. v. Tetra Pak Cheese & Powder Sys.,

725 F.3d 1341 (Fed. Cir. 2013)......ciiierereeeieeessesesseesssssessessess s ensesssssessssessssssseesnsss 3,5
Med. Instrumentation & Diagnostics Corp. v. Elekta AB,

344 F.3d 1205 (Fed. Cir. 2003).....cceiieieieieriesiesiestesieseeseesaeseessessessessassesseassessessessessessessessassens 2
Otsuka Pharmaceutical Co., Ltd. v. Sandoz, Inc.,

678 F.3d 1280 (Fed. Cir. 2012).....cciiieeerieieiesiesieste e eeeee e sae e te e sreesa e e e e saesaesaesresneasaanens 5
Richardson-Vicks Inc. v. Upjohn Co.,

122 F.3d 1476 (Fed. Cir. 1997)......veiveeeereseessesseissesssessiessesssssesssessssssensssss s ssssssssanans 5
Scripps Clinic v. Genentech, Inc.,

927 F.2d 1565 (Fed. Cir. L991).....iiiiieieieieie st st e ettt re e e et saesresneenaeneas 2
Shire LLC v. Amneal Pharmaceuticals, LLC,

802 F.3d 1301 (Fed. Cir. 2015).....ciiieeeeiieieiesiesteste e esee e see e st a e ssa e e s e saesaesaesresneanaanens 5
Unigene Labs., Inc. v. Apotex, Inc.,

655 F.3d 1352 (Fed. Cir. 2011).......ovuivireereeeeseessesssesessesssssessssssssssssssssssssssss s sesnssansens 5
Other Authorities
U.S. Patent NO. 10,212,586.........cccciieieiiiiieeiie e st esie sttt te e sae et e s staar e esne e e passim
U.S. Patent NO. 6,871,063 (SChITFEI) ....ovoiiiiiiiiceeee e passim
U.S. Patent Application Publication No. 2006/0041746 (Kirkup) .......cccceeeiveeviveieiiesieennn passim

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 5:19-cv-00036-RWS Document 476 Filed 08/03/20 Page 4 of 11 PagelD #: 26002
PUBLIC VERSION

Apple’s opposition brief (Dkt. 427, “Opp.”) to Maxell’s motion for summary judgment of
no invalidity of the asserted claims of U.S. Patent No. 10,212,586 (Dkt. 366, “Mot.”) attempts to
distract the Court from the simple conclusion that the “memory” limitations as claimed are
simply not present in Schiffer. Apple attempts to salvage its obviousness case by pointing to a
hodgepodge of citations to Dr. Menascé’s report and alleging that Maxell “mischaracterize[ed]”
Dr. Menascé’s opinions. Maxell did nothing of the sort. Rather, Dr. Menascé’s only statement
of obviousness as to the memory limitations for Schiffer alone is boilerplate and unsupported.
Further, Apple’s reliance on Kirkup to allegedly fill in the gaps fails because neither Apple nor
Dr. Menascé demonstrate how Kirkup discloses the memory limitation as claimed—at best,
Kirkup is redundant to Schiffer. Because neither primary art reference discloses the “memory”
limitations, no reasonable jury could conclude that Apple’s prior art anticipates or rendered
obvious the asserted claims. Accordingly, the Court should grant Maxell’s Motion.?

l. ARGUMENT

A There Are No Genuine Disputes of Material Fact Regarding Anticipation.

To concoct disputes of fact where none exist, Apple ignores the plain language of the
claims and asserts that “information about” can mean essentially anything to fit its invalidity

theories, contradicting its own expert in the process. See Opp. at 8-9.

Apple states that “Dr. Menascé explains that _
_ Opp. at 9; see id. at 8 (claiming Maxell is wrong for “apparently

assuming that information “about’ the mobile phone cannot also be about the computer”). But

! Granting Maxell’s “Motion” does not “eliminate Apple’s invalidity case” (Opp. at 1)—Apple is
free to make its written description arguments against the *586 Patent. See Dkt. 444 at 3.
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merely because information about the first mobile terminal—in Schiffer’s case, the “access
code”—may be located on the second mobile terminal does not mean the information is “about”
the second mobile terminal. The information is “about” the first mobile terminal, not the second,
and the claims require that the information be “about” not “at” a second mobile terminal.

Schiffer is clear that the access code may be one of two things: (1) “subscriber identity
number” of the mobile phone (i.e., first terminal); or (2) an alternate value that may be encrypted
using all or some portion of the subscriber identity value. Mot. at Ex. 2, App. D at 9. Neither
the subscriber identity value nor the alternate value disclosures of Schiffer, including the *“other
security code,” provide any evidence that these values are “information about an another mobile
terminal,” i.e., computer system 110. See generally Mot. at 5-7. As such, none of the disclosure
of Schiffer or Dr. Menascé’s opinions present any factual dispute that would lead a POSITA to
believe that the “access code” is “information about an another mobile terminal,” i.e., computer
system 110 as the claims require.> See Scripps Clinic v. Genentech, Inc., 927 F.2d 1565, 1576-
77 (Fed. Cir. 1991) (the purpose of extrinsic evidence in an anticipation analysis “is to educate
the decision-maker to what the reference meant to persons of ordinary skill in the field of the
invention, not to fill gaps in the reference.”).

Moreover, Apple’s malleable interpretation—and rewriting—of the claims is contrary to

Dr. Menasce’s interpretation in his non-infringement report: “[T]o show infringement, |

understand that Maxell must show that |

2 Apple’s reliance on Medical Instrumentation, for example, is inapposite. Opp. at 7-8. There,
the Federal Circuit reversed the district court and noted that the reference at issue was found to
be “‘ambiguous,” which suggests to us that the issue of exactly what the reference teaches is
something that should have been resolved by the jury.” Med. Instrumentation & Diagnostics
Corp. v. Elekta AB, 344 F.3d 1205, 1221 (Fed. Cir. 2003). But Schiffer’s disclosure is not
ambiguous—it does not disclose the memory limitation as claimed, despite Apple’s attempted
rewriting of the claim language.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




