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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TEXARKANA DIVISION

MAXELL, LTD.,
.. Civil Action No. 5:19-cv-00036-RWS
Plaintiff,

. I

APPLE INC., JURY TRIAL DEMANDED

Defendant.

APPLE INC.’S MOTION FOR PARTIAL SUMMARY JUDGMENT OF SUBJECT
MATTER INELIGIBILITY UNDER 35 U.S.C. § 101 FOR U.S. PATENT NOS. 6,928,306
AND 6,329,794
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Defendant Apple Inc. moves for summary judgment that the asserted claims of two asserted
patents—U.S. Patent Nos. 6,928,306 (“the *306 Patent”) and 6,329,794 (“the *794 Patent”)—are
directed to ineligible subject matter under 35 U.S.C. § 101 and Alice.

The *306 Patent is directed to the abstract idea of combining sounds from at least two sound
sources to convey a signal. Humans have long combined sounds from two sources—e.g., singing
and clapping—to generate a new sound. There is nothing inventive about generating a sound from
“at least two” sound sources as opposed to one. What’s more, the >306 Patent carries out this basic

29 ¢¢

human activity by combining sounds using a generic “sound generator,” “controller,” and “sound
sources,” techniques that the patent and Maxell’s expert admit were “already known.”

The °794 Patent is directed to the abstract idea of prioritizing tasks for allocation of
resources in a battery-operable device. Prioritizing tasks and allocating time and energy to higher
priority tasks is a basic human activity. According to the patent, in “conventional” technologies,
a human user had to manually stop using a lower priority function (e.g., video calling) in order to
conserve power for higher priority functions (e.g., audio communication). The only purported
“improvement” is to use generic components (e.g., “a controller”’) to automate what was previously
done manually. But simply automating human activities is not eligible subject matter, particularly
where, as here, the claims lack any implementation details and the patent claims no improvements

to any of the recited components. Accordingly, the 306 and *794 Patents are invalid under § 101.
L. STATEMENT OF ISSUES

Whether Claims 12 and 15 of the *306 Patent and Claims 1 and 14 of the 794 Patent are
directed to patent-ineligible subject matter under 35 U.S.C. § 101.
IL. STATEMENT OF UNDISPUTED MATERIAL FACTS

A. U.S. Patent No. 6,928,306 (“the 306 Patent”)

1. Summary Of The °306 Patent
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1. The ’306 Patent claims priority to January 7, 2000. ’306 Patent (Ex. A) at Cover.

2. The alleged invention is “[a] portable mobile unit for alerting on incoming of a
signal by a ringing sound.” Id. at Abstract, 1:5-10, 1:62-2:56. The specification admits that
“generat[ing] the ringing sound for alerting of incoming phone calls” was already known in
“conventional cellular telephones.” Id. at 1:10-23. The alleged deficiency was simply that a user
could “confus|[e] ... the incoming call” with that of other cellular phones, such that there was a
need for “discriminating or differentiating the ringing sound of each [of] the cellular phone[s] from
others.” 1d.; see Ex. E at J 43. Yet, the patent admits that technologies for discriminating ringing
sounds in cellular phones already existed. For example, the patent admits that a “melody generator

bR TS

. capable of producing different melodies” was “popular,” “widely prevailed,” and could
“discriminate” ringing sounds. ’306 Patent at 1:22-29. The patent also admits that using a “FM
[Frequency Modulation] sound source” or a “PCM [Pulse Code Modulation] sound source” to
synthesize alerting sounds was “already known.” Id. at 1:42-53.

3. The patent’s purported solution is not an improved portable device with improved
performance or processing capacity. Nor is it an improved controller, sound source, or sound
generation protocol. Instead, the purported “invention” is merely to create sounds by combining
sounds from at least two sound sources. Id. at Abstract, 1:5-2:56. These “sound sources” include
a “FM sound source,” “PCM sound source,” and “sound data ... of the MIDI method” or “MP3
method,” which the patent admits were “already known.” Id. at 1:42-53, 4:34-65, 5:6-7.

4. Asserted Claim 12 recites:

A portable mobile unit capable of alerting on incoming of a signal by a ringing sound,
comprising:

a ringing sound generator for generating the ringing sound in accordance with a
plurality of patterns made of combination of at least two sound sources; and
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