
 

 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

TEXARKANA DIVISION 

MAXELL, LTD., 

Plaintiff, 

vs. 

APPLE INC., 

Defendant. 

Civil Action No. 5:19-cv-00036-RWS 

 

JURY TRIAL DEMANDED 

 

APPLE INC.’S MOTION FOR PARTIAL SUMMARY JUDGMENT OF SUBJECT 
MATTER INELIGIBILITY UNDER 35 U.S.C. § 101 FOR U.S. PATENT NOS. 6,748,317, 

6,430,498, AND 6,580,999 
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Defendant Apple Inc. (“Apple”) moves for partial summary judgment that the asserted 

claims of three related patents―U.S. Patent Nos. 6,748,317, 6,580,999, and 6,430,498 (the 

“Navigation Patents”)―are directed to ineligible subject matter under 35 U.S.C. § 101 and Alice. 

At Alice step one, the Navigation Patents’ claims are directed to the abstract idea of 

presenting navigation and location information to a walking user.  Humans have used maps with 

arrows and symbols to aid in walking navigation since the prehistoric age.  The Navigation Patents 

simply carry out these activities in a conventional computer environment with generic components 

like a “portable terminal,” “input device,” and “display.”  By their own terms, the Navigation 

Patents do not claim any improved portable navigation device.  Rather, the patents adopt primitive 

techniques for displaying routes (e.g., arrows or lines), precisely because they were simpler than 

prior art techniques and compatible with existing prior art devices. 

At Alice step two, the claims do not disclose an inventive concept as they recite only 

conventional “devices” performing routine functions.  The “devices” are combined to form a 

“portable terminal,” which the specification itself characterizes as a “conventional,” “low in 

performance” and “just like” an “ordinary portable telephone.”  On this same record, in a prior 

lawsuit before this Court concerning the ’317 Patent, a jury found the claims “well-understood, 

routine, and conventional.”  Accordingly, the Navigation Patents are invalid under § 101. 

I. STATEMENT OF ISSUE 

Whether Claims 1 and 17 of the ’317 Patent, Claims 3 and 13 of the ’498 Patent, and Claim 

3 of the ’999 Patent (“Asserted Claims”) are invalid under 35 U.S.C. § 101. 

II. STATEMENT OF UNDISPUTED MATERIAL FACTS 

A. Summary Of The ’317, ’498, And ’999 Patents (“Navigation Patents”) 

1. Plaintiff Maxell asserts ten patents against Apple, including the three Navigation 

Patents.  D.I. 111.  The Navigation Patents, each titled “Portable Terminal With The Function Of 
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Walking Navigation,” are in the same family, share a common specification, and all claim priority 

to July 12, 1999.  ’317 (Ex. A) at Cover; ’498 (Ex. B) at Cover; ’999 (Ex. C) at Cover. 

2. The alleged invention is “a portable terminal provided with the function of walking 

navigation, which can supply location-related information to the walking user.”  ’317 at 1:16-18.  

The specification admits that displaying location-related information to a walking user through 

“maps and other map-related contents” was known in “conventional” prior art devices, such as a 

“conventional PDA terminal with GPS.”  Id. at 1:19-49, 2:3-39.  The only problem the 

specification identifies in the prior art is that “portable telephones . . . [were] low in processing 

capacity” and had “small-size display screen[s],” and were thus unable to clearly display maps.  

Id. at 1:31-38, 1:46-52, 3:20-26, 3:64-66.  

3. Rather than display maps, the specification proposes displaying navigation 

information in three simpler ways that would be compatible with the small screens of existing 

portable devices, as depicted in Figures 3(a)-(f) below: (1) showing an arrow to the destination 

along with distance indicators (Figs. 3(a)-(b)); (2) showing a turn arrow to indicate the next turn 

to reach the destination (Figs. 3(c)-(d)); and (3) showing a segment of the overall route as a “bent” 

line and the user’s current position along the line (Figs. 3(e)-(f)).  Id. at 6:51-7:10. 
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