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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TEXARKANA DIVISION

MAXELL, LTD.,
Plaintiff Civil Action NO. 5:19-cv-00036-RWS
V. JURY TRIAL DEMANDED
APPLE INC,, _
Defendant.

APPLE INC.’S OPPOSITION TO DEFENDANT MAXELL, LTD.’S
MOTION TO STRIKE PORTIONS OF DEFENDANT
APPLE INC.’S INVALIDITY EXPERT REPORTS
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l. INTRODUCTION

Invalidity contentions are designed to give adequate notice to allow the parties to litigate
their cases. Maxell cannot seriously dispute that it had more than adequate notice of all of
Apple’s invalidity theories. Apple’s invalidity contentions fully complied with the Patent Rules,
disclosing all of the prior art references and combinations Apple would rely on, and providing
motivations to combine those references. In attempting to manufacture disputes, Maxell
imagines novel legal requirements and attempts to fault Apple for not complying with these non-
existent requirements. For example, Maxell suggests that prior art combinations must be
disclosed on a claim limitation basis in invalidity contentions for an expert to rely on those
combinations in a report. This District expressly holds otherwise: combinations do not need to
be disclosed on a limitation basis in invalidity contentions. All that is required is to chart the
prior art references and disclose which references will be combined, and motivations to combine
them. Apple complied with that requirement.

Similarly, Maxell criticizes experts for providing additional analysis of prior art and
motivations to combine over the disclosure in Apple’s invalidity contentions, and its brief
includes charts suggesting that Apple’s experts are presenting “new” theories by selecting
snippets of Apple’s expert reports that Maxell claims do not use exactly the same words as parts
of Apple’s invalidity contentions Maxell cites. In doing so, Maxell simply ignores other parts of
Apple’s invalidity contentions that very clearly disclose the grounds Maxell accuses of being
“new.” Also, this District holds that parties are not required to put forward their entire case in
invalidity contentions; expert reports are necessarily more detailed.

Unsurprisingly considering that Apple’s invalidity contentions clearly complied with the
Patent Local Rules (“Patent Rules”), Maxell finds no authority to support its novel theories and

the extreme relief it seeks for illusory disputes. To the contrary, the only cases Maxell cites do

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




