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Invalidity of U.S. Patent No. 10,212,586
by
U.S. Patent No. 6,871,063 to Schiffer (“Schiffer *063”)

The excerpts cited herein are exemplary. For any claim limitation, Defendant may rely on excerpts cited for any other limitation and/or
additional excerpts not set forth fully herein to the extent necessary to provide a more comprehensive explanation for a reference’s
disclosure of a limitation. Where an excerpt refers to or discusses a figure or figure items, that figure and any additional descriptions
of that figure should be understood to be incorporated by reference as if set forth fully therein.

Except where specifically noted otherwise, this chart applies the apparent constructions of claim terms as used by Plaintiff in its
infringement contentions; such use, however, does not imply that Defendant adopts or agrees with Plaintiff’s constructions in any way.

U.S. Patent No. 10,212,586 (“the *586 Patent”) claims priority to Japanese Application No. 2012-117105, filed May 23, 2012. For
purposes of these invalidity contentions, Defendant applies the May 23, 2012, priority date for the 586 Patent. However, Defendant
reserves the right to contest Plaintiff’s reliance on the May 23, 2012, priority date, should the priority date become an issue in this
proceeding.

Schiffer 063 was filed on June 30, 2000 and issued on March 22, 2005. As such, Schiffer ’063 qualifies as prior art with regard to the
‘586 patent under 35 U.S.C. § 102(a), 102(b), and 102(e). Alternatively, should the claims of the ‘586 patent be found to not be entitled
to priority to the foreign filing date, Schiffer 063 qualifies as prior art under §§ 102(a)(1) and 102(a)(2) (post-AIA). Using Plaintiff’s
interpretation of the claims, Schiffer 063 anticipates claims 1-2, 6-7, 9-10, 13-14, and 16-18 under 35 U.S.C. § 102(a), (b) and (e).

Alternatively, Schiffer 063 renders obvious claims 1-2, 6-7, 9-10, 13-14, and 16-18 under 35 U.S.C. § 103(a).

Alternatively, Schiffer ’063 in view of U.S. Patent No. 7,941,534 to de la Huerga (“de la Huerga ’534”) renders obvious claims 1-2, 6-
7, 9-10, 13-14, and 16-18 under 35 U.S.C. § 103(a). De la Huerga 534 was filed on June 26, 2004 and was published on April 28,
2005. As such, de la Huerga ’534 qualifies as prior art with regard to the ‘586 patent under 35 U.S.C. §§ 102(a), 102(b), and 102(e).

Alternatively, Schiffer 063 in view of U.S. Patent Application Publication No. 2006/0041746 to Kirkup, et al. (“Kirkup *746) renders
obvious claims 1-2, 6-7, 9-10, 13-14, and 16-18 under 35 U.S.C. § 103(a). Kirkup ’746 was filed on August 17, 2004 and published on
Feb 23, 2006. As such, Kirkup *746 qualifies as prior art with regard to the ‘586 patent under 35 U.S.C. §§ 102(a), 102(b), and 102(e).
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Alternatively, Schiffer 063 in view of U.S. Patent No. 8,149,089 to Lin (“Lin *089”) renders obvious claims 1-2, 6-7, 9-10, 13-14, and
16-18 under 35 U.S.C. § 103(a). Lin *089 was filed on November 21, 2008 and issued on April 3, 2012. As such, Lin 089 qualifies as
prior art with regard to the *586 Patent under 35 U.S.C. § 102(a) and 102(e).

U.S. Patent No. 10,212,586

Schiffer 063

Claim 1

[1(pre)]A mobile terminal
configured to switch between
an unlocked state and a locked
state in which a predetermined
operation is limited,
comprising:

To the extent the preamble is limiting, Schiffer 063 teaches “mobile phone 100” (mobile terminal):

Mobile phone 100 of FIG. 1 may be any mobile phone capable of long-range communication.
For example, for one embodiment, mobile phone 100 is a cellular phone, in which case long-

range transceiver circuit 102 may communicate with a cell base.
Schiffer 063 at 2:30-34.

Schiffer *063’s mobile phone 100 is configured to be unlocked or locked (in which case the ability
of the phone to send and receive calls is limited):

In accordance with one embodiment of the present invention, before step 200 of FIG. 2 a user
may authenticate him or herself to their mobile phone. Authentication of a user to the mobile
phone may be accomplished by, for example, the user entering a password onto keypad 105
of mobile phone 100 of FIG. 1. This password may then be compared to information stored
in the protected memory region of SIM 101 to verify the password. If the password is verified,
mobile phone 100 may then be unlocked. Unlocking the phone enables the phone to send and
receive calls via long-range transceiver circuit 102, exchange information via short-range
transceiver circuit 103, and allows the user to modify phone settings via keypad 105.
Alternatively, authentication of the user by the mobile phone may include performing voice
recognition of the user.
Schiffer 063 at 3:23-37.

[1(a)] a transceiver which
performs short-range wireless
communications;

Schiffer 063 teaches that mobile phone 100 includes “short-range transceiver circuit 103.” See
FIG. 1, infra. This short-range transceiver circuit is characterized as establishing a short-range,
wireless communication link:

Consequently, a short-range, wireless communication link, 121, is established between
computer system 110 and mobile phone 100, according to step 205. In accordance with one

2
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The handheld electronic device 120 requires the user to authenticate himself/herself by
providing a password or PIN code to unlock the user interface of the handheld electronic
device 120 and enable use thereof.

Kirkup *746 at 4 [0045]; see also FIG. 3:

The motivation to modify Schiffer 063 to incorporate Kirkup ’746’s microprocessor would be to
provide a component to perform the various functions described by Schiffer ’063’s mobile device
100. Substituting whatever performs the functions in Schiffer 063 with Kirkup ’746’s
microprocessor would be a simple substitution of one known element for another to obtain
predictable results.

[1(d)] wherein, when
conditions are met, the
controller controls the mobile

Schiffer 063 teaches that, when the conditions are met (as described below; see elements [1(e)],
[1(f)], and [1(g)]), mobile phone 100 transmits the access code to computer system 110:



https://www.docketalarm.com/

v

NN VT
13X00d

"Wod Wlie|el}a)d0p Je s)Jewldalem JNoYlIM sjusindop 14N0od pajedijuayine puld

Case 5:19-cv-00036-RWS Document 343-12 Filed 06/03/20 Page 5 of 9 PagelD #: 11507

Defendant’s Invalidity Contentions

Exhibit H1

terminal to transmit
information to the another
mobile terminal for switching
a state of the another mobile
terminal from a locked state to
an unlocked state, wherein the
conditions include:

At step 210 of FIG. 2, an access code is transmitted from short-range transceiver circuit 103
of mobile phone 100 to short-range transceiver circuit 111 of computer system 110 via link
121 of FIG. 1.

Schiffer 063 at 4:10-13; see also FIG. 2:

This access code causes computer system 110 to grant the user access (switch state from a locked
state to an unlocked state):
Once the access code has been verified by computer system 110 of FIG. 1, the computer
system grants the user access to the system at step 215 of FIG. 2. If the access code is not

10



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




