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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

TEXARKANA DIVISION
MAXELL, LTD.,
Plaintiff Civil Action NO. 5:19-cv-00036-RWS
V. JURY TRIAL DEMANDED
APPLE INC., I
Defendant.

APPLE INC.’S SUR-SUR-REPLY IN SUPPORT OF ITS
RENEWED MOTION TO COMPEL INFRINGEMENT CONTENTIONS COMPLIANT
WITH PATENT RULE 3-1(G) AND FOR SCHEDULE EXTENSION OR, IN THE
ALTERNATIVE, TO PRECLUDE MAXELL’S RELIANCE ON SOURCE CODE FOR
INFRINGEMENT
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P.R. 3-1(g) and the Court’s orders plainly explain what Maxell was required to disclose
to Apple with respect to source code Apple produced before February 12. Maxell fell far short
of complying with either, and its strategy is plain: force Apple to disclose its expert opinions
without the fair notice of the full complement of Maxell’s infringement contentions (P.R. 3-1(a)
and 3-1(g)) to which Apple is entitled.

Maxell does not and cannot dispute the core facts underlying Apple’s motion: (1)
Maxell’s SSIC lists whole source code files for each claim element (or for groups of claim
elements), (2) each file can comprise dozens or hundreds of printed pages and a multitude of
software functions, (3) a single software function can typically fit on a single page, and (4)
Maxell can—but refuses to—specifically identify which software functions it actually accuses of
infringement. Maxell’s sur-reply repeats the same illogical argument from its Opposition—that

b (13

because Apple’s “engineers understood and answered questions about the cited source code
files,” they must have “underst[ood] what accused functionalities” are at issue in this case. D.I.
313 at 1. If this were the test, then P.R. 3-1(g) would be rendered meaningless and the Patent
Rules would be turned on their head: it would be a defendant’s obligation to dig through
thousands of lines of source code across hundreds of files just to divine the single (or few) pages
in each file that relates to a plaintiff’s infringement theory. But, as the Court already found, P.R.
3-1(g) requires Maxell to give Apple fair notice of its source code contentions and to do so in a
manner “sufficiently focused to the accused functionality.”

Maxell’s Sur-Reply rehashes its argument (already rejected by the Court) that its P.R. 3-

1(a) non-source code claim charts, the complaint, Markman arguments, and Apple engineers’

testimony give Apple sufficient notice and justify its failure to comply with P.R. 3-1(g). Maxell
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also again touts familiar excuses, like Apple’s supposed “discovery delays.”' But it is Maxell’s
refusal to provide compliant contentions that necessitates delay (or striking them in part).

I Maxell Cannot Dispute That It Cites Large Ranges of Code Without Explanation

’493 Patent. Maxell does not dispute that its SSIC cite a dozen source code files for
claim element 5.e _ or that hundreds of pages (and functions) are found
within those files. D.I. 284 at 2-3; D.I. 306 at 1-2. And Maxell abandons the “textual
disclosures” touted in its Opposition, (D.I. 306 at 1-2), and now argues that the Markman hearing
demonstrates Apple’s understanding of this claim element and no further explanation is
necessary. D.I. 313 at 2. There is no exception in P.R. 3-1(g) for claim elements construed by
the Court. The Court has already rejected Maxell’s reliance on screenshots and unsupported
conjecture about Apple’s software as a substitute for compliance with P.R. 3-1(g). D.I. 156 at 1-
2; see D.I1. 204 at 2. Those contentions do not sufficiently disclose what source code
functionality Maxell accuses for its designated “software limitations”—that is what P.R. 3-1(g) is
for. D.I. 306 at 2.> And Maxell’s claim that it does not know what more it can do is betrayed by
its offer to providing more detailed contentions for the _ element, and its
ability to identify and print specific portions of source code. D.I. 313 at 2, 4; D.1. 306 at 4.

>794 Patent. Maxell does not dispute that its SSIC cite 16 files for element 1.f and that
just one of those files spans ~200 pages and over 100 functions. D.I. 284 at 3; D.I. 306 at 2-3.

Nothing in Maxell’s complaint or generic description of source code directory names—each of

! Maxell does not dispute that its complaints about Apple’s discovery were resolved “largely in
Apple’s favor.” D.I. 313 at 1 n.2. That Apple voluntarily produced some documents after
Maxell’s motion simply confirms Maxell’s failure to meet and confer before filing its motion.

2 Maxell suggests that Apple should simply move to strike Maxell’s expert reports (which Apple
may be forced to do). D.I. 313 at 2 n.5. But Maxell’s failure to crystalize its theories before
expert reports is inherently prejudicial to the Court and Apple and severely hinders the Court’s
and Apple’s ability to police those reports. D.I. 284 at 5 (citing Finjan).
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which contains thousands of files—explains what functions in these 16 source code files
allegedly implement the accused- Apple is not asking for expert reports (“how” a
particular piece of source code shows infringement), but only for Maxell to give it fair notice of
which software functions Maxell believes are relevant. D.I. 306 at 3.

II. Maxell’s Grouping of Multiple Claim Elements Exemplifies Its Overbroad Citations

Maxell does not dispute that its SSIC cite source code across groups of claim elements.
D.I. 284 at 4-5; D.I. 306 at 3-4. Maxell largely abandons its claim that these disparate claims are
“similar,” and instead presents a red herring—the source code files are “linked to each other.”
D.I. 313 at 3. All computer programs are built using source code files that call or link to each
other. This does not justify Maxell’s grouping of disparate claim elements to the same source
code. P.R. 3-1(g) requires “an element-by-element” analysis, which cannot be satisfied by citing
the same group of files across 22 claim elements of three patents.

JIIR Maxell Should Not Be Permitted To Continue To Hide the Relevant Source Code

Maxell’s 70-page, multi-column source code appendices list over_

in their entirety. D.I. 306 at 1. Maxell argues that this - number includes different versions
of the same files listed across multiple operating systems. D.I. 313 at 4.> But different versions
of a file across 7 operating system generations are not necessarily the same. By listing entire
files, rather than identifying the specific accused functions in those files, Maxell has made it
impossible to determine whether any differences between versions of the same file are material.
Maxell’s reliance on the average number of files per patent/claim being only a dozen is

misplaced. D.I. 313 at 4. But Maxell grouped multiple claim elements together, artificially

3 Maxell complains that Apple has not agreed to representative products. D.I. 313 at4. But
Maxell chose to make this case as big as it is, and infringement remains Maxell’s burden to
prove. Moreover, at a minimum, Maxell’s continuing failure to comply with P.R. 3-1(g) made it
impossible for Apple to have agreed to representative products.
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