
 

IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF TEXAS 

TEXARKANA DIVISION 

MAXELL, LTD., 

Plaintiff 

 

Civil Action NO. 5:19-cv-00036-RWS 

v. 

APPLE INC., 

Defendant. 

JURY TRIAL DEMANDED 

 

APPLE INC.’S MOTION TO STAY PENDING DETERMINATION OF  

INTER PARTES REVIEW OF THE PATENTS-IN-SUIT 

 

Case 5:19-cv-00036-RWS   Document 239   Filed 03/24/20   Page 1 of 16 PageID #:  9312

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 

 

Page 

i 

I. INTRODUCTION ............................................................................................................. 1 

II. FACTUAL BACKGROUND ............................................................................................ 2 

III. ARGUMENT ..................................................................................................................... 3 

A. Maxell Will Suffer No Undue Prejudice Or Tactical Disadvantage ...................... 3 

B. The Proceedings Are Not Advanced And Discovery Is Not Yet Complete .......... 4 

C. The Stay Will Likely Simplify This Case .............................................................. 5 

D. The Court Should Grant The Requested Stay Now ............................................... 9 

IV. CONCLUSION ................................................................................................................ 10 

 

 

Case 5:19-cv-00036-RWS   Document 239   Filed 03/24/20   Page 2 of 16 PageID #:  9313

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 

 

Page(s) 

ii 

Cases 

454 Life Scis. Corp. v. Ion Torrent Sys., Inc., 

No. 15-cv-595-LPS, 2016 WL 6594083 (D. Del. Nov. 7, 2016) ............................................... 8 

Acoustic Tech., Inc. v. Silver Springs Networks, Inc.,  

No. 17-CV-02176-SK, 2017 WL 6001615 (N.D. Cal. July 25, 2017) ..................................... 10 

Aylus Networks, Inc. v. Apple Inc., 

856 F.3d 1353 (Fed. Cir. 2017) .................................................................................................. 7 

Capriola Corp. v. LaRose Indus., LLC, 

No. 8:12-cv-2346-T-23TBM, 2013 WL 1868344 (M.D. Fla. Mar. 11, 2013) ........................... 6 

Cellular Commc’ns Equip., LLC v. Samsung Elecs. Co.,  

No. 6:14-CV-759, 2015 WL 11143485 (E.D. Tex. Dec. 16, 2015) ......................................... 10 

Destination Maternity Corp. v. Target Corp., 

12 F. Supp. 3d 762 (E.D. Penn. 2014) ........................................................................................ 6 

Elm 3DS Innovations LLC v. Micron Technology Inc. et al., 

No. 14-01431 (D. Del. July 11, 2016) ...................................................................................... 10 

Ever Win Int’l Corp. v. Radioshack Corp., 

902 F. Supp. 2d 503 (D. Del. 2012) ............................................................................................ 7 

E-Watch, Inc. v. Lorex Canada, Inc.,  

No. CIV.A. H-12-3314, 2013 WL 5425298 (S.D. Tex. Sept. 26, 2013) .................................. 10 

Fresenius USA, Inc. v. Baxter Int’l, Inc., 

721 F.3d 1330 (Fed. Cir. 2013) .................................................................................................. 7 

Goodman v. Samsung Elecs. Am., Inc.,  

No. 17-CV-5539 (JGK), 2017 WL 5636286 (S.D.N.Y. Nov. 22, 2017) .................................... 9 

Interface, Inc. v. Tandus Flooring, Inc., 

No. 4:13-cv-46-WSD, 2013 WL 5945177 (N.D. Ga. Nov. 5, 2013) .......................................... 5 

Landis v. N. Am. Co., 

299 U.S. 248 (1936) .................................................................................................................... 3 

NFC Techs. LLC v. HTC Am., Inc.,  

No. 2:13-CV-1058, 2015 WL 1069111 (E.D. Tex. Mar. 11, 2015) ................................... 3, 4, 8 

SAS Inst. Inc. v. Iancu,  

138 S. Ct. 1348 (2018) ................................................................................................................ 8 

Case 5:19-cv-00036-RWS   Document 239   Filed 03/24/20   Page 3 of 16 PageID #:  9314

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 

(continued) 

Page(s) 

 iii  

 

SCA Hygiene Prod. Aktiebolag v. Cascades Canada, ULC,  

No. 17-CV-282-WMC, 2017 WL 4484495 (W.D. Wis. Oct. 6, 2017) ...................................... 9 

SCA Hygiene Prod. Aktiebolag v. Tarzana Enterprises, LLC,  

No. CV17-04395-AB(JPRx), 2017 WL 5952166 (C.D. Cal. Sept. 27, 2017).......................... 10 

Select Comfort Corp. v. Tempur Sealy Int’l, 

No. 14-245 (JNE/JSM), 2014 U.S. Dist. LEXIS 183450 (D. Minn. Oct. 10, 2014) .................. 7 

Semiconductor Energy Lab. Co. v. Chimei Innolux Corp.,  

No. SACV 12-21, 2012 WL 7170593 (C.D. Cal. Dec. 19, 2012) .............................................. 4 

Software Rights Archive, LLC v. Facebook, Inc., 

No. 12–3970, 2013 WL 5225522 (N.D. Cal. Sept. 17, 2013) .................................................... 5 

St. Martin Investments, Inc. v. Bandit Indus., Inc.,  

No. 1:17-CV-472, 2017 WL 6816506 (W.D. Mich. Aug. 30, 2017) ....................................... 10 

Target Therapeutics, Inc. v. SciMed Life Sys., Inc., 

No. 94-20775, 1995 WL 20470 (N.D. Cal. Jan. 13, 1995) ......................................................... 8 

The Procter & Gamble Co. v. Kraft Foods Global, Inc., 

549 F.3d 842 (Fed. Cir. 2008) .................................................................................................... 3 

TierraVision, Inc. v. Google, Inc.,  

No. 11-cv-2170, 2012 WL 559993 (S.D. Cal. Feb. 21, 2012) .................................................... 4 

Vanair Mfg., Inc. v. VMAC Glob. Tech. Inc.,  

No. 2:17-CV-236-JVB-JEM, 2018 WL 1566815 (N.D. Ind. Mar. 30, 2018) ............................ 9 

VirtualAgility Inc. v. Salesforce.com, Inc., 

759 F.3d 1307 (Fed. Cir. 2014) .................................................................................................. 4 

Wonderland Nurserygoods Co. v. Baby Trend, Inc., 

No. EDCV 14-1153-VAP(SPx), 2015 U.S. Dist. LEXIS 53053 (C.D. Cal. Apr. 20, 2015) ...... 6 

Statutes 

35 U.S.C. § 318 ............................................................................................................................... 7 

  

 

Case 5:19-cv-00036-RWS   Document 239   Filed 03/24/20   Page 4 of 16 PageID #:  9315

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 

I. INTRODUCTION 

Apple has petitioned for inter partes review (“IPR”) of all asserted claims of the ten 

Patents-in-Suit.1  Apple now respectfully requests, in the interest of judicial efficiency, that this 

Court stay further proceedings pending the Patent Trial and Appeal Board’s (“PTAB’s”) 

resolution of Apple’s IPR petitions.  Apple filed its petitions before the statutory deadline to do 

so, and each factor considered for a stay—potential undue prejudice to the non-moving party, 

stage of the proceedings, and simplification of issues—strongly favors granting a stay. 

Plaintiff is not prejudiced by a stay: The Plaintiff, Maxell, is essentially a patent 

assertion entity that does not compete with Apple in the market and has admitted that it does not 

practice any of the Patents-in-Suit.  Money damages will adequately compensate it for any 

alleged harm and it will suffer no prejudice at all or tactical disadvantage from a stay.   

The proceedings are not at an advanced stage and discovery is not yet complete: Fact 

discovery is ongoing.  Maxell continues to request that Apple produce new documents it has 

never before requested, most of the fact depositions are not yet completed, expert discovery has 

yet to begin, and dispositive motions are months away.  And trial is not until late October. 

A stay will simplify the issues: This case involves ten Patents-in-Suit, hundreds of 

accused products, and a plethora of accused and unrelated features, such as navigation, digital 

photography, cellular communication, mobile device notification, video conferencing, and 

wireless communications.  To address the huge scope of this case, the parties have collectively 

identified more than a dozen experts.  A stay pending resolution of Apple’s IPRs has a high 

 
1 The ten Patents-in-Suit are U.S. Patent Nos. 6,748,317; 6,580,999; 8,339,493; 7,116,438; 

6,408,193; 10,084,991; 6,928,306; 6,329,794; 10,212,586; and 6,430,498 (collectively, the 

“Patents-in-Suit”). 
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