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IN THE UNITED STATES DISTRICT COURT 

FOR THE WESTERN DISTRICT OF TEXAS 

WACO DIVISION 

 

MV3 PARTNERS LLC, 
                              Plaintiff 
 
-v- 
 
ROKU, INC., 
                              Defendant 

§ 
§ 
§ 
§ 
§ 
§ 
§ 

 
 
W-18-CV-00308-ADA 

   

 

ORDER REGARDING MOTIONS IN LIMINE, 

MOTIONS FOR SUMMARY JUDGMENT, AND DAUBERT MOTIONS 

 

Before the Court are the parties’ respective motions in limine, motions for summary 

judgment, and Daubert motions.  The Court held a hearing concerning these motions on June 4, 

2020.  During that hearing, the Court provided oral rulings on each of the motions.  The Court 

now enters those motions. 

 

SIGNED this 29th day of September, 2020. 

 

 

ALAN D ALBRIGHT 
UNITED STATES DISTRICT JUDGE 
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MV3’s Motions in Limine 
 

Motion Ruling 

MV3’s Motion in Limine No. 1 to exclude 

references to: 

 

 

(i) MV3 as a Non-Practicing Entity and Patent 

Owner 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 

 

(ii) MV3’s Prior Litigations Involving MV3 

Witnesses 

 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 

 

(iii) MV3’s Attorney Fee Agreements or 

Payments and/or Non-Payments to its Counsel 

 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 

 

(iv) How or to Whom a Damages Award to 

MV3 may be Distributed, Including its 

Members’ Ownership Interests 

 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 
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Motion Ruling 

(v) Forum Shopping, Litigation Abuse, or the 

Western District of Texas as a Popular Venue 

for Patent Litigation or as an Improper Venue 

 

GRANTED 

 

MV3’s Motion in Limine No. 2 to exclude 

references to: 

 

 

(i) Suggestions that a Damages Award may 

Increase the Price of Roku’s Products, put 

Roku’s Manufacturers Out of Business, or 

Lead to the Loss of Jobs 

 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 

 

(ii) Licenses for which no Expert has Provided 

an Opinion that such Licenses are Comparable 

to a Hypothetical License to the Patent-in-Suit 

 

GRANTED. 

 

MV3’s Motion in Limine No. 2 was 

granted as it pertains to voir dire and 

opening arguments.  Use of evidence 

pertaining to these topics during trial is 

carried over. 

 

(iii) Prior Judicial Opinions Pertaining to 

MV3’s Expert Witnesses 
 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic. 
 

MV3’s Motion in Limine No. 3 to exclude 

References to: 

 

 

(i) The Duty of Candor to the U.S. Patent 

Office or the Issue of Inequitable Conduct 

 

GRANTED 

 

Roku is precluded from using evidence 

related to the duty of candor or inequitable 

conduct but is not precluded from offering 

relevant evidence to an issue unrelated to 

the duty of candor or inequitable conduct 

but related to infringement, invalidity, or 

damages in its case-in-chief. 
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Motion Ruling 

 

(ii) Disparaging Comments Regarding the 

Patent Office and its Examiners 

 

GRANTED 

 

(iii) Unified Patents’ Inter Partes Review 

Concerning the Patent-in-Suit. 
 

GRANTED. 

 

Roku is precluded from making any 

references to a parallel proceeding. 
 

(iv) Comparisons of Roku’s Accused Devices 

to Any Prior Art 

 

DENIED and carried over to trial. 

 

(v) Demonstrations of and/or References to 

Software as “Prior Art” that was Created or 

Modified after the Filing of the Patent-in-Suit 

 

DENIED and carried over to trial. 

 

(vi) Non-Elected or Non-Identified Prior Art 
 

DENIED and carried over to trial. 
 

(vii) Narrowed Claims (Infringement Claims 

that were Asserted but Later Dropped) 

 

GRANTED 

MV3’s Motion in Limine No. 4 to exclude 

references to: 

 

 

(i) Allegations that any of Roku’s Patents are 

Related to and/or Cover the Accused Products 

 

GRANTED. 

 

Roku is precluded from raising this topic 

during voir dire and opening arguments.  If 

Roku seeks to put on evidence about this 

topic at trial, Roku needs to notify the 

Court in advance for the Court’s ruling on 

the topic; Roku is restricted from putting in 

evidence of its patents during trial until the 

Court can hear the question and make sure 

the Court approves of it. 

 

(ii) Unreliable Expert Opinions by Drs. Russ 

and Bovik, and any New Infringement and 

Invalidity Opinions that were not Disclosed in 

their Expert Reports 

 

GRANTED-in-part subject to ruling on 

MV3’s Motion to Exclude the Opinions in 

Dr. Samuel Russ’s Rebuttal Expert Report 

and Dr. Alan Bovik’s Opening and 

Rebuttal Expert Reports. 

 

(iii) Information that Roku Failed to Disclose 

in Response to a Contention Interrogatory 

regarding Infringement Defenses 

The issue of whether either party is 

precluded from making an argument in 

view of alleged discovery deficiencies is 
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(i) Allegations that any of Roku’s Patents are Related to and/or Cover the Accused Products



Adam Fitzgerald
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GRANTED.

Roku is precluded from raising this topic during voir dire and opening arguments. If Roku seeks to put on evidence about this topic at trial, Roku needs to notify the Court in advance for the Court’s ruling on the topic; Roku is restricted from putting in evidence of its patents during trial until the Court can hear the question and make sure the Court approves of it.
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(iii) Unified Patents’ Inter Partes Review Concerning the Patent-in-Suit.



Adam Fitzgerald
Highlight
GRANTED.

Roku is precluded from making any references to a parallel proceeding.
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