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1T UNItED SIAlEs PArENI AND TRADEMARK Ouici
1 TJNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address: COMMISS[C)ER FOR PATENTS

FO, R,s 1450
Alsesedria, Virgisia 22313-450
www.usplo.00v

APPLICATION NO. DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

11I61,472 12/2212006 Malcolm K. Beyer, JR. 10963.3809 1937

22235 7590 10/27/2010

MALIN FIALEY DIMAGGIO BOWEN & LHOTA, P.A.
1936 S A.N[)REWS AVENUE
FORT LAUDERDALE, FL 33316

I

EXAMINER
I

OBAYANJTJ, OMONIYI

I

ART UNIT
I

PAPER NUMBER
I

2617

INOTOFICATIC)N [lATE
I

DELIVERY MOtIlE
I

10t27l2010 L1LL1E7IRON IC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated Notification Date to the
following e-mail address(es):
itifo @1nthdpalenls.cotn

PTOL-90A (Rev. 04/07)
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Office Action Summary

Application No.

111615,472

Examiner

OMONIVI A. OBAVANJU

Applicant(s)

BEYER, JR., MALCOLM K.

Art Unit I

2617

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.
- Extensions of tinie may be available under the provisions of 37 CFR i .1 36(a). In no event, however, may a reply be timely filed

after SIX 6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 USC. § I 33).

Any reply received by the Office later than three monthx after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR I .704(b).

Status

I )Z Responsive to communication(s) filed on 07 September 2010.

2a)D This action is FINAL. 2b)Z This action is non-final.

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice underExparte Quayle, 1935 C.D. 11, 453 0G. 213.

Disposition of Claims

4) Claim(s) 2: is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.

5)0 Claim(s) is/are allowed.

6)Z Claim(s)2-6 is/are rejected.

7)0 Claim(s) is/are objected to.

8)0 Claim(s) are subject to restriction and/or election requirement.

Application Papers

9) The specification is objected to by the Examiner.

1 O) The drawing(s) filed on 22 December 2006 is/are: a) accepted or b)E objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR i .85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR I . I 21(d).

11) The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

1 2) Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § i i 9(a)-(d) or (f).

a)E All b) Some * c) None of:

I .0 Certified copies of the priority documents have been received.

2.0 Certified copies of the priority documents have been received in Application No.

3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

I ) Notice of References Cited (PTO-892)

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948)
3) D Information Disclosure Statement(s) (PTO/5B108)

Paper No(s)/Mail Date

PTOL-326 (Rev. 08-06)

4) E InterviewSummary(PTO-413)
Paper No(s)/Mail Date.

5) E Notice of Informal Patent Application
6) Other:

Office Action Summary Part of Paper No/Mail Date 20101014

AG ISTX_O O O O 0 559

Case 2:17-cv-00513-JRG   Document 175-6   Filed 08/14/18   Page 3 of 26 PageID #:  7300

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Application/Control Number: 11/615472 Page 2

Art Unit: 2617

DETAILED ACTION

Continued Examination Under 37 CFR 1.114

A request for continued examination under 37 CFR i .114, including the fee set

forth n 37 CFR i .1 7(e), was filed in this application after final rejection. Since this

application is eligible for continued examination under 37 CFR i .114, and the fee set

forth n 37 CFR 1.17(e) has been timely paid, thefinalityofthe previous Office action

has been withdrawn pursuant to 37 0FR i .1 14. Applicant's submission filed on

08/05/2010 has been entered.

Response to Arguments

Applicant's arguments with respect to claims 2-6 have been considered but are

moot in view of the new ground(s) of rejection.

However, the Examiner further reviewed the Applicant's amendment and

arguments which have been found not persuasive.

In regards to the claims, the Applicant amended the claimed limitations to

recite at least in part '. . .commanding and involuntarily forcing any other network

participants. . " Therefore, argued that the prior art reference (Crowley) fails to teach the

claimed limitations.
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Application/Control Number: 11/615472 Page 3

Art Unit: 2617

In response the Examiner respectfully disagrees with Applicant's

amendments and arguments. First, the Applicant did not point to at least a section or

specific paragraphs and/or lines that clearly described the newly added and/or amended

claimed limitations. However, after careful review of the Applicant's specification on file,

the Examiner found nothing that mention and/or at least indicate "commanding and

involuntarily forcing any other network participants" throughout the specification.

Therefore, this newly added claimed limitation encompasses new matter which will be

addressed in detail below.

Finally, for the sake of examination, the amended limitation as present above is

unclear with respect to the subject matter of this invention. However given the amended

claimed limitation its' broadest reasonable interpretation, the claimed limitation is fairly

characterized as "commanding and involuntarily forcing any other network

participants" (sending command messages to another user or device, and in response

receiving certain information about the device

Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. i 12:

The specification shall contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any person
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the
same and shall set forth the best mode contemplated by the inventor of carrying out his invention,

Claims 2-6, are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to

comply with the written description requirement. The claim(s) contains subject matter

which was not described in the specification in such a way as to reasonably convey to
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