Case 2:17-cv-00513-JRG Document 165-11 Filed 07/26/18 Page 1 of 6 PagelD #: 6461

EXHIBIT 1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 2:17-cv-00513-JRG Document 165-11 Filed 07/26/18 Page 2 of 6 PagelD #: 6462

Declaration of Dr. Benjamin Bederson In Support of
Petition for Inter Partes Review of USP No. 8,213,970

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Inter Partes Review of:
U.S. Patent No. 8,213,970
Issued: July 3, 2012
Application No.: 12/324,122

N N N N

For: Method of Utilizing Forced Alerts for Interactive Remote
Communications

FILED VIA E2E

DECLARATION OF DR. BENJAMIN BEDERSON IN SUPPORT OF
PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 8,213,970

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 2:17-cv-00513-JRG Document 165-11 Filed 07/26/18 Page 3 of 6 PagelD #: 6463

Declaration of Dr. Benjamin Bederson In Support of
Petition for Inter Partes Review of USP No. 8,213,970

TABLE OF CONTENTS

L. INTRODUCTION AND QUALIFICATIONS. .......ceoieieeeieeieie e 4
II. SUMMARY OF MATERIALS REVIEWED AND CONSIDERED........... 11
III.  LEVEL OF SKILL IN THE ART AND PERSPECTIVE APPLIED
IN THIS DECLARATION.......oioiiiiieeieeieeeeeete ettt 13
IV.  THE 970 PATENT ...ttt 15
A.  Forced Message AlCTt.........cccuieeiuieeeiieeiieeiee et 16
B, PDA/CEIl PhONE .....ooouiiiiieiieieeieee ettt s 17
C.  Automatic Acknowledgement............cccceeeeviiiiiieeiiieniee e, 18
D.  Manual Response and Response List........cccceevererieeeiiieiiiieiiieeeien, 18
E.  Prosecution History Of The 970 Patent...........ccccvvvvieeiiiieeniieeiienne, 20
F. Claims Of The *970 Patent...........ccceevieeeiiieniiieeieeeie e 23
G.  Effective Priority Date of The 970 Patent ...........ccccovviriiiniinicnneene 23
V. CLAIM CONSTRUCTION ....ccciiiiiiiieiieieeeie ettt e 25
A.  Forced message alert ..........ccoueeeiiiieiiiiiiiecee e 26
B.  Forced message alert [application] software packet .............c..c.......... 27
C.  Forced message alert software application program...............cc.......... 28
D.  Data tranSmiSSION MEANS .........ccveervreerreeeireenreeerireesreeesereessseeesseeennns 30
E.  Means for attaching ............cocceeiiiiiiiiiiiiiiiieeeeeeeeeeee e 30
F. Means for requiring a required manual reSponse........c.ccceveerveenueenne. 31
G.  Means for receiving and displaying (Automatic)..........ccceeeeveeernreennnen. 31
H.  Means for periodically resending...........ccccceeevveeeiiiencieecnieenieeeeeene, 32
L. Means for receiving and displaying (Manual) ..........ccccceevveeviennnnnne. 32
J. Means for transmitting the acknowledgment of receipt...................... 33
K. Means for controlling..........c.ccccoueeeiiiiiiiieeiieeciee e 34
L. Means for alloWing.........ccccooueiiiiieiiiiiicieeee e 34
M.  Means for clearing..........c.ccccueeeiieeeciiieeiie e 35
VI. UNDERSTANDING OF LEGAL PRINCIPLES RELEVANT TO
OBVIOUSNESS ...ttt et st ettt 36
VII. THE PRIOR ART AND BACKGROUND EVIDENCE...........cccceceverurennnne 38
A.  Prior Art Relied Upon For Obviousness Combinations...................... 38
1. Casey (EX. 1004) ...ttt 38
i

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 2:17-cv-00513-JRG Document 165-11 Filed 07/26/18 Page 4 of 6 PagelD #: 6464

Declaration of Dr. Benjamin Bederson In Support of
Petition for Inter Partes Review of USP No. 8,213,970

2. Tanumihardja (EX. 1005) ......ccooieriiiiiiiiieeeeeeecee e, 42
3. Haynes (EX. 1006).......cccceiriiieiieiiieeieeeiee e 46
B.  Background EVIdence ...........cccccveviiiiiiieiiiiiieeceeee e 48
1. MACINTOSH HUMAN INTERFACE GUIDELINES (1992)
(EX. 1009)..ciiieiieieee ettt e 48
2. U.S. Patent No. 6,271,835 (“Hoeksma”) (Ex. 1012)................ 49
3. U.S. Patent Application Publication No. 2002/0135615
(“Lang”) (EX. 1013) cueieiieieeeeieeeeeee et 49
4. U.S. Patent No. 6,459,440 (“Monnes”) (Ex. 1014).................. 50
5. U.S. Patent Application Publication No. 2003/0103072
(“KO0”) (EX. 1010) woueieiieiieeee ettt 50
6. U.S. Patent Application Publication No. 2003/0081011
(“Sheldon”) (EX. TOT1) coueeiiiieiieiieeeeeeee e 51

VIII. THE COMBINATION OF CASEY, TANUMIHARDIJA, AND
HAYNES RENDERS OBVIOUS CLAIMS 1-13 OF THE ’970

PATENT ..ottt ettt et s essaeebeesaeeenseenneas 52
A.  Overview Of The Combination And Motivation To Combine........... 54
B. ClaIM 6 o 63
| Preamble.........oooiiiiiiiie 63
2 Forced message alert software application program ................ 65
3 Forced message alert.........ccceeeuieeniieeiiieeiee e 68
4, Designating one or more reCipients .........ccceeevveeervveerveeesnveennnen 74
5. Electronically transmitting the forced message alert................ 76
6 Automatic acknowledgements..........c.ccceevieeriiiiniieniieeenieeen. 78
7 Periodically resending...........coccceeevieeniiieeniienieeieeeee e, 83
8. Receiving and displaying reSponses .........ccceecveeveeveenieeesiveennnen. 84
0. Manual resSponse liSt ........coeevviiiieiiiiieiiie e 89
10.  Clearing the recipient’s display screen..........ccceevveenveeeieeennnen. 99
C.  Claim 7 — Predetermined communication network.................cc........ 101
D.  Claim 8 — Default list ......cccooiiiiiiiiieieeeeee e 105
E.  Claim 9 — Custom response list........cccccueeevireiieeeiieeniie e eeiee e 108
F. (O] 11 s L USSR 111
l. Preamble.........oooiiiiiiiiiiee e 111
2. Predetermined network of participants............ccccceeeeeveeennnnee. 112
3. Data tranSmiSSI0N MEANS........ceeerveereeerieenieeieeneeeseeenieesneennes 116
4. Sender and recipient PDA/cell phone..........ccccevvvveiieninnnnenne. 119
5. Forced message alert software application program .............. 120
6. Means for attaching............ccceevviieriieniiiiieceeee e, 121
ii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case 2:17-cv-00513-JRG Document 165-11 Filed 07/26/18 Page 5 of 6 PagelD #: 6465

Declaration of Dr. Benjamin Bederson In Support of
Petition for Inter Partes Review of USP No. 8,213,970

7. Means for requiring a required manual response ................... 123

8. Means for receiving and displaying a listing (automatic) ...... 125

9. Means for periodically resending...........cccceeevveeriieeiieennennne. 126

10.  Means for receiving and displaying a listing (manual) .......... 128

G, ClaIM 2 ot ettt et 132
. Means for tranSmitting...........cccceeeeveeeiieeeiee e 132

2. Means for controlling..........c.ccecvveeeiieeciieeiie e, 133

3. Means for alloWing ...........cccveeviieniieeciieeeeeee e 135

4, Means for clearing ...........ccccveeviieeiieeiiiecieeeee e 136

H.  Claim 3 — Data Transmission Protocol ............ccccccvevieriiienienieenenne. 137
L. Claim 4 — Default response liSt ........cccuveeriiirciieiniieeieeieeeee e, 138
J. Claim 5 — Custom reSponse liSt.........ccceevieeriieinieeeiie e 139
Ko Claim 10 et e 139
l. Preamble.........oooiiiiiiiii e 139

2. RECEIVING @ MESSAZE ..eevvveeeiieeiieeiiieeiieeereeeiee e e eeee e 141

3. Identifying said electronic message.........cccceeveeeruveerveeennnenne. 141

4. Automatic acknowledgment .............ccccceevviieiiiiniieccieee, 143

5. Selected Required Response..........coceveeeciiieciiiecieecieeceieeeee, 144

6. Displaying the reSponSse.........cccvveeeveeecieeerieeeiie e 145

7. Providing @ list ........ccoeiiiiiiiii e 145

L. Claim 11 — Predetermined communication network......................... 146
M. Claim 12 — Default List .......cccooviiiiiiiiiiiee e 146
N.  Claim 13 — Custom response list.........ccceeeviiieeriiieeeniiiee e 146
IX.  CONCLUSION......ooitiitecitetteete ettt ettt e eeteeseeebeesseessseebaessaeenseesseas 147

iii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




