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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,581,604
For the mark “KOFAL”

PLAZA 1ZALCO, INC.,
Petitioner,
VS. Cancellation No. 92065406

PHARMADEL, LLC

Registrant.

N N N N N N N N N

MOTION TO STRIKE REGISTRANT’S AFFIRMATIVE DEFENSES

Petitioner Plaza Izalco, Inc. (“Petitioner”), by and through its undersigned counsel, and
pursuant to Section 506.01 of the TBMP and Rule 12(f) of the Federal Rules of Civil Procedure,
hereby moves for an Order striking the Registrant’s Affirmative Defenses, and in support thereof,
Petitioner states as follows:

I. INTRODUCTION

On March 24, 2017, Registrant filed its Answer and Affirmative Defenses. As detailed
below, the Registrant’s seven Affirmative Defenses are deficient because they recite conclusory,
one sentence allegations with no factual or legal support, lack relevancy to the proceeding, and/or
do not state a valid affirmative defense. Based on the following arguments and legal authorities,
Registrant’s Affirmative Defenses should be stricken with prejudice.

I1. ARGUMENT
Section 506.01 of the TBMP provides that the Board may “order stricken from a pleading

any insufficient defense or any redundant, immaterial, impertinent, or scandalous matter.” See
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also Fed. R. Civ. P. 12(f). While an affirmative defense “does not need detailed factual allegations,
[it] requires more than labels and conclusions, and a formulaic recitation of the elements of a cause
of'action will not do.” Bell Atl. Corp. v. Twombly, 550 U.S. 544, 555 (2007). Affirmative defenses
“are subject to the general pleading requirements of Rule 8(a) and will be stricken if they fail to
recite more than bare-bones conclusory allegations.” Home Mgmt. Solutions, Inc. v. Prescient,
Inc., No. 07-20608-CIV, 2007 U.S. Dist. LEXIS 61608, at *4-5 (S.D. Fla. Aug. 21, 2007).
Registrant failed to state the elements or give enough detail of its defenses and the alleged defenses
are conclusory and boilerplate in nature. See TBMP § 311.02(b). In failing to provide any factual
basis for its defenses, lack of even formulaic recitations of the elements, and/or valid affirmative
defenses, Petitioner does not have fair notice and all affirmative defenses should be stricken.

A. Registrant’s First Affirmative Defense (Failure to State a Claim) Should be
Stricken Because It Is Not An Affirmative Defense

The asserted “defense” of failure “to state a claim upon which relief may be granted”
should be stricken because it relates to insufficiency of the pleading rather than a state of defense
to a properly pleaded claim. This is an alleged defect in the pleading, not an affirmative defense.
See Aachi Spices & Foods v. Kalidoss Raju, Cancellation No. 92058629, p. 4 (September 13, 2016)
[not precedential]; Blackhorse v. Pro Football, Inc., 98 U.S.P.Q.2D 1633, 1637 (TTAB 2011)
[precedential]. Accordingly, this asserted “defense” should be stricken. See id.; Hornblower &
Weeks Inc. v. Hornblower & Weeks Inc., 60 U.S.P.Q.2d 1733, 1738 n.7 (TTAB 2001)
[precedential]. Furthermore, this defense should be stricken with prejudice, since it is clear that
Petitioner has standing to bring the proceeding, and has plead valid grounds for cancelling the
registration at issue. See Petition to Cancel | 1-10; TBMP § 503.02. Therefore, particularly at

this stage of the litigation, the Petition to Cancel is legally sufficient.
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B. Registrant’s Second Affirmative Defense (Lack of Standing) Should be Stricken
Because It Is Not An Affirmative Defense

This asserted “defense” is deficient because it is also not an affirmative defense. Similar
to the arguments above, standing is an element of Petitioner’s claim and an alleged defect in the
pleading is not an affirmative defense. See Blackhorse, 98 U.S.P.Q.2D at 1637.

This defense should likewise be stricken with prejudice, because Petitioner alleged facts to
show it has a “real interest” in the proceeding and a “reasonable basis” for being damaged by the
registration of “KOFAL”. See Petition to Cancel || 4, 5, 6, 7. More specifically, Petitioner stated
in its Petition to Cancel that its application to register the mark “COFAL” received a Section 2(d)
refusal prefaced in part on the mark at issue in this proceeding. Petitioner has also alleged priority.
See id.; TBMP § 309.03(b). Therefore, Petitioner has established standing.

C. Registrant’s Third Affirmative Defense (Registrant’s Marks “KOFAL” and
“KOFAL-T” Began Use Prior to Petitioner Applying For Registration) Should
be Stricken Because It Is Not An Affirmative Defense and Irrelevant

Registrant’s third affirmative defense is not a recognized affirmative defense and asserts
rights based on another registration that is not at issue in the current proceeding. Registrant claims
rights based on the registration of “KOFAL-T”, which are not relevant to the cancellation of the
“KOFAL” mark. Furthermore, even if the registration was somehow relevant, this is not an

affirmative defense under TBMP § 311.02(b), and therefore, should be stricken.

D. Registrant’s Fourth Affirmative Defense (Morehouse Defense) Should be
Stricken Because the Allegations are Improper, Insufficient, and Not Applicable

This asserted defense should be stricken for two primary reasons. First, Registrant
misrepresents the Morehouse defense by alleging that Registrant owns an unchallenged
registration for “the same or similar mark (KOFAL-T) on the same or similar goods,” (emphasis

added) which is a lower standard than that set out in Morehouse Manufacturing Corp. v. J.
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Strickland and Co., 160 U.S.P.Q. 715, 717 (C.C.P.A. 1969) and TBMP § 311.02(b) n.2. Instead,
the Morehouse standard requires that Registrant to show that it “owns a prior registration for
essentially the same mark registered in connection with essentially the same services that are the
subject of the involved registration”. Id. (emphasis added).

Here, even if the proper standard was pled, neither the prior registration nor the goods
identified in it can plausibly be characterized as “essentially the same” or “substantially the same”
(as noted in other cases), when compared to the registration at issue in this proceeding. This is

evident from a review of the two registrations, as set forth in the chart below:

MARK “KOFAL” “KOFAL-T”
CLASS(ES) | 5,10 5
GOODS IC 5: Adhesive bandages; Adhesive IC 5: Analgesic balm.

bands for medical purposes; Analgesic
and muscle relaxant pharmaceutical
preparations; Analgesic balm; Anti-
inflammatory gels; Anti-inflammatory
salves; Anti-inflammatory sprays;
Balms for medical purposes; Balms
for pharmaceutical purposes; Curare
for use as a muscle relaxant; Herbal
topical creams, gels, salves, sprays,
powder, balms, liniment and
ointments for the relief of aches and
pain; Medicaments for promoting
recovery from tendon and muscle
injuries and disorders and sports
related injuries; Multipurpose
medicated antibiotic cream, analgesic
balm and mentholated salve; Muscle
relaxants; Sports cream for relief of
pain; Therapeutic spray to sooth and
relax the muscles.

IC 10: Drug delivery patches sold
without medication; Elastic bandages.

As shown in the chart above, in addition to the additional and dissimilar elements in the

“KOFAL-T” mark as compared to the alleged “KOFAL” mark, the goods are indisputably not
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