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IN THE UNITED STATES PATE NT AND TRADE MARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Registration No. 3,619,407
Mark: BLUE MIST
Registered: May 12, 2009

CANCELLATION NO: 92060895

SIS RESOURCES LTD.,

REGISTRANT STARBUZZ TOBACCO,
INC."S REPLY TO OPPOSITION TO
MOTION TO DISMISS PETITION TO
CANCEL

Petitioner,

Petition Filed: February 17, 2015

[RELATED OPPOSITION NO. 91213286]
STARBUZZ TOBACCO, INC.,

Registrant.
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Cancellation No. 92060895
In the matter of TM Registration No. 3619407
Registered Date of May 12, 2009

TABLE OF CONTENTS

INTRODUGCTION L.ttt ettt e e e e e e e e e e e e eeeennnnnnes 1
ARGUMENT ... e 2o

l. BASED UPON THE DOCUMENTS ATACHED TO THE PETITION,
IT APPEARS CERTAIN THAT PEITIONER CANNOT PROVE ANY
SET OF FACTS WHICH WOULD SUPPORT ITS CLAIM OR
ENTITLE IT TO RELIEF ..o 2

Il. LOEC’'S COUNTERCLAIMS DIDNOT PUT STARBUZZ'S RIGHTS
FOR TOBACCO PRODUCTS AT ISSUE ....cooviiiiiiiieii 3

A. LOEC’S Counterclaims Conased Starbuzz’s Right to Use
Various BLUE Marks for Electmic Cigarettes, Not Tobacco

PrOTUCES. ..o e 3
B. Petitioner's Arguments Regardi®jarbuzz’s Answer to LOEC's
Counterclaims are IIMeleVant. .......ooe. e 4

[I. STARBUZZ’S COMPLAINT INTHE LORILLARD ACTION FOR
DECLARATORY RELIEF DID NOT PUT ITS RIGHTS INTO ISSUE . 5

A. Starbuzz’'s Complaint Against Lorilid Did Not Put its Rights to
Own and Register the BLUE MIST Mark Into Issue. .........ccc........ 5

B. Starbuzz’s Position as a De@#ory Relief Plaitiff Against
Lorillard Did Not Automatically Put its Rights to the BLUE MIST
Mark for Tobacco Products at ISSUE. ...........euveuciiiiiiiiiieeieeeeeeceeiiiies 6

C. LOEC’s Answer to Starbuzz’s @aplaint Also Did Not Involve
Starbuzz’s Right to Own and Retgr the BLUE MIST Mark for
TODACCO PrOAUCTS. ....ccoeeiieeeieeeeieeeiii et 8

V. STARBUZZ, LORILLARD, AND LOEC’'S PRELAWSUIT
DISCUSSIONS DID NOT INVOL\E STARBUZZ'S RIGHT TO OWN
AND REGISTER THE BLUE MIST MARK FOR TOBACCO
PRODUCGTS ... 9

V. PETITIONER'S STANDING ARGWENT IS A FRIVOLOUS
ATTEMPT TO CONFUSE THE ISSUES .......ccooiiiiiiin 9

VI. PETITIONER'S ARGUMENT THATSTARBUZZ WAIVED ITS
RIGHT TO ASSERT A RULE 12(b)(6) DEFENSE IS ALSO
FRIVOLOUS ... et 10

CONGCLUSION ...ttt e e e e e e e e e e e e e e e aaaa e 11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Cancellation No. 92060895
In the matter of TM Registration No. 3619407
Registered Date of May 12, 2009

TABLE OF AUTHORITIES

Cases

Aetna Life Ins. Co. v. Alla Medical Services, Ji885 F.2d 1470, 1474-1475 (9th Cir.

LOBBY ...ttt ettt ettt ettt ettt ettt et n et r e, 10....
Brown v. Trustees of Boston Uni891 F.2d 337, 357 (1st Cir. 1989).....cccccevvveereeennennnn. 10
Constellation Brands, Inc. v. Arbor Hill Assocs., I35 F. Supp. 2d 347 (W.D.N.Y.

2008) ...ttt ettt ettt ettt ottt ettt et e et anens 6....
Durning v. First Boston Corp815 F.2d 1265, 1267 (9th Cir. 1987) .......cceoiiiiiiiiiiiiinnee 2

Erlich v. Ouellette, Laboet Roberge & Allen, P.A637 F.3d 32, 35 (1st Cir. 2011) .... 10
In re Colonial Mortg. Bankers Corp324 F.3d 12, 16 (1st Cir. 2003) .....ccccevveeeeerriiinnnnnne 2
Knievel v. ESPN393 F.3d 1068 (9th Cir. 2005) ......cccutiiiiiiiiiiiiiiieiiiiiiiiieeeeerrr e 2

Levi Strauss & Co. v. Abercrombie & Fitch Tradjrigt8 F. Supp. 2d 811 (N.D. Cal.,
12010 I PP PR 7.

Nishimatsu Const. Co., Ltd. v. Houston Nat'l| Babikb F.2d 1200, 1206 (5th Cir. 1975) 2

Plumtree Software v. Datamize, L1Lo. C 02-5693 VRW, 2003 WL 25841157 (N.D.

(@ | O Tod S T2 010 1 ) Lo
Spreewell v. Golden State Warrip66 F.3d 979, 988 (9th Cir. 2001) .......ccceeeevvieeeeennn. 2
Thompson v. lllinois Dept. of Prof. Re800 F.3d 750, 754 (7th Cir. 2002) ............cuee.... 2
Statutes
15 U.S.C. 8 L065(2) c.veveeeeeeeeeeeeeeeeeeeeeee et s eet ettt [
Other Authorities
TMEP 8 1605.04 ......oiiiiiiiiiiesi et e oottt s s e e e e e e e e e e e e e eeeeeeeaestsasn e e s eaaeeeeaeeeeeeeenennes 57
Rules
Yo I = S O 1Y 1 (1) TSRS 10.........
= T0 TR R Ot I PP 2......
=0 TR o O 1V 2.....

iii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

MEMORANDUM OF POINTS AND AUTHORITIES

INTRODUCTION

Petitioner, SIS Resources LTD. (“SIS Besces” or “Petitioner”), attempts to
avoid dismissal of its meritless challertgeRegistrant Starbuzz Tobacco, Inc.’s
(“Starbuzz”) registration for BLUE MISTor tobacco products by presenting a lengthy
pleading that makes irrelevant arguments ateimpts to confuse the issues. In making
its arguments, Petitioner repeatedly ignoreddbethat this petitin for cancellation (the
“Petition”) only involves Stayuzz’s right to own and regeatthe BLUE MIST trademark
for tobacco products (Reg. No. 3619407). €hare Petition is based upon Starbuzz’s
filing of a Section 15 affidat for that registratiomuring the pendency of tf&tarbuzz
Tobacco, Inc. v. Lorillard, Inc., et ahction (the “Lorillard Ation”). Petitioner alleges
that since the Lorillard Aon was pending, Starbuzz’sastment that there was no
proceeding involving Starbuzz’s right to ownd register the BLUE MIST mark was
false and thus fraudulent. The Lorillardt®n, however, concernestarbuzz’s right to

own and register the BLUE MIST mark felectronic cigarettesnottobacco products

This is made abundantly clear by reviewing phen allegations in # counterclaims (the
“Counterclaims”) filed by LOEC, Inc. (“LOEC)which are attacheas exhibits to the
Petition. As such, the Lorillard Actiondinot involve Starbuzg'right to own and
register the BLUE MIST mark for tobacpooducts, and Starbuzz’s Section 15 affidavit

was not false.
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