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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE

DigiCel, Inc,,

Petitioner,
Cancellation No. 920528
V.
Reg. Nos. 359060
Anon Arts,LLC,

Registrant

N N N N N N N N N N N

Attorney Ref. No. 00382-60802

MOTION TO SUSPEND ACTION PENDING DISPOSITION OF CIVIL ACTION

Box TTAB NO FEE
Commissioner for Trammarks
P.0O.Box 1451

Alexandria, Vrginia 22313-1451

Sir;

Anon Arts, LLC, requess thatthe Board susped actionon this cancellaton proceeding
pendirg the odcome ofCivil Action No. 3:12-cv-00715.

As groundsfor the moton, Ragistrant arers adollows:

2. The Board is empavered to determineonly the right to register a mark. See
Sections 17, 18, 20, and 24 of the Act of 1946U1S.C. 88 1067, 1068, 1070, and 1092.

3. The Board is not authorized to determinethe right to use, nor may it decice
broaderquestionsof infringement or unfair competition. SeeEnterprise Rent-A-CarCo. v.
AdvantageRentA-Car Inc, 62 USPQ2d1857,1858 (TTAB 20®), aff’d, 300 F.3d 1333, 66

USPQ2d1811 (Fed. Cir. 2003) (no jurisdiction to decice issuesarising under stae dilution
{00776989. 1 }
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laws); Person’sCo. v. Christman 900 F.2d 1565, 14 USPQ2d1477, 1481 (Fed. Cir. 1990)
(cannotadjudicate unfair competitionissues)Caranov. Vina ConchaY Toro S.A, 67 USPQ2d
1149 (TTAB 20@) (no jurisdiction to determinecopyright infringement opposer’sclaim that
applicantneitherowns nor is entitledto use mark was not separabldrom opposer’scopyright
claim); Rossv. Analytical Technologylnc., 51 USPQ2d1269, 1270 n.2 (TTAB 199) (no
jurisdiction over unfair competitionclaims); ParamountPictures Corp. v. White, 31 USPQ2i
1768,1771n.5(TTAB 1994) (no jurisdiction over claimsof trademark infringement and unfair
competition)aff’d (unpub’d), 108 F.3d 1392 (Fed. Cir. 1997);Kelly SevicesInc. v. Greene's
Temporariednc., 25 USPQ2d1460,1464 (TTAB 1992) (not empoweed to renderdechratay
judgment); AnderserCorp. v. Therm-O-Shieldnt’l, Inc., 226 USPQ431,432n.5(TTAB 1985
(may not entertainany claim basedon Section43(a)of the Act, 15 U.S.C.1125(a));Electronic
Water Conditioners,Inc. v. TurbomagCorp., 221 USPQ 162, 163-64 (TTAB 1984) (unfar
competitionandSection43(a)claimsare outsidethe Board'sjurisdiction); HersheyrFoods Corp.
v. Cerretg 195 USPQ 246, 252 (TTAB 1977) (determinationof whether opposeris guilty of
unfair businesspractces is not within the province of the Board); Yasutomo & Co. v.
CommercialBall PenCo., 184 USPQG60, 61 (TTAB 1974)(no jurisdicton to addressanti-trug
issues);and Americaninternational Travel Sevice, Inc. v. AITS, Inc,, 174 USPQ 175, 179
(TTAB 1972) (no jurisdction to determine whbeér opposer violatedriminal statute).

3. In order to resolvethe parties’ differences once ard for all, the right to use
FLIPBOOK and/orsimilar variationsthered aswell asquestionsof infringementand/a unfair

competitionmust be decided. Consequety, Registrant initiated a civil actionin the United
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StatesDistrict Courtfor the Middle District of Tennessee A copy of Registrant’'scomplaintis
submitted herewith.

4, Thefinal determinatiorof the civil actionwill have a bearng on theissueshefore
theBoard in this cance#tion proceedig.

5. Ordinariy, the Boardwill suspendoroceedngs in the casebefore it if the final
determinatiorof the other proceedng will havea bearng on theissues beforethe Board. See 37
CFR § 2.117(a)and, for example, GeneralMotors Corp v. Cadillac Club Fashions,Inc., 22
USPQ 1933 (TTAB 1992) (relief saught in Federaldistrict court included an order directing
Office to cancel registration involved in cancellationproceeding);Other TelephoneCo. v.
ConnecticutNational TelephoneCo., 181 USPQ125 (TTAB 1974)(decision in civil actionfor
infringementand unfair competitionwould have bearing on outcane of Section2(d) claim
before Board), petition denied, 181 USPQ 779 (Comm’r 1974). See also Tokaidov. Honda
Associatednc., 179USPQ861 (TTAB 1973); Whopper-Burger|nc. v. Burger King Corp., 171
USPQ805 (TTAB 1971); and Martin Beveraye Co. v. Colita BeverageCorp. 169 USPQ568
(TTAB 1971).

WHERB-ORE, Registrant requeststhat action on this cancellation proceedng be

suspended penalj theoutcome of Civil Action No. 3:12-cv-00715.
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Please direct all communications to the undersigned at (615) 238-6300 or

trademar ks@bonelaw.com.

Anon Arts,LLC

By:

Name PaulW. Kruse
Title: Attorney

Date July 12, 202

Submittedby:
Bone McAllester Norton PLLC
511 Union Street

Suite 1600
Nashville, Tenness 37219
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