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UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In Re Serial No. 97/127,146 § 

Filed: November 16, 2021 § 

Mark: SWEET JUSTICE § 

Published: April 4, 2023 § 

 § 

SWEET JUSTICE, P.C.,  § 

 § Opposition No. 91284592 

 Opposer, § 

 § 

v. § 

 § 

SWEET JAMES LLP, § 

   § 

 Applicant. § 

   § 

 

APPLICANT’S MOTION TO SUSPEND  

PENDING DETERMINATION OF A RELATED CIVIL ACTION 

 Under Trademark Rule 2.117(a) and TBMP § 510.02(a), Applicant Sweet 

James LLP (“Applicant”) moves to suspend this proceeding pending final 

determination of a closely related civil action between Applicant and Opposer, Sweet 

Justice, P.C. (“Opposer”), Sweet James LLP v. Sweet James, P.C. and Rafael 

Contreras Sweet, Case No. 8:23-cv-1415, in the U.S. District Court for the Central 

District of California (the “California District Litigation”). As explained below, the 

claims and issues in the California District Lawsuit bear directly on this proceeding.  

I. Background  

Opposer opposed Applicant’s application to register the mark SWEET 

JUSTICE claiming priority and likelihood of confusion, which is the subject of this 

Opposition proceeding.  
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On August 4, 2023, Applicant filed a complaint initiating the California 

District Lawsuit. Exhibit A to this motion contains a copy of the as-filed complaint. 

In the litigation, Applicant alleges Opposer’s use of SWEET JUSTICE infringes 

Applicant’s prior rights in the marks SWEET JAMES, JUSTICE WITH SWEET 

JAMES, SWEET JUSTICE, and other SWEET-formative marks (the “SWEET 

Marks”) among other related claims. Applicant seeks a variety of remedies, including 

a determination by the Court that Opposer is not entitled to registration of the mark 

SWEET JUSTICE and order refusing registration of the mark SWEET JUSTICE by 

Opposer. 

II. The Board should suspend this proceeding until final resolution of the 

California District Litigation.  

 

The Board may suspend proceedings when “a party or parties to a case pending 

before it are involved in a civil action that may have a bearing on the Board case.” 

TBMP § 510.02(a); accord Trademark Rule 2.117(a) (allowing suspension whenever 

“a civil action . . . may have a bearing on a pending [Board] case”). “Unless there are 

unusual circumstances, the Board will suspend proceedings in the case before it if the 

final determination of the other proceeding may have a bearing on the issues before 

the Board.” TBMP 510.02(a). Because a civil action may consider broader issues 

beyond right to registration, “judicial economy is usually served by suspension.” Id. 

For that reason, the Board’s “policy [is] to suspend in favor of a civil action.” Id.; see 

also New Orleans La. Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 

2011) (noting this Board policy and granting suspension).  
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Here, the California District Lawsuit involves the same parties and there is 

substantial overlap in the operative facts at issue in this proceeding, with very closely 

related legal claims as they relate to Applicant’s prior rights in the SWEET Marks, 

and Opposer’s infringement of Applicant’s SWEET Marks through use of the mark 

SWEET JUSTICE, and Opposer’s lack of entitlement to registration of the mark 

SWEET JUSTICE. 

At the same time, the California District Lawsuit will also involve related 

issues beyond simply the right to registration that is the subject of this Opposition. 

See TBMP 510.02(a). Specifically, in the District Court action Applicant has asked 

the District Court to enjoin Opposer’s use of the mark SWEET JUSTICE, award an 

accounting of profits and actual damages as a result of Opposer’s use of the mark 

SWEET JUSTICE, among other remedies.  

Because Applicant has raised issues in the litigation beyond just the right to 

registration, judicial economy is best served by suspension. See TBMP 510.02(a). 

CONCLUSION 

 The California District Lawsuit is closely related to this proceeding and will be 

potentially dispositive of the claims and issues here. Thus, this proceeding should be 

suspended until final determination of the California District Lawsuit.  
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DATED: August 4, 2023 Respectfully submitted, 

 

/Brandon M. Ress/  

Wendy C. Larson 

Brandon M. Ress  

PIRKEY BARBER PLLC 

1801 East 6th Street, Suite 300 

Austin, TX 78702 

(512) 322-5200 

(512) 322-5201 (fax) 

wlarson@pirkeybarber.com  

 

Counsel for Applicant 
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