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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding No. 91276541

Filing Party Defendant
Wander.com, Inc.
Other Party Plaintiff

Virtuoso, Ltd.

Pending Motion There is no motion currently pending and no other motion is being filed concur-
rent with this consent motion.

Attachments Dkt 1 - Complaint for Declaratory Judgment.pdf(2065436 bytes )

Consent Motion for Suspension in View of Civil Proceeding

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly,
Wander.com, Inc. hereby requests suspension of this proceeding pending a final determination of the civil ac-
tion. Trademark Rule 2.117.

Wander.com, Inc. has secured the express consent of all other parties to this proceeding for the suspension
requested herein.

Certificate of Service

The undersigned hereby certifies that a copy of this submission has been served upon all parties, at their ad-
dress of record by Email on this date.

Respectfully submitted,

NEM/

Jered E. Matthysse

tmcentral@pirkeybarber.com, ckindel@pirkeybarber.com, estafki@pirkeybarber.com, darmendar-
iz@pirkeybarber.com, jmatthysse@pirkeybarber.com, eolson@pirkeybarber.com

10/26/2023
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION
WANDER.COM, INC,, §
§
Plaintiff, §
§ CIVIL ACTION NO.
V. §
§
VIRTUOSO, LTD., § JURY DEMANDED
§
Defendant. §

COMPLAINT FOR DECLARATORY JUDGMENT

Plaintiff Wander.com, Inc., appearing through its undersigned counsel, brings this Complaint

for Declaratory Judgment against Virtuoso, Ltd. and alleges as follows:
NATURE OF ACTION, JURISDICTION, & VENUE

1. This is an action for a declaratory judgment of non-infringement under the Lanham
Act, 15 U.S.C § 1051 ¢7 seq., and under Texas law.

2. This Court has subject matter jurisdiction to grant the requested declaratory relief
under 28 U.S.C. {§ 1331 and 1338(a).

3. This Court has supplemental jurisdiction to hear the state-law claims under 28 U.S.C.
§ 1367(a).

4. Venue in this district is proper under 28 U.S.C. §§ 1391(b)(1) and (b)(2).

THE PARTIES

5. Plaintiff Wander.com, Inc. is a Delaware corporation with a principal place of business
at 98 San Jacinto Boulevard, Suite 400, Austin, Texas 78701.

6. Defendant Virtuoso, Ltd. is a Delaware corporation with a principal place of business

at 777 Main Street, Suite 900, Fort Worth, Texas 76102,
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FACTS

A. Wander.com and its Marks

7. Wander.com is an Austin-based business that has changed the way people vacation
with its revolutionary WANDER app and website.

8. Founded in 2021 with the mission of building the travel experience of the future,
Wander.com allows customers access to a network of smart homes across the globe that they can
access with the tap of a button.

9. Wander.com is uniquely different from other companies in the travel space because
they control 100% of the homes on their platform, providing uncompromising high quality, smart
technology, and a wide range of unique, inspiring locations for every guest experience.

10. Below are true-and-correct screenshots of Wander.com’s revolutionary WANDER
app, as shown in Apple’s App Store, as well as the header of Wander.com’s website.
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@ Wander

Book a Wander s
workstations, top-tier

11. Wander.com also owns trademark applications for the marks WANDER & Design
(Serial Nos. 97/581,169 and 97/581,099), as shown below, WANDER.COM (Serial No. 97/061,692),
@WANDER (Serial No. 97/215,221), WANDERHQ (Serial No. 90/802,002), and WANDER
ATLAS (Ser. No. 97/290,152) in connection with its downloadable software and app, website, and

temporary accommodation services, among other goods and services.

& Wander @

Wander

12. Through its continuous use in commerce, Wander.com enjoys valuable common law
rights in its WANDER, WANDER & Design, WANDER.COM, @WANDER, WANDERHQ), and
WANDER ATLAS marks (together, the “WANDER Marks”).

13. Wander.com’s WANDER Marks are inherently distinctive and serve to identify and
indicate the source of Wander.com’s services to the public.

14. Wander.com has developed significant goodwill in its WANDER Marks. That
goodwill is important and valuable to Wander.com.

B. Virtuoso’s Business

15. On information and belief, Virtuoso operates under the mark VIRTUOSO at
virtuoso.com. Below is a true-and-correct screenshot of the header of Virtuoso’s website, as well as

Virtuoso’s logo.
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£ VIRTUOSO Q O @

Search Wanderlist Sign In

Travel Advisors Destinations v Hotels Cruises Tours Why Virtuoso Inspiration

X
16. At virtuoso.com/whv-virtuoso/about-us, Virtuoso describes itself as a network of
travel agencies.
17. On information and belief, in connection with its VIRTUOSO mark, Virtuoso uses

the mark WANDERLIST at virtuoso.com/wanderlist/sign-in for users to create lists of travel ideas.

18. On information and belief, Virtuoso uses its VIRTUOSO mark in connection with its
WANDERLIST mark.
19. Below is a true-and-correct screenshot of the listing for Virtuoso’s Wandetlist app, as

shown in Apple’s App store, showing its use of the mark VIRTUOSO before WANDERLIST.

Virtuoso Wanderlist (7
Explore. Dream. Travel.
Virtuoso, LTD

ree

[/

20. United States Patent and Trademark Office (USPTO) records indicate that Virtuoso
owns a registration for the mark WANDERLIST in connection with travel booking agencies and
travel planning and information, as well as for the mark VIRTUOSO WANDERLIST for travel

agency and information services, among other services.
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