
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA806573

Filing date: 03/10/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91232716

Party Defendant
Peter Denbigh

Correspondence
Address

JARED BURDEN
JARED BURDEN PLLC
PO BOX 862
HARRISONBURG, VA 22803
UNITED STATES
jburden@jaredburdenlaw.com

Submission Motion to Suspend for Civil Action

Filer's Name Jared Burden

Filer's e-mail jburden@jaredburdenlaw.com

Signature //Jared Burden//

Date 03/10/2017

Attachments 031016__Opposition No. 91232716__Applicants_Motion to Suspend Opposi-
tion.pdf(206753 bytes )
Complaint__Watch Yo Mouth vs Denbigh.pdf(2774229 bytes )
Exhibits A to D of Complaint__Watch Yo Mouth vs Denbigh.pdf(5317342 bytes )
Exhibits E to J of Complaint__Watch Yo Mouth vs Denbigh.pdf(5781492 bytes )
Complaint__Warch Yo Mouth Vs. Denbigh__Memorandum of Law.pdf(5044031
bytes )

http://estta.uspto.gov


 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

JOSEPH CAIOLA III   

In re Application Serial No. 87/044,623 

  Opposer,  

Mark: WATCH YA’ MOUTH 

v.       

Published: OCTOBER 11, 2016 

PETER DENBIGH    

  

 

Opposition No.: 91232716 

  Applicant.  

 

 

APPLICANT’S MOTION TO SUSPEND PROCEEDING IN VIEW OF PENDING CIVIL 

ACTION PURSUANT TO 37 C.F.R. 2.117 

Applicant, Peter Denbigh, (“Applicant”) hereby moves for suspension of these 

proceedings pursuant to 37 C.F.R. § 2.117(a).  A copy of a Complaint filed on February 2, 2017 

by Watch Yo Mouth, LLC against Denbigh and Associates, LLC and Applicant is attached here 

as Exhibit A (the “Civil Action”).  Opposer, Joseph Caiola III (“Opposer”), is the majority owner 

and CEO of Watch Yo Mouth, LLC, and Watch Yo Mouth, LLC is the owner of U.S. Trademark 

Application Serial No. 87/058,618.  The Civil Action is currently pending in the United States 

District Court for the District of New Jersey. 

The Complaint sets forth a cause of action under the Lanham Act, 15 U.S.C. § 1125(a), 

including claims of unfair competition and trademark infringement based on Applicant’s use of 

the mark (“Applicant’s Mark”) in the subject application, Serial No. 87/044,623 (the “Subject 

Application”), and Opposer’s use of the mark in U.S. Trademark Application Serial No. 

87/058,618 (“Opposer’s Mark”).  The Complaint further requests a declaratory judgment that the 

Subject Application is terminated and cancelled. 



 

 

“Whenever it shall come to the attention of the Trademark Trial and Appeal Board that a 

party or parties to a pending case are engaged in a civil action or another Board proceeding 

which may have a bearing on the case, proceedings before the Board may be suspended until 

termination of the civil action or the other Board proceeding.”  37 C.F.R. § 2.117(a).  “A civil 

action may involve other matters outside Board jurisdiction and may consider broader issues 

beyond right to registration and, therefore, judicial economy is usually served by suspension.” 

TBMP § 510.02(a).  A civil action need not be dispositive of Board proceeding, but only needs 

to have a bearing on issues before the Board in order to warrant suspension of the Board 

proceeding.  Id. (citing New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 

1552 (TTAB 2011)). 

Because the Complaint alleges that Applicant’s Mark and Opposer’s Mark are 

confusingly similar as applied to the goods named in Applicant’s and Opposer’s respective 

trademark applications, and requests the cancellation of the Subject Application, the Civil Action 

undoubtedly will have a bearing on the issues involved in the instant proceeding. 

 

CONCLUSION 

In view of the fact that a determination of the issues pending in the Civil Action will have 

a bearing on the issues currently pending before the Board, Applicant respectfully requests 

suspension of these proceedings pending determination of the Civil Action pursuant to 37 C.F.R. 

§2.117(a). 

/s/

_______________________ 

Jared Burden  

Jared Burden PLLC 

Attorney for Applicant 



 

 

 

     

 

 

CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing has been mailed, postage 

prepaid, and sent via electronic mail this 10th day of March 2017, upon: 

Michael J Feldman 

OlenderFeldman LLP 

422 Morris Ave 

Summit, NJ 07901 

rromanaux@olenderfeldman.com 

 

 

/s/  

      Jared Burden 

Jared Burden PLLC 

Attorney for Applicant 

 

mailto:rromanaux@olenderfeldman.com
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Mic11ae1J. Feldman, Esq. (MF 7889)

Christian J. Jensen, Esq. (C1 6100)
QLENDERFELDMAN LLP '

422 Morris Avenue

Summit, New Jersey 07901

(908) 964-2485

Attoineys for Plaintiff

UNITED STATES DISTRICT COURT

DISTRICT OF NEW JERSEY

 

  

 
 

  

WATCH ‘('0 MOUTH, LLC, ECF

Plaintiff,

VERIFIED COMPLAINT

~against~

y Civil Action No.

DENBIGH AND ASSOCIATES, LLC
d/b/a SKYLER INNOVA‘TIONS, D
and PETER DENBIGH

Defendants

 
Plaintiff Watch Yo Mouth, LLC (“Plaintiff’), by way of Verified Cfotnplaint against

Defendants Denbigh and Associates, LLC d/b/a Skyler innovations and Peter Denbigh

(“Defendants”), alleges as follows:

NATURE OF ACTION

1. Plaintiff and Defendants produce and market cotnpeting, yet very similar, board

games; This is an action brought by Plaintiff under the Lanham Act, 15 U.S.C. § l125(a), and

the common and statutory law of the State of New Jersey, due to Defendants’ intentional

infringement of Plaintiff’ 5 traclelnark and goodwill as well as its unfair competition with Plaintiff

which has ineparably damaged (and continues to irreparably damage) Plaintiff and its business.
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JURISDICTION AND VENUE

2. This Court has subject matter jurisdiction pursuant to 28 U.S.C. ‘§ l338(a), l5

U.S.C. § ll2l, and 28 U.S.C,3. § 1367.

3. Venue is appropriate in this District, the place where Plaintiff resides and where

the cause of action arose pursuant to 28 U.S.C. § 1391. Notably, both Plaintiff and Defendants

sell their products which are at issue in this matter nationally and in the State ofNew Jersey;

3. This action arises under 15 U.S.C. §l05l, gt s_t:1., and under common law.

THE PARTIES

4. Plaintiff is a Limited Liability Company organized and existing under the laws of

the State of New Jersey, with its principal place of business at 81 Pension Rd, Unit 112,

Englishtown, New Jersey. Plaintiff through its majority owner and CEO Joe Caiola, is the

innovator and creator of the Watch Yo Moutl1TM board game (the “WYOM Game”) in which

l)fll’tlGl1)a11tS use cheek retractors while stating words and phrases which their teammates attempt

to understand and identify. Plaintiff sells the WYOM Game nationally and intematiotmlly under

the trademark “Watch Yo Month” (the ‘‘Trademark’’), which was assigned to it by Joe Caiola

effective May 19, 2016 (with all goodwill being transferred to Plaintiff). Plaintiff, directly and

through Mr. Caiola prior to assignment, has marketed in interstate commerce and sold the

WYOM Game using the Trademark since at least May 12, 2016. The Trademark has been used

in commerce continuously to identify and promote the WYOM Game. The Trademark is used in

text format as well as embodied in a logo that prominently features a check retractor as follows:
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5. Defendants are, upon information and belief, (a) a Limited Liability Company

with a principal place of business located at 103 E. Beverley St., Suite D, Staunton, Virginia and

(b) an individualwho resides at 103 E. Beverley St., Suite D, Staunton, Virginia. Defendants

produce a copycat board game (the “infringing, Game”) using the infringing “mark” “Watch Ya

Month” (the “Infi'inging Mark”). Defendants sell the Infringing Game through eCo1nmerce

channels (including, but not limited to, through the domain www.wyamgamecmn (the

“Infringing Website”) and brick and mortar retailers. The Infringing Mark also uses cheek

rctractors and also requires players to state words and phrases which their teammates attempt to

understand and identify. Defendants have imitated Plaintiff at eveiy turn and have improperly

traded on Plaintiffs goodwill, unfairly competed with Plaintiff, and infringed upon the

Trademark to Defendants’ benefit and Plaintiffs detriment. The Infringing Mark is embodied in

a logo also prominently featuring a check retractor as follows:
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FACTS COMMON TO ALL COUNTS

Baclggiound Of WYOM

6. WYOM in the brainchild of its CEO Joe Caiola. Mr. Caiola is a lifelong

entrepreneur, creating his first venture (an eilfoinmcree platform dedicated to the sale of auto

parts) at age l7.

'7. Later, Mr; Caiola attended and graduatecl from Rutgers University. While a

student at Rutgers, he formed two more businesses: (l) urbooxTM — a textbook n1a1'ket1)laCe and

(2) SyllabusGe11ic'”“ — an zipplication that assisted college students with course management.

8. After graduating from Rutgers with a degree in CO111I‘nL|11iGfli:l011S,

Entrepreneursltip, and Psychology, Mr. Caiola continued his entrepreneunal endeavors while also

Working full-time as a senior account executive with a marketing, firm. This passion resulted in

the inspiration for the WYOM Game in 2016.

9. First inspired by a Hollywood film and, later, by a YouTube video featuring

people playing around with check retraotors, in May 2016, Mr. Caiola tried unsuccessfitlly to

locate and quickly obtain the cheek retractors. Mr. Caiola also determined that there was no

coimnercially available board game which used the cheek retractors in humorous word/game

play. It was in that eureka moment that the WYOM Game was born.

10. Setting the wheels in motion, Mr. Caioia immediately took the following actions

to commercialize the WYOM Game and secure rights to the Trademark:

0 On May 12, 2016, he purchased the domain lg/xvxv.watehyomoutirconi (the
“Website”).

0 On May l2, 2016, he built and launched the Website, which included a sales
portal which accepted all major credit cards.
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11.

On May 12, 2016, he began a global advertising campaign through Facebook.
advertising the WYOM Game and directing traffic to the aforementioned Website
to secure pre—preproduction sales of same.

On May 13, 2016, the first orders for the WYOM Game were placed through the
Website — 32 units‘ resulting in purchase orders of over {til ,O00. Notably, the first

sale was t'rom 21 customer in Australia.

Between May 13 and May 16, 2016, Mr. Caiola ordered the necessary pieces to
produce the game as well as engaged in customer support regarding the purchases
through the Website.

On May 19, 2016, Mr. Caiola formed the entity Plaintiff Watch Yo Mouth, LLC.

Effective May 19, 2016, Mr. Caiola assigned and transfened all rights, title and
interest to the Tradeina'rk and the goodwill associated therewith (including, but

not limited to, that outlined in this Verified Complaint) to Plaintiff Watch Yo
Mouth, LLC.

Advertising and production continued and by May 23, 2016, the Website was
receiving 90,000+ iinpressions from Faoebook. The foregoing marketing resulted
in total sales of $ 1 2,656 through May 23, 2016.

The global reach and market penetration of the WYOM Géune using the

Trademark was immediately apparent. As of May 23‘, 2016:

WYOM received» orders from 44 out of the 50 states in the United States of
America through the Website and otherwise.

WYOM received orders from 2 regions of Australia through the Website and
otherwise.

WYOM received orders from 5 regions of Canada through the Website and
otherwise.

WYOM receive_d orders from Iceland and Norway through the Website and
otherwise.

As of May 25, 2016, Plaintiff shipped the first allotment of WYOM Games. In

order to produce and ship the same, Plaintiff ordered custom game boxes, custom game cards,
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custom instruction sheets, sand timers, and mouth pieces - all of which were tailored to the

WYOM Game and many ofwltich are embossed with the Trademark.

13, Both prior to and since the first shipment of the WYOM Ciarne at the end of May

120i 6, Plaintiff has expended significant sums totaling more than $45,000 to acquire, identify and

promote its Trademark in commerce — including through global advertising through Facebook

and Google.

14. As a result of the foregoingtlie Trademark is highly associated with Plaintiff‘, the

WYOM Game and the Website.

15. As a result of the foregoing, the Trademark and Plaintiffhave achieved significant

aclcnowledgment as originator of the cheek retractor board game concept and properly advertised

itself as such.

16. As evidence of the strong association between Plaintiff, the WYOM Game and

the Trademark, Plaintiff has been recognized as the originator of the concept in a variety of

media and television publications including but not limited to:

- Appearances on Fox’s Good Day and Princeton TV television shows.

0 Write ups in Asbury Park Press, The Art of the CEO, Courier News. Examples

attached as Exhibit A.

Defendants Im re erlv Games The S stem_And Infrin e The Trademark  

17. Without permission, but with explicit knowledge of the Trademark (due to notice

provided by Plaintiff, Mr. Caiola and otherwise), Defendants market, promote and distribute the

Infiinging» Game and operates the Infiinging Website. The Infringing Game and the Iniiinging

Website both target a national audience using the Trademark ofP1aintif'f.
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18. As set forth herein, Defendants and the Infiinging Website constantly and

consistently engage in mimicking and copying the WYOM Game, the Trademark and efforts to

trade off of Plaintiff’ s marketing and goodwill. For example, the WYOM Game is marketed as

the “original” game in this space ~ as indicated on much of its packaging and the Website. Being

aware-of this marketing, Defendants also use the word “original” to market itself online to assure

top Search results when someone searches for “Watch Yo Mouth” on Google, the text of the

Search results includes results showing the Infringing Game, which is listed as the “original.”

Yet, when the lnfiinging Website itself is viewed, the term “original” does not appear (as it

would be false), and instead, the term “authentic” is used to describe the Infringing Game. The

foregoing sleight of hand is accomplished by Defendants having the term “original” irnbtedded

into its Infringing Website (typically by using a SEO (Search Engine Optimization) company) in

21 manner which cannot be viewed by the consumer except in connection with search results, and

in a manner which would also drive traffic to the Infiinging Website in the event anyone

searched for the “original” game. That is, Defendants are using technology to blatantly trade off

of Plaintiffis goodwill. Exhibit B.

19. Upon information and belief, after seeing advertising for the WYOM Game,

Defendants attempted to crowd fund the lnfiinging, Game through a Kickstarter campaign

beginning on May 24, 2016 — weeks after Plaintiff had begun advertising and marketing the

WYOM Game, and indeed, after Plaintitfhad sold many copies of the WYOM Game under the

Trademark. Exhibit C.

20. Upon information and belief, as further evidence that Defendants were inspired to

create the Infringing Game, Infringing Mark, and Infringing Website after seeing the WYOM

Game and Trademark, Defendants have told a number of inconsistent background stories as to
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the purported origins of the Inliinging Game. On Defendants’ Kickstarter campaign (intended to

raise fimds to develop the Infring,ing Gamc)1 Defendants claimed that the origin of the Infriziging

Game occurred when the founder was “watching. a family member get her teeth whitened."

Later, in a January 18, 2017 news article, Defendants stated that the Infringing, Game was

inspired by a scene in the movie “The Boss.” Exhibit Di

Similarities Between The Infringing Genie/I11fri11gi11g Mark

Andfl:l1e_WYC|M Gxirne/Trademark

21. The following are examples of similznities between the Infringing

Ganie/Iiifriitging, Mark and the WYQM Game/T1'adema1'k — all the result of Defendants”

intentional acts at trading off of Plaintiff’ s goodwill and marketing success — which deliberately

cause consumer confusion, mislead and deceive the consuming public, trade off of Plaintiff’ 5

goodwill in the Trademark, and cause damages to Plaintiff and its business under the Trademark:

a. The Infiinging Website targets the exact same audience ~ the board game

playing public.

b. The Infringing Game, Infringing Mark and Infringing Website are

extremely similar in sound to the WYOM Gains/Trzldemark. Indeed, the only difference is the

Defendants’ substitution of the letter “at” for the letter “o” in the second Word: “W21tch Ye

Month” (the Trademark) versus “Watch Ya Month” (the: Infdnging Mark).

c. The look and appearance of the Trademark and Website and Defendants’

use of the same (including through focus on a check retractor in Defendants’ logo just as used in

Plaintil‘t‘s logo).

d. Defendants have copied Pl£1intiff’s game card themes by also releasing a

f:-lmily friendly and an adult/NSFW version. Exhibit E.
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e. Defendants’ mouthpiece (bottom image) is nearly indistinguisliablc from

P1aintiff’s mouthpiece (top image). Deféndaxits simply changed the colon‘, and appear to use

cheaper materials which are indistinguishable to the eye.

 
1’. All of Defendants’ game cards include the name and logo for “Watch Ya

Mouth,” just as Plaintiffs game cards all include the 'I‘racle1‘nark and “Watch Yo Mouth” name

and logo (which logo was copied by Defendants).
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g. Defendants (bottom image) copied Plaintiff (top image) in also using a

sand timer to limitthe amount of time players have to say and guess the phrases.

IO
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I1. Both the WYOM Game and the Infringing Game are sold at similar,

relatively inexpensive price points: roughly $10.00 (expansion packs) to roughly $25.00 (full

games).

i. Defendants misappropriated the general “themes” contained in Plaintifl’s

marketing to heighten customer confusion including through the January 24, 2017 Facebook

posting of a picture with 21 cat and the Infringing Game after Plaintiff had posted a similar picture

on December 14, 2016.

5 . . '-‘tlctlch ‘./0 Mouth
,,.t,sl == 5‘! 3 l «. ‘Magi’ ., i/"iii ta

Kltlnn snys, “Buy this game right Imm'.v.' ?:rr‘()rtiavs before 11:59 will be
nrrlvn tor Xmas) Eve: rag. ‘v .‘Iv.-mtchynmoinn
G0 in {ii w'm'a.'.'.2nciwtmtunrt1.z;i5m

   i3~”:’i' 7"""’>” 7”‘ '- . ., ,_ , ,, ' Vlcw Rcmaitvj

L*|;~;: E3:-:1~.:-.<.r»r.t Share 1‘? *

1,,,”2%’:V_§ r‘-u'm.<m.atI i‘itu.‘.1). ..i€I,'f—vM“ii1‘-élvfa mix: 5&8 4:1: an-. f,:lIiLul‘.‘i\D$_}ll‘."Ii ‘

ll
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watt,-Ii V.-r Month
at .
l‘\ ,

Could usu some laughter after work! 3! »_,’ r’.-‘iiltl’.-,tl.l§'*.*il.*|.’:~' Jfgrlttlulilgjlll

 
Plaintiff Learns Of And Immediately Obiccts To

Defendants’ Infringement And Unfair Competition

22. Upon learning the existence of Defendants and their infringement of the

Trademark, in late May/early June 2016, Plaintiff (though Mr. Caiola) reached out to Defendant

Peter Denbigh and objected to the infringement and demanded that Defendants cease and desist.

Plaintiff, through counsel, also considered whether a practical resolution could be reached in lieu

of litigation.

23. At no time during these discussions or otherwise were Defendants granted any

right or license to use the Trademark, to trade off of the WYOM Game and the Trademark, or to

copy and incorporate Plaintiff’s intellectual propeity into Defendants’ product.

24. It appears that Defendants used those discussions to stall for time, during which

Defendants could continue to infringe the Trademark and obtain a free ride on Plaintift’s

advertising and efforts, well as the goodwill ofPlaintiff and the Trademark.

12
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Proceedin s Before The US. Patent And Tradenrark Office 

25. Taking its misz1pprop1‘iation a step further, Defendant Peter Denbigh filed an

application with the U3. Patent and Trademark Office (“USPTO”) to register the Infringing

Mark on May 20,2016. Exhibit F.

26; Defendants’ trademark registration application with the USPTO was without

meiit, misleading, and contained knowingly false information.

27. Defendants’ application for trademarlc registration was tiled as “intent to Lise.”

Thus, Defendants were acknowledging under oath that as of May 20, 2016, Defendants were not

even using the Infringing Marla; in commerce.

28. As of the time Defendants submitted their application to registerithe Infringing

Mark, Defendants were explicitly aware of the existence of the Trademmk, and that Defendants’

Infringing Mark copied and infringed upon the Trademark, and that the use of the Tradeniark in

eomrneree pre-existed not only Defendants’ intent to use the Infringing Mark, but the ectttal use

of the Infringing Mark in commerce.

29. Plaintiff has obtained an e_xtension of time to oppose Defendants’ trademark

registration application with the USPTO. Pursuant to this extension, Plaintiff has until February

8, 2017, to oppose Defendaiits’ application. Plaintiff intends on opposing Defendants’

application and seeking a stay of the USPTO’s consideration of Defendatits’ application until

such time as this Court rules on the issue.

Defe11IIa1rtjs_’_Actions Caused And, Continue To Cause‘

Actual Confusion In The Market};lace

  

30. Defendants’ use of the Infringing Cmme, Infringing Mark and Infringing Website

has resulted in, and will continue to result in, significant consumer confusion amongst the

13
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Consuming public as tn the source of goods and services being offered, and has tarnished

Plaintiff's business, reputation and the goodwill established in the Tradeinark.

31. Specifically, both before and after the Infringing Game was first shipped,

Defendants have, without permission, ccpied Plaintiff’ 5 tone, eftbrts, trade dress, appearance and

mutant in trying to intentionally confuse the consurning public about the origin of the Infringing

Game —— a goal of which Defendants have unfrntnnately succeeded.

32. By way of example, as recently as January 17, 2017, Defendants have

misappropriated Plaintiff’s content on its Website including but not limited tn copy, tone and

themes used by Plaintiff in an effort to convince the consuming public that WYAM and the

Infringing Ciarne and Infringing Website are from the same commercial source. Exhibit G.

33. As further example of Defendants’ improper exploitaticn and trade on the good

will, trade dress and image of Plaintiff including the Trademark, in or about July 2016,

Defendants shared a video on Twitter wherein they advertised to the public that individuals were

playing the Infringing Game when in fact they were playing Plaintiffs WYOM Game —— explicitly

and intentionally confusing the public to trade on the back of Plaintiff without permission or

authority. At the time the video was posted, Defendants had not yet shipped any units of the

Infringing Game. Exhibit H.

34. When Plaintiff -= through Mr. Caiola — advised Defendants of this infringetnent,

the video was taken down — an admission that they were damaging Plaintiff. In addition to

copyright infiingeinent, this additional action is further indisputable evidence of Defendants’

effort to improperly trade on the goodwill and temporal and financial investments made by

Plaintiff in its brand and business including but not limited to the Trademark.

14
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35. There is even a spoof/fraudulent website — iyww.walchymnouthslioosggin =- that

siphons web traffic from the Website and directs customers to the Twitter and Facebook pages

for WYAM — fitrther confusing the public and causingdamage to Plaintiff. Exhibit 1.

36. The most shocking example of confusion in the marketplace flows from the fact

that a consumer of Defendants’ inferior Infringing Game was injured by same and has reached

out to WYOM threatening legal action as 51 result of the alleged injuries. The consumer provided

proof that they purchased the Infringing Game — NOT THE WYOM GAME — but the damage

to Plaintiffin the rnarlcetplace is ongoing and material. Exhibit J.

37. Further examples of co1'1sun1er and retailer confusion have occurred as follows

(through January 15, 2017):

- Defendants’ customers emailing Plaintitt‘ for support: 53

0 Defendants-" customers emailing Plaintiff relative to defects with the Infringing
Game: 12

a Defendants’ ettston1e1's playing the Infringing Game, but liaslitagging/tagging thc
WYOM Game or WYOM in photos: 45

0 News Outlets contacting Plaintiff mistakenly thinking they produce the infringing
Game: 2

0 Retailers contacting, Plaintiffmistakenly thinking they produce the Infringing
Game: 2.

The Retailer confusion is particularly notewoithy as not only are they

sopliisticated, but one retailer was mistaken even afi‘er exchanging Purchase
Orders and Invoices with Plaintiff;

Plaintiff Has Made Si nificant Investmentswln The Trademark And Goodwill  

38. Since inception, Plaintiff has made significant temporal and financial investments

in growing the business and the Trademark. Additionally, Mr. Caiola resigned from his full time

job to direct all resources and effort to WYOM.
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39. From inception to present, Plaintiff has employed as many as nine (9) employees

whose employment depends on the protection of the Trademark and Plaintiff’s brand.

40. From May 2016 to date, Plaintiff has invested approximatel)/ ii?-45,000 in global

marketing campaigns through Google; Faccbook; Instagram; Amazon Marketing; PR Agencies;

Viral marketing campaigns; and through travel to trade and game shows throughout the nation.

41. These efforts have resulted in sales to date of approximately $1.3 million which is

cornprised of approximately 50,000 units of the WYQM Game, Of note, the WYOM Game. was

the #1 product in over 100 Showcase stores in Canada during Christmas 2016.

42. Defendants’ use of the Infringi_ng Mark, Infringing Website, and Infringing Game

(which, per customer complaints to Plaintiff, is an inferior product that is often littered with

misspellings and duplicate cards) constitutes an infringelnent upon Plaintiff’s Trademark and

rights therein (including goodwill) and Defendants’ attempt to profit from the unauthorized use

of P1aintift‘s Trademark and the rights therein is a direct violation of United States Trademarlc

Law and State Common Law, including, unfair competition.

43. Defendants’ continued use of the Infringing Game, Infringing Mark and Infringing

Website have damaged Plaintiffs interest in the Trademark, and will continue to do so, by,

among other things:

A. Continuing to cause consumer confusion as to the source of the products

provided under the Tradeinark;

B. Continuing to cause retailer confusion as to the source of the products

provided under the Trademark;

C. Continuing to damage the valuable and significant goodwill that Plaintiff

has established in its Trademark;

16
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D. Continuing to unfairly compete with Plaintiffs business by engaging in all

of the foregoing activities as set forth herein; and

E. Threatening to finther trade upon the Trademark and Plaintiff’ s goodwill,

tliereby causing ltlrther damage to the valuable and significant goodwill Plaintiff has in the

Trademark and its business.

44. The wrongful activities of Defendants are causing and will continue to cause

severe and irrevocable injury to Plaintiff, including but not liinited to, Plaintift”s rights in and to

its Trademark and business.

45. Defendants continue to use the infringing and confusingly similar Infringing Mark

in connection with the Infringing Game and the Infringing Website and, as stated at length above,

that usage is causing actual and likely confusion amongst the consuming public and r<:t;=tilers.

46. The use by Deténdants of Plaintiffs Trad<::nf1ark has been willful and dczliboratc,

designed specifically to improperly trade upon the goodwill associated with Plaintiff’s name and

the Tracloinark.

47. Plaintiffs goodwill is of enormous value and Plaintiff will Suffer irreparable

harm, should this use and infiingeinent be allowed to continue to the detriment of l’1aintiff’s

reputation and goodwill.

48. Given past efforts, Defendants’ unfair competition and use of the Trademarlc will

continue unless enjoined by this Court.

17



Case 3:17~cv-00717-AET-LHG Document 1 Filed 02/02/17 Page 18 of 29 Page|D: 18

COUNT ONE

Federal Unfair Competition and

False Description/Designation of Origin — 15 U.S.C. §112S(n)

49. This cause of action azises under 15 U.S.C, § 1 l25(a) for uiifair competition and

false designation of the origin ofscrvices and false description and x‘epresentation.

50. By reason of the foregoing acts of Defendenits stated in the preceding, parsgrnplts

(inclucling, but not limited to, through the Infringing Game, Infringing Mark and infringing

Website), Defendants have falsely designated the origin of their services and goods in their

marketing and have othenvisc made false descriptions and repmsentations of the origin of such

services and goods.

51. Defendants’ l.1l'lEll.1ll10l'lZ€Cl activities are likely to create (and have created)

confusion among the consuming public, are likely to deceive purchasers ofPlaintifl’s products,

as well as its adve1'tisers, concerning the source or sponsorship of such goods and services, and

will othexwise mislead the consuming public as to the origin of the goods and sewices sold by or

on behalf ofDefendants.

52. Defendants’ iiiteiitional, willful and bad faitli intent to trade on Plaintiffs good

will and create the false and misleading impression that Defendants are affiliated, czonncctecl 01'

associated with Plaintiff — througli Tmdemarlc and othelwise — is in violation of‘ l5 Ll.S.C3. §

ll25(a).

53. By reason of the foregoing, Plaintiff has suffered and will continue to suffer

Substantial and irreparable damage, including darnage to its valuable Traclemark 11'ghts.

18
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SECOND COUNT

Connnon Law Unfair Competition

54. Plaintiff repeats and reallcgcs each and every allegation contained in the prior

paragraphs of this Complaint as if fully set forth at length herein.

55. This cause of action arises under the Common Law of Unfair Competition over

which this Court has jurisdiction by virtue of 28 U.S.C. § 1338 and § 1367 and by the principles

of supplemental jtiiisdiction.

56, Plaintiff has common law rights in its Trademark which is uniquely associated

with Plaintiff as to the source of the goods offered in connection with the Trademark.

57. Defendants have made false and inisleadiiig represeiitations, including those set

forth above, to Plaiiitiffs current and prospective customers. Defendants’ conduct as aforesaid

(including, but not limited to, through the Infringing Game, Infringing Mark and Infringing

Website) constitutes unfair methods of competition and unfair and deceptive acts and practices in

the conduct of its trade in violation of the New Jersey common law of unfair competition.

58. By reason of the foregoing, Plaintiff‘ has been caused to suffer and will continue to

suffer substantial damages, including damage to its valuable Trademark rights.

THIRD COUNT

Statutory Unfair Clompetition in

Violation of the New Jersey Fair Trade Act — N.J.S.A. §56:4-1, et seq.

59. Plaintiff repeats and rcalleges each and every allegation contained in the prior

psragraplis of this Complaint as if’ fully set forth at length herein.

60. Defendants’ conduct as aforesaid (including, but not limited to, through the

lnfiinging Game, Infringing Mark and Infiinging Website) constitutes unfair methods of

I9
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competition and unfair and deceptive acts and practices in the conduct of its trade in violation of

New Jersey statutory and conirnon law,

61. As stated in the preceding paragraphs, Defendants have, in violation of New

Jersey statutes (including N.J.S.A. §56:4~l, et seq.), misappropriated Plaintiffs Tratienwrk,

brand, reputation and goodwill for their own use in the Infiinging Game, Infringing Mark and

Infringing Website to Plaintiff’ s detriment.

62. By reason of the foregoing, Plaintiff has been caused to stiffer and will continue to

suffer substantial dainages, including damage to its valuable tradeinark rights.

FOURTH COUNT

Statutory Unfair Competition in Violation of the New Jersey Trade Names, Trade-Marks
and Unfair Trade Przictices Act - N.J.S.A. §56:3-13.16(a)(1)~(2)

63. Plaintiff repeats 31141 realleges each and every allegation contained in the prior

paragraphs of this Complaint as if fully set forth at length hcrcin.

64. Defendants’ conduct as aforesaid set forth constitutes unfair methods of

competition and unfair and deceptive acts and practices in the conduct of their trade in violation

of statute and common law.

65. Specifically, the Defendants (through the Infringing Game, Infringing Mark and

Infiinging Website) have, in violation of New Jersey statutes (including N.J.S.A. §56:3~

13.16(a)(l)~(2)), engaged in reproduction, counterfeit, copy, or color-able imitation of Plaintiffs

Tradeniarlc in connection with the sale of goods which is likely to cause eonfi1sion or mistake or

to deceive as to the source of origin ofthe goods or sen/ices.

66. Defendants’ actions hawe caused consumer confiision in the marketplace.

20
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67. By reason of the foregoing, Plaintiff has been caused to suffer and will continue to

suffer substantial damages, including damage to its Valuable trade_mark rights.

FIFTH COUNT

False Designation of Origin Under State Law

68‘. Plaintiff repeats and realleges each and every allegation contained in the prior

paragraphs of this Complaint as if fully set forth at length herein.

(39. By virtue of the extensive use, advertising, and promotion of the Trademark and

the goodwill aSS0Gl5"5d With that name, the Trademark has come to serve a designation of

on'g,in of Plaintiff and its activities, and is a symbol of the goodwill which has been established

for these activities.

70. Defendants’ false and intentional use of the Tradeinark constitutes false

designation of origin and islikely to nfisleacl and deceive the trade and public. into believing that

the activities of Defendants ofiginate from, are affiliated with, or sponsored, autliorized,

approved, or sanctioned by Plaintiff.

71. Defendallts’ wrongful acts are in violation ofNew .l'ersey law.

72. By virtue of the prior notice, and Defendants’ refusal to cease and desist in the use

of the Trademark, Defendants’ wrongful acts were committed willfully and intentionally.

73. By reason of the foregoing, Plaintiff has been caused to suffer and will continue to

suffer substantial damages, including damage to its Valuable trademark rights.

SIXTH COUNT

Declaratory Judgnlent

74. Plaintiff repeats and realleges each and every allegation contained in the prior

paragraphs of this Complaint as if fully set forth at length herein.
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75. By reason of the foregoing acts of Defendants stated in the preceding paragraphs

(including, but not limited to, through the Infringing Game, Infringing Mark and Infringing

Website), Defendants have falsely designated the origin of their services and goods in their

marketing and have otherwise made false descriptions and representations of the origin of such

services and goods.

76. Defendants’ unauthorized activities have created Confusion among the consuming

public, are likely to deceive purchasers of P1aintit‘f’s products, as well as its advertisers,

eoneerning the source or sponsorship of such goods and services, and will otherwise xnisleadthe

consuming public as to the origin of the goods and services sold by or on behalf of Defendants.

77. Defendantsi intentional, willful and bad faith intent to trade on Plaintilifs good

will and ereate the false and misleading impression that Defendants are affiliated, connected or

associated with Plaintiff '—— through Trademark and otherwise.

78. Plaintiff therefore seeks and is entitled to a Declaratory Judgment declaring that:

(a) Plaintiffs Trademark is valid; (13) Defendants’ Infringing Game, Infringing Mark and

Infringing Website are violative of Plaintiffs rights and (c) Defendants’ pending application

before the USPTO/TTAB to register the Infringing Mark is terminated and cancelled.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands jndgment against Defendants as follows:

A. A prelitninary and permanent injunction against Defendants and their officers,

agents, servants, employees, licensees, agents, subsidiaries, affiliates and/or assigns and those

persons in active concert or participation with them who received actual notice by personal

service or otherwise:
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1. Registering, owning, leasing, selling, trafficking or using the name or

words “Watch Ya Month” or which uses or incorporates in whole or in part the

Trademark “Watch Yo Mouth”, however spelled, whether capitalized,

abbreviated, singular or plural, printed or stylized, whether used alone or in

conjunction with any word or words, and whether used in caption, text, orally, or

otherwise) or any derivative thereof, ortany mark which is confusingly similar to

the Trademark in connection with any business, product (including the Infringing,

Game), marketing crlnipaign or Internet domain name‘ (including the lnfiinging

Website), or as a’n'ade1na1'k,trade name or service 111€11'lC;

2. Infringing the Tradejmarlc or otherwise unfairly competing with Plaintiff;

3. Using, reproducing, advertising or proinoting any slogan, mark, or name

that may be calculated to represent that the products or services of Defendants or

any other person are sponsored by, ant_l1om’2ed by, or in some way associated with

Plaintiff;

4. Using or reproducing any word, term, name, or symbol, or any

combination thereof, on any product or in connection with any service that

confuses or falsely represents or misleads, is calculated to confuse, falsely

represent, or mislead, or that has the effect of confusing, falsely representing, or

misleading, that the products, services, or activities of Defendants or another are

in some way connected with Plaintiff, or is sponsored, approved, or licensed by

Plaiiitift’;

5. Inducing, encouraging, aiding, abetting, or contributing to any of the

aforesaid acts.

23
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B, Ordering that Defendants ‘shut down and cease operation of, and sales through,

www.wymgame.com and any related domains owned by Defendants to the extent same is used to

market, promote, sell, distribute or otherwise reference any product, name, trade name, trademark

or logo in violation of, or contrary to, Section A above.

B. Ordering that Defendants immediately, transfer to Plaintiff the

www.;gyn1gan1e.con1 domain name and any other domain names that incorporate the Trademarkt

D. Ordering that Defendants remove all products for sale (through license or

otherwise) from all brick and mortar retailers/stores including, but not limited to, any product

using the name or words “Watch Ya Mouth" or which uses or incorporates in whole or in part

any name, trade name, trademark or logo in violation of, or contrary to, Section A above.

E, Ordering that Defendants remove all products for sale (through license or

otherwise) from online or eC‘ommercc retailers/stores including, but not limited to, any product

using the name or words “Watch Ya Month” or which uses or incorporates in whole or in part

any name, trade name, trademark or logo in Violation of, or contrary to, Section A above.

F. Ordering that Defendants cancel (and advise all distributors or retailers to cancel)‘

all pending sales or orders of any product using the name or words “Watch Ya Mouth” or which

uses or incorporates in whole or in part any name, trade name, trademark or logo in violation of,

or contrary to, Section A above.

G. Ordering that Defendants pull, cancel and/or retract all marketing, advertising or

promotional materials (both paper and digital) and all documents whatsoever and of whatever

nature or form relative to the Infringing Game and/or using the Infringing Mark including,‘ but

not limited to, any such material using the name or words “Watch Ya Month“ or which uses or
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incorporates in whole or in part any name, trade name, trademark or logo in violation of, or

contrary to, Section A above.

H. Ordering that Defendants provide Plaintiff with copies of all orders and pending

orders of any product using the name or words “Watch Ya Mouth” or which uses or incorporates

in whole or in part the Trademark “Watch Yo Mouth” (however spelled, whether capitalized,

abbreviated, singular or plural, printed or stylized, whether used alone or in conjunction with any

word or words, and wlicther used in caption, text, orally, or otherwise) or any derivative tlicreot‘

or any mark which is eoiifusirigly similar to the Tradeinark.

I. Provide Plaintiff with a list of all licensees of“Watcl1 Ya Mouth” or any product

any product using the name or words “Watch Ya Mouth” or which uses or incorporates in whole

or in part the Trademark “Watch Yo Mouth” (however spelled, whether capitalized, abbreviated,

singular or plural, printed or stylized, whether used alone or in conjunction with any word or

words, and whether used in caption, text, orally, or otherwise) or any derivative thereof or any

mark which is confusingly similar to the Trademark.

1. Ordering that Defendants immediately remove all signs, OfWl‘1£ltC‘.Vel‘l1£ltL11‘B, fonn,

or location, which contain the Trademark or any derivations thereof (including but not limited to

“Watch Ya Mouth” or any derivatives thereof), including, but not limited to, in connection with

the Infringing Website, Infiinging Game, the Infhngiiig Mark, or any derivative thereof.

K. Ordering that Defendants recall from any distributors and retailers and to deliver

to Plaintiff for destruction or other disposition all remaining inventory of all infringing products

containing the Infringing Mark including, but not limited to, the Infringing Game and/or using

the Infringing Mark including, but not limited to, any such material using the name or words

25
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“Watch Ya Mouth” or which uses or incorporates in whole or in part any name, trade name,

trademark or logo in violation of, or contrary to, Section A above.

L. Ordering, that Defendants cancel, remove, and destroy all advertising, promotional

materials and all documents whatsoever and of whatever nature or form which bear or contain

the Trademark or any derivation thereof, including, but not limited to, in connection with the

Infringing Game, infringing Website, the Infringing Mark, or any derivative thereof

M. Ordering that Defendants file with this Court and serve on counsel for Plaintiff

within 30 days alter service on Defendants of such Order, or within such period as this Court

may direct, a report in writing and under oath setting forth in detail the manner and form in

which Defendants have complied with Defendants’ obligations hereunder,

N. For an accounting by Dcfeiidants of their sales and profits from the period

commencing on the first date it used the Trademark, including, but not limited to, in connection

with the Infringing Website, the Infringing Mark, the Infringing Game or any derivative thereof

through the present.

0. For an award of Defendants’ profits and Plaintiff’s damages resulting from

Deliandaiits’ unlawful activities as set forth herein.

P. A declaration that (a) Plaintiff’s Trademark is valid; (b) Defendants’ Infringing

Game, Infringing Mark and Infringing Website are violative of Plaintiffs rights and (c)

Defendants’ pending application before the USPTO/TTAB to register the Infringing Mark is

terminated and cancelled.

Q. For compensatory damages.

R. For an award of‘ treble dainages.
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S. For an award of punitive damages due to Defendants’ willful/wanton and

intentional acts.

T. For an award of the reasonable attorneys’ fees and cost of suit incurred by

Plaintiff.

U. For such other further relief as this C rt m’ y deem equitable and proper.

[

MICHAEL J.’t?E:LoMAN (MF 7889)
CHRISTIAN J. JENSEN (CJ 6100)
OlcnderFeldman LLP

422 Mom's Avenue

Summit, New Jersey 07901
Attorneys for Plaintiff

Watch Yo Mouth, LLC

   BY:

Dated: January 3 l, 20l 7

JURY DEMAND

Pursuant to F.R.C.P. 38, Plaintiffdemands atrial by jury on all issues.

CERTIFICATION I’URSUANT_T0 L. CIV. R. 11.2

Pursuant to L. Civ. R. 11.2, I hereby certify that there is no other action pending in any

Court or arbitration proceeding concerning the matter in controversy, none is contemplated, and

further, I know of no other party who should be joined in this matter.

 
Dated: January 31, 2017
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VERIFICATION

1, Joe Caiola, ChiefExecutive Officer ofPIaintifl’, Watch Yo Mouth, LLC, verifies under penalty

of pmjuzy pursuant to 128 U.S.C. 1746 that the fixctual statements contained irnhe foregoing Verified

Complaint are true and correct to the best ofmy knowledge, i11f0r;natiQn and beliefi f

 
Dated: Ianuaxy, 2017
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ATTORNEY CERTIFICATION

I am an attorney at law of the State of New Jersey and I am 21 member of OlenderFeldman

LLP, attorneys for Plaintiff, Watch Yo Mouth, LLC, in the within action.

Annexed hereto is a facsimile signature of Joe Ciaiola. Mr. Caiola has acknowledged the

genuineness of his signature.

I am filing this Certification so that the Court may accept Mr. Caiola’s facsimile signature

on his Verification). An original signature will be filed if requestccl by the Clouit or any patty.

I hereby certify that the foregoing statements made by me are true. I am aware that if any

of the foregoing statements made by me are willfully false, I may be subject to punislnnent.

OLEND‘ /4E DMAN LLP

Attorn  PlaintiH
By: fl (. r” _ 7

MICHAEL J. FELDMAN (MF 7889)

  
Dated: January 31; 2017
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Created by

Skylar

lnnovafions

670 backers

pledged

5327.586 to
help bring

this project

to life.

About this project Support this project

THE WATCH YA‘

MQUTH GAME

One capy of Watch Ya‘

Mouth. (Ages 6+)

-To order multiple

decks. just ad $25 for

each extra deck you'd
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The Backstory:

The story began one afternoon about two months ago. I

was watching a family member get herteeth whitened. in

her rneuth was a plastic cheek retraotor. aka, mouthguard.

After a few hilariously awful attempts at communicating.
she tried to tell me that "it's really hard to speak!" — except it

came out "ithhh really hard to sheeek!" I about fell over

laughing. and an idea was born!

The Concept:

Watch Ya‘ Mouth is a Simple, hilarious, oardabaeed party

game for up to 8 players (4 teams of 2 players). Players

take tume trying to underelandwhat their team mate - who

is hampered by a cheek retractor (mouth guard) — is saying.

The team ‘with the highest number of accurate
interpretations at the end of four rounds wine.

Gameplay Examples:

Here's a quick video from one of our beta testers u can you

figure out what she's trying to say?

 

f‘:»s2\.-waits Campaign tit»:-;r:v;:»: ’'_1-;:: ti ts: 5"‘ =;;r;-mm ritzy

we

‘“ ‘“" ""5 ‘”“ ‘V States
backers

y 79 backers
QUICK

update: Community Care! Program!

Click here see our g‘,«rv:»;.=-<‘:i anus‘: .l~i,«;« s rm at regarding your 4' iii it,‘ Ht‘ Wt
chance to have your name printed on Cards that are 6710 t

distributed globallyl

THE NSFW (Not Safe

For Work} VERSION —

WATCH YA‘ MOUTH

GAME

One copy of Watch Ya‘

Mouth PLUS one copy

of the NSFW Card

Deck. This is a deck of

bonus cards that were

too risque/vulgar to

include in the kid

friendly version. (Ages

13+)

-To order multiple

decks. just act $35 tor

each extra deck you'd

like (extra shipping

charges may apply)

ESTIMATED SHIPS TO

°E‘-‘VERY Anywhere

'°‘”9 2°15 in the world

475 backers

Plerlge Ei35l:3 or

more

H26/ZOI7 1:35PM
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mourn PLUD one copy

of the NSl—‘W (Notsafa

Forel/Vork) Card Deck -

Box Signed by lhe

 
(Give up? She was trying to say "Warm Beef Meai‘baI1e!") creators!

—To order multiple

What's a Cheek Retractor? decks, just and $55 for

each extra deck yoLI‘c_l

Fair question. Also called a "Mouthg_uard," Cheek like (extra shipping
Retractors are simple plastic devices that folks use to help charges; may apply)
hold their lips open. They easily fit in the very front of your

mouth (they don”: trigger gag reflexes), holding your lips ‘5-"37"-“’*TE‘° 3H'i‘5T"
DELNERV Only United

open. The result is the inability to pronounce any sound Aug 20.15 St tE 83
that requires your lips touching — "I3", "P", "V", "M", and so
on. l

107

l’~'

backers

Funding period

V May 24 2016 - Jun 24 20113

K ‘T (31 days)

They'll come in a few sizes and will he color coded so you

know which is yours. They're dishwasher safe too so they
can be easily cleaned for the next time.

The Details:

5 of 15 l:‘26/2017 l:35 PM
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and tries to read the phrase to their team mate (the
interpreter). L

o The goal is for an "lnterpreter“ to understand whatthe

"Reader" is trying to say.

<= Your team has 2 minutes to interpreter as many
phrases as possible!

a '1 Round is completed when each team has gone once.

For the next round, the team's rolls reverse (The reader

becomes the interpreter and the interpreter becomes the
reader).

a The reader has to keep trying until the interpreter gets
your phrase right. In other words. you can“: "pass" on a

phrase. That's where it starts getting really funny.

a some phrases are extra hard ~ these are worth 2 points,
and are the only oards you may pass on.

o The team with the highest score after 4 rounds. wins!

The Product and Prototype:

We're ready to rock - we have manufacturing! shipping.
legal, financial. and all those details squared away. We

have several sets of fully functional prototypes, and we've
proveri time and time again that we can deliver on the

side-splitting humor of the game. Here -are some examples
of the physical components;

Package:

 
Got’ l5 H26/‘Z01’? l:3S PM
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The cards:

Cards are thick, full color, glossy finish

PAMPERS DIAPERS
FULL OF PQOP

 
Can t.‘ _ 2. :-ample
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The timer:

Straightfon/vard 2-minuttasand timer

 

The Retractors:

At least 10 safe, muiticolored cheek retractors in at least 2
sizes

10 °f|5 1/25/2017 {:35 PM
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What comes with the game:

6 143 cards ‘(-«3 decks) oftested, hilarious phrases with
varying difficulty (NSFW version gets an additional 143

cards for a total of 286)

u 10 cheek retraotors - 5 small and 5 large of varying

colors (so you don‘t get them mixed up). These are

denta|—quaiity. dishwasher safe appliances that fit both
small and big mouths (you know you you arei).

'1 'i-minute sand timer

- Scoring Sheet

- instructions

a Box

Here's the full collection of goodies:

 
i1of'i5 l/EGIZOI7 l:35 PM
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  fjiiere tire or<:vie.=:r

The game is available in two versions:

1. A "Family Frienclly" version. Think of phrases like

"Warm Beef Meatballs", "Pampers Diapers Full of Poop",
and "There's a Weep in my Pepsi!" . Perfect for anyone 6
to 160 years old looking for good, clean fun‘

2. A "NSFVV", or "Not safe for work" version — ie, it gets bit
risque with topics and language. We don‘t hold back and

anything is fair game. ...it's probably twice as funny as a
result.

Two Gameplay Approaches:

1. "Open Season" - meaning you can try to drop hints,
make motions, wave your arms like mad. do an interpretive
dance, or whatever else your group feels is fair to get your
point across.

2. "Legit" - No hints, no actions - strictly saying the phrase
and figuring it out, It's toughl

A Final Note:

This is not our firet rodeo with bringing ideas to life and

products to the market. We'll take the rough prototypes
and turn them into beautiful, commercial-ready products.

What you see in these pictures are simply prototypes that
we've made to prove this concept works. if you help us by
funding this campaign, what you see will turn into high
quality, 100% finished and beautiful versions. We‘il

physically the factories to ensure they are right, and we'll
not stop until these are 100% awesome.

Ready to laugh your A“ off?

So if you're into side-splitting fun. have a capacity for a little
seliidepreciating humor, and like to laugh with your friends.

i2Dfl5 i/26/2D|7 i:35 PM
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Risks and challenges

Production of the game is simple: it's just a card game with

a few extra parts. Other than building the box it's a

relatively straightforward product to make. The biggest

challenge for us would actually be ifyou blow us out of the

water - but we're ready for that too. We're already working

with fulfillment powerhouses like Shipwire and Amazon to

make sure that no matter how many people pledge.

everyone gets their game quickly after the oarnpaign ends.

None of us want this to be a campaign where you Spend

the next two years getting fifty emails about production

updates and delays. If you back this project, we went to be

sure you can start your Watch Ye‘ Mouth parties ASAP.

This is why we're not offering t-shirts or other complicated

reward tiers that would make the distribution process take a

lot longer. We're keeping it as simple as possible: support

our project and in return we‘ll send you the hilarious,

playable game.

Learn 3boi.itat:ootil1tol3llity on l(ioir:si;oi‘to:'

FAQ
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Ask a question

 

14 0H5

About us Help Discover Hello

What is i<icl<starler? FAQ Art Games Happening

Who we are Our Rules Comics Journalism Campany

Impact Greater Handbook Crafts Music Blog

Jobs Campus Dance Photography Engineering

Pijess Experts Design Publishing Biog

Stats Trust & Safety Fashion Technology The Creative

Newsleiiers Support Film & Video Theater independent

Spotlight Terms af Use Food

Drip Privacy Policy

Kicksiarier Live Qookle Policy

The Year in

Kickstariei-". 2016

NEW!
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HOW ‘W£llcl‘l Ya Mouth’ was born in Slhtrrrlon ittiptf/wwsv.ne\ysieader.cottt/story.-itit:ws/lhtmiizlii7/Oill 8/wilicir-yn-m..

Haw ‘Watch Ya Mouth‘ was born in Staunton

l.nura mm . lp:tenlarumtluurigtmmn lltrttirstml 2:45 pm. El’ inn. :3, sum ll[1d¢r|¢tIJ€U‘) p.m. ET .tnn. ill. mi?

STAUNTON - ii lack one scene in a movie in inspires giant anltsrprltre for Peter and Alison Denbigh.

The two Slaunton residents strtrirld their empire out at their home. Not even a your later. it has grown global.)

Peter and Nisan Denbigh made a game called "Watch Ya Mouth" that has swept nnt only the entire cutlrrlry, but
the ‘world. it has tmcomé r;r numtmi Gfié best seller on Amazon and they have sold lttmdretis Di iirdusantla oi
games.

(Plmin \iI):a Tap/LVTM News E::““
1-179051.]

 
Peter said the two had been wratciirlrrg the move "Titer BC-l8i§"wi1Bl1 a

scene came on ‘v/itete l'l0iI'l§'SS Melissa MuCarihyiS gelling liter teeth
wltitenad. in order to do sh. she had in put in these awkward mauth

retraclors. which rrraisés it almost lhipusslbia to lltik.

"she was trying to talk and it was really lunny.“ Peter said. ‘we

decided this could be more than iusl rt illhhy mutant.“

The way it works is people either divide up in teams or play all
together for points. The goal is it‘) understand -'.vh‘ai peuple are saying

with the mouth ratructors in their muuihs. wlrlgh is challenging. For
~w.rcn try uuum-« is a gamer Peter and Nisan. that/‘tv'a had nnougli Draallca that they've gelled

mated try Pctnraml Minn really good. The words said with the i‘r‘tOUli‘i miratiais in are prettyDonhlnh who am graduates at

 
Jam: Mudialanlinivnntty and ”'me'5(a"damB'rusldnnls ul Stauninn. IT-‘.’loio‘

W” l"I’r”T"°~‘t‘°“‘5 WW? "it's hat a brain game. there's not any strategy.‘ Peter said.

A person has one minute to go thrnugh as many cards that have phrases on them, which range between one and two points,

Alison is the big bciard game lovart So. the couple has always spdrtl time playing games with friends and inmlly.

‘We have an entire clasei full or games.‘ Peter said.

"i have :3 fascination with games," Alison arttluci,

 Qm9fl1%9M$_lc Dnams
(1tl,l,tii»‘-l\\'\\'\\f.i:i.'l»\‘slv:tttir:t:l;om."5torw’ht:\\'-:/tor:

D" r:- “=z-“
  
  

 l‘2t)i7/ Iflltutllilr3_(j;J}1ll,l:Elliructimi-
6 7. _8‘ti_i}

After watching that movie. the ideas slflflcd in coma (lying in. From there El Kicksiarler campaign was started in May 2016. ‘the couple began to check
out different mouth retraczlors and the safety of them and traveled to China to research dliiarehl manufacturers.

Their goal was to raise $B.Dl10 IQ make thr: first batch of the game. it was one of the only succcssiui Kicksiaiiar cairipaigris that Feieriias dune.

As the Klcitsiértnr campaigrt ended in June. the caupin began sending out games to thpse who were part of the campaign and finding waysto make more
and iumpstart the princess at getting It into larger stores in time for the holidays.

"it's been really quite a ride.“'Pe/'t'er said. "I've bean involved in small btlslnass all my lite. we teamed a lot about how to mite an idea to that matket. it was
my gnal in make this an exercise in exrat:uiion."

11\_,l:,;?j9gQjigg_gg_r;J__f_a;f[ln§( Qesltcontest

iii I//,wtt'\t'.ncwsicrtdcncnnt/t/idcoztrfcrtlc n r 1 r ' I _Vit£j_1g5.i_5-‘iAi:A_t;{3,-,r:_(3_r_:_L:
tin\'-dust:-conicsu‘9Q7 i g l §012 ifiggm=g Lilli]lKifilfs:-3iOi1K¢\’“&8liIt)i0gttF’)

   

1 OH I/20/2y0l7 H:34 AIV,
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~15,’ I

 
cm mo hawk or a box for the yam6.'*\'Iai:h V-2' -\i0i!Nt.“ is minted "Family umtapmi in smuntun, var ('5'-'l'mJo we t'ti,t:';)iTIto_‘ n‘u'f1\5‘5 Lo.'u3t1/_fi

What stguted as at ik'vlO_-PRISON team ha; now expanded to eight — rive ai the-rn local. In the beginning they had tamily members anti friends help with
packaging and shipping out that product,

"it was (catty tun in nu starting this business cut or ourgaraga." Peter said.

"it's the American dream." Aiison added.

Gaing from 8 small online marketing" campaign. the game slarled to pickup spend as soon as peopieaianed posting videoa of them playing the game. It
basically wen! viral. they said.

The game is now as part at the Amazon Launchpad pmgram, which helps stamps get going by teaching them the ins and outs of howsalilng an Amazon

Wérks. Them are new expansion packs. an adult version at the gameand even a phone app that people can use. u M' u, um

 
An app gvattaum um am be um-J with ma gzirnu. "Watch Ya‘ Mouth." (Photo: um TrIfit‘1'TItL-n‘Ici'm Lcadolj

The couple has called the Shenandoah Valley home for mom than a decade and are also James Madison Untvatsiiy graduates, vtmgt the Danbighg find
80 spacial is lhai this big game came from small beginnings.

2 ON 1&0/2017 11:34 AM
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Iittpi/fivww.tict\'slcader.t:tini/stnrylnews/loctil/20l 7/0 I/I Sfwatcli-ya-m...

"I gfevl lit) in small town W681 Wglnla and moved in Haniaanburg and now live in ‘$iattninn." Pater said. '*rhia type or idea has come out of this baauiiioi
5-mail lawn. ‘(cl ll‘s distributed globally.

"You don‘! ltave to live In Waslilngton. D.C., New York City or Los Angelas to make sorntslltlng like this or to have sorneiiting 90 global.‘

Tltolr company. Skyler innovations, also ulliizea local companies like Suppiyone in Woyota Cave for limlr packaging, Rea Dlstrlbulicnln Waynesboro for
shipping and Vaclot inrxutsiiios in Waynasboro lordlracl iuifiiimenl oil lhe wabaiie.

Slrange things have happened while playing iltn name. say the Debrlghs. They've soon marriage prdposals will: people using lho game. people peeing
their minis playing it and dentures falling out while playing.

"what's so cool about llils game is the cusioinnr czxpei-lance.“ Peler said. "‘l'itey're iusi imtghing, lusi belly laughing.”

"Wa'vo got llm gieaiosi stories." Alison said.

Many 0! llm cards are aubmllled. loo. For them who send in phrase ideas. if lhe couple likes ihom. lite;-‘ii use lham and pui the subrnltiurs name and
location an the card itself.

Etlri Blanlon. c’o~owner'of Piilfatbeiles ln Siatmlun. was one oi the only lndepandt:-nl toy slaves to be able lo sell ll. Site sold slit: is still getting feedback

from people whci purchased the product over the iioiidnys ——— many onnem said they were axcitcci for the aortic and cuuldn’l slop laughing.

"We were super excited when we found out that the game was invented locally.“ one said, "i had been hearing about ll laoiore i know it was invutttoci
locally. Dustomuis wen: éo oxcllad iliai ihey mould gel the game. especially bocausc Ii does have a local cnnneclionfl

Now, Ilia couple is looking in expand the product in the next few mtinihé.

They still have a lot in tackle. though.

The product is lite only one oul iherc‘: lhul has n paloni pending and now may are compaiing wllii knock-oil brands and courilerlell protlucis. The
Gbuiilcrlfill l58UI’= l$ when scvrnaone orders a game from Amazon. bul li‘5 ilimuali ti lhlrd pearly ea nui Amazon. some Izuslnmeis ‘may received what lhey
lhaughl was lho real ihing. when it's something lltal's cheaply made. Including caitls ivliii words spelled wrong and incotrimi prmknglitg. |l‘s someiltlng lites
Danbighs are working to oorrecl and even going as far in as vioiicing with US. customs in Cmrecl lhe problem,

“it'll like V\'liaci<-:2-i.iola." Alison said. "We fix one and another pops up."

The Denblghs advise those purchasing through Amazon lo buy dlrecily from Amazon —— not me now or used option lhai may saern cheaper. Thai'5 one
way that two ittwn found in avoid counierieiis.

The iwo will be unveiling some new lhlnga al on upcoming toy convention in New York City in February -=-The American international Toy Fair. For now

they are busy coming up wilh new phrases to try to say with the nnouiii reiraciors. Tho bar for qtiaiily is high. But they know when iheyva hit upon a good

one bocausa ilxay can‘l sloplaughlng. “ N ‘
uy mu
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Polo! and Alison Dvmblgh talk about Ih: gnaw they cranieri iogomor. wman Ya’ Mculh," during an lntcwlm In smxnlonon wgdnmjgy. Jan, 1n,zo1r.!ng:di_:r. they mm
Skylar Onmavallorsi with Petal‘ scrvlnn mgr nrastdent and Allsan In mu: flnnnzm umcer, fI?n:>.'o: At-K0 Triprxrrhe Mnvx L[.'au'm}

Follow Laura Peters Qgelerslaura (h1ln:IIuwM.IwlIlg;,cgml_ga(gr§Iaurg_ } and Qggjegjgants (hLlg:llx-nvvsaigsgagram.com/gatogganta). Ygu can reach her
allne 5.15 newsleademom mnlllozl mars new I ';der.cnrn urz13w9125{

Read or Share lhis story: “"911/MNl.nevI5leader.cDm/slowlnawsllucnIIZD17/0111Bfwatch—ya—n1uulh-9amevslaunlanlmfi?K1593!

   W  A/I//E/2/CA3 #1
MEN '8 UNDEHWE4H*

amazon
nu,-.n .~;..-rv nu T:-eflrn ray. -v mm
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Shop —-—« Watch Yo lvioutli

Iiiipz/fwnlcliyoinoutli.com/sllopi

Watch Yo Mouth“ WYM Expansion F’ac:l< Mouth Piece

Game Pack V. 1.0 Replacement

from $19.99 $999 $999 55:12:99

SALE

   
WYM Expansion Pack WYM Expansion F’ac:l< Holidays :: "Naughty"

V.1.’l (X-Rated) V.1.2 (Ad Libs) Ad Libs

$14.99 $17.99 $8.99 ;i;=i7e99

SALE
_—:‘(“_.:x. 4

§§;‘Z‘_‘»‘r~. $3."

 
Holidays :: "Nice" Ad

Libs

$839 -.°&iI7.~99

2 °l‘3 1/zozzim 11:09 AM
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Uoulu: Ilu: l‘npcr\\'0Ik Rcductiun Act u|' I995 nu ncgtm-n.s mu rcqllirvd In mpond Iyci u cullcclinn oi‘ infnunnlhm ullllasx it displays 11 vulid OM15 control numl:c:.

Trademark/Sen-vice Mark: Application, Principal Register

Wu. ~\|3«;}3:’a; Mm.

Scriul Number: 87044623

Filing Date; 05/20/201$

-‘V0775-‘ Dlllllfldlds W1!‘/I I/I0 I111’ IIIIIIIIMIIII3‘ mltlm‘ TEAS Plus. Tim warding "(f:f'll[}1}[l'l,.‘UIl,l!)"(I]7[’(7("'S w/wr.keIIm_/iultlis unl_vIm1un’m'ary
mul(.'l' Iltafiwls aft/IL! purlfdll,/III‘ ilfijllicaiimz.

The table below presents the (law as entered.

‘ v‘,,;z!‘1".|:¢,'v7’i’-:95‘? ‘ "  i _L V : ?m;m.-:é~ .
‘I, ‘M

MARK INl|‘(')Ri\*lA'['l{)N
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The mark consists oI‘sIunLIur_d clmmctcrs, withoul claim In any W,\IMlllx' .‘3‘l‘:\'I'IiI\'II~‘.NT . V .
pnmculur font, style, size. or culur,
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UML‘! 1551! P’-1l1_t:fl't<)lk Rt-tltlctlott Art at‘ l‘i‘.)S no gr‘-mmts nn: tcqttlrcd tn l'I}'5]It.‘llLl Kt n culluclimt afinfonttntlml untégu it tllsplnys n tmlitl Qhlll cunlrial nuntbrt.

‘l‘t*ndcninrl</Srgrvice lttarlc Application, Principal Register

TEAS Plus Application

St-rlttl Ntuttthur: ll7tl-l4t't23

Filing Date: tlfiiztllllllfi

To the Comntissioner for 'I‘ru¢letmtrl<s:

i\|ARl<‘.: WATCPI YA‘ MOUTH (Standard Cltttmctcrei. S-2'53 mntlil
‘the literal clmmnt uftttu tnnrli tsumzlsts of WATC'll YA‘ MOUTII, _
The mark cnttsisut t)l'.:<tuttdartl clntrnctttrs, without claim to any pmtltzttlnr lhnt. tttylu. size. or color.

The upplit‘:;tIIt. Pctut‘ Dcnbigh. n citizen ot'United Slates. having an ll(,lt||‘t:tl:l ut‘
ll)3 licvcrlcy St.. Suite D
Stuuntmt. Virginia Putttflt
Uhltecl Sttttus

5=ll)4(tfi1l5 lO(phUnt:)

tefttmsls rctzistritttun oflhc tmdcmurl:/service mark identifietl ztlnowzin the United Slams l‘i)tcIl1t1t1d'l'r21d¢n1nt‘lt ()lllcét1ttl|ti: Principal llcgister
eststlallsltctl by the Act ofluly 5. I946 (15 U‘S.C. Section lost c~t:tc:t1.],ns;tmu1ttlctl. for the féllowingz

Fm‘ spceltlc lllltn; busts tnt‘ot'tn:ttltm for {such item. you must view the tltsnluy within the Input Tnhlc.
ltttcrttntiottnl Clnslz 028: Cxtrnl gnmcs; Game cards: Memory games: Party gattitcs

Intent to Use: The ztppltmtnt has n buntt fidc intention, and is ehtltlecl. to use the mark in commerce on or in tlfllllttlclltm with the ttlcmt tlett
goods!set'\Ilce5; (IS U.S.C. ficctiott I05 ltbll.

Tl1c:ttp_pllcnnt‘s C-t.|lTtE|1l/\(lt‘tt'm‘:y In lbt‘mt1liun:
Jared Burden uflttred Burden PLLC ‘WU Box 362

Hatrlsnnburg. Vltglnln 22803
United States

70325S2(i78(pltotn:)
_it:>ttrdcn@jnrcdburdcnln\v.cntn (mttlmrizcd)

The ttppllcnnt's utttfrcht Corrcspnnrlcnca Information:
Jared Bttrdcn
lnrcd Burden l‘LLC.'

PO Box 862

llnt‘rls0ttbttrg. Virginitt 22803

7032S[S2678(phunc)

jbul’dcn@}jEt[t!dl3Ul‘dL3lllt1\V.t30lll (autltorizedl
E-mull Altthurlzntiqnt l ntttltorizc the USPTQ In send C-l'1)tlllt‘.‘DlT(:SptJnt.lI.'.'1lCt,J cunccrning the nppllcatimt to thtt applicant or applicant's attomey
at the email address provided above. I utttlémtntttt tltht tt vttlitl t:-mail nddrnss must be nmimalmzd and that llltkrflllpllutllll tn‘ the ttpplit:tmt’s
nttomcy must file lltc1‘t;=lt;s'I;1I1l sttbsequctttapplication-rclntctlsubmissions via the 't‘md«:nmrk Etectrntttc .r\pplit’:‘uth>n System (TEAS). Failure: to
do st: will result in an additional pruccstsitlg fee: otififiu pur lnturtttttiottul class of good:/srtwlccs.

A let: pztytncnt in the amount oFS22S has been submitted with thc upplicutiun. rcprcscntitnt payment far I clnss(es).

Dctzlnrntiun

The signatory bclimvcs that: if the ttppllctutt ls lllittg the hpplicutiun under 15 U.S.C. § IDS 1(a), the nppltuunt ls the owner oftltc

ltttdcltltttk/Sctryticc marl; sought to he registered: thc uppthmnt is using the mark in commc;-mu on or inconnectlou with the goodslscrvlccs in the
application; the spm:inten(s) shmvs the mark as ttsqd on or in wnncction with the goods/services in the nppllcntlnn: undlor ifthtt ttppllcunt filed
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till tlxtpllctttlult under I5 lJ.S.C.§ ltlfi ltb). § l l?.6(d), :md."or§ l |26(-2), the ttpplictmt has u laonn fido intention, and is entllled. muse the marl: in
convnmrce on or in lziitttllccliull wltll the goods/stswices in the application. The signatory believes that ta the best nl‘ttm si1.g.c|ntnly‘s knmwtctlgc mid
belief‘. nu other lmsuml‘. uxucnl. ilupplicnblc. cuncunem users, ltavc the figlu tu ust: the mark in con1n1crce.citha_rtxi tlm tdgmlcnl form or in smut:
near resemblance as to bl: likely. when used on or ln conmzctlml with the goods’/services of such other persons. at uxtmt: uunt‘n.<.llm ar :nl$ts.1lcc;. or
to dc_t_:ci\'e. The algtlntury being warned that willful false stmenmnts and Iltc‘ like an: puuislmblc by fine m'5n1prl::onlncm. or hath, tmd-2:’ I8 U.S.(?.
9*,‘ I001, and that smell wlllfitl lhlsc statements and the like Itmyjca|3nt'tll'r,t': tlu: vnliclity or the application or any Téglfillfillltlll mstllting thcret‘mm.
duclnms that all Statements made o|'lll.~;llu:r awn knmvlcdgc are true and nll stun.-mcnts made an ittfornvutlnxl and ballet‘ are lmlletvcd to he (rug.

3i,‘-_2lltlltlt'I2: .’»’J/UUED BURDEN/I Date Signed: 05."20."3CH(1
Slgltnlrlx)-‘s Name; .l;m.-tl l3t!t'dL'n _
$i3|m‘0I'5".~‘ l’o:altiLm': Attonzcy ul‘l?.ccurtl mad Member ot‘\’irglnia Bur

R1\a's‘l Sale Numl_1cr; B'.’t)~l=l623
RA M Accuttxlllzmg Dt1u::O53gO/2016

Berltll Number: 870*l«l62Il

lntumul Trztnlsntissiuxu Date: Fri May ‘.20 t):56:t0 1‘-LDT 2016
'l'tE.>\-'3 Stamp: USPTO:'FTKu\§X.XX.XX.XXX.-20l(:tl§2tJl l5t‘1lt)tt‘.l7

9l 7=S7O4IlG23-5508392182535t'676blb9b6=lc83f
3 létltlcil5bt:774l7!l5crl93837dd6t‘)83854bl3t:91-
(IC~9326~?.O [(505201 I-'l309«l3D?2l
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5 Rf5F’I3ianTv Follow

 
The funniest vvatcn your mouth

game.

grandmas teeth fall out

The funniest watch your mouth game ever (GRANDMAS TEETH FELL OUT]

My grandma playing the watch your mouth game and her teeth fan out of her mouth!

‘gifll |i’\:,~-' : 1.2%!
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Wfliuli Ya‘ Moulh is-inil - Fwd: i-‘mm Submission - cunncci, (imiipliniuziis \\‘ciL'uiiu:i - injury from gums:

V 1 Joe Gaiola <:]oe@watchyomouth.c0m=' 
Fwd: Form Submission - connect. Compliments welcome! ~ Injury from game
5 mesaages

Support Team -<sL1ppori@wal'chynn1ouii1. i‘ > ,__ W K M Fri, [inc 23, 2016 AM
To: Joe Caioia -=joe@waichyorm>uih.cam>

Dominick
Account Executive

Watch Yo Mouth, LLC
\vww.~.*/aichyoniauincom

On Tue, Dec 20, 2016 at 4:51 PM, Squarespace <cusicimercare@squarespace,infr::- wrote:

Name: Oulllani-

Emaii A('1dl'BS5fl}'Zil'lOD,CC)i‘i1
. Subject: Injury from game

i Message: Heiio.

i i am writing in inform you that my 15 year old daughter was playing the game. far this first time the other night. and
i ended up getting injuries on her gums from the plastic place she put in her mouth. They are very painful and wa are
\ seeing her dentist to treat the injuries. i can [send photos of her injuries and confirmation from her cleniisi confirming

these injuries caused my the mouthpiece. We wczuld like to be fairly commnsaied for this or we will be forced to take
1 legal action.

Fri, Dec 223, 2016 at 9:44 AM
i Joe Caiola :jo,e@waichyomouih.com>

 
Dominick
Account Executive

Watch Yo Mouth, LLG
www.watci1yomouii1.com

-.------- Forwarded message -----aw
From; Squarespace <cuslomercara@square5pace.|nfo>
Date: Tue. Dec 20. 2016 at 4151 PM

Subject: Form Submission ~ cnnnact. Cornpllments welcome! ~ injury from game
To: suppori@watchyomuulh.cam

Name: Oulllan-

Email Address  -7@yahoo.coni
subject: injury frum game

hllpsillniflil.§:0<‘igIu.c(Imi'maiUu/(X90i=2&liix=9Z9cfi0J€3I&\’ie\v=pi&q=inji.lr)‘9§-2fJfrom'§s2Dgnn\c&qiFirllé&s-3r\n!ii*=qu¢r)'&:|ii5i592£‘2§b26577'7II:&9inll=i59’lc'l‘|h2G... i/5
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V5/2017 WM!-‘ll 'Y'!‘I' Mviilll Mail - l7\VKl€ Furiu Subrnissian - comiécl. Complitncnts wclcomul — injury from game

Message: l-lellb.

I am writing to inform you that my 15 year old daughter was playing the game, for the mat time the other night, and ended
UP Qfilllng lnjurles on fiér QUfTi$ from the plastic piece she put in her mouth. They are very painful and we are seeing her
dentist to treatthe injuries. I can send photos of her injuries and confirmation from her dentist confirming these injuries
caused my the l1'lOUU1pie(.‘-8. We would like lo be fairly compensated fcir this or we will be forced in take legal action.

Thank you‘
(Sent via Watch Yo Mouth)

Support Team ==supp'orl@watcl'tyon‘ii3ull1.t:arn:-
To: Joe Caiola <joe@watchyomouth.cnm:-

Wed, Dec 28, 2lll6 ul 11:O‘lAM

Dciminick
Account Executive

Watch Yo Mouth, LLB
www.wat<:l1y<m1otrlh.i:carn

e-~—«=--u Forwa dad messa e —-------

Frcirnt Oulilan c7)yahoo.<:om:>
Date: Mon. Decz . 2 16 at. :35 PM
Subject: Re: Form Submission - cunnect. Compliments welcome! — lnjury from game
To: Support Team <support@watchynnioulh.com=*

 

Yes. Here is a pic.

Ixllpat/lymnll .gi:>c.JgIu stinmlmtaillul0I?u}E2:§;lk=929cf i044 l&vit=\\'=pl&q=injurf‘?>2Dfmm ‘}l:2D;;amc&qs=tnic&scurchgqtla [y&th=!59ic?_3b2(n5T7'7 l«:&4lml=l 592cZ3b26,. . 215
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W420 I? Watch Yo’ Mumh Mail » Fwd: Fom1Submisshm - counsel. Cunxpfinlc-"nu.-z xvclcnnnui « Injmy [mm gmnu

hllpsillmafl»g00sh=mmimniUuIQ*‘?u122&lk=929c{ I044!&vinw=pl&q=injury%2D!turu¥a‘20gnn\e&qx=!mc&scm¢|1=qum'&Iha|592r:23b265777lc&s1m|:lS92cZ¥bi6,.. 3/5
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1/5.*l(Il'i Watch Ya‘ Mmuh Mn}! v Fwd: Faun Sulnnission »cumm.‘l. Cumplirucnla wulcom»! Y Injury from ’g_:r‘srnu

 
sent rd my; Phone

On Dec 23, 2016, at 6:21 AM. Support Team <support@watchyomouth.com> wrote:

HI Oumanl.

I'm vary to hear about this. HI put together a support ticket to forward to management, but befare-hand, can
you p|easa send a picture of the game set you were using’?

Thank you,

Dominick
Account Execuiiva
Watch Yo Mouth, LLC:
www.watchyomouth.com

On Tue, Dec 20, 2016 at 4:51 PM, Squarespaca -musicmercare@squarespace.info> wrote;

Name: Ou!lIanl_

Emall Address:-@yahoo,com

Imps://muirl.gLIog|c.cun1/mnilIu’OI7ui=2&i‘k=929el'IUIHI r.\'cvic\v=p!&q=injury‘}{-20Ymn19'{v20gumr:&qs:lme&scnmh=qunry&lh== lS92c23b‘2bS7’T7 I z;.£:_xim[u I S9rZ:2,1b2(x .. -U5
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l_I5i2til7 Waticit Ya’ Mouth Mm! - Fwd: Form Sniiniissimi —i.‘ui1n‘uct. (‘uinpliitiimtx ts-gigging! . injury fr:-m gnrnc
Subject: Injury from game

Message: Hello, V
I am writing to inform you that my 15 year old daughterwas playing the game. tor the first time the other
night. and ended up getting injuries on her gums from the plastic piece she put in her mouth. They are
very painful and we are seeing her dentist to treat theinjuries. I can send photos of mar injuries and
confirmation from her dentist confirming these injuries caused my the mouthpiece. We would like to be
fairly compensated for this or we wiii be forced to take legal action.

Thank ynu. ,
Duiiianl

(Sent via Watch V0 Mouth)

httpm‘/innii.googic.r;nn1!timilltIf0J?ul=2&ii:=929el'i044162viewzpt&;q=injuxyft-20f:om9£u20gnmc&qa=truuiizsetimiiaqucryttctiiui592c'.!3h26!Ti‘Ti‘|e&;inil=l592c23b2a;. SIS
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PRELIMINARY STATEMENT

Plaintiff Watch Yo Mouth, LLC (“Plaintiff”), by and through undersigned counsel,

respectfully submits this Memorandum of’ Law in Support ofits Order to Show Cause Seeking a

Preliminary Injunction and expedited discovery against Defendants Denbigh and Associates, LLC

d/b/a Skyler Innovations and Peter Denbigh (“Defendants”). This is an action brought by Plaintiff

under the;Lanl1a1n Act, 15 U.S.C. §t ll25(a), and the common and statutory law of the State of

New Jersey, clue to Defendants’ intentional unfair competition with Plaintiff and infringement of

Plaintiff’ s trademark and goodwill in connection with its infringing game which has irreparably

damaged (and continues to irreparably damage) Plaintiff and its business‘.

Plaintiff and Defendants produce and market competing, yet Very similar, board games in

which participants use cheek retraetors while stating words and phrases which their teammates

attempt to um:lerstand and identify. Plaintiff, through its majority owner and CEO Joe Caiola, is

the innovator and creator of the Watch Yo Mouth” board game (the “WYOM Game”) in which

participants use cheek retraetors while stating words and phrases which their teammates attempt

to understand and identify. Plaintiff sells the WYOM Game nationally and internationally under

the trademark “Watch Yo Mouth” (the “Trac1eniarrk”), which was assigned to it by Joe Caiola.

Plaintiff, directly and through Mr. Caiola prior to assignment, has marketed in interstate commerce

and sold the WYOM Game using the Trademark since at least May 12, 2016. The Tladernarlc has

been used in Commerce continuously to identify and promote the WYOM Game. The Trademark

is used in text format as well as embodied in a logo that prominently features a check retractor as

follows:
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Defendants produce a copycat board game (the “Infringing Game”) using the infringing

“mark” “Watch Ya Mouth" (the “Infringing Mark”). Defendants sell the Infringing, Game through

eCommerce channels (including, but not limited to, through the domain _ujw\v.\vya1ttganmeoni

(the “Infringing Website”) and brick and mortar retailers. The Infringing Mark also uses cheek

retractors and also requires players to state words and phrases which their teammates attempt to

understand and identify. Defendants have imitated Plaintiff at every turn and have improperly

traded on Plaintiffs goodwill, unfairly competed with Plaintiff, and infringed upon the Trademark

to Defendants’ benefit and Plaintiffs detriment. The Infringing Mark is embodied in a logo also

prominently featuring a cheek retractor as follows:

 
As stated in the accompanying Verified Complaint, though Plaintiffproduced the first such

board game and used its mark first in commerce, since Defendants’ inception, Defendants have

unfairly competed with Plaintiff through misappropriation of Plaintiffs Trademark and

Defcndanfs wrongful use of the P1aintit‘t"s Trademark in its business through, among other
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avenues, the Infringing Game, the Infringing Mark and the Infriligiug Website (as stated in detail

in the accompanying Verified Complaint). In doing so, Defendant has intentionally caused

significant confusion in the marketplace (both on the consumer and retail levels) resulting in lost

revenue, lost profits and loss ofgoodwill of Plaintiff. Recently? this confusion has escalated to the

point of tltreats of legal action against Plaintiff by consumers of Defendant’s inferior Infringing

Game.

Accordingly, as Plaintiff has (and continues to) suffer irreparable harm, can amply

dernoustrate a likelihood of success on the merits on its Federal and State law unfair competition

claims (some ofwhich specifically provide for injuuctive remedies), and the balance of harms and

public interest tilt in its favor, Plairitiffis entitled to a Preliminary injunction prohibiting Defendant

from continuing to engage in the unfair competition and infringement.

STATEMENT OF FACTS
  

Though Plaintiff expressly relies upon and incorporates by reference the facts set forth in

the accompanying Verified Complaint, for the Court’s convenience, the facts are recited herein.

Background Of WYOM

l. WYOM in the brainchild of its CEO Joe Caiola, Caiolya is a lifelong

entrepreneur, creating his first Venture (an eCommeree platform dedicated to the sale ofauto parts)

at age 17. E Verified Complaint dated January 31, 2017 at ‘H6.

2. Later, Mr, Caiolfa attended and graduated from Rutgers University. While a student

at Rutgers, he formed two more businesses: (1) urboox"'M —— a textbook marlcetplace and (2)

SyllabusGenieTM = an application that assisted college students‘ with course. management. l_(1t at

117.
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3. After graduating from Rutgers with a degree in Communications,

Entrepreneurship, and Psychology, Mr. Caiola continued his eiitrepreneurial endeavors while also

working fhl1—tii1ie as a senior account executive with a rnarl<eti_ng finn. This passion resulted in

the inspiration for the WYOM Game in 2016. id; at 118.

4. First inspired by a Hollywood film and, later, by a YouTube video featuring people

playing around with cheek retractorsi, in May 2016, Mr. Caiola tried unsuccessfully to locate and

quickly obtain the cheek retractors. Mr. Caiola also determined that there was no comniereially

available board game which used the check retractors in llumorous word/gatne play. it was in that

eureka moment that the WYOM Game was born. Lc_l_. at 119.

5. Setting the wheels in motion, Mr. Caiola immediately took the following actions to

commercialize the WYOM Game and secure rights to the 'l‘rademark:

6 On May 12, 2016, he purchased the domain WWW.\Vt1Lgltyomotttlncom (the

“Websitc”).

0 On May 12, 2016, he built and launched the Website, which included a sales portal
wliicli accepted all major credit cards.

a On May 12, 2016, he began a global advertising campaign through Facebook

advertising the WYOM Ciaine and directing. traffic to the aforementioned Website

to secure pre—preproduction sales of same. 1

I On May 13, 2016, the first orders for the WYOM Game were placed through the
Website —— 32 units resulting in purchase orders of over $1,000. Notably, the first
sale was from a customer in Australia.

I Between May 13 and May 16, 2016, Mr. Caiola ordered the necessary pieces to
produce the game as well as engaged in customer support regarding the purchases
through the Website.

It On May 19, 2016, Mr. Caiola forrned the entity Plaintiff Watch Yo Mouth, LLC.

I Effective May 19, 2016, Mr. Caiola assigned and transferred all rights, title and

interest to the Trademarl; and the goodwill associated therewith (including, but not
limited to, that outlined in this Verified Complaint) to Plaintiff Watch Yo Mouth,
LLC.
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0 Advertising and production continued and by May 23, 2016, the Website was

receiving 90,000+ impressions from Facebook. The foregoing marketing resulted
in total sales of$l2,656 through May 23, 2016. Lc_l_. at1]l0.

6. The global reach and market penetration of the WYOM Game using the Trademark

was immediately apparent. As ofMay 23, 20l 62

e WYOM received orclers from 44 out of the 50 states in the USA through the
Website and otherwise.

- WYOM received orders from 2 regions ot’Australia through the Website and
otherwise.

a WYOM received orders from 5 regions of Canada through the Website and
otherwise.

a WYOM received orders from Iceland & Norway through the Website and

otherwise. l_d. atfilll.

7. As of May 25, 2016, Plaintiff shipped the first allotment of WYOM Games. In

order to produce and ship the same, Plaintiff ordered custom game boxes, custom game cards,

custom instruction sheets, sand timers, and mouth pieces: all ofwhich were tailored to the WYQM

Game and many of which are embossed with the Trademark. at ‘$112.

8. Both prior to and since the first shipment of the WYOM Game at the end of May

2016, Plaintiff has expended significant sums totaling more than $45,000 to acquire, identify and

promote its Trademark in eornnieree — including through global advertising through Facebook; and

Google. is, at 113.

9. As a result of the Foregoixig, the T‘radernarl< is highly associated with Plaintiff, the

WYOM Game and the Website. 1; at1[14.

10. As a result of the foregoing, the Trademark and Plaintiffhave achieved significant

acknowledgment as originator of the cheek retraetor board game concept and properly advertised

itself as such. _I__d_._ at 1115.
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ll. As evidence of the strong association between Plaintiff, the WYOM Game and the

Tx'ademark,i_PlaintiFfhas been recognized as the originator of the concept in a variety of media and

television publications including but not limited to:

6 Appearances on Fox’s Good Day and Princeton TV television shows.

-. Write ups in Asbuty Park Press, The Art of the CEO, Courier News. Li, at ‘filo,
Exhibit A.

Dcfflndants I111 nfo erl Genius The S stem And Infrln e The Traclematjlc  

12; Without permission, but with explicit knowledge of the Trademark (due to notice

provided by Plaintiff, Mr. Caiola and otherwise), Defelidants market, promote and distribute the

Infringing Game and operates the Infringing Website. The Infringing, Game and the Infringing

Website both target a national audience using the Trademark of Plaintiff. I_(L at 1[17.

13*. As set forth herein, Defendants and the Infringing Website constantly and

consistently engage in mimicking and copying the WYOM Game, the Trademark and efforts to

trade off of Plaintift"s niarketing and goodwill. For example, the WYOM is marketed as the

“original” game in this space — as indicated on much of its packaging and the Website. Being

aware of this marketing, Defendants also use the word “original” to market themselves online to

assure top search results when someone searches for “Watch Yo Mouth” on Google, the text of

the search results includes results showing the Infringing Game, which is listed as the “original.”

Yet, when the Infringing Website itself is viewed, the term “original” does not appear (as it would

be false), and instead, the term “authentic” is used to describe the Infringing Game. The foregoing

sleight of hand is accomplished by Defendant by having the term “original” imbecided into its

Ini'ringing Website (typically by using 21 SEC) (Search Engine Optimization) company) in a manner

which cannot be viewed by the consumer except in connection with search results, and in a manner

which would also drive traffic to the Inlfinging Website in the event anyone searched for the
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“original” game. That is, Defendaiits are using technology to blatantly trade off of Plaintifl”s

goodwill. Id; at 1118, Exhibit B.

14. Upon information and belief, after seeing advertising for the WYQM Game,

Defendants attempted to crowd fund the Infringing Game through a Kickstayrter campaign

beginning on May 24, 2016 — weeks after Plaintiff‘ had begun advertising and marketing tl1e

WYOM Game, and indeed, after Plaintiff had sold many copies of the WYOM Game under the

Trademark. Li. at ‘H19, Exhibit C.

15. Upon information and belief, as further evidence that Defendants were inspired to

create the Infringing Game, Infringing Mark, and Infringiiig Website after seeing the WYOM

Game and Trademark, Defeiidants have told a number of inconsistent background stories as to the

purported origins ofthe Infringing Game. On Defendants’ Kickstarte1‘can1paig,i1 (intended to raise

Funds to develop the Infringing Game), Defendants claimed that the origin of the Infringing Game

occuned when the founder was “watching. a family member get her teeth whitened.” Later, in a

Januaxy I8, 2017 news article, Defendants stated that the Infiiinging Game was inspired by a scene

in the movie “The Boss.” Ii at '1|20, Exhibit D.

Signilarities Between The Infrin Game/Infrin in Mark
And Th_e yVYQIVIfiG£lIl1C/Tl'8dBfl18l‘I(

 

16. The following are examples of similarities between the Infringing Gan1e/Infringing

Mark and the WYOM Garne/Trademark — all the result of Defendants’ intentional acts at trading

off of Plaintiff’ s goodwill and marketing success — which deliberately cause consumer confusion,

mislead and deceive the consuming public,» trade off ol’1’-'lai11tiff" s goodwill in the Trademzuic, and

cause damages to Plaintiff and its business under the Trademark:

a. The Infringing Website target the exact same audience — the board game

playing public.
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b. The Infringing Game, Infringing Mark and Iinfi'ing,ing Website are

extremely similar in sound to the WYOM Gaine/Tradentznk. Indeed, the only difference is the

Defendants’ substitution of the letter “a” for the 1etler“o_” in the second word: “Watch Yo Month”

(the Tlademarki) Versus “Watch Ya Month” (the Infringing Mark).

C. The look and appearance of the Trademark and Website and Defendants’

use of the samefinelnding tl.1I‘011gl1 focus on a cheek 1‘et1‘actorin Defendants’ logo just as used in

Plaintiff’s logo).

(1. Defendants have copied l’laintil‘l‘s game card tlieines by also releasing a

family friendly and an adult/NSFW version. I_c'_L at 1121, Exhibit E.

e. Defendants’ mouthpiece (bottom image) is nearly indistinguishable from

Plaintifl”s mouthpiece (top image). Defendants simply changed the color, and appear to use

cheaper materials which are indistinguishable to the eye.

 
f. All of Defendants’ game cards include the name and logo fox‘ “Watch Ya

Moutll," just as Plaintifl"s game cards all include» the Trademark and “Watch Yo Mouth” name

and logo (which logo was copied by Defendants).
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g. Defendants (bottom image) copied Plaintiff (top image) in also using 21 sand

timer to limit the amount of time players have to say and guess the phrases.



Case 3:17—cv—OO717—AET-LHG Document 1-11 Filed 02/02/17 Page 16 of 42 PageID: 103

h. Both the WYOM Game and the Infi'inging Game are sold at similar,

relatively inexpensive price points: roughly $10.00 (expansion packs) to roughly $25.00 (full

games).

i. Defendants misappropriated the general “tl1emes" contained in Plaintiffs

marketing to heighten customer confusion including througli the January 24, 2017 Facebook

posting ofa picture with a cat and the Infringing Game after Plaintiff had posted a similar picture

on December 14, 2016. I_d_.

» is5 ‘.‘-’u::;h Yo ?.',:;imh
"~..fi .i.- gs Km wmgixg» _~v‘,'» U;

Kilmn mgr}. ‘Buy '.his game right muo‘.v.“ »:a?On!m:'; holnru 11:59 will bl.‘
arrive {or Xmas Eve .2}. " NWMCIX‘/Dt1'x0UU\
S0201/3 i-..w..'.'.*.—4i~ ~‘W‘r?x?.'$'mAlFl.v't.ll'i

 
. ‘ ‘Iiwa tlvrizulls

‘Irv

 i;l~::,:‘., ;r:x«c 45 ‘

l0
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‘-‘Jzxttiit ‘in’ Mouth

Could use some lnuqhtor one: work! .:.;t!|‘_»‘ «v‘t-sw ?!«iy'.3i1('S ~‘:_‘;;-!tt.~t;i_;lt‘.

 
*4

La! 9 Comma‘)! "m:s.-.,- y‘.<;- '

Plaintiff Learns Of And Innnediately Objects To

Defendants’ Infringement And Unfair Competition

l7. Upon learning the existence of Defendants and their infringement of the

Trademark, in late May/early June 2016, Plaintiff (though Mr. Caiola) reached out to Defendant

Peter Denbigh and objected to the infringement and demanded that Defendants cease and desist.

Plaintiff, through counsel, also considered whether a practical resolution could be reached in lieu

oflitigation. I_d, at '|)22.

18. At no time during these discussions or otherwise were Defendants granted any right

or license to use the Trademark, to trade off of the WYOM Game and the 'I‘rademark, or to copy

and incorporate Plaintiff’ s intellectual property into Defendants’ product. at ‘[123.

19. It appears that Defendants used these discussions to stall for time, during which

Defendants could continue infringe the Trademark and obtain a free ride on Plaintiff’ s advertising

and efforts, as well as the goodwill of Plaintiff and the Trademark. @ at ‘H24.

11
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Proceedin s Before The U.S'. Patent And Tradcniark Office 

20. Taking its misappropriation a step further, Defendant Peter Denbigli filed ‘an

application with the US. Patent and Trademark Office (“USPTO”) to register the Infringing Mark

on May 20, 2016. _I_c1; at ‘H25, Exhibit F.

21. Defendants’ trademark regjstration application with the USPTO was without merit,

misleading, and contained knowingly false information. Q at ‘H26.

22. Defendants’ application for tradema1'k registration was filed as “intent to use.”

Thus, Defendants were acknowledging under oath that as of May 20, 2016, Defendants were not

even using the Irifringing Mark in oomtnerce. at ‘f|27.

23. As of the time Defendants submitted their application to register the Infringing

Mark, Defendants were explicitly aware of the existence ofthe Trademark, and that Defendants’

Infringiiig Mark copied and infringed upon the Tradernarlc, and that the use of the Trademark in

commerce pre-existed not only Defendants’ intent to use the Infringing Mark, but the actual use

of the Infringing Mark in commerce. I_d. at 1[28.

24. Plaintiff has obtained an extension of time to oppose Defendants’ tradcrnarlt

registration application with the USPTC). Pursuant to this extension, Plaintiff has until February

8, 2017, to oppose Defendaiits’ application. Plaintiffintends on opposing Defendants’ application

and seeking a stay of the USPTCYS consideratioli of Defendants’ application until such time as this

Court rules on the issue. I_d_. at ‘H29.

12
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Defendants’ Actions Caused And Continue To Cause"

Actual CZonfusio1_1,InVThe Market lace

  
  

25. D'et‘endants’ use of the Infringing Game, Infringing Mark and Infringing Website

has resulted in, and will continue to result in, significant consumer confusion amongst the

c:onsu1ning public as to the source of goods and services being caffered, and has tarnished Pl:;1intiff‘s

business, reputation and the goodwill established in the Trademark, at ‘ll30.

26. Specifically, both before and after the Infringing Game was first shipped,

Defendants have, without permission, copied Plaintiff’s tone, elicits, trade dress, appeauince and

content in trying to intentionally confuse the consuming public about the origin of the Infringing

Game — a goal of which Defendants have unfoitunately succeeded. Ll. at 1131.

27. By way of example, as recently as January 17, 2017, Defendants. have

misappropriated Plaintiff’s content on its Website‘ including but not limited to copy, tone and

themes used by Plaintiff‘ in an effort to convince the consuming, public that WYAM and the

Infringing Game and Infringing Website are from the samecotnrnercial source. _I_cl; at 'll32, Exhibit

C.

28. As further example cl’ Defendants’ improper exploitation and trade on the good

will, trade dress and image ofPlaintiff including the Trademark, in or about July 2016, Defendants

shared a video on Twitter wherein they advertised to the public that individuals were playing the

Infringing Game when in fact they were playing Plaintiff’ WYOM Game — explicitly and

intentionally confusing the public to trade on the back ofPlaintiffwithout permission or authority.

At the time the video was posted, Defendants had not shipped any units of the Infringiiig Game.

15;; at 1133, Exhibit H.

29. When P1aintiff— through Mr. Caiola ~=» advised Defendants of this infiingement, the

video was taken down — an admission that they were darnaging Plaintiff. In addition to copyn'ght

13



Case 3:17—cv—O0717—AET—LHG Document 1-11 Filed 02/02/17 Page 20 of 42 PagelD: 107

infringernent, this additional action is finther indisputable evidence of Defendants’ effort to

improperly trade on the goodwill and temporal and financial invcstrnents made by Plaintiff in its

brand and business including but not limited to the Trademark. _I_cL at ‘H34.

30. There is even a spoof/fraudulent website - “,3Lm,mrci1i1ttt1tlisl1op.com '- that

siphons web traffic from the Website and directs customers to the Twitter and Facebook pages for

WYAM — further confusing the public: and causing damage to Plaintiff. at 1{35, Exhibit 1.

31. The most shocking example of cont‘tt.<.:ion in the marlcetplace flows from the fact

that a consumer of Defenclants’ ‘inferior Infringing Game was injured by same and has reached out

to WYOM tlireatening legal action as a result ofthe alleged injuri The consumer provided proof

that they purchased the Infiinging Game — NOT THE WYOM CAME —= but the damage to

Plaintiff in the marketplace is ongoing and material. E; at 1|35, Exhibit J.

32. Ftirther examples of consumer and retailer confusion have occurred as follows

(through January 15, 2017):

i Defendants’ customers emailing Plaintiff for support: 53

I Defendants’ customers emailing Plaintiff relative to detects with the Infringing
Game: 12

o Defendants’ customers playing the Infiinging Game, but haslitagging/tagging the
WYQM Game or WYOM in photos: 45

0 News Outlets contacting Plaintiff rnistakenly thinking they produce the Infringing
Game: 2

9 Retailers contacting Plaintiff mistakenly thinking they produce the Infringing
Game: 2

The Retailer confusion is particularly noteworthy as not only are they sophisticated,

but one retailer was mistaken even after exchanging Purchase Orders and invoices
with Plaintiff. Li. at ‘H36.

14
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P_la_intiff Has Made Si ificant Investnlents lnjhe '_I_‘rndcmark And Goodiyill  

33. Since inception, Plaintiff” has made significant temporal and financial investments

in growing the business and the Tradenn-11'l<. Additionally, M1‘. Caiola resigned fiem his full time,

job to direct all resources and effort to WYOM. LCL at ‘H37.

34. From inception to present, Plaintiff has employed as many as nine (9) employees

whose employment depends on the p1'otection of the Trademark and Plaintitfs b1‘2t_I‘lLl. £14 at 1138.

35. From May 2016 to date, Plaintiff has invested approximzxtely $45,000 in global

marketing campaigns through Google; Facebook; Instagram; Amazon Marketing; PR Agencies;

viral marketing campaigns; and through travel to trade and game shows throughout the nation.

at 1|39.

36. These efforts have restilted in sales to date of approxiniately $1.3 million which is

comprised of approximately 50,000 units of the WYOM Game. Of note, the WYOM Game was

the #1 product in over 100 Showcase stores in Canada during Christmas 2016. Q at ‘H40.

37. Defendants’ use of the lnfringingAMe1rkp, Infringing Website, and Infiinging Game

(which, per customer complaints to Plaintiff, is an inferior product that is often littered with

misspellings and duplicate cards) constitutes an infringement upon Plaintiff’ s Trade111a1‘k and

iights therein (including goodwill) and Defendants’ attempt to profit from the unauthori'z:ed use of

Plaintiffs Trademark and the rights therein is a direct violation of United States Trademark Law

and State Common Law, including unfair competition. Q at'll-41.

38. Defendants’ contimled use of the Infringing Ganle, Infringing Mark and Infringing

Website has damaged Plaintiff’ s interest in the Trademark, and will continue to do so, by, among

other things:

l5
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A. Continuing to cause consumer cont‘usion as to the source of the products

provided under the Traclemark;

B. Continuing to cause retailer confiision as to the source of the products

provided under the Trademark;

C. Continuing to damage the valuable and significant goodwill that Plaintiff

has establislicd in its 'I‘rademark;

D, Continuing to tinfairly compete with Plaintil’i’s business by engaging in all

of the foregoing activities as set forth herein; and

E. Threatening to thrtlier trade upon the Tradernarlc and Plaintiff’ s goodwill,

thereby causing furtlier damage to the valuable and significant goodwill Plaintiff has in the

Tradeniark and its business. Q at1l42.

39. The wrongfiil activities of Defendants are causing and will continue to cause severe

and irrevocable injury to Plaintiff, including but not limited to, Plaintil’f’s rights in and to its

Tradeniark and business. l_cl, at 1l43.

40‘ Defendants continue to use the infringing and confusingly similar Infringing Mark

in connection with the Infiinging Game and the Infiinging Website and, as stated at length above,

that usage is causing actual and likely confusion amongst the consuming public and retailers. Q

at '[l44.

41. The use by Defendants of PlaintilT’s Tradeniark has been willful and deliberate,

designed specifically to improperly trade upon the goodwill associated with P1aintiff’s name and

the Trademark. I_dT} at ‘H45.

16
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42. Plaintil’t’s goodwill is of enormous value and Plztintill’ will suffer irreparable harm,

should this use and infringement be allowed to continue to the detriment of Plaintiffs F€plll£1tl(')l‘l

and goodwill. :lvd__é at1[46.

43. Given pest efforts, Defendants’ unfair competition and use of the Trademark will

continue unless enjoined by this Cotiit. I_cL at '1|47.

LEGAL ARGUMENT

1. PIJAIN1‘I_EE,IS ENTITLED TO A PREQIMINARY INJUNCIION

Federal Rule of Civil Procedure 65 governs the entiy of a preliminary injunction. The

gent or denial ofa preliminary injunction “is within the discretion of the Court.”Am,C1ticim,EX1;2-

Tgelelated Sen/iees,_gI_g. v,Sidamon—Eristoff, 669 F.3d 359, 366 (3d Cir. 2012); Northeastern

Lumber Mfrs. A§s’n v.,Sl< ofN.Y. Cor ., 2016 US. Dist. LEXIS 179951, *5 ([).NJ. Dec. 29,  

2016). “A party seeking a preliminary injunction must show: (1) a likelihood of success on the

merits; (2) that it will suffer irreparable harm if the injunction is denied; (3) that granting

preliminary relief will not result in even greater harm to the nomnoving party; and (4) that the

public interest fztvors such relief.” Kos Pharms, Inc. V_. Andrx Cogx, 369 Kid 700, 708 (3d Cir.

2004); B1’ Ci1erns.Ltd. v. Formosa Chem. & Fibre Co ., 229 F.3d 254, 263 (361 Cir. 2000). The

moving party has the burden to establish the first two elements in support for its request for

injunetive relief. _fg‘__;;e Aeierno v. New Castle Cntv, 40 F.3d 645, 653 (3d Cir. 1994). The

district court “should take into account, when they are relevant” the latter twn elements. lg;

In light of Defendants’ blatant unfair competition and rnisappropriation of Plaintiffs

Traclemark and Defendants’ wrongful use ofthe Plaintiff’ s Trademark in business through, among

other avenues, the Infringing Game, the Infringing Mark and the Infringing Website, Defendants

have caused significant confusion in the marketplace (both on the consumer and retail levels)
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resulting in lost revenue, lost profits and loss of goodwill ofPlaintiff. Receiitly, this confusion has

escalated to the point of threats of legal action against Plaintiff by consumers of Deli‘:ndant’s

inferior Infringing Game. Accordingly, Plaintiffis entitled to a Preliminary Injunction prohibiting

Defendant from continuing to engage in this infringement and unfair competition.

A. PlaintiffHas Shawn A Lilcelihood Qf Success On The Merits

The facts of this case, as set forth in the accompanying Verified Complaint, demonstrate

that Plaintiff will succeed on the merits of its claims. In evaluating a likelihood of success, “[i]t

is not necessary that the moving party’s right to a final decision after trial be wholly without doubt;

rather, the burden is on the patty seeking relief to make [only] amgx*in1a facie case showing a

reasonable probability that it will prevail on the merits.” MNI Mgmt, inc. v._Wine King, LLC,

542 F. Supp, 2d 389, 403 (D.N..l. 2008) (cmrzg Oburn v. Shapp, 521 F.2d 142, 148 (3d Clix‘. 1975))

(ernphasis added).

1. Plaintiff Has Dcnionstrated A Likelihood Of Success Of Unfair
Com etition Under Section_1125 A‘ Of The Lanham Act  

Though the Trademark is unregistered‘, Plaintiff possesses a reasonable likelihood of‘

success on the merits of its claim for Unfair Competition under Section l125(a) of the Lanham

Act. Particularly, an infringer like.Defendants are liable as follows:

Any person who, on or in connection with any goods or services, . ;

. uses in commerce any word, term, symbol, or device, or any

combination thereof, or any false designation of origin, false or

misleading description of fact, or false or misleadingrepresentation
of fact, which-

’ AS noted above, Plaintiff has obtained an extension of time to oppose Defendants’

baseless “intent to use’? trademark registratioii application with the USPTO. Pursuant to this

extension, Plaintiff has until February 8, 2017, to oppose Defendants’ application.

18
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(A) is likely to cause Confusion, or to cause mistake, or to deceive
as to the affiliation, connection, or association of such person with

another, or as to the origin, sponsorship, or approval of his or her

goods, services, or commercial activities by another person

zla =t’- %‘- it! tlé

shall be liable in a civil action by any person who believes that he

or she is or is likely to be damaged by such act.

15 U.S.C. § ll25(a)(l).

The “Lanham Act protects unregistered marks to the same extent as registered marks

because traden1a1'krigl1ts emanat‘e from use and not merely registration.” Duffy;/. Charles Schwab

& Co, Im:., 97 F. Supp. 2d 592, 598 (D.N.J. 2000). Here, there is no dispute Ct)1lG€l'llil‘lg the
 

existence and date of first use of Plaintiff’s Trademark, nor that the lnfnnging Mark copies,

infringes, and is blatantly confusingly similar to Plaintiffs Trademark.

To prevail on an unfair competition claim (and, for that matter stradeinark infringement

claim) under the Lanluun Act, the plaintiff must show that (1) the mark is valid and legally

proteotahle, (2) the plaintiff owns the rnarli, and (3) the defendant’s use of a similar mark is likely

to create confusion concerning the origin of the plaintiffs goods or services. S_ee ,

369 F.3d at 709; Freedom Card 1119. v. J.P. M01‘ an Chase SLC3o., 432 F.3d 463, 470 (3d Cir. 

2005); Fisons Horticulture lnc. v. Vi oro Indus_.._ 1110., 30 F.3d 466, 472 (3d Cir. 1994). Plaintiff  

has a demonstrable likelihood ofsuecess in satisfying these factors.

a. The__Trsclcma‘rk is Yalid and Legally Protectnble

The WYOM Trademark easily meets all prongs necessary to succeed on its claiius under

the Lsnhiun Attt. “[A]n unregistered mark is only valid and legally protectahle if the plaintiff

shows that the mark is inherently distinctive or has secondary meaning." Qfiy, 97 F. Supp. 2d at

598. Distinctiveness of a mark is measured by classifying the mark into one of four ezltegories

l9
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ranging from strongest to weakest, with strong marks receiving the greatest protection: “(l)

arbitrary or fanciful (such as ‘K_ODAK’); (2) suggestive (such TOPPERTONE’); (3)

descriptive (stlch as ‘SECURITY CENTER’); and (4) generic (such as ‘DIET CHOCOLATE

FUDGE SODA’i).” Freedom Card Ine., 432 F.3d at 473. Putting on a liner point:
 

A1‘bitrzu'y or fanciful marks neither describe nor suggest anything

about the P1’°d“‘3t.. Checkpoint Sy’s., Inc_._ v. Cheek=point Sofiware

Techs. Inc., 269 F.3d 270,- 282 (3d Cir. 2001). Suggestive marks

suggest an idea of the qualities and cliaracteristics of the goods, but

require customer imagination, thought or perception to detemiine

what the product is. Descriptive marks describe the intended

purpose, function, use, size, or class of users of the goods, and

convey an immediate idea of the qualities or characte1'isticS of the

goods. Generic marks function as the common descriptive name of

a product class.

 

The first two categories are deemed ‘inherently distinctive‘, and
thus, are entitled to the highest level of protection, at least in those

geographic and product areas in which the senior user applies the

mark to the goods.

MNI Mgnt. Inc., 542 F. Supp. 2d at 405 (citations omitted).

Here, it is clear that the Trademark is question is clearly suggestive. “IF the mental leap

between the word and the product’s [or service’s] attributes is not almost instantaneous, this

strongly indicates suggestiveness...” Vista India v. Raagti, LLC, 501 F.Supp.2d 605, 617 (D.N.J.

2007). Here, the term “Watch Yo Mouth” requires imagination, thought and perception of the

consumer to make the link to the game itself. Surely 21player’s mouth looks funny while playing

the game ~— thus the logo and image itself associated with the Trademark, However, watching £1

playefis mouth is not descriptive of the product (i.c., the game). On the other hand, the Trademark

is not generic, as there is no generic term for the game at issue. The Trademarlc is also not

descriptive because it does not provide an immediate idea of the qualities or characteristics of the

game at issue. Indeed, the game itself does not even require the player to look at anyone’s mouth.

20
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It is not a lip-reading game, It is a sound-based game (i.e., the player has to determine what his/her

teanirnate is saying). Thus, the term “Watch Ye Mouth7’ does not.deseribe how to play the game,

nor what the game is about.

Futther support for the suggestive nature of the Trademark is found in Defendants’ own

tradenisrk application with the USPTO. Defendants are seeking registration (thus far

unsueeessfiilly) of the WY-TAM Infringing Mark for a nearly identical game and under a nearly

identical mark — thus acknowledging that the Trademark could not be generic or descriptive

(neither of which are elaimed by Defendants in their registration application). E generally

Colonial Elee. & Plunibggfiupgiy of l~ian1:rnonton,;C v. Colonial Else, Supply, Ltd., 2007 US.

Dist. LEXIS 94417, *l2 (D.N.J. Dec. 27, 2007)(The fact that defendants sought trademark

protection for an identical mark ‘inherently acknowledges’ that defendants also believe that the

Trademark is valid and proteetable.)

Based upon the foregoing, it is clear that the Tradeinark is a valid and legally proteetable

mark.

1). Plaintiff Owns The Trademark

The second consideration in assessing the likelihood of success on an Unfair Competition

Claim under the Lanham Act is the question of ownership of the mark. Again, as supported by the

Verified Complaint submitted herewith, there is no dispute that Plaintiff is proper owner of the

Tradeinark.

21
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D_efei1d_nnt’s Use Of A Confusin I Similar Mark_ 11:13 Caused

Actual Confusion And Is Likelv To Cause More Cjoiifitsioit
Amon st the Consumin Public Concernin The Oriflin. Of
I’Iz1intiff’s Goods

 
 

 

 

As with the factors above, Plaintiff’s claims also easily satisfy the likelihood of contusion

test. Specifically, Plaintiff has experienced several instances of actual consumer confusion,

including :1 threat of legal action for personal injury caused by Delendants° product. Of course,

whether through a Google Search or a simple review of the Trademark and the Infringing Marlo it

is also abundantly clear that there is a likelihood. of consumer confusion between the Trademark

and the lnfiinging Mark.

“A likelihood of" confusion exists when consumers viewing the mark would probably

assume that the product or service it represents is associated with the source of a different product

or service identified by a ‘similar mark... A direct confusion claim arises when ‘a junior user of a

mark attempts to free-ride on the reputation and goodwill of the senior user by adopting a similar

or identical marl<.’” MNI'Mgint., Ind, 542 F. Supp. 2d at "408; Dranoff-Perlstein Assocs. v. Slclar,

967 F.2d 852, 862 (3d Cir. 1992). In determining whether a likelihood ofeonfusion exists, the

courts will consider the following:

1. thosirnilarity between plaintiff”s and defendanfs marks;

2. the strength of the plaintift‘s mark;

3. the price of the goods and other factors indicative of the care and attention

expected ofconsumers when making a purchase;

4. the length oftime the defendant has used the mark without actual confusion;

S. the intent of the defendzmt in adopting the mark;

6. the evidence of actual confusion;

22
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7. whether the goods, though not competing, are marketed in the same
channels of trade;

8. the extent to which the targets of the parties’ sales efforts are the same;

9, the relationship of the goods in the minds of consumers; and

10. other facts suggesting that the consuming public might expect the prior
owner to manufacture a product in the defendant’s market.

Interpaee Corp. v. Lappt , Ine., 72l F.2d 460, 463 (3d Cir. 1983).

None of’ the Q11}; factors is determinative in the likelihood ofconftisioii analysis and each

factor must be weighed and balanced one against the other. E Cheokpoint,§_ys., Inc. v. Check

Point Sofiwate Teel1_s._.,_Ino,, 269 F.3d 270‘, 280 (3d Cir. 2001). Each factor is “weighed...

separately,” which “is not to say that all t’actors must be given equal weight.” Fisons l-Iotticiilture,

lug, 30 F.3d at 476 & n.1l. The different factors may properly be accorded dit‘t‘erent weights

depending on the particular factual setting and the district court should only address the factors

that seem appropriate to a given situation. ggg Kos Pharms, 369 F.3d at 709 (quoting A;3_.5_I_i

S ortswear ,Ino. V. Vietoria’s_S_ecret Stores Inc., 237 F.3d 198, 215 (3d Cir. 2000). The Lapt; 

factors are best understood as “tools to guide a qualitative decision.” A 8:. H, 237 F.3d at 216. An

analysis of the applicable factors compels a finding in favor ofP1aintiff and a finding that there is

a likelihood ot‘consurne1' confusion in the inarketplace.

i. The Trademark and Infringing Mark are

essentially identical

The first gm; factor examines the similarity between the Trademark and the Infringing

Mark. Here, the Trademarlc and WYAM Infnnging Mark differ by only one letter and are

otherwise identical. When comparing two marks, each must be viewed in its entirety, although

“one feature of a mark may he more significant than other features, and it is proper to give greater

force and effect to that dominant feature.” Giant Food _Inc. v. Nation’s Foodsewioe Ind, 710
 

23
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F.2d 1565, l5’/0 (Fed. Cir. 1983). In assessing siniilarity between marks, “the court must compare

the appearance, sound, and meaning of the marks, as well as the manner in which they aroused,"

@ Harlem Wizards‘ Entertainment Basketbally. NBA Properties, 952 F. Supp. 1084, lO96

(D.N‘.J. 1997). Courts have repeatedly held that the similarity between the marks is the most

important factor when products, such as those at issue here, directly compete. E McNeil

Nutritionals LLC y, Heartland Sweeteners Leg, 511 F.3d 350, 359 (3d Cir. 2007);  , 237

F.3d at 216. Marks confusingly similar if ordinary consumers would likely conclude that the

products or services share a common eouroe, affiliation, connection or sponsorship.

Media Holdings Ltd. Y, Huang & Assoes., 123 F. Supp. 2d 233, 240 (D.N.J. 2000); 30 F.3d

at 477.

As explained in greater detail above, both marks are identical but for Defendants changing

the letter “o” for the letter “a” in the infringing Mark (“Watch Yo Mouth” versus “Waleli Ya

Mouth”). It is difficult to have more similarity between the Trademark and the Infringing Mark.

Accordingly, this factor weighs heavily in favor of Plaintiff and in favor ofa finding of likelihood

of confusion.

ii. The T1'ader_r1arl< is strong and distinctive

The second L_apg factor examines the strength of Plaintiffs Trademark. “Under the

Lanhsm Act, Stronger marks receive greater protection because they eany greater recognition, so

that a similar mark is more likely to cause confusion.” Kos Pharms., 369 F.3d at 7l5(intemz1l

citations and quotations omitted). “Distinetiveness on the scale of trademarks is one measure of a

mark’s strength [while] [e]ommercia1 strength, or marketplace l‘BCOg11ll.l011 of the mark, is

another.” Fisons, 30 F.3d at 479 (internal citations omitted). “The first prong of this test looks to
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the inherent features of the tnarkg the second looks to factual evidence of ‘marketplace

rccog1‘1ition.”’-_A_8g:l;l, 237 F.3d at 221 (cifing EEQM, 30 F.3d at 479).

As explained above, it is clear that the Trademark is suggestive. The evidence as set forth

in the Verified Complaint also makes clear that Plaintiff has spent significant funds adverting the

WYOM Game and the Trademark both nationally and internationally, and that same has resulted

in significant sales. Further, thevcry’ fact that Defendants chose to imitate and infringe upon the

Trademark to hijack Pl_aintiff’s goodwill in the Trademarlc also reveals the strength of the

Trsdemarlc. That is, if the Trademarlt was not strong in the rnarlcetplace, why would Defendant

chose a nearly identical suggestive mark for its own competing product’?

Based upon the foregoing, this factor weighs in favor ofPlaintiff and in favor of a finding

oflikeliliood of confusion.

iii. The Price Of The Goods At Issue Is Indicative Of

A Low Level Qf Care And Protection Of The
Consuming Public

The third _L£1pp factor requires an exarnination of the price of the goods and other factors

indicative of the care and attention expected of consumers when making a purchase.” stemace,

721 F.2d at 463. The following non-exhaustive considerations guide a couit’s determination of

the standard of consumer care for a particular‘ product:

Inexpensive goods require consumers to exercise less care in their

selection than expensive ones. The more important the use of a
product, the more care that must be exercised in its selection. In

addition, the degree of caution used depends on the relevant buying
class. That is, some buyer classes, for example, professional buyers
will be held to a higher standard of care than others. Where the buyer
class consists of both professional buyers and consurners, the

standard of care to be exerciscdby the reasonably prudent purchaser
will be equal to that of the least sophisticated consumer in the class.

25



Case 3:17—cv-00717—AET—LHG Document 1-11 Filed 02/02/17 Page 32 of 42 PageID: 119

McNeil Nutritionals LLC, 511 F,3c_1 at 363-64 (intemul quotations and citations omitted).
 

Here, the purchase of the parties’ products does not require SOpl1iSl;lCflti0l1 and, as stated in the

Verified Complaint, both parties’ games are relatively inexpensive and are comparable in price.

Given that the purchase of either the WYOM Game or the infringing Game involves little care,

research or consideration, there is El strong likelihood of confusion between the products and this

factor weighs in favor of Plaintiff and in favor of a finding oflilceliliood of confusion.

iv. Ugon Defendants’ Ei1tr);W_ Into Tl1e_Mm'ket,
Confusion Was Immediate And Tliere In Mggrind
Evidence Of (Actual Confusion In The
Mm‘ket[glace

The Fourtli and sixth Lajp factors require examination of the length of’ time defendant has

used the marl: without actual confusion, or as further explained as requiring the Court to:

determine the length of time, ifiany, the mark has been used without
actual ccnfiision, and whether the party claiming trademark
infiingement can provide evidence that consumers are actually
coiiftised by the marks at issue. These factors are necessarily
intewelated, and the Court will examine them together.

Any evidence of actual confusion between the parties is significant
to this analysis and is lziglzly probative aflikelilzood o_f'confusz'on,
but such evidence is neither necessary nor determinative to find

likelihood ofconfiision, given the potential difficulties of collecting
evidence of actual confusion. Sabinsa Cfmjp. v._p Creative
Compounds, LLC, 609 F.3d 175, 187 (3d Cir. 2010). The most

relevant evidence of actual confusion is the testimony of a
reasonably prudent purchaser who was in fact confused by
defendant's trademark.

Koninki'ke Phili s Elccs, N.V. V. I-Iu1it_(.:3ontrol S 4, 2016 U.S. Dist. LEXIS 84299, *57-58  

(1:>.N.J. June29,.20i6) (citations omitted) (emphasis added).

Here, the actual confusion between the parties’ products was almost instantaneous. Within

weeks of the Defendants releasing their product, Plaintifi‘ began receiving inquiries from

consuiners that evidenced actual contusion between the products. This confusion extended not
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just to consumers but to advertisers/search engines and retailers as well. As stated at length in the

Verified Complaint, there is overwhelming evidence of actual confusion in the national

tnarketplace between the Trademark and the Inl‘n'nging Mark. This actual C.DI'lfi1SlOl‘l has gone so

far that a customer of Defendants even assetted a possible personal injury claim against Plaintiff

due to the vioti1n’s father’s C()nfi.tSiOn between the WYOM Game under its Trademark and the

Defendants’ imitation Infringing Game marketed under the Infringing Mark.

Based upon the foregoing, the extensive incidents of actual confusion, coupled with the

immediacy of that confusion, weighs indisputably and heavily in favor of :1 Finding of likelihood

of confusion.

V. Defendants Intentionall Mis“a),)_r_qwri-.1tcd The
Trademark And Trade Dress For Their Benefit

  

The fifth L_aZpg_ factor requires examination of the intent of Defendants in adopting the

Infringing Mark. Though a finding of intentional infiingement is not necessary for a finding of

likelihood of confusion, the presence of p1‘edato1*y intent weighs strongly in favor of a finding of

likelihood of confusion. §_e_§ National Football Lea e Pro jizrties v. New York Giants, 637 F. 

Supp. 507, 518 (D.N.J. 1986). “Evidence of intentional, willful and admitted adoption olia ITl8.1‘l<

closely similar to the existing mark weighs strongly in l’avo1' of finding a likelihood of confusion.”

Kos Pham1s., 369 F.3d at 721.

Here, Defendants are intentionally and willfully:

- Unfairly competing and infringing the Trademark by adopting and using a nearly
identical and eonfiising similar mark after being put on notice by Plaintiff;

I Attempting to register the competing Infiinging Mark without legal basis;
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- Advertising for the Infringing Game using the Infringing Mark by showing videos

of customers playing Plaintiffs WYOM Gamcz;

-1 Misappropriating the look, feel and content contained on the Website to mimic
Plaintil’f’s advertising’ and confuse consumers.

Given Defendants’ indisputable efforts to intentionally infringe the‘ Trademark and unfairly

compete with and harm Plaintiff, this factor weighs heavily in favor of Plaintiff and in favor of a

finding of likelihood of confusion.

vi. The Respective Goods Are Competing‘ And
Mzufketin In The Santa E,C0n1Il1ejfCC Channels.  

The seventh L_a1:1[; factor requires examination of whether or not there is overlap in the

parties’ channels of trade. Courts have recognized that “the greater the siniilarity in advertising

and marketing campaigns, the greater the likelihood ofconfusion. Applying this factor, courts must

examine the trade exhibitions publications and other media the patties use in marketing their

products as Well as the manner in which the parties use their sales forces to sell their products to

consumers.” Checkpoint, 269 F.3d at 288-89. When parties target their sales efforts to the same

consumers, there is a stronger likelihood of confusion. 800-JR Cigar, Inc. v. _GoTo.com,t_Inc.,

437 1:. Supp. 2d 273, 289 (D.N.J. 2006).

There is no dispute that Plaintiff and Defendants market and sell their oompetitig products

in identical channels of trade — namely, on their websites, online and.th1'ough brick and mortar

stores. Tellingly, even these retailers and cortstimers are confused about the source of Detiendants’

goods given Defendants’ blatant infriiigenteitt and unfair competition. Accordingly, this factor

weighs heavily in favor ofPlaintiff and in favor of a finding of lilcelihood of confusion.

2 As shocking as it seems, Defendants’ scheme at misappropriating Plaintiffs goodwill
actual went as far as using video of Plaintiffs game being used as an example of Defendants’
game.

28



Case 3:17—cv—OO717—AET—LHG Document 1-11 Filed 02/02/17 Page 35 of 42 Page|D: 122

The Tar ets,r()f7'y_I:l_1fle Res ective Sales Efforts Are

The Sanie; Users Of Both Eamil vAnd Adult
Content Board Games‘

vii.  

 

The eighth gap}; factor requires examination of the extent to which the targets of the

parties’ sales efforts are the same. When parties target their sales eff'o1ts‘to the same consumers,

there is :1 stronger likelihood of’ eonfi..1sion. _.‘;_e_§§ 800,-.lR Cigat. his, 437 F. Supp. 2d 273 at 289.

As set forth herein, there is no dispute that Plaintiff and Defendants target the same individuals

and entities their games are nearly identical. Indeed, even within the game itself, Plaintiff and

Defendaiits both offer family and adult versions = thus targeting the same exact segment of the

board game purchasing consuming public. There is such a similarity in audience that a customer

of Defendants has even asserted a possible personal injury claim against Plaintiff due to their

confusion between the WYOM Game and Infringing Game. Accordingly, this factor weighs

heavily in favor of Plaintiff and in favor of a finding of likelihood of confusion.

viii. Consumers Are ConfusedyAs To The Relationship
Between WYOM And WYAM

The final applicable Lgpp factor requires examination of the relatioiisliip of the goods in

the minds of consumers. Under this prong, “courts examine whether buyers and users of each

parties’ goods are likely to encounter the goods of the other, creating an assumption of common

source affiliation or sponsorship. The test is whether the goods are similar enough that a customer

would assume they were ofl’ered by the same source.” , 269 F.3d at

286 (pciti22g‘EJ, 30 F.3d at 481)(“The question is whether the consumer inight...1'easonably

conclude that one company would offer both of these related products”).

As set forth above, Plaintiff and Defendants both sell their products online and both sell

them in big box/brick and mortar stores. A simple online Search (i.e., Google) for either product

reveals results for the competing product. Additionally, the Plaintiffhas received specific inquiries
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from consumers and retailers regarding Defendatits’ product, which they ntistakettly believed was

Plairttiffis product and vice Versa. Accordingly, this factor weighs heavily in favor of Plaintiff in

favor of a finding oflikelihood of confusion.

As all of the Leg}; factors relevant to this dispute weigh heavily in favor of Plaintiff and in

favor of futding, of likelihood of confusion, a Preliminary Injunction must be entered against

Defendants.

P_laintiffHi1s Dcn1onstratedqA Likelihood Of Success On Its Claims For
Qommon. Law And Sytatntor Unfair Qom )letion Under New ‘Jerse
Law

 

    

Given the detailed analysis of Plaintifl"’s likelihood of success on its claims under the

Lanharn Act, by extension, it will succeed on its claims under New Jersey statutory and common

law relative to unfair competition as the elements (as are applicable) are essentially ideiiticztl.

Under N.J._S.A. §56:4-1, a party;

violating any of the provisions of section 56:4-l of this title [by
appropriating, for his or their own use a name, brand, t1'aClh-111ai'k,
reputation or goodwill of another] shall be liable, at the suit of the
maker of such branded or l:1'Eldt3-llf1al‘l{€Cl prodticts, or any other

injured person, to an injunction against such practices, and shall be
liable in such suit for all damages, directly or indirectly caused, to

the maker by such practices, which damages may be trebled in the
discretion of the court.

New Jersey’s “unfair competition provision is equivalent to the federal unfair competition

provision contained in Section 43(a) of the Lanham Act.” Exeltis USA Dermatologyt Inc. Y;

Acella Phar1ns., LLC1, 2o16U.s. Dist. LEXIS 105960, #13 (n.N.J. Aug. 11, 2016) (citing _I_\,/tfiig1_1_e_

, 2012 us. Dist, LEXIS 116924, at *7 (D.N..l.Dental Sun l Co. v,Z_Creative-Nail Desi 11 Inc.   

Aug, 17, 2012) (“The elements of unfair competition under N.J.S.A. § 56:4 and New Jersey

common law are the same as those required under the Lanham Act”); _s_L§ ego J &.J Snack Foods

Corp. v. Nestle USA, inc., 149 F. Supp. 2d 136, 157 (D.N.J. 2001). As eloquently stated in 800-
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JR Cigar, Ine., “there is a good 1‘easoii for this: the Lanham Act is derived generally and

porposefillly from the cornmon law tort of unfair competition, and its language parallels the

protections afforded by state common law and statutory torts." 437 F. Supp. 2d at 281 (cilmg Arg

,42 F.3d 1421, 1433 (3d Cir; 1994)),Tel. 85 Tel. Co. v,Winback & Conserve Pro ram Inc.  

Plaintiff has adequately demonstrated a substantial likelihood of success on its causes of

action for common law and statutory unt'air competition and common law tradetnarlt infiingenient

under New Jersey law for the some reasons it has demonstrated a substantial likelihood ofsuccess

on the merits of its claim under the Lanharn Act.

3. Plaintiff Hus Denionstrated A Lilcclilioodflf Success On Its Claims For

Common Law And Statutor, Unfair, Trade Practice/Dilution flutter’

New Jersey Law

   

For the same reasons Plaintiff has demonstrated a substantial lilcfeliliood of success on its

claims under the Lanham Act, it also has 21 substantial likelihood of success on its claims under

New Jersey statutory» and common law relative to dilution. The New Jersey Trade Nantes,

T‘rademarl<’s and Unfair Trade Practices Act, N.J.S.A. § 56:3—l3tl, et seq. (“TCA'."), parallels the

Lanhain Act, and provides in relevant part:

[W]ith respect to a tnark registered pursuant to this act and 8. mark
protected at common, law, any person who engages in the conduct

specified in paragraphs (1) and (2) of this subsection shall be liable
in a civil action by the owner or the designee of the owner of the

mark For any or all ofthc remedies provided in subsections d., e, and

f. of this section, except that under paragraph (2) of this subsection,
the owner or designee shall not be entitled to recover profits or
damages unless the conduct has been committed with the intent to
cause confusion or mistake or to deceive.

(l) The use, without consent of the owner or designee, of any
reproduction, counterfeit, copy, or colorable imitation of a mark in
connection with the sale, distribution, of'f'ering for sale, or

advertising in this State of any goods or services on or in connection
with which the use is likely to cause confusion or mistake or to

deceive as to the source of origin of the goods or services; or
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(2) Tile reproduction, counterfeiting, copying or eolorable imitation

of a mark and the application of a reproduction, counterfeit, copy or

eolorable imitation of a mark to labels, signs, prints, packages,

wrappers, receptacles, or advertisements intended to be used upon
or in connection with the sale or other distribution in this State of

the goods or services.

§ 56:3—l3.16(a)(l)-(2).

Courts in this Circuit have ruled that “si111i1a1'ities in the puipose, terminology, and

remedies enumerated under the TCA and the Lanham Act affirms that federal law trademarlc law

is persuasive authority for the interpretation and construction of the NJ TCA.” Silia Jewelry Co.,

Ltd. v. Sunico LLC, 2016‘N.,J. Super. Unpub. LEXIS 223, *l2—l3 (Law Div. Feb. 1, 2016) (c:'ifz'rzg

Pharmaeia C0132; V. Alcon Labsh 1110., 201 F. Supp. 2d 335, 371 (D.N..1. 2002)). Aeeo1'dingly,tl1e

above analysis conducted under the Lanham Act equally demonstrates a substantial likelihood of

success on the merits of Plaintiffis New Jersey statutory and common law relative to unfair trade

Inc. V. Paula's Store 3 ortwear LLC, 2014 US. Dist.pmctiees and dilution. See e.g., Coach   

LEXIS 12170, *8 (D.N.J. Jan. 31, 2014).

B. Plaintiff Wi1LSyffer Irrcl arah1eIr1'ur In T11e_Absen_ee Of In'unctive Relief  

It is black letter law in this Circuit that “[g]rou1ids For irreparable injury include loss of

control of reputation, loss of trade, and loss of good will.” Kos Pharms, 369 F.3d at 726 (qzzatizzg

Pa an Enters. inc. v. I-iardeefzs Food S 3. inc... 143 F.3d 800, 805 (3d Cir. 1998)). “Lack of  

control over o11e’s mark ‘creates the potential for damage to . . . reputation [, which] constitutes

irreparable injury for the purpose of granting a preliminary injunction in a tradeniark case.” Q

. O tieians ofAIn., 920 F.2d 187, 196 (3d Cir. 1990)).(qzzotizzg O licians Ass’r1 of Am. v. Inde  

Recently, courts in this District have confirmed that unauthorized use of a mark and unfair

competition “will cause irreparable harm by damaging its reputation and causing it loss of

goodwill.” Northeasterii Lurnbcr Mfrs. Ass’n, 2016 US. Dist. LEXIS 179951 at *6. Given the
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litany of misconduct Outlined in the Verified Cfotnplaint and herein, as well as the numerous and

increasing incidents of actual consumer confusion’, it is clear that Plaintiff has suffered, is

suffering and will continue to suffer significant damages to its reputation and goodwill and further

irreparable harrn.

Plaintiff will suffer significant damage to its reputation and goodwill, and to the integrity

of its Trademark if Defendants are pennitted to continue to wrongfully use the Infringing Mark to

sell the lnfriiiging Product. 1 'l‘l1is injury to Plaintiffs reputation and goodwill cannot be

compensated through monetary damages.

Based upon the foregoing, there can be little dispute that Plaintiff will continue to suffer

irreparable injury in the event a Preliminary Injunction is not entered.

C. The Balance Of Hardshi s Favor_s_Thc_Be nested Relief 

The balance of hardship favors the requested injunctivo relief. Defendants have no right

to unfairly compete with Plaintiff or use the Plaintiffs Trsidenisrk, or any mark which is

confusingly similar, or trade on Plaintiff’ s goodwill for any purpose. Therefore, while Plaintiff

risks being sued by consumers injured using Defendants’ product and having its goodwill and

reputation irreparalaly harmed by Defendants’ actions, Defendants have no legitimate interest in

trading off of Plaintiffs; Tradeniarlc and goodwill therein. Defendants were also almost

immediately placed on notice of their infringement and yet have intentionally continued to harm

Plaintiff in bad‘ faith. There is thus no harm to Defendants’ legitimate interest resulting from the

requested injunction. “A trademark owner’s lack of ability to control the quality and reputation of

the products associated with his mark is potentially damaging. The [evidence provided by Plaintiff

3 As the competing products become more popular, logic suggests increasing incidents of
actual confiision and violations of Plaintiffs trademark rights (and continuing daniage to its

reputation and goodwill).
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of] confusion in the rnarketplaee demonstrates the harm necessary to justify injunctive relief.”

UB”U/Elements, Inc. v. Elements Pars. Care, Inc... 2016 US. Dist. LEXIS 110544, "F20 (ED. Pa.

Aug. 19, 2016).

Simply put, Defendants are not harmed by being precluded from using a trademarlc that

they had no right to use in thetirst place. Additionally, Defendants are not harmed because they

are not prohibited from engaging in businessas longas it does not usethe Trademark or ttnfairly

compete with Plaintiff using. a confusing similar mark. Plaintiff, on the other hand, would

unquestionably be harmed by Defendants’ continued unauthorized use of its trademark.

Northeastern Lumber Mfrs. Ass’n., 2016 U8. Dist. LEXIS 179951 at ’i6—7. Accordingly, the

balance ofharms plainly favors the granting of the requested relief.

D. The Public Interest Favors ’I‘l1ye_Remugsted Relief 

The public interest typically at stake in trademark infringeineiit actions. is the “interest in

prevention of confusion, particularly as it affects the public interest in truth and acetufacy.” K33

Pl1arms., 369 F3d at 730. Moreover, “the basic public interest implicated in nearly all Lanham

Act cases is ‘the interest in prevention of confusion, particularly as it affects the public interest in

truth and z1ceuraey.”’ MNI Mgrnt, 1ne., 542 F. Supp. 2d 389 at 419 (Citations omitted). This

interest is plainly iniplieated here, as Defendants are using counterfeit WYAM marks in order to

deceive the public; that their products are associated with Plaintiff, which they are not. Further,

the Verified Complaint is filled with myriad examples of actual confusion — all of which is contrary

to the public interest. That is, it is contrary to the public interest to have the public: confused about

the source of the goods at issue.
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Interestingly, the public requires this injunction almost as much as Plaintiff so they too can

properly identify the product and brand at issue, and not associate one product with the owner of

a different product. Indeed, this is the epitome of intellectual property law and rights. Thus, the

public interest in truth and accuracy plainly favors the requested relief.

E. Plail1_tif1'_ls Entitled To Ex edited Discover  

In an effort to reach a quick resolution of this matter and limit any negative impact on

Plaintifl"s clear rights in its T1'adcinai‘k, the Court should order expedited discovery on the issues

concerning‘ Defendants’ infringement and unfair competition set forth herein, only to the extent

of Defendants’ denial thereof. The requested expedited discovery is reasonably calculated to

lead to the discovery of admissible evidence pursuant to Rule 26 of the Federal Rules of Civil

Procedure, is necessary to prevent irreparable harm to the Plaintiff, and will aid this Court‘s

final resolution of this matter. Rule 26 of the Federal Rules of Civil Procedure provides courts

with very broad discretion in the management of the discovery process. Upon motion, the

Court may grant leave to conduct discovery prior to a Rule 26(f) conference amongst the parties

for, among other reasons, the interests ofjustice. Fed. R. Civ. P. 26(d). Courts look to whether

the expedited discovery request is reasonable in the light of all the circurnstances, noting factors

such as whether it is being requested in aid of a preliminary injunction hearing. §_§g ,

Better Packages, Inc. V. Z.l1eng,_ 2006 US. Dist. LEXIS 30119, ’*‘8—l5 (D.N.J. May 17, 2006).

In light of the substantial, immediate and irreparable harm to Plaintiff that has already

resulted from Defendants’ actions and omissions, narrowly tailored expedited discovery limited

to Defendants’ denial of the allegations asserted herein is warranted, appropriate, and in the

interests ofjustice. .
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CONCLUSION

For all of the foregoing reasons as well as those stated in the Verified Complaint, Plaintiff

respectfully requests that this Court enter the Preliminary Injunction and associated relief

requested in the Order to Show Cause as well as expedited discovery as outlined therein.

OLENDERFELDMAN LLP

  
BY: .5; , [t,____ _ T

MICHAEL J. FELDMAN(i\/117‘ 7889)

CHRISTIAN J. JENSEN (CJ 6100)
OlenderFeldman LLP

422 Morris Avenue

Summit, New Jersey 07901

Attorneys for Plaintiff

Watch Yo Mouth, LLC

Dated: February 2, 2017
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Michael J. Foldman, Esq. (MF 7889)

Cliristinn J. Jensen, Esq. (CI 6100)

QLENDERFELDMAN LLP
422 Morris Avenue

Summit, New J‘e1'sey 07901

(908) 964-2485

Attorneysfor P/czizztiff

UNITED STATES DISTRICT COURT

DISTRICT OF NEW JERSEY

 

  
 
 
 

 
  

WATCH YO MOUTH, LLC, ECF

Plaintiff, Civfl Action N0.

-against— [PROPOSED]

~ ORDER TO SHOW CAUSE FOR

3/EEBIGH AND ASSOCIATES, LLC A PRELIMINARY INJUNCTION
AND EXPEDITED DISCOVERY

SKYLER INNOVATIONS, LLC and

PETER DENBIGI-I,

 
 

Defendants.

THIS MATTER being brought before the Court by Olcnde:rFcldman LLP, counsel for

Plaintiff Watch Yo Mouth, LLC (“Plaintiff”) for an Order requixing Defendants Denbigh and

Associates, LLC d/b/a Skyler Innovations (“Skyler”) and Peter Denliiigh (collectively

“Defendants”) to Show Cause why a Preliminary Injunction should not be entered against them

pursuant to Fed. R. Civ. P. 65, due to their unfair competition with Plaintiffztnd infringement of

Plaintiff’ s Trademark defined in the aocotnpanying Voiitied CC)1'l‘lpiE1il1t dated January 31, 2017

through the Infiinging Game, Infringing Mark and Infringing Website as defined in the

accompsmyiiig Verified Complaint, all in violation of 15 U.S.C §l 125(a), N.l.S._A. §56:-4-1, gt LCL,
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N.J.S_._A. §56:3—l3.16(a)(l)—(2) and New Jersey coirnnon law based upon the Facts set forth in the

Verified Complaint; and the Defendants having been given notice of this Order to Show Cause

through provision of a copy of the Verified Complaint, Order to Show Cause and aoeotnpanying

memorandum of law to a process server on February 2, 2017 to effectuate personal service on

Defendants and by sending a copy of same (via overnight mail) to Defendants’ counsel, Royal Cirai g,

Esq, on February 2, 2017 thereby advising Defendants and Defendants’ counsel of Plaintiffs intent

to seek the reliefset f0I1l1.l1Bl‘elI1, and the Court having detennined that good and sufficient reasons

exist to proceed by way of Order to Show Cause, and the Court having detennined for good cause

shown;

IT‘ IS on this day of 2017 ORDERED that Defendants Denbigh and
 

Associates, LLC d/b/n Skyler Innovations and Peter Denbigh appear and show cause before the

United States District Court for the District ofNew Jersey at the Clarkson 8. Fisher Building &

U.S. Courthouse, 402 East State Street, Trenton, New Jersey 08608, at____o'c1oe1<: _.M. or as

soon thereafier as counsel can be heard, on the _! day of__&___, 2017, why an Order should

not be issued:

A. Preliniinarily enjoining, restraining and prohibiting Defendants and tlieir

respective of',ficers, agents, servants, employees, licensees, agents, subsidiaries, affiliates and/or

assigns and those persons in active concert or participation with them who received actual notice

of the Order by personal service or otherwise, from:

1. Registering, owning, leasing, selling, trafficking or using the name or words

“Watch Ya Mouth" or which uses or incorporates in whole or in part the Trademark

“Watch Yo Mouth" (the “Trade1nark), however spelled, whether capitalized,

abbreviated, singular or plural, printed or stylized, whether used alone or in
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conjunction with any word or words, and whether usecl in ciztptioii, text, orally, or

otherwise) or any derivative thereof‘, or any mark which is confusingly similar to

the Trademark in connection with any business, product (including the Infringing

Game as defined in the Verified Complaint), nimkefing campaign or Intentet

domain name (including the Infringing Website as defined in the Verified

Cornpiaint), or as it trademarlqtrade name or service mark;

2. Infringing the ‘Trademark or otherwise uiifairly competing with Plaintiff;

3. Using, reproducing, advertising or promoting any slogan, mark, or name

that may be calculated to represent that the products or services of Defendants or

any other person are sponsored by, aLltl‘tOI‘i.*é,e(l by, or in some way associated with

Plaintiff;

4. Using or reproducing any word, term, name, or symbol, or any combination

tliereof, on any product or in connection with any service that confuses or falsely

represents or misleads, is calculated to confuse, falsely represent, or mislead, or that

has the effect of confusing, falsely representing, or misleading, that the products,

services, or activities of Defendants or another are in some way connected with

Plaintiff, or is sponsored, approved, or licensed by Plaintiff;

5. Inducing, encouraging, aiding, abetting, or contributing to any of the

aforesaid acts.

B, Requiring Defendants to immediately (pending further Order of the Court):

1. Shut down and cease operation ofi and sales through, the Infringing Website

www.wymgame.com and any related domains owned by Defendants to the extent

same is used to market, promote, sell, distribute or otherwise reference any product,-
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name, trade name, trademarlc or logo in violation or‘, or contrary to, Section A

above;

2. Remove all products for sale (through license or otherwise) from all brick

and rnortar retailers/stores including, but not limited to, any product using the name

or words “Watch Ya Month” or which uses or incorporates in whole or in part any

name, trade name, trademark or logo in violation of, or contrary to, Section A

above;

3. Remove all products for sale (through license or otherwise) from online or

eC‘ommerce retailers/stores including, but not limited to, any product using the

name or words “Watch Ya Mouth” or which uses or incorporates in wholcor in

part any name, trade name, tradernark or logo in violation of, or contrary to, Section

A above;

4. Cancel (and advise all distributors or retailers to cancel) all pending sales or

orders of any product using the name or words “Watch Ya Mouth" or which uses

or incorporates in whole or in part any name, trade name, tradernark or logo in

Violation of, or contrary to, Section A above;

5. Pull, cancel and/or retract all marketing, advertising or promotional

materials (both paper and digital) and all documents whatsoever‘ and of whatever

nature or form relative to the Infringing Game and/or using the Infringing Mark

including, but not limited to, any such material using the name or words “Watch

Ya Month” or which uses or incorporates in whole or in any name, trade name,

trademark or logo in violation of, or contrary to, Section A above;

6. Provide Plaintiffwitli copies of all orders and pending orders ofany product
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using the name or words “Watch Ya Mouth” or which uses or incorpo1‘ates in Whole

or in part the 'l‘1‘adernarl<. “Watch Yo Mouth” (however spelled, whether capitalized,

abbreviated, singular or plural, printed or stylized, whether used alone or in

conjunction with any word or words, and whether used in caption, text, orally, or

otherwise) or any derivative thereof or any mark which is confusingly similar to

the Trademark to allow service of this Order upon all retailers (online and

otherwise) and distributors;

7. Provide Plaintiff with a list of all licensees of “Watch Ya Mouth” or any

product any product using the name or words “Watch Ya Mouth” or which uses or

incorporates in whole or in part the Tradelnark “Watch Yo Mouth” (however

spelled, whether capitalized, abbreviated, singular or plural, printed or stylized,

whether used alone or in conjunction with any word or words, and whether used in

caption, text, orally, or otherwise) or any derivative thereofor any mark which is

confusingly similar to the Trademark to allow service of this Order upon said

licensees.

C. Ordering that Defendants tile with this Court and serve on counsel for Plaintiff

within 10 days after service on Defendant of such Order, or within such period as this Court may

direct, a report in writing and under oath setting forth in detail the manner and form in which

Defendants llave complied with this Order.

D. Granting such other relief as the Court deems equitable and just; and

IT IS FURTHER ORDERED that the parties shall be entitled to take e>tpeditecl discovery

as follows:
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(l ) The parties may serve written discovery by no latert11an ,

2017. Written responses thereto, including all objections, as well as the

production of requested documents, shall be served within calendar days

afier receipt of such written discovery. Any disputes over objections to written

discovery shall be resolved by letter application to the Court on tliree (3)

calendar days’ notice.

(2) Each party may serve up to two (2) notices of depositions of panties, including

pursuant to Fed. R. Civ. P. 30(b)(6)_, on live (5) days’ notice, with locations to be

agreed upon by counsel. It‘ the parties cannot agree on the date and time for

depositions, they shall be fixed by the Court on application of any party. Such

application may be made on an expedited basis by letter to the Couit and may be

decided by telephone conference scheduled by the Court; and

IT IS FURTHER ORDERED THAT:

A. A copy of this Order to Show Cause, a Summons, the Verified Complaint, and the

legal memorandum submitted in support of this application shall be served upon Defendants (or

Defendants’ counsel if known) personally within m__days ofthe date hereof, in accordance with

Fed. R. Civ. P. 4, this being original process.

B. Plaintiff must file with the Court its proof of service of the pleadings and Order to

Show Cause papers on Defendants no later than three (3) days before the return date.

C. Defendants shall file and serve via ECF a written response to this Orclerto Show

Cause and request for entry of preliminary injunctive relief, on or

before” , 2017 (the “Opposition Papers”). A courtesy copy of the

Opposition Papers must be sent directly to the Chambers of the Hon. ,
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U.S.D.J.;

D. Plaintiff must file and serve any written reply to the Defendants’ Responsive papers

(“Reply l’apers”) on or before , 2017; A courtesy copy of the Reply l’aperS must

be sent directly to tho Cliambers of the Hon. _ , U.S~.D.J..-3

E. This motion shall be orally argued by thevpartios, or their counsel, on the return date

set forth in this order unless the Defendzmts do not file and serve Responsive Papers, in which case

the application will be decided on the papers on the return date and reliefmay be granted by default,

provided that Plaintiff files a proof of service and a proposed form oforder at leasttl1rce(3) days

prior to the return date.
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