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IN THE UNITED STATESPATENTANDTRADEMARKOFFICE

BEFORETHE TRADEMARKTRIAL AND APPEALBOARD

In the matterofApplicationSerial No.: 85/981,000
For the mark: IVFMD

Filed: April 2, 2013
Publishedin the Official Gazetteon June, 17, 2014

IVFMD P.C.,

Opposer,

v.

IVFMD-Florida, Inc.,

Applicant.

OppositionNo. 91216892

REPLYTO APPLICANTSRESPONSEIN

OPPOSITIONOF MOTIONTO SUSPEND

SummaryofBackground

Suspensionof this Opposition is appropriate becausethe parties' civil case and this

Opposition involve the sameissuesof descriptivenessand control/ownershipof the mark at

issue: the abbreviation"IVFMD" (the "IVFMD Abbreviation"). Applicant-Plaintiffsresponse

to Opposer-Defendant'sMotion toSuspend(the "Response") setsforth irrelevantargumentsand

misstatementsof fact, and cannot change the fact that the identityofissues warrants suspension.

Applicant-Plaintiffscomplaintin the Civil ActionCasenumber3:13-cv-03527-N("Civil

Action")allegesthat it owns thedescriptiveIVFMD Abbreviation,andthat theabbreviationhas

acquiredsecondarymeaningin connectionwith itsmedicalservices. PL'sFirst Am.Compl. fl

8, 15. A copyof Plaintiffs First AmendedComplaint is attachedasExhibit A. Basedon

Opposer-Defendant'suse of theabbreviation,Applicant-Plaintiffassertsclaims for trademark

infringementand falsedesignationundertheLanhamAct,amongotherclaims. Id. \ 3.

Opposer-Defendantmoved for summaryjudgmenton the grounds that the IVFMD

abbreviation is highly descriptive of Applicant-Plaintiffs services and has not acquired
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secondary meaning. The brief in support of the motion for summary judgment is attached as

Exhibit B. In its response to Defendant’s motion in the Civil Action, attached as Exhibit C,

Applicant-Plaintiff denies that IVFMD is descriptive and lacks secondary meaning, and

repeatedly cites to the USPTO’s treatment of its IVFMD applications, including the application

at issue here, in support of its arguments. See, e.g., Pl.’s Resp. Opp. Def.’s Mot. Sumrn. J. at 3,

5-6, 11, 17, 26. Therefore, the same arguments and issues are involved in the Civil Case and

this Opposition, and resolution of these issues in the Civil Case will impact this Opposition. See

Notice of Opp. 1] 9. Accordingly, Opposer-Defendant’s Motion to Suspend due to Civil

Proceedings should be granted.

Argument

According to 37 C.F.R. § 2.1 17(a):

Whenever it shall come to the attention of the Trademark Trial and Appeal Board that a

party or parties to a pending case are engaged in a civil action or another Board proceeding

which may have a bearing on the case, proceedings before the Board may be suspended until

termination of the civil action or the other Board proceeding.

As evident from the pleadings in the Civil Action and this Opposition, both proceedings

involve the same issues. Accordingly, a decision by the federal district court on these issues will

impact the Board’s decision, and suspension is warranted. Other Tel. Co. v. Ct. Nat ’l Tel. C0.,

181 U.S.P.Q. 125 (T.T.A.B. 1974) (motion to suspend granted in opposition proceeding because

final determination of same issues in civil suit affects resolution of Board proceedings), pet.

denied, 181 U.S.P.Q. 779 (Comm’r 1974); Whopper-Burger, Inc. v. Burger King Corp., 171

U.S.P.Q. 805 (T.T.A.B. 1971) (motion to suspend granted in cancellation proceeding because a

decision on the same issue by the district court would be binding upon the Board).
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In the Civil Action, Applicant-Plaintiff alleges that Opposer-Defendant is infringing

Applicant-Plaintiffs rights to the IVFMD Abbreviation under the Lanharn Act. Opposer—

Defendant has moved for summary judgment on the grounds that the IVFMD abbreviation is

highly descriptive of Applicant-Plaintiffs services and lacks secondary meaning. As grounds

for the Opposition, Opposer-Defendant alleges that IVFMD is so highly descriptive of

Applicant-Plaintiff’s services that IVFMD carmot be appropriated as a trademark. Thus, the

issues of descriptiveness, secondary meaning, and rights/ownership of the mark are the same in

the Civil Action and in this Opposition. A determination of these issues in the Civil Action not

only should have a bearing on this Opposition, but in fact will be binding upon the Board and

affect the outcome of this Opposition.

Applicant-Plaintiff has acknowledged the inter-relatedness of these proceedings by

relying heavily on the proceedings in its response to Defendant’s motion in the Civil Action.

See, e.g., Pl.’s Resp. Opp. Def.’s Mot. Sumrn. J. at 3, 5-6, 11, 17, 26. Yet Applicant-Plaintiff

now takes the opposite position before this Board in hopes of winning its Opposition to the

Motion to Suspend.

In its Response, Applicant-Plaintiff asserts only meritless arguments against suspension.

First, it argues that Opposer-Defendant’s Motion to Suspend improperly attempts to shift the

burden to Applicant-Plaintiff. But this argument concerns the substance of the Opposition and

the burden of proof applicable therein, and is irrelevant to the determination of whether the Civil

Action will have a bearing on the Opposition. Second, the Applicant-Plaintiffs claims that the

Civil Action will not resolve the same issues that will be decided in the Opposition. This

argument is based on an incorrect statement of the analysis for suspension, and, as set forth

above, is also factually incorrect.
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Lastly, while Applicant-Plaintiff alludes to a hypothetical “loss of evidence” should the

Opposition be suspended, because the Civil Case and the Opposition are so inter-related, such

evidence would be properly preserved for use in the Civil Case. Applicant-Plaintiff faces no

such harm if the Opposition is suspended. Therefore, in accordance with 37 C.F.R. § 2.117,

suspension of this Opposition is appropriate until the Civil Action is resolved.

Conclusion

The Civil Action and the Opposition involve the same issues of descriptiveness,

secondary meaning, and Applicant-Plaintifl”s alleged trademark rights to the IVFMD

Abbreviation. Because the outcome of the Civil Action will have a bearing on this Opposition,

suspension is the appropriate course of action pending disposition of the Civil Action.

For the foregoing reasons, Applicant respectfully requests that this Opposition be

suspended until final determination of the Civil Action.

Date: Q 2 lg I Respectfully submitted,

Erin Roth

FULBRIGI-IT & JAWORSKI LLP

2200 Ross Avenue; Suite 2800

Dallas, Texas 75201

Telephone: (214) 855-8000

Facsimile: (214) 855-8200

Attorney for Opposer
IVFMD P./l.
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