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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application No.: 85/694,743
Mark: WEIGHTLESS WATER

Filed on: August 3, 2012

Published for Opposition: September 20, 2013

Opposition Number: 91214329
TRADITIONAL MEDICINALS INC.
Opposer, APPLICANT'S OPPOSITION TO
OPPOSER’S MOTION FOR
SUMMARY JUDGMENT
VS.

KEVIN ALAN TUSSY
Applicant.

N N N N N N N N N N N N

Applicant Kevin Alan Tussy (the “Applicant”) by and through his attorneys, Weide and
Miller Ltd., submits this opposition to the motion for summary judgment (the “Motion”) filed
by the Opposer Traditional Medicinals Inc. (the “Opposer”) on the basis that genuine issues of
material fact exist which preclude the granQgiposer’s Motion. This Opposition is based on
and supported by the following memorandum of law, the papers on file in this matter, the
attached declarations of Kevin Alan Tussy anaiRéile and the exhibits attached thereto, and

any oral argument allowed by the Board.

INTRODUCTION

Applicant filed an intent-to-use application for the registration of the trademark
“Weightless Water” (the “Proposed Mark”) on August 3, 2012. The Examining Attorney who
examined Applicant’s application for tHeroposed Mark noted a possible likelihood of
confusion with Opposer’s mark, “Weightlés§'‘Opposer’s Mark”). However, after the
Examining Attorney considered the arguments in Applicant’s Response to Office Action and
worked directly with Applicant to revise the description of goods for the Proposed Mark,

namely “bottled water and flavored bottled watexcluding teas, that is not nutritionally
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fortified with vitamin and mineral nutritical supplements” (the “Proposed Goods”), to
specifically avoid an overlap with Opposefark, the Examining Attorney allowed the
Proposed Mark to proceed to publication. On September 10, 2013, Opposer filed a request for
extension of time to file an opposition, which request was granted until January 8, 2014.
Opposer filed its opposition to Applicant’s teadark on January 7, 2014. After the close of
discovery, Opposer filed its Motion on October 21, 2014.

The opposition procedure is intended to remedy oversight or error in the examination

process.See2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition 8

20.01[1] (3d ed. 1992) (opposition proceedings provide “a backstop to pexeparte
examination of trademark applications”). Witkgard to the Proposed Mark, the Examining
Attorney has made no error in determining thate is no likelihood of confusion between the
Proposed Mark and Opposer's Mark. Opposer includes many of the same arguments in its
Motion as the Examining Attorney did in her Office Action. However, what Opposer has not
done in its Motion is meet its burden of estabhigithat there are no disputed issues of material
fact in this action. In its Motion, the Opmosmakes misleading and self-serving statements
and attempts to muddy the waters by présgrthose statements as undisputed fagien if

the Applicant were to concede that the Proposed Mark is substantially similar to the Opposer’s
mark (which Applicant does not), there are stilues of material fact in dispute that relate
directly to the determination of a likelihoadf confusion between the Proposed Mark and
Opposer’s Mark, specifically, the alleged stréngind fame of the Opposer’s Mark, relatedness

of the goods, dissimilarity of packaging, and dissimilarity of trade channels.

II.  APPLICANT'S RESPONSE TO OPPOSER’ STATEMENT OF FACTS
Applicant hereby responds to Opposer’s statement of facts as follows:
1. Opposer states TradMed, one of the largest USanufacturers of herbal teas,

TradMed owns and sells herbal tea and related products under a number of trademarks.

1See, e.gpage 8 of the Motion (“Under the undisputable facts, TradMed'’s use and Applicant’s identified goods
are related within the meaning of the Trademark Act.”); page 6 of the Motion (“There is no real dispute that
Applicant's WEIGHTLESS WATER mark is substantialiientical to TradMed’s WEIGHTLESS trademarks.”).
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Applicant’s response:Applicant does not dispute that Opposer is a manufacturer of
herbal teas. Applicant does not have sufficiafdrmation to know if Opposer is one of the
largest such manufacturers in the United States, and thecképrges that fact. Applicant
further disputes that Opposer’s status as alangnufacturer of herbal teas, even if true, is
entirely irrelevant where Opposer has failegptovide evidence establishing that its market
size has any impact on the strength or fame of the specific mark at issue in this Opposition.

Applicant does not dispute that Opposer owns and sells herbal tea and related products
under a number of trademarks.

2. Opposer statesSince at least as early as 1979, TradMed continuously has used
the trademark WEIGHTLESS in connectwith herbal tea and related products.

Applicant’s response: Applicant does not have sufficient information to know if
Opposer has been using the Opposer's Mark since 1979 or to know with what “related”
products on which Opposer has been using Opposer’s Mark, and thdisfortesthose facts.
Moreover, Applicant has not provided any documentary evidence showing such continuous
usage since 1979.

3. Opposer states As of this proceeding, TradMed is the only entity to use
WEIGHTLESS for any type of beverage, and there has been no evidence produced of any
significant third party use, advertising sales of any beverages under the WEIGHTLESS
designation of source, of course, other than TradMed.

Applicant’s response:Applicantdisputesthis. TradMed is not using WEIGHTLESS
in connection with a beverage, but rather in connection with tea bags sold in a box and
advertised and promoted as a diuretic weight loss aid. Moreover, at least in the past (during
the same time as TradMed was purportedly using the WEIGHTLESS mark for its dietary herbal
tea supplement and while TradMed had one existing registration for the WEIGHTLESS
trademark), there was at least one other compplaat obtained a trademark registration (and
thus established some degree of use) foexiaet mark WEIGHTLESS for among other things,
with milk and yogurt based food beverageSeeU.S. Trademark Registration number
1,856,865, WEIGHTLESS. This registration was cancelled in 2B@4Declaration of Ryan
Gile (the “Gile Declaration”) 1 3 and Exhibit A thereto.
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4. Opposer states For over three decades, TradMed's WEIGHTLESS tea
products have been sold in retail stores layanline retailers throughout the United States,
including in national retail chains such as Whole Foods, Target, Kroger, Safeway and
Amazon.com.

Applicant’s response: Applicant disputes this statement to the extent that Opposer
refers to products in the plural and to the extent that TradMed has not provided any
documentary support in this case of sales for WEIGHTLESS teas going back three decades nor
shown to whom such teas were sold. Only one product is currently for sale on the Opposer’'s
website which uses the Opposer’s Mark and evidence indicates that at most the same product
(diuretic herbal weight loss tea bags) may have been sold under twor flarceties at one
point (regular Weightless and Weightless Cranfeand are the only products to have been
sold under the Opposer's MarlSeeGile Declaration, {4 and Exhibit B thereto (Opposer’'s
Response to RFA ¢ 40); Gile Declaration, {5 and Exhibit C thereto (KAT000229-
KAT000239); and Gile Declaration, 16 arkkhibit D thereto (recent screenshots from
Opposer’s website).

5. Opposer states Typical packaging for its tea prominently features TradMed's
WEIGHTLESS mark.

Applicant’s response:Undisputed to the extent that Opposer is referring to the diuretic
herbal weight loss tea bags thaadMed markets using the Opposer’s Mark.

6. Opposer states Presently, TradMed’s WEIGHTLESS products are generally
offered and sold to retail consumers for approximately $5.49 per carton of 16 teabags, using
the typical packaging that prominentisplays the WEIGHTLESS brand.

Applicant’s response: Applicant disputes this statement to the extent that Opposer
refers to products in the plural. Opposer currently markets only one product under the
Opposer's MarkSeeGile Declaration, 6 and Exhibit D thereto.

7. Opposer statesDespite TradMed'’s long extensive, exclusive, and ongoing use
of the WEIGHTLESS trademark for beverag@pplicant submitted a trademark application
for WEIGHTLESS WATER (Serial 85694743) on August 3, 2012 for “bottled water and

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




