Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTAG30990
10/03/2014

Proceeding 91203462
Party Plaintiff
Raj Abhyanker
Correspondence KUSCHA HATAMI
Address RAJ ABHYANKER PC
1580 W EL CAMINO REAL, STE 13
MOUNTAIN VIEW, CA 94040
UNITED STATES
kuscha@legalforcelaw.com, michelle@legalforcelaw.com
Submission Other Motions/Papers
Filer's Name Kuscha Hatami
Filer's e-mail kuscha@legalforcelaw.com, arun@legalforcelaw.com
Signature /Kuscha Hatami/
Date 10/03/2014
Attachments Final Opposer Response Supplemental Brief.pdf(3719809 bytes )

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



http://estta.uspto.gov
https://www.docketalarm.com/

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

RAJ ABHYANKER Opposition Nos. 91214783 and 91203462

Opposers,
Mark(s): NEXTDOOR
v.

NEXTDOOR.COM INC,, Serial No. 85/236,918

Applicant.
Published: January 10, 2012

OPPOSER’S OPPOSITION RESPONSE TO APPLICANT NEXTDOOR.COM,
INC.’S SUPPLEMENTAL BRIEF IN SUPPORT OF ITS
NOTICE OF JUDGMENT IN FAVOR OF NEXTDOOR.COM AND
RAJ ABHYANKER'’S DISMISSAL WITH PREJUDICE OF ALL CLAIMS

On November 6, 2012, the Board stayed Opposition Nos. 91203462 and 91203762
pursuant to a “CONSENTED MOTION TO SUSPEND PENDING TERMINATION OF
RELATED FEDERAL TRADEMARK LITIGATION” between the parties: Nextdoor.com. Inc.
v. Raj Abhyanker, Case No. CV-12-5667 (the “Civil Action”). Specifically, the proceeding was
stayed until the parties, in the Civil Action, resolve the following four Issues:

COUNT I: Declaratory Judgment Under 28 U.S.C. § 2201 whether Nextdoor.com Inc.

(“Nextdoor”) is lawfully using the NEXTDOOR Mark and has priority of use of the

NEXTDOOR Mark;

COUNT II: Declaratory Judgment Under 28 U.S.C. § 2201 whether Nextdoor is

lawfully using the NEXTDOOR Mark and is not committing infringement onto

Opposer’s FATDOOR Mark;
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COUNT HI: Whether Opposer is in Violation of 15 U.S.C.A. § 1125(d)(1) for

allegations of Cyberpiracy; and

COUNT IV: Whether Opposer is in Violation of 15 U.S.C.A. § 1125(A) for

allegations of violations of the Lanham Act.

See Exhibit A.

Subsequently, Applicant is now improperly attempting to assert that a dismissal of this
proceeding is warranted based on a dismissal of Count I in the Civil Action, and a recent order
by the same Court dismissing Count II, all while admitting that Nextdoor still has two pending
claims in the Civil Action, specifically, Counts III, for cyberpiracy, and Counts IV, for violations
of the Lanham Act. See Exhibit B at 2, Footnote 1.

I. Background

On August 11, 2014, Applicant, in the Civil Action, filed its Motion to Dismiss its claims
for declaratory relief. See Exhibit C.

On September 11, 2014, Applicant, in the Civil Action, preemptively to any ruling on its
August 11 motion, filed a Motion for Summary Judgment as to Counts II and IV. See Exhibit D.

On September 19, 2014, in the Civil Action, the Court issued an order granting
Applicant’s Motion to Dismiss Count II without prejudice. See Exhibit E.

On September 26, 2014, in the Civil Action, Opposer filed its response to Applicant’s
motion for summary judgment on Counts Il and IV. See Exhibit F.

On October 2 and 3, 2014, in the Civil Action, Applicant filed its Reply in support of its
Motion for Summary Judgment and its Administrative Motion to Seal Portions of Its Reply. See

Exhibit G.
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In sum, Applicant’s attempt to dismiss this proceeding based on the “without prejudice”
dismissal of Count II in the Civil Action, in spite of the fact that half of Applicant’s counts in the
Civil Action are yet to be adjudicated, is improper and in bad faith.

II. APPLICANT HAS IMPROPERLY AND IN BAD FAITH INTERPRETED

THE CIVIL COURTS SEPTEMBER 19 ORDER DISMISSING COUNT II OF
THE CIVIL ACTION

Applicant wants the board to believe that simply because the Court in the Civil Action
dismissed Applicant’s count II without prejudice, Opposer has lost all claims against Nextdoor or
the Nextdoor mark.

Applicant dubiously interprets this development to signify that all of Opposer’s claims
against Applicant have been adjudicated on the merits, however, Applicant fails to note that the
Court’s order was specific only to Applicants Motion to Dismiss, and Opposer’s voluntary
dismissal of his counter claims. The Court did not resolve the remaining claims in the Civil
Action or otherwise in dispute.

Moreover, Applicant indecorously wants the Board to accept that the Court rejected
Opposer’s TTAB claims as “mistaken and irrelevant”, yet suspiciously fails to note that the
counter arguments referenced do not revolve around this TTAB proceeding, but rather,
Opposer’s arguments that (a) Opposer still may bring claims against other infringing conduct,
specifically, future infringement by Applicant and other parties, and (b) that a licensee of
Opposer’s FATDOOR Mark could enforce the same trademark rights against Applicant, both in
reference to the at issue Declaratory Relief that Applicant was pursuing a dismissal off. See
Exhibit E at 3 and 4. The rights of licensees of Opposer's mark in relation to Applicant's rights

are still at issue, as well as issues regarding infringement of downstream users of Applicant's
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mark, to which the present matter before the Board can adequately address in terms of likelihood
of confusion and rights to the marks as listed in the subject applications and registration.

Even interpreting Applicant’s flawed assertion that “the TTAB matter did not leave an
issue open that permitted declaratory relief”, most favorable to Applicant, this does not preclude
the Board from resolving the still pending issues as to whether Applicant’s NEXTDOOR Mark is
confusingly similar to Opposer’s FATDOOR Marks, and/or, whether preclusion is warranted in
light of the fact that the Court’s September 19 Order solely based on Opposer’s voluntary
dismissal of his counter claims in the Civil Action and not an analysis of whether the at issue
Marks of the respective parties are sufficiently similar for likelihood of confusion. Specifically,
having dismissed COUNT II without prejudice does not resolve the controversy as to confusion
between the at issue marks and any future disputes by the parties and/or licensees of Opposer.
Since the Court’s order is merely predicated on Opposer’s voluntary dismissal, rather than
adjudication on the merits, future claims for, by way of example, likelihood of confusion,
declaratory relief, and/or fraud remain ripe. Thus, final adjudication of the remaining Civil
Action claims are paramount to the Board’s final decision of Counts I and II on this proceeding.
Therefore, in the interest of justice, Opposer respectfully requests that the Board continue the
stay in this proceeding.

III. APPLICANT ERRONEOUSLY ASSERTS THAT OPPOSER’S CLAIMS IN
THIS PROCEEDING ARE BARRED BY THE DOCTRINE OF RES
JUDICATA

By citing the TTAB, Applicant has eloquently orchestrated untenable arguments based on
the doctrine of res judicata for why this proceeding should be dismissed with prejudice.
Suspiciously, Applicant neglects to mention the Court of Appeals for the Federal Circuit’s

(“CAFC”) opinion regarding the effect of res judicata in Board proceedings. Specifically, in a

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




