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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the matter ofApplication Serial No: 85f041,463
Mark:

 
Published in the Qfficia! Gazette on April 19, 2011

SAMSUNG ELECTRONICS, LTD.

Opposer.

v. Opposition No. 91199897

APPLE INC. -

Applicant.

RESPONSE TO BOARD INQUIRY

In response to the Board's August 28, 2012 Order, Applicant, Apple Inc., submits this

update on the status of the federal court litigation involving the parties and respectfully requests

that the Board resume the present proceeding.

In its August 25, 2011 order, the Board suspended this Opposition pending the resolution

of Applicant’s then-pending claims against Opposer and Opposer’s affiliates. Samsung

Electronics America, Inc. and Samsung Telecommunications America, LLC, in the US. District

Court for the Northern District of California (the “District Court Litigation”). As noted by the

Board, in the District Court Litigation Apple asserted that Samsung infringed Apple°s trade dress

rights in its iPhone, iPad and iPod touch devices, including the purple eighth-note icon that is at

issue in this proceeding (the “iTunes Icon"). In its answer and counterclaims, Samsung asserted

that the iTunes Icon, among other elements, was not protectable and sought a declaration that the

application at issue was invalid. See Dkt. No. 13.
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However, in the ultimate trial, Apple did not present its claims concerning Sarnsung’s

of the iTunes Icon to thejury. As a result, Samsung’s counterclaims concerning

the iTunes Icon were mooted and were not tried to the jury. See Ex. A (Amended Verdict Form).

Given the narrowing ofthe parties’ claims in the District Court Litigation, that proceeding no

longer has any bearing on this Opposition. The jury’s decision does not address whether the

iTunes Icon is distinctive and prctectable or Opposer’s contention that the iTunes Icon does not

function as a trademark, and will not be at issue in any subsequent appeal. While the parties in

the District Court Litigation are conducting additional briefing on certain non-jury claims, that

briefing is limited to various equitable issues and again does not implicate the iTunes Icon. See

Ex. B (Order Granting in Part App1e’s Motion Regarding Schedule for Briefing ofNon-Jury

Claims). Accordingly, pursuant to TBMP 501.02, Applicant respectfully requests that the Board

resume this proceeding.

Date: September 27, 2012 By: I Z! E 3 X
Glenn A. Gundersen

Christine M. Hernandez

Dechert LLP

Cira Centre, 2929 Arch Street

Attorneys for Applicant Philadelphia, PA 19104-2808

APPLE INC. Telephone: 215~994—2183

CERTIFICATE on SERVICE "

I hereby certify that a true and correct copy of the foregoing Response to Board Inquiry

has been duly served by mailing such copy first class, postage prepaid to Michael T. Zeller,
Quinn Emanuel Urquhart & Sullivan, LLP, 856 South Figueroa Street, 10th Floor, Los Angcles,

CA 90017-2543, on September 27, 2012. ' I 5
Christine M. Hernandez
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EXHIBIT AEXHIBIT A
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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN JOSE DIVISION

APPLE INC., 21 California corporation,

Plaintiff,
V.

)

I
I

I
SAMSUNG ELECTRONICS CO., LTD., )
a Korean corporation; )
SAMSUNG ELECTRONICS AMERICA, INC., )
a New York corporation; )
SAMS UNG TELECOMMUNICATIONS )
AMERICA, LLC, )
a Delaware limited liability company, )

)

Defendants. )
l

)
SAMSUNG ELECTRONICS CO., LTD., )
a Korean corporation; )
SAMSUNG ELECTRONICS AMERICA, INC., )
a New York corporation; )
SAMSUNG TELECOMMUNICATIONS

AMERICA, LLC,

a Delaware limited liability company,

V.

' APPLE INC., a California corporation,

)

)

3
Counterclaim-Plaintiffs, )

)

I
I
J
)Counterelairn-Defendant.

LEE)

We, thejury, unanimously agree to the answers to the following questions and return them

me No.: 1 1-CV-01846-LI-IKEN

VERDIC -_ ORM

under the instructions of this Court as our verdict in this case.

Case No.: I I -CV-01 846-L]-IK
VERDICT FORM
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