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IN THE UNITED ST ATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND AP PEAL BOARD

KENTUCKY DISTILLERS’ ASSOCATION, ) CONSOLIDATED
) PROCEEDINGS UNDER
Opposer, )

)

) Parent Opposition91193207
V. )
) Opposition N0.91193207 (prent)
SAZERAC COMPANY, INC., ) with Opposition No. 91193209
) Opposition No. 91193210
) Opposition No. 91193212
) Opposition N0.91193680

Applicant.

)
)
SAZERAC COMPANY, INC., )
)
Counterclaimant, )
)
V. )
)
KENTUCKY DISTILLERS ASSOGCATION, )
)
Counter-Defendant. )
)
) Opposition N0.91194466
KENTUCKY DISTILLERS ASSOGCATION, ) Opposition No. 91194467
) Opposition No. 91194468
Opposer, ) Opposition No. 91194469
)
)
V. )
)
SAZERAC COMPANY, INC., )
)
Applicant. )

Commissioner for Trademarks
Trademark Trial andppeal Board
P. O. Bx 1451

Alexandria, VA 22313t451
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KENTUCKY DISTILLERS’ ASSOCIATION 'S MOTION
TO SUSPEND FOR CIVIL ACTION

Pursuantto 37 C.F.R 82.117(a) AND TBMP 510.02(a), Opposer/Counter-
Deferdant/Applicant, Kentuky Distillers’ Association (*KDA”) by and throuwgh its
undersgned counsel respectfuly requeststhe Trademark Trial and Appeal Board
(“TTAB"”) to suspem the opposition and cancellation proceedngs Consolidated
Proceedigs underParat Opposition91193207 OppositionProceedig Nos. 91194466
91194467,91194468and 91194469and Counterclaimgor Cancellationin this matter,
whereinthe partiesare engaged in a civil action thatwill havea bearng on the issues
before the TTAB. The KDA also requeststhe TTAB sugend the opposition and
cancellationproceedigs as listed aboveuntil the final terminationof the civil action
which includes ay resolution of ay appeal.

The suspensiomwf the oppositionandcancellatiorproceedngs pending resolution
of the civil action is appropriate under 3F7@R. §2.117(a) whicprovides:

[w]lheneverit shall cometo the attentionof the Trademark
Trial and AppealBoardthata party or partiesto a pending
case are engaged in a civil action or another Board
proceedng which may have bearng on the case
proceedngs before the Board may be suspendeduntil
termination of the civil action or the other Boad
proceedngs.
Pursuantto this provision, “[o]rdinarily, the Board will suspendoroceedngs in

the casebeforeit if thefinal determinatiorof the otherproceedng will havea bearirg on

the issues before theoBrd.” TBMP 510.02(a).
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In further supprt of its Motion, the KDA stateas follows:

1. The KDA owns numerousfederal trademarkregistrationsin the mark
“KENTUCKY BOURBON TRAIL®” including “KENTUCKY BOURBON TRAIL®”
with desgn, U.S. Trademark Registration No. 2,584,119,“"KENTUCKY BOURBON
TRAIL®”, U.S. TrademarkRegistration No. 3,556,684,“KENTUCKY BOURBON
TRAIL®” with desgn, U.S. TrademarkRegistration No. 3,556,715and “KENTUCKY
BOURBON TRAIL®”, U.S. TrademarkRegistration No. 3,710,981 (collectiig with
U.S. TrademarkApplication SerialNo. 77/649426 referredas to “BOURBON TRAIL
Marks”).

2. The KDA is also the owner of U.S. TrademarkApplication Serial No.
77/649,426filed on January 14, 2009 under TrademarkAct Sectionl1(b), 15 U.S.C.§
1051(b) for the mark “KENTUCKY BOURBON TRAIL" (collectively with U. S.
Trademark RegistrationNo. 2,584,119, U.S. Tdemark Reistration N0.3,556,684, U.S.
Trademark RegistrationNo. 3,556,715, and U.Srademark RgistrationNo. 3,710,981
referred taas “BOURBON TRAL Marks”).

3. On Decenter 30, 2009, the KDA filed Notices of Opposition against
Sazeracs applicationgo registerthe mark “BUFFALO TRACE DISTILLERY ON THE
BOURBON TRAIL" with desgn including “BUFFALO TRACE DISTILLERY ON
THE BOURBON TRAIL” with desgn, U. S. Trademark Application Serial No.
77/801,630,"BUFFALO TRACE DISTILLERY ON THE BOURBON TRAIL” with
despgn, U.S. Trademark Application Serid No. 77/801,708, “BUFFAO TRACE
DISTILLERY ON THE BOURBON TRAIL” with desgn, U. S. Tradanark Application

Serial No. 77/801,615 and “BUFFALO TRACE DISTILLERY ON THE BOURBON
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TRAIL” with desgn, U. S. TrademarkApplicaton Serial No. 77/801,608. The KDA
asserts inits Notices of Opposition thatthe registration of the marks “BUFFALO
TRACE DISTILLERY ON THE BOURBON TRAIL” with desgn asidentified above
shouldbe refused basedn variousgroundsincluding, likelihood of confusionbetween
the marks “BUFFALO TRACE DISTILLERY ON THE BOURBON TRAIL” andthe
KDA's “BOURBON TRAIL Marks” and dilution of the KDA’'s “BOURBON TRAIL
Marks”. See Opposition ProceedingsNos. 91193207, 91193209, 91193210 and
91193212

4. On Februay 4, 201Q Sazeradiled its Answersto the KDA’s Noticesof
Opposition againstSazeracs applicationsto register the mak “BUFFALO TRACE
DISTILLERY ON THE BOURBON TRAIL" with desgn and with its Answess filed
Counterclaims for Cancellation seekng to cancel the KDA's federal registered
trademarksin the mark “KENTUCKY BOURBON TRAIL®” on various grounds
including, alleged genercnessof the KDA’'s KENTUCKY BOURBON TRAIL® marks
allegeddescriptivenes®f the KDA’'s KENTUCKY BOURBON TRAIL® marks, and
allegedfraud on the United StatesPatentand Trademak Office. The KDA denies any
and all allgations as sdbrth in Sazerac’&Answers and Counterclaims fGancellation.

5. On Februay 4, 2010, Sazeracfiled a Notice of Oppositionagainst the
KDA's applicationto registerthe mark “KENTUCKY BOURBONTRIAL” with desgn,
U.S. Trademark Application Serial No. 77/649,426 seekig refusal of the KDA'’s
application for registration on various grounds including, allegedgenericnesof the

KDA’'s mark, “KENTUCKY BOURBON TRIAL” with desgn and alleged
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