Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA325729

Filing date: 01/07/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91187238

Party Plaintiff
Herbn Tonics, LLC

Correspondence Mark B. Mizrahi

Address Brooks Kushman P.C.

6701 Center Drive WestSuite 610
los angeles, CA 90045

UNITED STATES
mmizrahi@brookskushman.com

Submission Reply in Support of Motion
Filer's Name Chanille Carswell
Filer's e-mail ccarswell@brookskushman.com, mmizrahi@brookskushman.com,
Isavage @brookskushman.com
Signature /chanille carswell/
Date 01/07/2010
Attachments REPLY Summary Judgment for Opposition_2.pdf ( 12 pages )(493795 bytes )

Reply Exhibit A.pdf ( 9 pages )(538325 bytes )
Reply Exhibit B.pdf ( 1 page )(17326 bytes )
Mizrahi Declaration.pdf ( 3 pages )(35724 bytes )

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



http://estta.uspto.gov
https://www.docketalarm.com/

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Herbn Tonics, LLC
Opposer,
v.

Opposition No. 91187238

Tranna Owen,
Applicant.

REPLY IN SUPPORT OF OPPOSER'S
MOTION FOR SUMMARY JUDGMENT
AND OPPOSITION TO APPLICANT'S
CROSS-MOTION FOR SUMMARY JUDGMENT
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Applicant's opposition/cross motion is devoid of any facts or law which militates
against finding in favor of Opposer on summary judgment. Applicant offers no compelling
reason in which to deny Opposer's motion. In essence, Applicant attempts to manufacture issues
of material fact when none exist.

Applicant's opposition and cross-motion for summary judgment is more aptly
viewed as a motion for reconsideration of the Board's September 23, 2009 Order denying
Applicant's motion for leave to amend its answer and denying, in part, Applicant's motion under
Fed. R. Civ. P. 56(f) — relating to the topic of Opposer's bona fide intention to use the mark that
is the subject of Opposer's STIMULITE application. Such a motion for reconsideration is both
misplaced and untimely. Indeed, 37 C.F.R. § 2.127(b) is clear: "Any request for reconsideration
or modification of an order or decision issued on a motion must be filed within one month of the
date thereof ..." Therefore, Applicant having failed to comply with the clear directive of the
Code of Federal Regulations, its entire cross-motion and argument relating to Opposer's
supposed lack of "bona fide intent to use" should be dismissed out of hand.

The Board should also note that Applicant did not attempt to state an affirmative
defense of “lack of bona-fide intent-to-use” until a few days before the close of discovery and
only after the filing of Opposer’s underlying motion herein. Applicant’s dilatory tactics should
not be rewarded. It was within the Board’s discretion to deny Applicant’s Motion to Amend on
the ground of un-timeliness alone, an issue raised in Opposer’s opposition to Applicant’s Motion
to Amend and discussed by the Board at the hearing on that motion as an alternative ground for
denial. Any further delay and proceedings in this case, naturally, will prejudice Opposer.

Regardless, Opposer is not duty-bound to respond to Applicant’s allegations

regarding Opposer’s alleged lack of intent-to-use its mark as this issue is not before the Board in
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this case, as it is not a defense in this case. Indeed in its answer, Applicant declined to make any
challenge to the validity of Opposer’s pending application. This is so, in spite of Applicant’s
counsel’s threat during the initial meeting of counsel to delve into Opposer’s bona fide intention
to use the STIMULITE mark during discovery. '

Applicant's gripes regarding Opposer's responses to Applicant's voluminous
discovery requests are similarly misplaced. As can be seen from the discovery requests attached
to Applicant's response to Opposer's motion for summary judgment and cross-motion for
summary judgment, numerous requests are directed to areas that lie outside of the permitted
scope of discovery set forth in the Board's September 23, 2009 Order. Specifically, the Board
forbade Applicant from delving into Opposer’s bona fide intent to use the mark that is the subject
of Opposer’s application, noting that it was "not necessary to respond to Opposer's motion for
summary judgment and, therefore, Applicant's request for such 56(f) discovery is denied." (See
Board's September 23, 2009 Order, at p. 6.)

By way of example only, Applicant's interrogatory No. 41 requests that Opposer
"identify the date on which you intend to begin using Your Mark in Commerce in the United
States."  Similarly, Applicant's interrogatory No. 46 requests that Opposer "identify all
documents concerning the decision to develop a product or service to be used in conjunction
with Your Mark" and "identify all documents concerning the decision to file Your Application.”
These are just but a few examples of many improper discovery requests that clearly lie outside

the scope of admissible discovery pursuant to the Court's Order.

' At the very least, in the unlikely event that the Board permits Applicant to now raise the
defense of “lack of bona fide intent to use” at this late juncture, then Opposer respectfully
requests that the Board rule on the issue of “likelihood of confusion™ raised by Opposer’s
underlying Motion for Summary Judgment and permit only limited discovery into the issue of
intent to use and permit an additional motion for summary judgment to decide the issue of
priority.
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For the foregoing and following reasons, and those set forth in Opposer’s moving
papers, Applicant's arguments in an effort to raise material questions of fact regarding likelihood
of confusion, are equally misplaced.

1. The Marks at Issue Are Indeed Virtually Identical

A simple review of the two marks STIMULITE and STEMULITE reveals that

they are, indeed, virtually identical. They are both comprised of a single word that differs only

"o e

by a single letter, a similarly sounding vowel. The fact is that "e" and "i" are very close sounding
vowels in the context of the two marks. One need only pronounce the respective marks quickly
in order to aptly demonstrate the virtual identity between the two marks and the way that they are
pronounced and viewed, for that matter. Additionally, the subject marks are each comprised of
the same number of syllables. Moreover, Applicant's hand waving regarding alleged differences
is belied by the fact that there have been numerous instances of actual confusion between the two
- even before Opposer has launched its product on the market!

It is also worthy of note that Applicant has elected to only discuss the first
syllable of each of the two marks, in connection with its contention that the two marks have
entirely different connotations. But, when the marks are looked at as a whole, they both also
share, in addition to the other aspects, the suffix "ulite." This suffix gives conveys the meaning
of “lightening up” or “making light,” a connotation present in both of the marks, despite
Applicant's attempts to distance itself from the "light” aspect of its mark. Significantly,
Applicant did not elect to call its mark "STEMULATE," but "STEMULITE," in order to
highlight the fact that the Applicant's goods used in connection with this mark results in, at the

very least, loss of fat and making one more fit — a similar connotation conveyed by Opposer's

mark. This fact can readily be observed in Applicant’s own literature. (See Exhibit A, printouts

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




