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IN THE UNITED STATES PATENTAND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

Marc Vianello

N N’

Opposer, )
V. OppositiorN0.:91180471

SandraNudelman

A o N

Applicant.

OPPOSER’S COMBINED MOTION TO COMPEL
AND MOTION TO EXTEND DISCOVERY AND TRIAL DATES

Pursuant to Rules 26 and 37 of the FatlRules of Civil Procedure and Rule
2.120 of the Trademark Rules of Practiopposer Marc Vianello (“Opposer”)
respectfully moves the Badfor an order compellingpplicant Sandra Nudelman.
(“Applicant”) to make herself availablto Opposer’s Depostion Request without
objections.

In addition, Opposer requests an extensif the discovery period for the limited
purpose of allowing Opposer (and not Applicait)e to consider Applicant’s deposition
testimony as ordered by the Board, angucsue follow-up discovery if necessary.

Such an order is appropriate becafipplicant failed entirely to respond to
Opposer’s Interrogatories and Document Regugsor to the Discovery cut-off date and
Applicant failed to make herself availatfor the scheduled Depostion and has since
stated that she will not comply with Oppdsaleposition request. Counsel for Opposer
has made good faith efforts to resolve theasswith Applicant butto date, such efforts

have been unsuccessful.
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BACKGROUND

On October 31, 2007, Opposer filed atid® of Opposition agnst Application
Serial No. 77/110,266 for Ms. Nudelman’snkéor “background investigation and
research services” and “legadrvices.” Opposer assersnong other things, that it owns
the distinctive marks shown in SarNos. 77/031,981, 77/212,172, (“the Vianello
Marks”) for various electrogiand print publication needsOpposer also asserts that he
has extensively used and promoted the Viamaboks in the United States since at least
as early as September 1, 2007 (Not. of Opp5Y;, 2+ell prior to thedate of Applicant’s
use of Applicant’s mark which was filed aslatent to Use and no Statement of Use has
been entered. As grounds for the oppositOpposer alleges priority of use and
likelihood of confusion under Section 2(d)tbe Trademark Act, 15 U.S.C § 1052(d) and
dilution under Section 43(c) of the Tradam Act 15 U.S.C. 8 1125(c). (Not. of Opp.

f16-8).

! THE JUDICIAL VIEW, U.S. Application Serial No. 731,981, filed October 30, 2006, in international
class 041 for “publication of an online legal ngaper,” and THE JUDICIAL VIEW, U.S. Application
Serial No, 77/212,172, filed June 21, 2007, inrimiional class 038 for “providing e-mail notification
alerts of recent court decisions to others” and terivational class 041 for “providing on-line publications
in the nature of newspapers, newsletters, magazinesytelds in the field of lawclassified advertising,
display and text advertising, law review, legal case sana®, feature articles, aent events, civil rights,
finance and banking, communications, immigratiomaadion, politics, administrative law, agriculture,
intellectual property, antitrust, bankruptcy, civil proaea] civil remedies, commercial contracts, computer
and technology, conflicts at law, constitutional laviminal justice, corpate and shareholder law,
employment law, energy and utilities, environmental kexpert witness, family law, health, immigration,
international law, lost profits, maritime and maringlitary, products liability, professional malpractice,
real and personal property, securities law, fedstate and local taxation, torts and personal injury,
veterans, wills, trusts and estates, sports, entertainment, art, government, insurance, transportation, business
valuation, alternative dispute resolution and legatters; on-line journals, namely, blogs featuring
information on recent court decisions, current events, civil rights, finance and banking, comonsyicati
immigration, education, politics, administrative lawriagiture, intellectual propéy, antitrust, bankruptcy,
civil procedure, civil remedies, commercial caatis, computer and technology, conflicts at law,
constitutional law, criminal justice, corporate andrgtolder law, employment law, energy and utilities,
environmental law, expert witness, family law, healtimigration, international law, lost profits, maritime
and marine, military, products liability, professional matfice, real and personal property, securities law,
federal, state and local taxation, torts and persopaly, veterans, wills, trus and estates, sports,
entertainment, art, government, ireice, transportation, business valuation, alternative dispute resolution
and legal matters.”
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On October 31, 2007, the Board institutkeid proceeding and set discovery to
open on November 20, 2007, and to close oy Mg 2008. Applicant’s Answer to the
Notice of Opposition was due December 10, 2007.

On December 10, 2007, Applicant @lan answer denying the essential
allegations in the Notice of Opposition. On April 14, 2008, Opposer served the
Applicant with Opposer’s First Request for the Production of Documents and Opposer’s
First Set of Interrogatories to ApplicanfCopies of these Requests are attached as
Exhibit A.) Responses to Opposer’s digery requests were due May 14, 2008. On
April 19, 2008 Opposer served ApplicanthivDpposer’'s Request for Deposition (copy
of which is attached as Exhibit B). Thdeposition was scheduléal be conducted in
Brooklyn, NY on May 15, 2008 near Applicant'ddress in the city of Applicant’s
residence as listed with the TTAB.

Opposer’s requests were all servedApplicant within the time permitted by 37
CFR § 2.120(a) and were in compliance véthapplicable discovery rules. The
deposition was noticed in compliance withdFR. Civ. P. 30(b)rad 37 CFR § 2.120(a).
The deposition was scheduled to be coteplet an appropriate venue in accordance
with 37 CFR 8§ 2.120(b) based opplicant’s residential addss contained in the record.

On May 7, 2008, after a phone call by Opgrosn May 6 confirming receipt of
said notices, Applicant sentPoser notice via fax (attached&shibit C) indicating that
Applicant needed to reschedule the depmsiiecause she was unavailable. In addition,
she notified Applicant that iwould be more convenient if Opposer would send future
communications to Applicant’s home address, which was different from that listed with

the TTAB.
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More than ten days after a responses due, On May 27, 2008, Applicant sent
Opposer’s attorney a letter refusing to prowlikcovery (attached as Exhibit D). In the
letter, Applicant stated that Opposer'savery demands were premature and improper
because “Opposer never attempted, in gadt, to hold required Discovery Plan
Conference or work out a Discovery schedwith the Applicant...prior to initiating
Discovery demands....” In addition, Applicanatetd that because leave of court was not
obtained prior to Opposer’s “unilateral discovery demands” and because Opposer made
no attempt to schedule or hold a Discovelgn Conference, Opposer had waived any
right to further Discovery.

Opposer then responded via Firsa§d Mail on May 27, 2008 (attached as
Exhibit E) to Applicant’'s May 27, 2008tter demanding compliance with Opposer’s
Discovery Requests, referringoplicant to the relevant kes and suggesting she obtain
counsel. Specifically, Opposer requestempliance by (1) producing documents
responsive to Opposer’s request for praaun; (2) providing written responses to
Opposer’s interrogatories, and ¢@scheduling her deposition.

On June 2, 2008, via facsimile, Applicant provided written responses to
Opposer’s First Set of Document Requesis lterrogatories. Heever, Applicant has
still refused to comply with Opposer’s pasition request as stated in her June 2, 2008

transmittal letter (attached as Exhibit F).
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