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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

Northstar Neuroscience, Inc.
Opposition No.: 91176062
Opposer,
Serial Nos.:78904768, 78904775, and
V. 78904747
Neuronetics, Inc.
Applicant.

MoOTION TO SUSPEND PENDING OPPOSITION PROCEEDING
Sir:

Applicant moves to suspend the above-captioned proceeding pending disposition of Civil
Action 07-0351 filed by Opposer against Applicant in the United States District Court for the
Western District of Washington at Seattle and of Civil Action 07-1046 filed by Applicant against
Opposer in the United States District Court for the Eastern District of Pennsylvania.

Applicant applied to register NEUROSTAR TMS THERAPY, NEUROSTAR & Design,
and NEUROSTAR TMS THERAPY & Design (respectively, Application Serial Nos. 78904747,
78904775, and 78904768, and collectively referred to as the NEUROSTAR Applications) and
has registered NEUROSTAR (Registration No. 3187054), all for “transcranial magnetic
stimulation devices consisting of a stimulator and a patient positioning system, namely, a chair
and headset,” in International Class 10.

Opposer filed a Notice of Opposition on March 7, 2007, against the Neurostar
Applications, claiming that Applicant’s NEUROSTAR TMS THERAPY, NEUROSTAR &
Design, and NEUROSTAR TMS THERAPY & Design marks are likely to cause confusion with
Opposer’s registered mark NORTHSTAR NEUROSCIENCE.

On March 7, 2007, Opposer also filed a civil action against Applicant, charging
Applicant with infringement of Opposer’s trademark rights as well as false designation of origin,
common law infringement, and unfair competition. Opposer also requests that Applicant’s
registration for NEUROSTAR be cancelled. Opposer’s complaint in this civil action is attached
hereto as Exhibit A.

On March 15, 2007, Applicant filed a civil action against Opposer, requesting a

declaratory judgment of noninfringement of Opposer’s NORTHSTAR NEUROSCIENCE
trademark. Applicant’s complaint in this civil action is attached hereto as Exhibit B.
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Disposition of the aforementioned civil actions will determine whether Applicant is
entitled to use and register NEUROSTAR TMS THERAPY, NEUROSTAR & Design, and
NEUROSTAR TMS THERAPY & Design, the marks at issue in the instant Opposition.
Accordingly, it is respectfully submitted that all further proceedings in Opposition No. 91176062
be suspended pending the disposition of Civil Action 07-0351 in the U.S. District Court for the
Western District of Washington at Seattle and Civil Action 07-1046 in the U.S. District Court for
the Eastern District of Pennsylvania.

Respectfully submitted,

Date: March 20, 2007

Denise 1. Mroz

Woodcock Washburn LLP

Cira Centre, 12 Floor

2929 Arch Street

Philadelphia, PA 19104-2891

Tel. 215-568-3100

Fax 215-568-3439

Email trademarks @ woodcock.com

Attorney for Applicant
Neuronetics, Inc.
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UNITED STATES DISTRICTY COURT .

WESTERN DISTRICT OF WASHIRGTON
AT SBATTLE

NORTHSTAR NEURGSCIENCE, INC. @ Yl
Washington Corperstion, o
o COMPLAINY FOR ’E‘R&BE‘&%R%&
Plainiff IFRINGEMENT, FALSE
DESIGHATION OF‘ ORI,
¥, CARCELLATION OF RE@iS’E‘RATIG}é
i AND COMMDN LAW INFRIN GEMENT
HEURONETIOS, THC, 3 Delaware AND UNFAWR COMPETITION
Corporgtion,
‘ JURY DERMAND
Defendant,

Plaintiif Northstar Neurcsclonss, Ine, sileges as Bllows
PARTIES "
i Plalmtiff Norshstar Newroselznee, Ing. ¢ Novfutiar™ 52 W&s&mgﬁm zorporation

with ite princips! plece of busiiess =t 240 Yourth Avesus, Suits 300, Seattls, . Wishington
ZRi2i.

2. Worthstar & informed s &h.bews snd on Wt hasis sHesss thet defendsny
Newromstics, Ino. "Dofondant™ or "Mleourcnetes™ &5 & Delsware wm&r&m*z which maintains
i3 principal place of business &t One Grogt Valley Paskway, Suite 2, Melvem, Fennsylvania

12353, Nosthstar is further informed and believes snd on that basls sileges that Defondens hes

COMPLAINT - DLA Piper US LLP
761 Fifth Avenue, Sulte #1000
Eexitls, WA ?&iﬁ%-?ﬁ%ﬁ-?‘ Tl 2068334800
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sonducted clinfeal trials in Washington concaming the products at ksus in this case, inchuding |
in this fudicial dignder,
NATURE OF THE SAZe

ER Thig is an sotion o7 trademark and trade sase infringement and related cause:
of astion arising out of Defendant Mouronsties™ sse of fhes marke NEUROSTAR,
NEURDSTAR T™MS THERAPY, NEUROSTAR and Desfgn, and NEURCETAR TMY
THERAPY and Destign, and sach of them toollectivaly, the “NEURDSTAR Muks"), which
mlinge Plaintifl™s rads name and tredemark MORTHSTAR NEURDSCIENCE, and 2ach of
them {eollectively the “NORTHSTAR NEURDSCIENGE Melk™ o “Mark™.  Despits
Northsier's roquest that Defendant Meumonetes osase or §£i:stit‘,usa of the inBiaging
NEUROSTAR Marks, Defindant has declined 12 do 5o and Mas continued i3 yoe éke infilnging
blacks in eonnzetion with products wsed te troet mowrslogisal or paycisiutsie wotsdiiuny, in elenr]
viclation of Nerthstar's eights, Northstsr seshs inwvnediste Injunctive sefief ta provent
Defendant from using the NEURDSTAR Marks, as weil i3 ¥ damages, Defendsnt’s profiie,
foes, costs, and other monctary and squitable relisf, ,

JURISDICTION aND VENYE

4, Flaintifl Nonhstar brings cleims forr ) inftiugemeant In viokton of Ssctics 32
of the Trademark At of 1945, as amended (the “Lanhsem St 13 UEC, § 1114 () ke
designasion of origis and unfalr competition In vislatfon of Seotion 43(s} of the Lavham Ast,
15 USC §1125(8); (1) cancellation of regiswration under 15 USRS § 118 and (W)
infringemenm and unfak competition o viclation of ¢ commmon Bw of the aiws of
Wazhington,

5 Thiz Court has jurisdiction over the sebjort matier of this action pursuent 1o 28
UBC § 1338 and 1119, and has supplemental Jurizdionion wver the slalme aiging out of uiste
law purzuant to 38 U.5.0. § 1367(5).
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Senitle, WA VRI04-7O44 | Tsl: 206.539.4800
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