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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE

TRADEMARK TRIAL AND APPEAL BOARD

Northstar Neuroscience, Inc.

Opposition No.: 91176062

Opposer,
Serial Nos.:78904768, 78904775, and

V. 78904747

Neuronetics, Inc.

Applicant.

MoTIoN To SUSPEND PENDING OPPosITIoN PROCEEDING

Sir:

Applicant moves to suspend the above—captioned proceeding pending disposition of Civil

Action 07-0351 filed by Opposer against Applicant in the United States District Court for the

Western District of Washington at Seattle and of Civil Action 07-1046 filed by Applicant against

Opposer in the United States District Court for the Eastern District of Pennsylvania.

Applicant applied to register NEUROSTAR TMS THERAPY, NEUROSTAR & Design,

and NEUROSTAR TMS THERAPY & Design (respectively, Application Serial Nos. 78904747,

78904775, and 78904768, and collectively referred to as the NEUROSTAR Applications) and

has registered NEUROSTAR (Registration No. 3187054), all for “transcranial magnetic

stimulation devices consisting of a stimulator and a patient positioning system, namely, a chair

and headset,” in International Class 10.

Opposer filed a Notice of Opposition on March 7, 2007, against the Neurostar

Applications, claiming that Applicant’s NEUROSTAR TMS THERAPY, NEUROSTAR &

Design, and NEUROSTAR TMS THERAPY & Design marks are likely to cause confusion with

Opposer’s registered mark NORTHSTAR NEUROSCIENCE.

On March 7, 2007, Opposer also filed a civil action against Applicant, charging

Applicant with infringement of Opposer’s trademark rights as well as false designation of origin,

common law infringement, and unfair competition. Opposer also requests that Applicant’ s

registration for NEUROSTAR be cancelled. Opposer’s complaint in this civil action is attached
hereto as Exhibit A.

On March 15, 2007, Applicant filed a civil action against Opposer, requesting a

declaratory judgment of noninfringement of Opposer’s NORTHSTAR NEUROSCIENCE

trademark. Applicant’s complaint in this civil action is attached hereto as Exhibit B.
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Disposition of the aforementioned civil actions will determine whether Applicant is

entitled to use and register NEUROSTAR TMS THERAPY, NEUROSTAR & Design, and

NEUROSTAR TMS THERAPY & Design, the marks at issue in the instant Opposition.

Accordingly, it is respectfully submitted that all further proceedings in Opposition No. 91176062

be suspended pending the disposition of Civil Action 07-0351 in the U.S. District Court for the

Western District of Washington at Seattle and Civil Action 07-1046 in the U.S. District Court for

the Eastern District of Pennsylvania.

Respectfully submitted,

 
Date: March 20 2007 

Denise I. Mroz

Woodcock Washbum LLP

Cira Centre, 12m Floor
2929 Arch Street

Philadelphia, PA 19104-2891
Tel. 215-568-3100

Fax 215-568-3439

Email tradem:arl<:s woodcoc1«:.com

Attorney for Applicant

Neuronetics, Inc.
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