
TTAB 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

CYNTHIA STEFFE, 
Opposer, 	 Opposition Nos. 91175375 

	tt. 
91175618 

V. 	 91175633 
91175747 

BERNARD CHAUS, INC. 

AFFIDAVIT OF CYNTHIA STEFFE 
IN OPPOSITION TO 
APPLICANT'S MOTION FOR 
SUMMARY JUDGMENT 

   

Applicant. 

STATE OF NEW YORK 
) ss.: 

COUNTY OF NEW YORK 

CYNTHIA STEFFE, having been duly sworn, deposes and states under penalty of perjury: 

1, I am the Opposer in the above-captioned case. I make this Affidavit in Opposition to 
Applicant's Motion for Summary Judgment based upon my personal knowledge, 
including my familiarity with the Exhibits annexed hereto. 

I am a fashion designer, having been in the fashion industry since 1981. I made a name for 
myself in the fashion industry more than 20 years before I worked for Chaus, and my 
name remains prominent within the world of fashion. 

1. I graduated from the internationally renowned Parsons School of Design ("Parsons") in 
1981. That year, I was awarded Parsons' "Student Designer of the Year," and won the 
Donna Karan l  "Gold Thimble" award. I was hired by Donna Karan while still in school 
and worked for her as one of only two or three designers working on her collection for 
two years following my graduation from Parsons. 
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EXCHANGE A-OREM:Mt 

This MCC-HAMM AGREEMENT, dated as .ofSanuary 2, 2004 (tills "Agreement"),  is 
catered into by and among CYNTHIA STEMS .ACQUISITION, LIC(the ‘48a."), aNcow 
York liraited liability company and a wholly-owned subsidiary of Bernard Chips, inc. 
cChatie% oyithia Ste& ( "St±ffg,") and Richard Roberts ('Roberts")  (Buyer,;pteffe and 
Roberts are each hereinafter itulividtlAlly referred to as a `Party"  and collectively as the 
'Parties").. 

WITNESSETH: 

1,VHEREAS, simultaneously with the execution of this Agreement, the iuyer is entering 
into an asset purchase agreeinent (the "Asset Pircohm Ageement”  capita& terms usedand 
not &Caned herein shall have the meaning set forth in the Asset Purchase t) t1i 2. 
Brands 'Marketing (the "Co ••pancv")  pursuant to which the Buyer ia purchasing Lain assets of 
the Companyused in the busLuess of deszgrung, arranging for the manufacture  xketing and. 
selling of a women's clothing apparel line, under-  the Cynthia Steffe Marks (thel"Business"); 

WEOMEAS, Steffe and the Company are partieS to that certain 1icensiu agent, 
dated as of May 9, 2000, pursuant to which Steffe has licensed the use of the Ctnthia Steffe 
Marlcs to the Company (tlie " 	e Xdicensing Aptemnenf),  and such agreeine4 is to be 
terminated simultaneously with the consummation of the Buyer's purchase of aOsets pursuant to 
the Asset Purchase Agreement (the "Asset Purchase); 

WHEREAS,_Steffe has issued a promissory note in favor of the Campaay im the on 
if -dr:4.14 axaoaat of $1,000,000 (the " ieffa_ANgte"), and the Company is 1ransf4ring all of its 

ght, title and interest in and to such promissory note to the Buyer pursuant to the Asset 
Purchase Agreement; 

'I WI-r6REAS, simultaneously with the consummation of the Asset Purc 	Ste,ffe 
Chaus are entering into an elzployment a.greement plum= to which Steffe sb4l  serve as t4e 

.),Cliaitperson and Chief Designer of the Cynthia Steffe Divisidn of Chaus (the "Employment  
eerneiat"); 711115 

WHEREAS, immediately following the Asset Purchase, the Patties d e to effect in 
change pursuant to which Stare will exchange all &her right, title and tu tin and to he 
tellectual Property set forth on )3,xhibit A,  and all other Intellectual Property uked in the 
asiness in whicb. she has any interest (collectively, the " tIsffe  hitellegual),  in return 
r the foigiveness of all  amounts owing under the Steffe Note. 	 1 

1 . NOW, TIMEFORE, in consideration of the premises and the mutual afeements set 
herein, and for other good and valuable consideration, the receipi and adequacy of which 

6 hereby acknowledged, and intending to be legally bound hereby, the Prtieshercto agree as 
Haws: 
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.A.RILICLE L 
=GUNGE 1. 

Section 1.1. Transfer of SteWe lute11aEmutit&Cag iracilde cistual 	 Stet& ot.. 
Upon the terms and subject to the r,ontlitions of this Agreement, at the Clo 	(a) Steffe 
selling, transferring, conveying, assigoiog and delivering ace, and clear of En bratices 

. Buyer, and Buyer is purchasing, acquiring and accept* from Seller, all of th Seller's )dgIrt, 
title and interest in and to the Steffe Intellectual Property; and (b) the Buyer is 	ling all 
obligations due and owing under the Steffe Note. 

. -  
. 

Section 1.2. ao igilaia. The closing of the exchange prciI  
vided for in this 

. Azreemtrat (herein called the "Closing")  is beiugleld at the offices of Swidler Bean Sheteff 
Friedman,ILP, 405 Lexington Avenue, 12 th  Floor, New York, New York 10174 on the date 
hereof (such date and 'time being referred to herein a.s the iv ......1ELs - 	brdet-  el diately . 
following the consummation of the Asset Purchase.  .. 

I 

REPRESENTATTONS AND wARRANTras OF STEPPE AlsiD Iji0IIERTS 
ARTICLE IL 

Steffe and Roberts hereby represent and warrant to and for the ben 	
;I

efit the Buyer, 	as of 
the date hereof, as follows: 

Section 2.1. Authority ijding Obliation.  Steffe and Roberts eachave the reiuisite 
authority -and power to enter into, execute and deliver this Agreement and to pe:tfomi her 
obligations heseimder. This Agreement has been duly executed and delivered *Steffe an.el 
Roberts and constitute a valid and binding obligation of each of theirt enforc.eatle in accordance 
With its tams. 

Section 2.2. No Conflict: Rac 1 Copsents. The execution, deiireran4 
performance by Steffe aud Roberts of this Agreement, the fulfillment of and 	liante with the 
tenns and provisions hereof and the consumnaa.tion by each of them of the transactions 
contemplated hereby, do not and -will not (with or without notice or lapse of 16*, or both) 
coefjict with or result in any violation by either of them under any. provisions oor result in 
nceleration, termination., cancellation or modification of or constitute a defauli under: (i) any 
Rote, bond, mortgage, indenture, deed of trust, license, franchise, pennit, conte*on, contract, 
tease, agreement, or other instrument, obligation or agreement of any kin" .d rela 4  to which 
either of them is a party, or by wbich any of their assets may be bound or affected; or (ii) any 

in th Requirenients of Law. Such execution., delivery or petformanee.do. not and wi . not result 	e 
%teation or imposition of any Encumbrance of any nature WbatSQever upon the teffe Intellectual 
.1%operty or require any filing with, or permit, authorization, =went or approvall o t a 
:kevernmental Entity or other Person. 	 . 

- 	1 Section 2,3. 	te . tellectual Pro e . Steffe has good, valid and rdarketable title to ' 
p of the Steffe Intellectual Property. Neither Steff nor o 	li r Roberts n-  caused an Halo  charge or 
p.er encumbrance to be made on or against the Steffe Intellectual Property. ToI the knowledge 
'Steffe and Roberts, no third party has caused any lien, charge or other enctimbrmice to be 

on or against the Stefte Intellectual Property, other than any liens, charges.or 

. 	 - 
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tJ 

encumbrances in favor of (.4.1.. The Steffe License Agreement 	been t is !  s ated as oft.tb.,e datt. 
hereof, and no furtlier obligations are. due and owing thereunder. To the kno ledge of Steffe 

- Roberts, Steffe's rights in all of the Steffe Intellectual Property are valid and 	are no 
restrictims on the direct or indirect transfer of any Contract, or any interest Is - éin.z held by 
stare in respect of the Steffe Intellectual Property. To the knowtedge of Ste ; and Robeeak, 
there are no claims or demands of any other Person pertainm—  g. to any of the Sfeffe Intelleetual 
Property and no proceedings have been instituted, or are pending or threaterteP, which challenge 
her debts in respect thereof. ,Steffe has not actid in any 	that her actT would invalidate, 
eliminate, or otherwise render iminforceable any of the Steffe Intellectual Priiperty. None of the 
Steffe Intellectual Property has been or will be charged with Encumbrances fa .  Steffe. In 
relation to restered rights, all &nestle and foreign registrations fanning patt of the Stet& 
Intellectual Property have, to Steffe's knowledge, been maintained and all ren;ewal fees have 
bean paid on time. Steffe hs  notrweived ii adverse cipinion(wwther fron fie registry 
concerned or its advisor) or notice ,ofopposition in. relation to any ach appkinon. Steffe has 
LID know/edge of any infringement by others of any of the Steffe intellectual 1 :1Toperty rights. 

• • I 

. Section 2.4. Raker  Fees.  No broker or finder is entitled to any brarrage fees, 
oommission or finders' fee in connection with the transactions contemplated bk this Agreement 
or any other agreement contemplated hereby pursuant to any arrangement wit. Steffe. 

1 

Buyer hereby represents and warrants to and for the benet, of the Sell as of the date 
hereof, as follovis: 	 1 

Section 3.1, _Qr_gane ys,E. Buyer is duly organized, vaAdly existirg and 
'„, in good standing under the laws of the State of New York. 

- 	 Section 3.2. 
power to enter into, execute and deliver this Agreement and, to perfonn its obligations here/Order. 
The execution, delivery and performance by the Buyer of This Agreement hav een (tidy  

ithorized by all necessary action of the Buyer. This Agreement has been du1qec.ecuted and 
fi:i.lelivered by the Buyer and constitutes a valid and binding obligation ofthe Bu, er, enforceable 

in accordance with their terms 
i 

- 	Section* 3.3. No 6,...____g_olict., R re4nsents.  The execution, deliver i and 
erfonnance by Buyer of this Agreement, the UMW:tent of and compliance with the terms Irtd 

:Provisions hereof and the consummation by the Buyeiof the transactions conteiliplated herby, 
do nsk and will not (with or without notice or lapse oftltne, or both) cortlict 40i result in any 
•olation by the Buyer, under any provisions of or result in acceleration, terminatien., 
, cellaticm or modification of,  or constitute a.  default under: (1).  the certificate 0 formatiors, - 
erating .greernent, or similar governing documents of the Buyer; (ii) any notet bond, mortgage, 

• enure, deed of trust, license, franchise, permit, concession, contract, lease, 

are 

 emeate  or 
'Other instnurient, obligation or agreement of any kind to which the Buyer is a paity or by which 

uYer, or any of its assets, may be bound or affected; or (iii) any Re,quirernents 1)f Law. Such 
ecation, delivery or performance do not and will not require any filing with, orpermit, 

ARTICLE 111. 
REPRESENTATIONS MID WARRANTIRS OF }MYER. 
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anthoriz.  atiore 'consent or approval of a Governmental 
that lasf,'.e been obtairwl as of the date hereof. 

*.1 
other Person!, ,other than time 

- 	Section 34. Arsi_cer/sa. No broker or finder is entitled to any brokerage fees s  
. commission or finders' .ke in connection with the Iransections contemplated by tbis Agreement 

or any other agreement conten1atci hereby pursuant to any arrangement N4 the Buyer. 

ARTICLE IV. 
RIGHTS AND OBLIGATIONS suusEQuasa TO clici$iNG 

section 4.1. rurther Assurances.  Each Party shall, from time to tinlb on being 
rea.somibly required to do so By the other Party, now or at any time in the 	do or procure 
the doing of all such acts anclior execute or procure the execution. of all such 	en ts in a fomi 
=asonably satisfactory4o the other Party.as the aux Pattyvtay reasonably 	idea- necessary 
for giving full effect to this Agiement and securing to the other Party the Th1ifbeiet of the 
rights, powers and remedies conferred upon the other Party in this Agreement. 

Section 4.2. Licensing Revenue. During the period (the 
_IFferiod") counnencing edam date hereof and ending upon the tertrioatien of effe's 
employment with Chaus (or, if Steffe's employment with Chausis terminiteetjay Chaos without 
Cause (as defined in the 	1 	A em t during the period • 	- •. 'mg on the date 
hereof and male on the three year anniversary of such. tennination or none :f; ewal)„ Ste & shall 
be entitled to receive payments (the Sice_plinglitmaharel?ayeuents") bard upon the 
revenue, if any, generated by the Buyer from the license of the Stele Ixitelledtrl Property to 
Persons that are not Affiliates &Chaps:net of any costs and expezrmes associated with. such 
licensixts- (“Dicensing Revenue"). Such Licensing Revenue Share Payments *Ube oval to 
twenty-five percent (25%) of licensing Revenue, with all Licensing Revenuei Mare Payments - 
for a calendar year due within one hundred and twenty (12(J) days of the end Asada calendar 
yeat, It at an time d 	the Licensing Revenue Share Period, Steffe or Roberts1zafl. directly 
or indirectly, whether as principal (including self- :employed), manager, agent, employee, 
consultant, investor, advisor or representative, they will not partat 	anyi_Iplson  to 
'participate in any; business that competes with any licensor of the Stare Intellectual Property (o 
arty Person that eyes engaged in discussions with the Company =grating a TicAge of the Steffe 
Intellectual Property as of the termination of Steff`e's employment with Cluing the Convitny 
shall have no iiifterob1itiónto make Liceming Revenue Share Payments. 

Section 43. Post-Tmination Royalties La the event that Steffes 	loyment with 
Chaus is terminated by Ch,aus without Cause, Sea* shall be entitled to receive:, ayments 
(oyalty meuts") based upon. Maus' net sales,jeg.wparel_(net of all returcik allowantes, 
;Fustortler offsets wad deductions), incoxporathrg the Steffe Tui -ellectual Pmerty,lbut excluding 
.1:13 Licensing Reveiree Met Sales"), during the three year period commencini upon the 
:leemination of her employment with Chaus. Such Royalty Payments shall be eclual to one 
Pircfeat (1%) of Net Sales and shall be due and payable at the same time as tbe4t1icensing 
'',.-evenue Share Payments. 
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