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Attorney Docket No. 020206-202500

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.: 91162306

Cancellation No.: 92043733

CIBER» INC» NOTICE OF MOTION AND

Registrant/Applicant REGISTRANT/APPLICANT’S
' MOTION

FOR SUMMARY JUDGMENT

Box TTAB NO FEE

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

NOTICE OF MOTION

Please take notice that Applicant/Respondent, CIBER, Inc., (“CIBER”) by this document

and pursuant to 37 C.F.R. § 2.127, moves the Trademark Trial and Appeal Board (“TTAB” or

the “Board”) to grant summary judgment on the grounds and for the reasons set forth in the
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MOTION

I. INTRODUCTION

Petitioner/Opposer Bruce F. Evans (“Evans”) lacks the requisite standing to prosecute

this proceeding before the TTAB. There is no genuine dispute that Evans has no real interest in

this proceeding. Likewise, there is no genuine dispute that Evans has no reasonable basis to

believe that he will be damaged by the registration of any of CIBER’s marks. CIBER, therefore,

respectfially requests that the Board enter summary judgment in favor of CIBER and dismiss this

proceeding for lack of standing.

II. UNDISPUTED FACTS

CIBER is the owner of numerous trademark registrations and applications, including

without limitation U.S. Trademark Registration Nos. 1,185,100, for CIBER, and 1,479,942, for

CIBER (stylized), as well as U.S. Trademark Application No. 76/384,129, for CIBER

(collectively, CIBER’s “Marks”).' Registration No. 1,185,100 has been on the Principal

Register since January 5, 1982, and Registration No. 1,479,942 has been on the Principal

Register since March 8, 1988. Id. Hence, both of these registrations have long since become

incontestable.

Evans owns a company called “Ciber Consulting.” From March 1, 1996 to March 1,

2002, Evans’ company existed as “Ciber Consulting, Inc.,” an Illinois corporation. In'2002,

1 King Dec]. 1] 3, Exhibit A. (All references herein to an exhibit refer to the respective exhibit attached to
the Declaration of Chad E. King in Support of Summary Judgment (“King Dec1.”), filed concurrently
herewith.)
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however, Evans lost the right to use the trade name “Ciber Consulting, Inc.” when his

corporation was administratively dissolved and CIBER registered that trade name in Illinois. See

Exhibit E at 7. Evans’ company is essentially a one man operation, with Evans running the

business out of his home as the sole officer, employee and owner.2 Evans’ business provides

very specialized consulting services in the field of nuclear records management and in the eight

years Evans has operated his business, he has only had four customers. Exhibit B at 9:23—lO:2,

19:14-23. Although Evans has attempted, on multiple occasions, to provide services outside this

field, such attempts have never been successfiil. Exhibit E, at 3; Exhibit G, at 7. Simply put,

there is absolutely no evidence that Evans ever will expand either his business or his use of the

CIBER mark beyond their current boundaries.

On September 18, 2002, CIBER initiated a trademark infringement action (the

“Infringement Litigation”) in the U.S. District Court for the Northern District of Texas against

Evans and his company, Ciber Consulting, Inc. (“CCI”), which was, at the time, an Illinois

corporation. King Decl. 1] 5, Exhibit C. The Infringement Litigation alleged that Evans and CCI

infringed CIBER’s rights in the CIBER Marks. Exhibit C. The Infringement Litigation was

transferred to the U.S. District Court for the Northern District of Illinois on January 27, 2003.

King Decl. 1] 5.

2 Evans’ wife is also a nominal owner of the business (51%) and carries the title of “President.” It
appears, however, that her “ownership” and title are simply for the purpose of securing potential
governmental preferences available to “woman-owned” businesses. See Exhibit E at 4, n.3.
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In the Infringement Litigation, Evans and CCI asserted a counterclaim against CIBER,

alleging that the mark CIBER is generic and requesting an order canceling CIBER’s registration

and an order compelling the rejection of CIBER’s application. Id. 1] 6. On May 7, 2004, CIBER

voluntarily moved to dismiss with prejudice its infringement claim against CCI and Evans, and

to dismiss the counterclaim as moot. Id. 1] 7, Exhibit E. Evans and CCI opposed the motion to

dismiss their counterclaim, alleging that their counterclaim was not moot because Evans and CCI

“have every intention of expanding their business to serve additional clients and, if the

opportunity presents itself, expanding the business outside the field of records management.”

King Decl. 1] 7, Exhibit F.

In an order dated July 6, 2004, the District Court dismissed CIBER’s claims with

prejudice and dismissed Evans and CCI’s counterclaim as moot. Id. 1] 8, Exhibit G. In that

order, the District Court noted that Evans and CCI failed to provide any evidentiary support for

the proposition that Evans intended to expand his business, and that any speculation about such

intentions was too remote to provide a controversy between the parties. Exhibit E at 5, 7.

Specifically, the District Court found dispositive the utter absence of factual support for Evans

and CCI’s speculation that the business would expand, coupled with the fact that Evans “no

longer even hold[s] the right to use the trade name “Ciber Consulting, Inc.” in [his] home state of

Illinois . . . .” Id. at 7.

On September 3, 2004, Evans initiated this proceeding by filing a Combined Petition to

Cancel and Notice of Opposition (the “Petition”), seeking the cancellation of U.S. Trademark

Registration Nos. 1,185,100 and 1,479,942, and opposing U.S. Trademark Application No.

76/384,129. In alleging standing before the TTAB, Evans asserted that he “has a real and
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personal interest in canceling the mark CIBER for computer and intemet related services because

he intends to continue doing business as “Ciber Consulting” and intends to expand his business,

including expanding the scope of his business and obtaining new and larger customers.”

Petition, ‘ll 5. This allegation is substantially identical to the allegation already rejected as

without factual basis by the District Court in the Infringement Litigation. Notably, the Petition

pleads no facts that either support this allegation or refute the findings of the District Court’s

opinion dismissing Evans and CCI’s counterclaim. Thus, there is no record evidence supporting

Evans’ allegations that he believes he will be damaged by the registration of CIBER’s mark.

III. ARGUMENT

A. Summary judgment is appropriate in this case.

The Federal Rules of Civil Procedure generally apply to proceedings before the TTAB.

See 37 C.F.R. § 2.1 l6(a). Therefore, on a motion for summary judgment, the Board may render

judgment for the moving party if there is no genuine issue as to any material fact. See Fed. R.

Civ. P. 56(c). In Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 222 U.S.P.Q. 741 (Fed.

Cir. 1984), the Federal Circuit affirrned the Board’s grant of summary judgment in an opposition

proceeding. The court explained that the “basic purpose of summary judgment is one ofjudicial

economy.” Pure Gold, 739 F.2d at 626, 222 U.S.P.Q. at 743 (citing Exxon Corp. v. Nat ’l Food

Line Corp., 579 F.2d 1244, 1246, 198 U.S.P.Q. 407, 408 (C.C.P.A. 1978)). 11 is against public 
 

 
interest to conduct unnecessary trials, and where the time and expense of a full trial can be

avoided by the summary judgment procedure, such action is favored. See Pure Gold, 739 F.2d at
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621, 222 U.S.P.Q. at 743. Indeed, the Federal Circuit encouraged the disposition of matters

before the TTAB by summary judgment:

The practice of the U.S. Claims Court and of the fonner U.S. Court of Claims in

routinely disposing of numerous cases on the basis of cross-motions for summary

judgment has much to commend it. The adoption of a similar practice is to be

encouraged in inter partes cases before the Trademark Trial and Appeal Board,

which seem particularly suitable to this type of disposition. Too often we see

voluminous records which would be appropriate to an infringement or unfair

competition suit but are wholly unnecessary to resolution of the issue of

registrability of a mark.

739 F.2d at 627 n.2, 222 U.S.P.Q. at 744 n.2. See also Sweats Fashions, Inc. v. Pannill Knitting

Co. Inc., 833 F.2d 1560 1562, 4 U.S.P.Q.2d 1793, 1795 (Fed. Cir. 1987) (lauding the use of

summary judgment to resolve Board proceedings).

The burden of a party moving for summary judgment is met by showing “that there is an

absence of evidence to support the nonmoving party’s case.” Celotex Corp. v. Catrett, 477 U.S.

317, 325 (1986). When the moving party shows that there is no genuine issue of material fact,

the nonmoving party “may not rest upon the mere allegations or denials of [its] pleadings.” Fed.

R. Civ. P. 56(e). It must respond, setting “forth specific facts showing that there is a genuine

factual issue for trial.” Id. A factual dispute is genuine only if, on the evidence of record, a

reasonable fact finder could resolve the matter in favor of the nomnoving party. See Lloyd ’s

Food Products, Inc. v. Eli ’s, Inc., 987 F.2d 766, 767, 25 U.S.P.Q.2d 2027, 2029 (Fed. Cir. 1993);

Sweats Fashions, 833 F.2d at 1562, 4 U.S.P.Q.2d 1795. To survive summary judgment on the

issue of standing, therefore, Evans must adduce sufficient evidence to establish a genuine issue

of material fact with respect to his standing before the TTAB._ As discussed below, however,

there is no genuine dispute that Evans has identified neither any real interest in the registration
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status of C[BER’s Marks nor any reasonable basis to believe that he will be damaged in any

cognizable way by the registration of CIBER’s Marks. Summary judgment, therefore, is

appropriate in this case.

B. Evans does not have standing to pursue this action.

As noted above, the District of Illinois has already held that Evans’ concerns do not rise

to the level of a “case or controversy” sufficient to confer standing under Article III of the

Constitution. The TTAB, however, is not subject to Article III; instead, to determine standing in

the TTAB, one must look to the statues conferring standing before this tribunal. Ritchie v.

Simpson, 170 F.3d 1092, 1095, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999). Section 14 ofthe

Lanham Act, 15 U.S.C. § 1064, provides that “[a]ny person who believes that he is or will be

damaged . . . by the registration of a mark upon the principal register” may file a petition to

cancel a registration. Accord T.B.M.P. § 303.3

In addition to the bare requirements of §§ 13 and 14, the Federal Circuit acknowledges

two additional requirements for party to establish standing before the TTAB. First, the party

must demonstrate a “real interest” in the proceeding. Ritchie, 170 F.3d at 1095, 50 U.S.P.Q.2d at

1025. In addition, the party must establish a “reasonable basis” for the party’s belief that it will

be damaged by the registration of the mark at issue. Id. These criteria are more than mere

pleading requirements: “A petitioner’s allegations alone do not establish standing. . . . The facts

3 Section 13 of the Lanham Act, 15 U.S.C. § 1063, establishes a similar standard for filing an opposition.
Moreover, the same standing requirements apply in both opposition and cancellation proceedings, see
Ritchie, 170 F.3d at 1095, 50 U.S.P.Q.2d 1025, so this Motion will address both the Petition and the

Footnote continued on next page
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regarding standing . . . are part of a petitioner’s case and must be affirrnatively proved.” Lipton

Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 1028, 213 U.S.P.Q. 185, 188 (C.C.P.A. 1982).

Thus, Evans, as the petitioner/opposer, bears a burden to establish a genuine issue with respect

both his “real interest” in this proceeding and the “reasonable basis” for his alleged belief that he

will be damaged by ClBER’s Marks. The undisputed evidence shows that Evans cannot meet

either of these requirements, and this action therefore must be dismissed for lack of standing.

1. Evans, as a mere intermeddler, has no real interest in this proceeding.

As an initial matter, to establish standing to challenge a mark, a party must have a

legitimate personal interest in the outcome of the proceeding. Ritchie, 170 F.3d at 1095, 50

U.S.P.Q.2d 1025. “This ‘real interest’ requirement stems from a policy of preventing ‘mere

intermeddlers’ who do not raise a real controversy from bringing oppositions or cancellation

proceedings in the PTO.” Id. Consequently, a party challenging a registration in the TTAB

cannot do so merely to vindicate the rights of others or for punitive reasons; instead, “the party

seeking review must, himself, be among the injured.” Ritchie, 170 F. 3d at 1096, 50 U.S.P.Q.2d

at 1026 (citing Sierra Club v. Morton, 405 U.S. 727 (1972)); accord Intersat Corp. v. Int ‘I

Telecomm. Satellite 0rg., 226 U.S.P.Q. 154, 155 (T.T.A.B. 1985) (“The purpose of the

requirement of standing is to avoid litigation where there is no real controversy between the

 

 

Footnote continued from previous page

Opposition collectively. Accord Young v. AGB Corp., 152 F.3d 1377, 1380, 47 U.S.P.Q.2d 1752,1755

(Fed. Cir. 1998).
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parties. That is to say, the standing requirement weeds out ‘interrneddlers’ from those with a

‘personal interest in the outcome beyond that of the general public.”’).

There is no genuine issue that Evans is a mere interrneddler in this proceeding. While

there are many bases for finding a real interest in the proceedings,4 none of them exist here.

While CIBER’s registrations were at issue in the infiingement litigation between the parties, that

litigation actually established that there is no real controversy between the parties. The

preclusive effect of the federal litigation between the parties means that Evans stands in a

materially different position than the general public vis-a-vis CIBER’s registrations and

applications——he is immune to infringement claims. If not for the infringement litigation,

CIBER would be free to assert its registrations against Evans in an infringement action. Because

of the infringement litigation, however, CIBER cannot do that unless Evans materially changes

the nature or extent of his use, and as discussed below, there is insufficient evidence that Evans

might actually change his use to create a genuine issue of fact. Thus, Evans has no personal

interest in either this proceeding or the status of CIBER’s registrations and applications.

Instead, Evans’ participation in this action, to the extent it is not merely a deliberate

attempt to obtain an extortionate settlement from CIBER, represents an attempt to vindicate the

public: interest. Evans has stated (through counsel) on at least one occasion that he seeks “to

liberate the word ‘ciber”’ and that this effort is a matter ofpublic policy. Exhibit F, at 12-13, 14.

4 For example, the TTAB has noted that if “the registration has . . . been raised and relied on by
respondent in proceedings before the court,” the petitioner has standing to challenge the registration.
Tonka Corp. v. Tonka Tools, Inc., 229 U.S.P.Q. 857, 858-59 (T.T.A.B. 1986).
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Since Evans is free to continue to use CIBER without fear of infringement claims, this

“1iberation” would be of value to only to persons other than Mr. Evans himself. Accordingly, the

public interest that Evans seeks to vindicate does not represent a personal interest of Evans

himself, and that interest is insufficient to confer standing on Evans in this proceeding.

Consequently, as there is no genuine issue that Evans lacks a personal interest in this proceeding,

summary judgment is appropriate.

2. Evans has no reasonable belief that he will be damaged by the
registration of CIBER’s Marks.

In addition to establishing that he has a real interest in this proceeding, Evans must also

establish that he has a reasonable basis to believe he will be damaged by the registration of

CIBER’s Marks. Ritchie, 50 U.S.P.Q.2d 1025, 170 F.3d at 1095. Specifically, “the ‘belief of

damage’ required by § 13 of the Lanham Act is more than a subjective belief. The belief must

have a ‘reasonable basis in fact.”’ Id. at 1098, 50 U.S.P.Q.2d at 1027 (quoting Univ. Oil Prod.

Co. v. Rexall Drug & Chem. C0,, 463 F.2d 1122, 1124, 174 U.S.P.Q. 458, 459-60 (C.C.P.A.

1972)). The only conceivable interest Evans might have in this proceeding is his allegation that

he might be subject to an infringement claim based on CBER’s registrations.

Specifically, Evans has alleged that he “has a real and personal interest in the mark

CIBER . . . because he intends to continue doing business as ‘Ciber Consulting,i” Petition 1[ 11,

and therefore, presumably, fears that he will be subject to an infringement claim if CIBER’s

registrations stand. This allegation, even if taken as true, fails to establish a genuine dispute that

Evans has any reasonable basis to believe he might be damaged by the registration of CIBER’s

Marks. As a matter of law, Evans cannot dispute that the dismissal of the infringement litigation
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between the parties allows Evans to continue using the CIBER mark in the same manner as he

currently uses the mark without any fear whatsoever of an infringement claim by CIBER. Thus,

the mere fact that Evans intends to continue doing business as “Ciber Consulting” fails to

establish a commercial interest in the registration of CIBER’s Marks.

Evans also alleges that he “intends to expand his business, including expanding the scope

of his business and obtaining new and larger customers.” Petition, 1] ll. Presumably, Evans

fears that, if he changes his use materially, he will be subject to an infringement claim by

CIBER. This allegation, however, represents merely a subjective belief that Evans might be

damaged by ClBER’s registrations. The evidence fails to establish a reasonable basis for this

belief, as required for Evans to have standing in this proceeding.

The undisputed facts, rather than supporting Evans’ allegation, actually contradict it.

Evans and his company have used the CIBER mark in substantially the same manner for over

eight years with virtually zero growth, and there is absolutely no evidence that Evans ever will

change his use materially. In fact, the undisputed evidence demonstrates that Evans has tried in

the past to expand his use of the mark CIBER without any success whatsoever.

The undisputed facts further establish that Evans has little prospect of ever changing his 
 
 
 
 

 

use of the mark CIBER. First, Evans’ company is basically a one-man operation, and there is no

evidence that Evans ever will hire additional personnel or otherwise expand his capabilities.

Second, Evans has suffered from a “personal health situation,” which likely will continue to

impede Evans’ ability to expand his business, even if he were otherwise able to do so. Finally,

while Evans did business for several years under the corporate name “Ciber Consulting, Inc.,”

vans has lost the right, under state law, to use that corporate name in his home state. CCI was
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administratively dissolved in 2003, and CIBER hasisince registered the corporate name in

Illinois, Evans’ home state. Thus, even if he were to expand his business, Evans would not be

able to do so under the “Ciber Consulting, Inc.” name.’

Evans’ speculation that he might attempt to expand his business is merely that-

speculation unsupported by any evidence whatsoever. The Northern District of Illinois

addressed precisely the same speculation, and held,

defendants’ stated intentions to expand their use of the ‘CIBER’

mark, standing alone, are simply too speculative to create a case or

controversy in the instant case. As plaintiff points out in its motion

to dismiss, defendants no longer even hold the right to use the

trade name Ciber Consulting, Inc. in their home state of Illinois

. . . . Nor have defendants buttressed their stated goal of expanding

their business beyond the nuclear records management industry
with any factual support.

Exhibit G at 7. As the District Court held, the record evidence simply provides no reasonable

basis to believe that Evans ever might change his use in such a fashion that he would be subject

to an infringement claim by CIBER. Consequently, Evans has no reasonable basis to believe he

would be damaged by the registration of CIBER’s Marks. Thus, Evans cannot carry his burden

to establish a genuine question with respect to his standing to prosecute this proceeding, and

summary judgment is appropriate.

5 Thus, although Evans has not alleged that he intends possibly to sell his business, even if he did intend
o sell his business, it is highly unlikely that a purchaser would agree to purchase the name “Ciber
onsu1ting,” since Evans cannot demonstrate title to that name even in his home state of Illinois.
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IV. CONCLUSION

For the foregoing reasons, the Board should enter judgment in favor of CIBER. As such,

CIBER respectfully requests the Board to grant this motion in all respects.

Dated: December 30, 2004 Respectfully submitted,

TOWNSEND AND TOWNSEND AND CREW, LLP

By 2
Stephen F. Jew .

Chad E. King

Attorneysfor Applicant/Registrant

Two Embarcadero Center, 8th Floor

San Francisco, CA 94111-3834 ,

Telephone: (415) 576-0200 ‘

Facsimile: (415) 575-0300
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CERTIFICATE OF SERVICE AND MAILING

I hereby certify that on December 30, 2004, this MOTION FOR SUMMARY

JUDGMENT was served by Express Mail No. EL88937890lUS, to counsel for Petitioner, as

follows:

Anthony E. Dowell, Esq.
1001 Main Street

Lafayette, IN 47901

and was sent by Express Mail No. EL889378915US, to

Commissioner for Trademarks

Box TTAB NO FEB

2900 Crystal Drive

Arlington, VA 22202-3514.

Dated: December 30, 2004 By: (

60365392 v1
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Registrant/Applicant.

Box TTAB NO FEE

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

proceeding.

Attorney Docket No. 020206-202500

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.: 91 162306

Cancellation No.: 92043733

DECLARATION OF CHAD E. KING

IN SUPPORT OF MOTION

FOR SUMMARY JUDGMENT

I, CHAD E. KING, hereby declare under penalty ofperjury, as follows:

1. I am an attorney licensed to practice law in the State of Colorado. I am one of the

attorneys of record representing Applicant/Respondent CIBER, Inc. (“CIBER”) in this

2. I make this declaration in support of CIBER’s Motion for Summary Judgment.
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3. CIBER has used the trademark “CH3ER” since at least 1974 and has obtained at

l.east two federal registrations for the CIBER mark: U.S. Registration No. 1,185,100 for CIBER

(the “‘10O Registration”), and U.S. Registration No. 1,479,942 for CIBER (Stylized) (the “‘942

Registration”). The ‘ 100 Registration was registered on the Principal Register on January 5,

1982, and the ‘492 Registration was registered on the Principal Register on March 8, 1988.

C[BER also has pending numerous federal applications for CIBER and related marks, including

without limitation U.S. Application No. 76/384,129, (the “‘ 129 Application”) for CIBER.

Attached hereto as Exhibit A are, collectively, true and correct copies of certificates of

registration for the ‘ 100 Registration and the ‘942 Registration, and a true and correct copy of a

TESS printout for the ‘129 Application.

4. Evans, through his company (formerly known as CCI), provides very specialized

consulting services in the field of nuclear records management. See Exhibit (true and correct

copy of an excerpt from the transcript of the December 10, 2002 deposition of Bruce F. Evans).

5. On September 19, 2002, CIBER filed a complaint in the U.S. District Court for

the Northern District of Texas against Ciber Consulting, Inc. (“CCI”) and Bruce F. Evans.

Attached hereto as Exhibit C is a true and correct copy of that complaint. On January 27, 2003,

the litigation between CIBER, CCI and Evans was transferred to the U.S. District Court for the

Northern District of Illinois.

6. On May 12, 2003, CCI and Evans filed a counterclaim against CIBER, alleging

that the CIBER mark is generic and requesting an order canceling the ‘100 Registration and the
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‘492 Registration, as well as an order compelling the rejection of the ‘ 129 Application. Attached

hereto as Exhibit D is a true and correct copy of that counterclaim.

7. After discovering that Evans’ use of the CIBER mark is, at most, de minimis,

CIBER filed on May 7, 2004 a motion to dismiss with prejudice its claims against Evans and

CCI, and to dismiss as moot Evans’ and CCI’s counterclaim against CIBER. A true and correct

copy of that motion to dismiss, along with a supporting declaration by Chad E. King and exhibits

thereto, is attached hereto as Exhibit E.

8. In a response filed May 27, 2004 (a true and correct copy of which is attached

hereto as Exhibit F), Evans and CCI opposed CIBER’s motion to dismiss their counterclaim,

contending that the counterclaim was not moot because Evans and CCI “have every intention of

expanding their business to serve additional clients and, if the opportunity presents itself,

expanding the business outside the field of records management.”

 
 
 

9. In an order dated July 6, 2004, the Northern District of Illinois dismissed

CIBER’s claims, as well as the counterclaim, finding “too speculative” any assertion by Evans

and CCI that Evans might expand his business. A true and correct copy of that order is attached

hereto as Exhibit G.

xecuted this flday of December, 2004.

Ch . Kin
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CERTIFICATE OF SERVICE AND MAILING

I hereby certify that on December 30, 2004, this DECLARATION OF CHAD E.

KING IN SUPPORT OF MOTION FOR SUMMARY JUDGMENT was served by Express

Mail No. EL889378901US, to counsel for Petitioner, as follows:

Anthony E. Dowell, Esq.
1001 Main Street

Lafayette, IN 47901

and was sent by Express Mail No. EL889378915US, to

Commissioner for Trademarks

Box TTAB NO FEB

2900 Qrystal Drive

Arlington, VA 22202-3514.

Dated: December 30, 2004 By: I 2(_»Q_
60386482 vl





Int. Cls.: 35 and 42

Prior U.S. C1,: 101

Ciber, Inc. (Michigan corporation)
304(1) Telegraph Rd.
Bingham Farms, Mich. 48010

For: MANAGEMENT CONSULTING SER-
VICES IN THE FIELDS OF BUSINESS, ENGI-
NEERING AND RESEARCH, in CLASS 35 (US.
Cl. 101).

First use Jul. 1, 1974; in commerce Jul. 1, 1974.
For: DESIGN, DEVELOPMENT AND IMPLE-

United States Patent and Trademark Office

 

Reg. No. 1,185,100
Registered Jan. 5, 1982

‘ SERVICE ‘ MARK

Principal Register

CIBER

MENTATION OF COMPUTER PROGRAMMING

AND SOFTWARE SERVICES, in CLASS 42 (US.

Cl. 101). ’

First use Jul. 1, 1974; in commerce Jul. 1, 1974.

Ser. No. 171,161, filed May 22, 1978.

MARC BERGSMAN, Primary Exan1iner
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Int. Cls.: 35 and 42

Prior U.S. Cls.: 100 and 101

CIBER,’ INC. (MICHIGAN CORPORATION)
SUITE 323

FOUR PARKLAND BOULEVARD
DEARBORN. MI 48126

FOR: MANAGEMENT CONSULTING SERV-

CES IN THE FIELDS OF BUSINESS, ENGI-
EERING AND RESEARCH, IN CLASS 35 (U.S.
L. 101).
FIRST USE 7-1-I974; IN COMMERCE

-1-1974.

FOR: DESIGN, DEVELOPMENT AND IM--
LEMENTATION OF COMPUTER PROGRAM-

United States Patent and Trademark Offi

 

Reg. No. 1,479,942
ce Registered Mar. 8,1988

SERVICE MARK
PRINCIPAL REGISTER

<lB<R  
MING AND SOFTWARE SERVICES, IN CLASS
42 (U.S. CLS. 100 AND 101). .

FIRST USE 7-1-I974; IN COMMERCE
7-1-1974. -

'OWNER OF U.S. REG. NO. 1,185,100 AND
OTHERS.

SER. NO. 674,566, FILED 7-27-1987.

DAVID A. I-IERDMAN, EXAMINING ATTOR-
NEY
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IC 035. US 100 101 102. G & S: CONSULTING AND PROJECT MANAGEMENT

SERVICES FOR BUSINESSES, NAMELY ANALYZING, ASSESSING,
PLANNING AND DEVELOPING STRATEGIES, INFORMATION, PROCESSES,
AND ORGANIZATIONS FOR BUSINESSES IN ORDER TO ENHANCE THE

EFFICIENCY AND EFFECTIVENESS OF THOSE BUSINESSES; AND
OUTSOURCING SERVICES, NAMELY PROVIDING STAFFING TO OTHERS IN

ORDER TO OPERATE HELP DESKS, CUSTOMER CARE CENTERS,
SOFTWARE MAINTENANCE AND NETWORK SUPPORT FUNCTIONS, AND
PRODUCTION HOSTING AND SUPPORT FACILITIES. FIRST USE: 19740701.
FIRST USE IN COMMERCE: 19740701

IC 041. US 100 101 107. G & S: TRAINING SERVICES, NAMELY PROVIDING

TRAINING TO OTHERS IN THE FIELDS OF COMPUTERS, DATABASES AND
PROJECT MANAGEMENT. FIRST USE: 19740701. FIRST USE IN COMMERCE:
19740701

IC 042. US 100 101. G & S: CONSULTING SERVICES, NAMELY ANALYZING,
ASSESSING, PLANNING AND DEVELOPING INFORMATION-BASED AND E-

COMMERCE BASED COMPUTER AND SOFTWARE SYSTEMS FOR

BUSINESSES; AND SYSTEM IMPLEMENTATION AND SYSTEM

INTEGRATION OF CUSTOM AND PACKAGE SOFTWARE FOR

INFORMATION-BASED AND E-COMMERCE BASED SYSTEMS FOR

BUSINESSES. FIRST USE: 19740701. FIRST USE IN COMMERCE: 19740701

(1) TYPED DRAWING
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IN THE MATTER OF: I

CIBER, INC.

vs.

CIBER CONSULTING, INC.

BRUCE F. EVANS
“ December 10, 2002

L.A. REPORTING

79 West Monroe Street, Suite 1219

Chicago, Illinois 60603

(312) 419-9292
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IN THE DISTRICT COURT OF THE UNITED STATES

NORTHERN DISTRICT FOR TEXAS
DALLAS DIVISION

CIBER, INC., a Delaware i

corporation, i

Plaintiff, i

vs. ) 3:02-CV-20261

CIBER CONSULTING, Inc., an i

Illinois corporation, and BRUCE)
F. EVANS, an individual, 3

Defendants. i

The deposition of BRUCE F. EVANS.

called by the Plaintiff for examination,
pursuant to the Rules of Civil Procedure for

United States District Courts pertaining to the
taking of depositions, taken before Rosemarie

Lanantia, a Notary Public in and for the County
of DuPage, State of Illinois, and a Certified

shorthand Reporter of said state. CSR License

No. D84-DD2661, at Suite 340D. SDD Uest Madison

Street, Chicao, Illinois, on the 1Dth day of

December, A.D. 2002. connencing at the hour of
1:05 o'clock a.n.

L.A. REPORTING, 312-419-9292

A-P-P-E-A-R-A-N-C-E-S:

TOUNSEND AND TOWNSEND AND CREH, LLP
12DD Seventeenth Street
Suite 2706

Denver, CO 8D2D2

l3D3i571-4DDD

BY: MR. DAVID E. SIPIORA

Appeared on behalf of the Plaintiff;

HCANDREUS. HELD 5 HALLOY. LID.
SOD Uest Madison Street
34th Floor

Chicago, IL 60661

(312)775-8000

BY: MR. ANTHONY E. DOUELL

MR. CHRISTOPHER V. CARANI

Appeared on behalf of the Defendant.

L.A. REPORTING, 312-419-9292
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THE UITNESS:

BRUCE F. EVANS

Direct Examination by Mr. Sipiora . . .4

EXHIBITS

Exhibit No. 1 narked for ID . 42

Exhibit No. 2 narked for ID . 68

Exhibit No. 3 marked for ID . 78

L.A. REPORTING. 312-419-9292

4

(Hhereupon, the witness uas
first duly sworn.)

BRUCE F. EVANS.

called as the Defendant herein, having been

first duly suorn, uas exanlned and testified as
follous:

DIRECT EXAMINATION
BY MR. SIPIORA:

0. Good afternoon, Mr. Evans.

‘ Could you state your full name for us
and state your home address?

A. Bruce Franz Evans, E-V-A-N-S, 625

Quail Run Drive, Plainfield, Illinois, 60544.
0. Thank you.

Now, can you state also the business

address for CIBER Consulting?

A. 625 Quail Run Drive, Plainfield,
Illinois.

Q. My name is David Sipiora. I represent

ciber, Inc. I'n here today to ask you some

questions regarding the pending matter between

ciber and your company, focusing specifically on
contacts betueen you and business you conducted

in the state of Texas to the extent there is

L.A. REPORTING. 312-419-9292
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any.

Have you ever had your deposition
taken before?

A. Quite some time ago. yes.
0. Have you ever testified in court?
A. No.

0. Let me briefly Just describe the

ground rules of a deposition.

I'll ask you questions. I'll make

then as clear as I can but if at any Point a

question is not clear, I'll ask you to let me

knoy so I can rephrase it, if that is acceptable

to you. Your ansyers need to be audible. in
other yords, a nod or an un-huh or common

colloquial uays that ye answer questions yon’t

york here, we need to have audible ansuers, yes
or no, loud enough and clear so that the court

reporter can take that record doun. The court

reporter iS making a yritten record of

everything that we say. You'll be provided a

transcript at some point down the road to

review. I'd ask you in this deposition not to
speculate or to guess. If you have information

pm a subject. I'd ask you to share it, but

L.A. REPORTING. 312-419-9292

courage you not to speculate or guess. Just

jtll us yhat you knoy.
Do you have any questions about

a+ything I've said so far?
A. No.

0. Okay. You understand the oath you

Jqst took is under penalty of perjury?
A. I do.

0. Have you reviewed any documents in

preparation for this deposition?
A. Could you be more specific as to uhat

yo mean by revieu?

Have you looked at any documents?

Uhai kind of documents might you be
ref rring to?

Any documents at all that you might

hav looked at in anticipation of this

dep sition?

I guess that is kind of a broad

ion nou. If you can be more specific. I
ive you a specific ansuer.

At the high level I'm Just asking, I

thin , for a yes or no, uhether or not you've

look d at any documents in preparation for this

L.A. REPORTING, 312-419-9292
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deposition.

MR. DOUELL: You knoy. let me maybe

advance this. He've, of course, alerted Mr.

Evans to the attorney/client privilege and

instructed him to at least alert us if there is

anything Qalled for that is attorneylclient

privilege. This is not, you can tell him. In

fact. you have to tell him uhatever documents

you looked at, that uould not be something that

is privileged, if that uas your concern.

THE HITNESS: No, I yas actually

confused about yhether ue're referring to

e-mails or the specific complaint that uas

issued or a response to the complaint. I uas

Just looking for some specifics on yhat kind of
documents you're referring to.

I have looked at the complaint
document, yes.

BY MR. SIPIORA:

Q. gkay. Did you look at any other

documents other than the complaint?

A. Not to my recollection. no.

0. okay. Did you review any of your

records to see if you had any contracts or any

L.A. REPORTING. 3124419-9292

communications relating to contacts uith the
state of Texas?

A. Could you explain by review did I do

thorough search or uhat do you mean by revieu?

0. Again, Just looked at. Did you look

at any documents that would relate to -- any
type of document that yould relate to possible
contacts yith Texas?

A. No.

Q. The ansyer is no?
A. correct.

Q. Is there any reason why you cannot

give accurate or truthful testimony here?
A. No.

0. During the course of this deposition,
I'll be referring to you, and there are tuo

parties named here. And I uanted to see if ye

can have an understanding between us that uhen I

say you. for purposes of this deposition only.

uhen I say you. it refers to you, Mr. Evans, and

also to your company, CIBER Consulting; would
that be acceptable to you?

A. It refers to both or just to me
specifically?

L.A. REPORTING. 312-418-9292_
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0. To both of you for purposes of --
A. okay.

0. If you need to break it out at any

point. you can Just tell me that, for me it is

this, and is that acceptable?
A. sure.

0. Noy, I understand the name of your
company is CIBER consulting and it's an Illinois
corporation, is that correct?

A. It's CIBER Consulting, Inc., it is an
Illinois corporation, correct.

0. And it yas incorporated in 1996?
A. correct.

0. Okay. Has it been in continuous
operation since 1996?

A. If you mean as yith respect to papers

of incorporation or yhat do you mean by
continuous operation?

0. Have you conducted business as CIBER

Consulting. Inc., on a continuing basis since
1996?

A. Yes.

Q. I understand from your declaration

that you currently have no employees at CIBER

L.A. REPORTING, 312-419-9292

consulting. Inc., other than yourself?

_A. That is correct.

Q. Over time from 1996 to the present,
have you had any employees other than yourself?

A. No.

Q. Have you ever had any independent

contractors york for you at CIBER Consulting.
Inc.?

A. Yes, I have.

0. okay. Hou many have you had?
A. It varies.

Do you have any currently employed?
Yes, I do.

Hoy many?

One, tyo -- four -- six. I'm sorry.
Briefly. can you describe yhat these

six contractors do?

A. Support york for -- yell, they perform
a variety of tasks. I'm not exactly sure --

0. Are they programmers?
A. No.

a. Perhaps ye can Jump ahead.

Generally. can you describe yhat your

business does, yhat CIBER Consulting, Inc.,

L.A. REPORTING. 312-419-9292
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11
does?

HR. DOUELL: I'm going to this object

at this point. can ye limit this to Texas.

because I think ye’re getting into an area of

general discovery and because this deposition is

linited to the Jurisdictional issues and, of
course. you're entitled to information but only

yhen ye get to the position yhere we're also

going to be asking you the same questions? So.

I'm reluctant to have him ansyer that pursuant
to our agreement.

HR. SIPIORA: I appreciate your

concern. I have a fey introductory questions

along these lines. I'm not intending to go

deep, just to understand yhat his six people do
and understand yhat his business did. I don't

yant him to go very deep into it. It is

relevant because I need to knoy yhat the six

people are doing. And, obviously, if the six

people are yorking for him involved in Texas, I

yant to understand that. I can come back around

the other yay and ask individually, if you yant

me to, each individual contractor, yhat did they
do.

L.A. REPORTING. 312-419-9292
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HR. DOUELL: can you do it that yay

because that is a fairly important definitional
issue, yhat your business does?

MR. SIPIORA: All right. If that's

yhat you yant me to do, I'll be happy to do
that.

BY MR. SIPIORA:

Q. Can you tell me. let's Just go down

the list, if ye can, of the six contractors,

identify yho they are and briefly Just tell me
yhat they do?

A. Jessica Evans. yho does office support
york.

By the yay, none of the six do any
york in the state of Texas.

0. okay.

A. As a clarification, or york on a

proiect related to the state of texas.

Nicholas Evans is also doing office
support york.

0. Uhen you say office support york, yhat
do you mean?

' A. Typing. filing. administrative type
york.

L.A. REPORTING. 312-419-9292
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1 Okay. 1 Q. How long has she been with the
2 A. Yes. Answering phones. 2 company?

3 0. Great. Please, continue. 3 A. Three years. four years.

4 A. Gary Rau, uho is doing training and 4 Q. How long has Mr. Ray been with the
5 communications. 5 company?

6 Q. Hhat is he training in? 6 A. Three years, not continuous in either
7 A. Procedure development, how to do 7 case.

B procedures, how to york uith procedure changes. 8 Q. can you, please, go ahead with the
9 0. who does he train? 9 list? Uho else?

10 A. Clients, staff. 18 Sandy Miller.

11 Q. How do you spell Mr. Rau's last name? 11 And is it Ms. Or Mrs.?
12 A. R-A-U. 12 Mrs.

13 Q. Does he travel as far as his work? 13 Okay. Uhat does she do?

14 A. Just locally. 14 she is doing staff support.

15 Q. Locally meaning the -- 15 Generally, uhat does that entail?

16 A. In the Illinois area. 16 Again, doing administrative tasks.

17 Q. In the Illinois area. 17 No client work or working uith
18 He doesn't have any projects out of 18 clients?

19 state? 19 A. _ No. it's for the client through the
20 A. Does not. 20 company.

21 Q. And is it historically true also that 21 0. Okay." Has Mrs. Miller done any york

22 he has had no projects out of state? 22 outside of the state of Illinois for you?
23 A. No, that is not correct. 23 A. No.

24 0. Has he had any projects in the state 24 okay. Is there one more that you

  L.A. REPORTING. 312-419-9292  L.A. REPORTING, 312-419-9292
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1 01‘ Texas? 1
2 A. Has not. 2 Right. Eugene Yang.

3 0. Has he dealt uith any clients in the 3 Hr. Yang, what does he do?

4 state of Texas? 4 He is doing support, project support.
5 A. Has not. 5 0. And. generally, what does that entail?

6 0. Okay. Please, continue. 6 A. He is doing cost monitoring. schedule
7 A. Judy Ferguson, also training. 7 monitoring.

8 0. Same type of training? 8 Q. How long has Hr. Yang uorked for you?
9 A. Correct. 9 A. Six years.

   
 

 
 
 

 

 
 

 
 
 
 
 

9-G D . Is this training related to the

maintenance of records for companies involved in
the nuclear industry?

No, it's more procedure training. It
uclear utility. It's focused on the

stry itself.

Hith respect to Ms. Ferguson, has she

:- 8 0. And I neglected to ask you how long
Mrs. Miller worked for you?

A. About seven months.

0. And has Hr. Yang had any projects
outside of the state of Illinois?

A. Through Ciber?
Yes.
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17 had any projects out of the state of Illinois? 17 Yes, he has.

18 J. Yes. 18 Any projects in the state of Texas?
19 at Any projects in the state of Texas? 19 No.
20 At No. 20 0. Any contacts on your behalf, on behalf
21 0 Any client contacts or business of ciber uith the state of Texas uhere he has

22 cont cts in the state of Texas on behalf of your dealt uhat customers or answered questions or
23 comp nu? solicited business in Texas?

 
I'D D No.
 A. Not on my behalf. no.

 
   L.A. EPORTING, 312-419-9292 L.A. REPORTING, 312-419-9292 _  
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1 Q. Have you had independent contractors

2 york uith you over the course of the last six
3 years other than these individuals?

4 A. Stuart Helgason.

5 Q. Uhat did Mr. Heldason do?

6 A. He also did proiect support.

7 Q. Sinilar to Yang?
8 A. Yes.

9 0. Any york by Mr. Helgason outside of
10 the state of Illinois?
11 Yes.

12 Any york in the state of Texas?
13 A. No.

14 0. Any contacts between -- are you aware

15 of any contacts on behalf of Ciber by Mr.

16 Helyason in the state of Texas, customers.
17 clients?

18 A. No.

19 Q. The ansyer is no?
20 A. No.

21 0. Any other individuals that have been

22 independent contractors uorking for Ciber over
23 the past six years?

24 A. There is one other individual and I

 
L.A. REPORTING. 312-419—9292
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1 can't remember his name, to be honest uith you.

2 It Uas several years ago. on. Steve Beeaker.

3 Q. How uould you spell that?
4 A. B-E-E-A-K~E-R.

S Q. And what uas Mr. Beeaker's role?

6 A. Project support.

7 Q. Sinilar to Mr. Yang?
8 A. Correct.

9 0. Did he do any work outside of Illinois

 
 

0- G for Ciber?

A.

Q.

  

 
H I-0 Yes.

Okay.

A. No.

0. To your knowledge, did Mr. Beeaker

5 have any contacts uith customers or did he

6 solicit business in the state of Texas on behalf
of Ciber?

A. No.

O. Other than the Individuals that you've

naned. uho are independent contractors, have

there been any other individuals uho have done

york on behalf of Ciber over the past six years?
A. No.

Have you had any rep, sales reps or

 

 
 

  

 

 

  

Any york in the state of Texas?
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individuals uho have helped you in terns of
selling services?

A. No.

0. Has your business aluays operated out
of your hone residence?

A. Yes.

0. Have you had any location for your
business other than your hone residence?

A. No.

0. How nany customers do you have at

CIBER Consulting?

A. Currently, in the past, collectively
in the state of Texas? I'n not sure.

0. Say currently. hou nany current
customers do you have?

A. Tue.

0. And uhere are they located?
A. In Illinois and Uisconsin.

Q. could you give ne a ballpark, the
number of customers you've had over the six

years that you've uorked uith as CIBER
Consulting?

A. Four.

0. In addition to these tuo or total?

L.A. REPORTING. 312‘419-9292

No, total.

Total.

So. the other tuo customers, where
have they been located?

A. Pennsylvania, and currently Illinois.

0. So, total of four customers during the

entire tine -- let ne rephrase the question.
During the entire tine that CIBER

Consulting has existed, it's had a total of four
customers?

A. That is correct.

Q. And those customers have been located

in Uisconsin, Pennsylvania. and tuo have been in
the state of Illinois?

A. That's correct. Stand corrected.

There uere five. one uas in Tennessee.

Q. Tennessee Valley area?
A. No.

0. Since 1996, hou nany tines have you
been in the state of Texas?

A. To the best of ny recollection, three
tines.

Q. And uere those three occasions the

three seminars that are referenced in the

L.A. REPORTING. 312-419-9292
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conplaint?

A. Correct.

Q. Are you aware of any other activities

of any of the contractors that you've hired that

uould have taken you into the state of Texas?

A. Are you referring to in association
with Ciber or Independent of Ciber?

0. No. Just for clarification throughout

this deposition, these independent contractors

had worked outside of —- worked for Ciber. I'n
not interested in that. I'n only interested in

their work on behalf of Ciber where they're
working on your behalf or for you.

A. No.

Q. The answer is no?

A. correct.

Q. Do you do any advertising?
A. Do not.

Q. Have you ever done any advertising?

A. Could you define vhat you mean by
advertising?

0. Broadly construed, anything where you

were SOUCHIHQ DUSHIESS, brochures, pamphlets?
A.

L.A. REPORTING. 312-419-9292

0. Ads?

A. No.

0. How do you get the word out about your

bqsiness?
A. Reputation.
0. Hard of mouth?

A. Correct.

0. Have you had any written naterials

tn t you provide to prospective customers or
cu toners?

No.

So. you do not even have a brochure --
. That's correct.

. -- who we are type statement?
That's correct.

Historically. at any point in tine,

hav you had written naterials of any type that

desjfibe your business that you've used for
purp ses of promoting or describing your

busifiess to others?
A No.

0. So. when you're contacted. if you're

conifitted by someone, the description of yourbusi ss you provide is all done by you orally?

L.A. REPORTING, 312-419-9292
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A. Hell, no, you uere asking if I had any

advertising naterials. I put a letter together

or I can put a list of qualifications together.
but that's it.

0. Okay. So, it's individualized?
A. Correct.

0. And other than the letters that you

mentioned, in other words, if you're contacted,
you will write a letter describing what you do

and put forward your best foot?’
A. correct.

G. And that is the extent of yritten

naterials that you have relating to promoting or
describing your business?

A. Correct, that is the only thing I have
put together, correct.

0. Over the course of the six years
you've been in business?

A. To the best of my recollection, yes.

Q. Have you ever sent any letter of that

type to anyone in the state of Texas?

A. Not to ny recollection, no.

Q. You've never had an ad in a trade
publication?

L.A. REPORTING. 312-419-9292

A. No.

Q. Have you ever been listed in a

registry or any list of service providers, any

type of industry publication?
A. No. not my knowledge.

0. So, you've never put your name Into

any -- I don't know what the industry relevant
publications are.

Are there publications relevant to

your industry, the nuclear industry that are
generally circulated?

A. Yes, there are.

MR. DOUELL: Objection, foundation.
BY MR. SIPIORA:

Q. Have you ever put any kind of -- even

listed your name in any of those periodicals?
A. I have not, no.

0. Has your name appeared in any of those
periodicals, to your Knowledge?

A. Not to ny knowledge.

0. And by name I nean the name of your
company?

A. Correct.

Q. So, the answer is still no?

L.A. REPORTING. 312-419-9292
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1 A. Not to my knowledge.

2 Q. Have you ever used any direct

3 marketing in your promoting of business?

4 A. I'm not sure what you mean by direct
5 marketing.

6 0. Telephone calls.

7 A. In general or in the state of Texas?

8? 0. Generally first.

9 A. Not for the purposes of advertising.
to Q. Have you ever put any newsletters or

11 descriptions of general information about the
12 business or the industry?
13 A. No.

14 Q. So, based on that there is nothing
15 that you've ever sent in the way of an

16 advertisement or a letter or a promotional piece
17 or a brochure into the state of Texas?
18 A. That is correct.

19 Q. Do you use the Internet at all in your
20 business?

21 A. To advertise or --

22 0. Let me rephrase the question.

23 Do you use the Internet to promote
24 your business in any uay?

L.A. REPORTING, 312-419-9292
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1 A. Do not.

2 Q. I understand from your declaration you
3 do not have a Uebsite?

4 A. That's correct.

5 Q. Have you ever had a Uebsite?
6 A. Have not.

7 0 You're maybe the only person who
8 doesn't.

9 A. I'm an old-fashioned kind of guy.

E 0. So. you've never used the Internet

1 ' for -- have you ever used e-mail to promote your
2 business. mailing e-nail or posting on other

3 people's Hebsites, banner ads, anything of that
type?

A. Have not.

Q. Have you ever done any seeding of

search engines or put your name out in such a

 

   

   

  
   

 

1 way that your name would come up if people were
13 searching the Internet?
2% A. Have not.
21 Q. Do you take any orders over the  

 22 Internet, in other words, request for services?

3 A. Can you define what you mean by
Internet in that case?
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0. Hell, you use e-mail at your office?
A. Correct.

0. So. you communicate with customers via
e-mail? V

A. Correct.

0. Have you ever communicated with a

prospective customer or a customer in the state
of Texas?

A. No.

Bell, for clarification you mean by
way of advertising or soliciting business or --

Q. Any communication with someone in the
state of Texas via e-mail?

A. Certainly I've had communications with

people in Texas but not for the purpose of

soliciting business or advertising.

0. Uhat communications have you had?

A. Personal e-mails or e-nails with
associates or peers.

0. Has anyone that has worked for you
ever operated out of the state of Texas?

A. Not to my knowledge.

0. Do your contractors physically reside
in the state of Illinois?

L.A. REPORTING. 312-419-9292

Not all of then.

0. Have any of your contractors ever,
over the course of your business of CIBER

Consulting. Inc., have any of your contractors

ever worked for you while residing in the state
of Texas?

A. Not to my knowledge.

0. Has your business always been known as

CIBER Consulting, Inc., since you began using
that name?

A. Correct.

0. Is the Ciber always capital C i-b—e—r?
A. Correct.

0. Uhere does that name. CIBER

Consulting, Inc., where does it appear with

respect to your business? Is it on letterhead?
Yes.

’Do you have it on business cards?
Yes.

Uhere else vould it be, on invoices?
Yes.

Any place else the name appears?
Internal forms.

Internal meaning ulthin your company

L.A. REPORTING. 312-419-9292
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only?

A. Correct.

0. Any place else that the name CIBER

consulting. Inc., uould appear in connection
with the operation of your business?

A. Envelopes, pens that I used. That's
it.

0. Do you have any signage. CIBER
consulting, Inc.?

A. Do not.
 

Q. Have you ever filed to register the

trademark, CIBER Consulting. Inc.?
A. Have not.

0. And that would include not in the
state level or the federal level?

A. Maybe it's a reflection of my name

tag, but I filed for papers of incorporation,
that's the only formal submlttal.

Q. Uith the secretary of state of
Illinois?

A. correct.

Q. And to your understanding, that's how

you became-Incorporated as CIBER Consulting,
Inc.?

L.A. REPORTING. 312-419-9292

A. That is how I became incorporated,

qorrect.

0. other than what you've described, the

ihtterhead, the invoices, internal documents or

fbrms, envelopes and some pens, is there any
p ace else that the name CIBER Consulting has

a$peared over the course of your business?
A. Not to my knowledge.

0. Have you or CIBER Consulting ever had

a y contracts with any person or entity in the

smate of Texas?
A. Have not.

Q. Have you ever, have you or Ciber ever

negotiated with, to do business with a company
or person who was located in the state of Texas?

A. Have not.

p. Nou. has anyone on your behalf,
co ractor or anyone else, negotiated to do

bu:tness with someone in the state of Texas?
A Representing Ciber?

Q. Yes. sir.
A. Not to my knowledge.

4. Have --
H. Have not.

L.A. REPORTING, 312-419-9292
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0. Okay. Have you. was your company or
anyone uorkiny on your behalf, a contractor or

anyone else ever solicited, that is sought to

obtain business within the state of Texas?
A. Have not.

Q. Do you have any suppliers that provide
goods or services to you?

A. I'm not sure what you mean by goods
and services or --

0. Do you provide any goods in your

business or are you strictly a service business?
A. Service.

0. Okay. Hith respect to the services

that you provide, do you obtain or do you

contract for services from anyone else to assist
you in your business?

A. . Do not.

Q. In connection with your business, have
you ever sent any letters into the state of
Texas?

 
 
 

 
 
 
 
 

 
 
 

 
 
 

Let me rephrase it to say have you in

connection with your business ever sent any

letters to a person or an entity that uas
resident in the state of Texas?   

 L.A. REPORTING, 312-419-9292  

A. Not to my knowledge.
Q. I'm not --

A. For the purposes of advertising the
company or providing services or -- I'm not
sure.

Q. I'm asking it broadly, In connection

with any part of your business, whether it be

advertising or soliciting or servicing or

promoting or anything else relating to your

business, have you ever sent, or someone on your
behalf sent a letter into the state of Texas to

someone regarding --

A. one time.

Uhen was that?

It was a receipt for an honorarium.
Uhen was this?

About eight months ago.

Uhat did the honorarium relate to?

A. A speaking engaement where I was

asked to speak at an educational session.

0. Uhere was that?

A In Houston.

0. Did you actually speak?
A Yes, I did.

L.A. REPORTING, 312-419-9292
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Q. And you received an honorarium as a

result of your speaking?

A. No, I have not received anything.

Q. yhat uas the letter relating to?

A. It uas a listing of expenses that they
uere going to cover.

Q. so, you sent a letter to someone in

Texas listing out your expenses in connection

uith the engagement that you had there?
A. correct.

Q. And you never received a response?
A. No, I received responses but no

compensation.

Q. How much gas the honorarium?

A. 8206 or 8250. something like that.

Q. Is this in connection uith the -- is
it the ARHA conference?

A. Yes, it was.

Q. So. other than that one letter that

you sent into Texas in connection uith the ARMA

conference and receiving compensation for your

expenses. to your recollection, there has been

no other correspondence or letter sent from you.

by your business or anyone uorking for you to a

L.A. REPORTING, 312-419-9292

 
 person or entity in the state of Texas?

A. Not to my knowledge, correct.

Q. To ask the same question with respect

to e-mail. in other uords, communication by you
or your company or someone yorking for you

relating to your business that gas sent via
e-mail to the state of Texas?

A. Ulth respect to the business itself,
that uould be a correct statement.

Q. Hhat uould be a correct statement?

A. That I have -- I have not sent any

e-mail or other correspondence to the state of

Texas on behalf of the company.

Q. Have you ever received any requests

for in relation to your business from a person
or company in the state of Texas?

A. No, not that I can recall.

Q. Have you ever recruited to hire

someone or to engage services of someone who uas

resident in the state of Texas?
A. Have not.

Q. Have you registered to do business in
the state of Texas?

A. Have not.
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Q. Nou, you mentioned at the outset there

uere three seminars in the state of Texas that
you attended, is that correct?

A. Correct.

‘Q. okay. Putting aside those. Just for
the moment, other than those seminars. have you

had any contacts of any kind in connection with
your business in the state of Texas?

A. Not to my recollection. no.
Q. Hhat is NIRMA?

A. It's the Nuclear Information 3 Records
Management Association.

Q. Uho are the members of that
organization?

A. Primarily -- yell, I -- I don't know.
The Uebsite Probably gives you the best

information as far as that is concerned. They
do have a Hebsite. I don't knou uhat the

breakdoyn of it is or the makeup of the
association is.

Q. Are you a member?

A. Yes. I am.

Q. Is it a trade association?

A. No. it's an educational forum.

L.A. REPORTING. 312-419-9292
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Q. So, the purpose of that organization
is for education of whom?

A. People involved in records management

activities in the nuclear industry.

Q. Are you auare of any other purpose
that it has other than providing education to

the members of the industry?
A. No.

Hou long have you been a member of

Oh, gosh. 16, 17 years, 18 years.
And NIRHA is N-I—R-M-A?
Correct.

Does NIRMA have annual meetings?
Yes, they do.

Q. In the past three years, uhere have
they been held?

A. Oh, boy. Last one uas in Knoxville.

Quite frankly. you're stretching my memory. It
varies from year to year.

Q. Not in the same place?
A. Oh. no. No.

Q. Do you recall that NIRMA held its

annual meeting in Dallas. Texas, in the year

L.A. REPORTING. 312-419-9292
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2600?

A. I knou they had a conference in -- I

don't remember which year. They all run

together.

Q. Do you recall attending a conference

relating to NIRHA in Dallas, Texas?
A. Yes.

Q. Uhat was the purpose for your
attendance at that conference?

A. To make a presensation and as a
member.

Q. Hhat does one do as a member of NIRHA

at its annual meetings?

A. Information sharing.

Q. And what do you mean by information
sharing?

A. Networking.

Q. Is NIRMA comprised of businesses in

the nuclear industry?

A. There are some. There may be others,
but. yes.

Q. okay. Also, individuals such as

yourself uho are active in the industry?
A. Correct.

L.A. REPORTING, 312-419-9292
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Okay. And when you say netuorking.

. e you referring to interacting vlth other

m nbers of the industry to exchange ideas and
I formation?

A.

Q. The meeting that was in Dallas. Texas,

you attend yith anyone else? In other
w as. did anyone else accompany you to the
n ting?

A. Not to my knowledge.

Q. Have you regularly attend the NIRMA

an ual meetings?

Yes.

Do you attend meetings relating to the

in stry on a regular basis?
Yes.

And how many meetings do you go to
year roughly?

of NIRMA or --

Generally.

Hell, it varies from year to year.

Hell, let's talk, if we could, 2002.

2002.

L.A. REPORTING. 312-419-9292
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Q. Hou many conferences have you attended
this year?

A. one conference, one committee meeting.
that yes it.

Q. Uhere was the conference?

A. The NIRMA symposium in Knoxville.
Q. And what was the meeting that you

attended?

A. It was a committee meeting for
information management.

0. Uhen was that?

A. Also in Knoxville.

Q. Has it in connection with the NIRMA

meeting?

A. No. There was one additional

committee meeting. So, there gas a committee

meeting at the conference and then an additional

committee meeting. That's where the two comes
from.

Q. That was the NIRMA meeting. the
committee meeting?

A. Correct.

Q. other than the NIRMA meetings, the two

that you've described, the meeting and the

L.A. REPORTING, 312-419-8292
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symposium, did you attend any other conferences,

industry meetings, trade meetings in 2002?
A. External to NIRMA?

Q. Yes.

External to the nuclear industry?

Q. No. In relation -- yell, of any type
relating to your business. I don't know -- I

haven't been able to ask you uhat your business

is exactly, but in relation to your business I'm

interested to know what conferences, seminars,
whatever you've attended in zone.

A. I attended the ARHA conference this
. year.

Q. That was in Houston. Texas?

A. ‘ No, in addition to that. The annual
ARMA conference.

Oh, what else?

And Just some local ARMA chapter
meetings for Chicago and that was it. To the

best of my knowledge, that's all I can recall.

Q. The ARHA conference, where was that
held?

A. In New Orleans.

0. Did you speak at the ARHA conference

L.A. REPORTING, 312-419-9292
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in New Orleans?

A. Yes, I did.

Q. Did you speak at the NIRHA symposium
in Knoxville?

A. Yes, I did.

0. And there was another ARHA meeting.

which you attended in Houston, correct. in 2002?
A. Correct.

0. And what was that?

A. It was an educational local chapter,
ARMA chapter.

0. And you spoke at that meeting?
A. Yes. I did.

O. Other than the NIRMA symposium in

Knoxville, the NIRMA committee meeting in

Knoxville, the ARHA conference in New Orleans,

the local ARMA chapter meeting you spoke at in
Houston, Texas, and some of the local ARMA

chapter meetings here in the state of Illinois.
did you attend any other conferences or seminars

or training programs or anything of some sort

related to your business in 2002?

A. Not that I can recall.

L.A. REPORTING. 312-419-9292

(Exhibit No. 1 was marked for

identification.)
BY MR. SIPIORA:

0. Mr. Evans. can you, please, identify
Exhibit No. 17

A. It looks like a printout of the NIRHA

Uebsite page related to the annual symposium for
NIRHA.

Q. Is this the symposium discussed Just a
few minutes ago that you attended in 2000?

A. Yes.

Q. Now. you described earlier that part
of what you do at these conferences is

networking.

Did you do networking at this
symposium?

A. I'm not sure in this case what you

mean by networking. I talked to people, yes.

0." okay. Do you recall earlier you
talked about networking, exchanging information

and talking to people in the industry?
A. Right. Correct.

0. And you did that in the 2000 seminar?
Correct.

L.A. REPORTING. 312-419-9292
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0. Okay. Is part of what goes on at this
type of seminar people offering their services

to others or promoting their services, trying to
make business connections?

A. There are those that do that. yes.

Q. Is it your testimony that you do not
do that at these conferences?

A. I mostly hang out with the people that

I've been associated with for the last 18 years.
0. Uho are these people?

A. People that have been members of the

association as long as I have. Friends.

0. Uho is in that group?

A. Brian Mathews who I spoke with at this

session, some of the people that work with me.

0. Uhen you say york with you, people
from your company?

A. Hell, people that are subcontracted to
my company. yes.

0. That would be the people we talked

about earlier, the independent contractors?
A. Correct.

0. {hey also attended with you?

A. They don't attend with me. No, they

L.A. REPORTING. 312-419-9292

attend on their own.

0. on their own.

Uho does Brian Mathews work with?

A. Uisconsin Public Service.

0. Is he one of your clients?

A. Yes. he is.

Q. Do you meet with any of your other

clients at -- let me rephrase that.

In connection with attending these

symposiums or conferences you go to, do you meet

with any of your clients other than Uisconsin
Public Service?

A. I'm not sure what you mean by meet

with. He don't have formal meetings. no.

0. Do you spend time with them at the
conferences?

A. Oh, sure.

0. Are you in your business interested in
obtaining new customers?

A. Not exactly sure what you mean by the
question.

0. I can say it again.

Are you interested in your business
obtaining new customers?

L.A. REPORTING. 312-419-9292
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A. No.

At this point you have no interest in

obtaining additional clients or new accounts?

A. No. I'm not sure I'd say that either.

If you're asking would I be interested in

soliciting new clients, that is why I say I'm

not quite sure what you mean by the question.

_Q. yell, I'm asking —- let's Just focus
on the Literal language of what I said and that

is. do you have an interest in your business in

developing neu clients?

A. Frankly. the word interest is what

confuses me. I don't actively solicit new
clients.

Q. Hhy not?

A. I don't need to.

0. And yhy not?

A. My reputation.

Q. So, does that mean the people come to

A. Frequently.

Q. Does that mean that you have more work

that you can do and so you don't have the desire
to obtain more work?

L.A. REPORTING. 312-419-9292
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A. That is taking It to the extreme. I'm

not sure that that is an accurate statement.
0. Okay. So, if the work presented

tself. you uould be interested in doing it?
A. I would consider it.

Q. But getting to the gist of what you're

sj:ing, it's not that you need to go seekb iness, generally business comes to you?
A. That's a fair statement.

0. And your testimony is that business

es to you based on your reputation, not by

tue of any solicitation or advertising you

That is a correct statement.

Hhen you attend these conferences.

the you're not in any yay attempting to
int rest anyone in using your services?

I'm not actively promoting it, no.

Let's take a specific example. The

200 conference in Dallas. Texas, the NIRMA

con rence. you made tuo presentations at this

rence. yhy is it that you made two

pres ntations? _
I was asked to provide two.

L.A. REPORTING. 312-419-9292
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Q. Hith respect to the first topic, which
is on the second page of this document, Exhibit

1, this refers to the ComEd standard records

retention schedule project, do you see that?
A. Correct.

0. Did you actually give that

presentation?

A. I did in cooperation yith Cheri susner
from ConEd.

Q. yhat is ComEd?

A. Commonwealth Edison. it's a local
utility.

Q. Local to Illinois?

A. Correct.
Q. Hou many people attended this seminar

that you gave?

A. I don't recall.

0. More than 20?

A. I honestly don't recall.

0. In connection with this presentation

on the ConEd standard records retention schedule

project, did you nake available to attendees any
material from your company?

A. Just the —- not fron ny company. no.

L.A. REPORTING. 312-419-9292

Q. yhat was nade available to?

A. Just the PowerPoint presentation of
the discussion.

0. Did the PowerPoint presentation have
your name on it?

A. Yes, it did.

0. Did it say. in connection with your

name, CIBER Consulting Inc.?

A. It had both our names.

0. And you had it printed up, nade copies
of that available for people who attended the
conference?

A. I did not. no.
0. Uho did?

A. The symposium people did.

0. So, those who attended your particular

session could obtain a PouerPoint copy of your
presentation?

A. That is correct.

0. Did you make available any other

naterials that related to —- had CIBER

consulting on them?

A. I did not, no.

0. Did you hand out any business cards at

L.A. REPORTING, 312-419-9292
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the meeting 0!‘ the seminar?

A. only upon request.

. 0. Did you receive requests for cards?
A. I don't remember.

0. Do you distribute neu cards or do you

hand out cards when you go to these conferences?

A. only uhen I'm requested.

0. So, when you meet someone, is it your
practice to give then a card?

A. If they ask for it, sure.

0. But if they don't ask for it, you
don't give it to then?

A. Typically, I don't, no.

0. The presentation that you gave, did it

relate to services that you uere providing to
Commonuealth Edison?

A. Yes, it did.

Q. And did it describe the services you
uere providing?

A. It described the project that ye
uorked on.

Q. In connection uith that presentation,
uere you approached by anyone uho uas interested
in your services?

L.A. REPORTING. 312-419-9292

A. Not that I recall.

0. Uho chose the topic of that
presentation?

A. Cheri Susner did, and, actually, as I

recall, she printed out the material. the
association did not.

Q. Is Commonwealth Edison one of your
current customers?

A. No longer. no.

Q. So, that is one of the former
customers?

A. correct.

0. Are you aware of uhether there uere

any mailings or other promotion put out of your
talk in the 2000 NIRMA conference?

A. The association probably did some but
I did not.

Q. Did you send anything out to any

clients or prospective clients telling them
about your speaking?

A. No.

Q. Have you ever in connection uith any

of your speaking engagements put out a flier or

notified customers or prospective customers of
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talks that you're giving?
A. No.

Q. Have you ever invited anyone to come
near you speak?

A. My son.

0. other than your son?

A. No. Seriously. other than that, no.

0. The second talk that you gave at the

2000 NIRMA conference uas called the Integrated

Corporate Mind: Information Management Program.
concepts and Definitions. Did that talk

actually take place?

A. Yes. it did.

0 Hou many people attended that session?
A. I honestly don't recall.

Q In connection uith that session, did

you make any materials available to the public?
A. I did not, no.

0. Hould your answer to this. is it

generally the same situation, uhere the

organization makes available materials?
A. correct.

0. Did you Provide any business cards to

anyone or provide any other uritten materials

L.A. REPORTING, 312-419-9292

yourself to anyone?

A. Again, only on request of business
cards.

0. Do you have any recollection of giving
out any cards?

A. No, I don't.

0. Do you have any recollection of anyone
approaching you about doing business uith you in
connection uith this talk?

A. No, I don't.

0. Generally. uith respect to the 2000

NIRMA conference in Texas, do you recall vhether

you talked to anyone about providing services to
their business?

A. No, I don't.

Q. When you go to these conferences.

focusing specifically on 2000 conference. do you

ever discuss or meet vith other speakers?
A. Yes. sure.

0. ykay. Did you meet, for example,

uith -- I notice that there is a speak from --

‘Just Page -- looks like 4 of 6, Sandia National
Laboratories, Martha Keenen, did you meet vith
Ms. Keenen?

L.A. REPORTING. 312-419-9292



.§(.0GI>~lG>t/1-D-(a)f\)>-*
5.5 ..

>- N

9- to

>- .D«

r-- 01

H 0')

9- -4

>- 0

Pl (.0

NS

f\) r-

l\)l'\)

f\) O)

NA

’£(.Ofl:|-lO)U'|D-(Jl\)n-
... ...

H ‘N

53

A. I'm not sure what you mean by meet

with her. I've known her for a long time. So,

I'm -- we did not have a formal meeting, no, not
to my recollection anyway.

0. But at the conference you would have
spoken to her or said hello?

on. sure.

Exchanged pleasantries?
Certainly.

Talked about business?

I'm -- again. I don't recall the exact
conversation. so.

0. so, you recall talking to Ms. Keenen

at the conference but you wouldn't recall the
details of the conversation?

A. No, I don't even recall specifically

talking to her. I -- frankly, I don't remember

if she was there or not. I Just know her and I
have known her for quite sometime.

Q. Have you ever solicited business from
Sandia National Labs?

A. No, I have not.

Q. Have you ever done business with them
in you anyuay?

L.A. REPORTING. 312-419-9292

A. No, I've not.

Q. But professionally you do encounter

d have or have conversed with people from

dla National Labs in connection with your
endance at these meetings at least?

A. Certainly.

MR. DOUELL: Uould this be a good
ce for a break?

MR. SIPIORA: Sure.

(off the record.)
. SIPIORA:

Mr. Evans, at the 2000 NIRHA ,
con erence, did you have any discussions uith

any ne from Duke Energy Corporation?
I don't recall.

Did you have discussions with anyone
from Tarian software, Inc.?

I don't recall any.

Prior to going down to Dallas for the

2000 NIRMA conference, did you make any
arra ements to have meetings with anyone while

conference?

Not that I can recall. no.

yhile at the 2900 NIRMA conference in

L.A. REPORTING. 312-419-9292
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Dallas, did you have any meetings with anyone?
A. I'm sorry. can you repeat that?

0. During the time you uere at the

conference, the NIRMA conference in Dallas,

2000, did you have any meetings with people at
the conference?

A. Could you define yhat you mean by

meetings? Like a formal scheduled sit down

or -- I'm not sure what you mean by meeting.
0. A get together where you stat with

them or talked to someone, whether It be formal
or informal?

A. Hell, certainly we met on an informal

basis. I did not have any formal scheduled

meetings that I recall with anybody.

Q. So, you had, at no time during the

NIRHA 2000 conference. did you have any
scheduled meetings?

A. Not that I recall. correct.

0. So, the only -- but you did meet with
people while you were there?

A. yell. certainly. the social events or

valking in the halls or things of that nature.

0. Let's yalk-through. This conference

L.A. REPORTING, 312-419-9292
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was scheduled from August 20th to the 23rd. To

the best of your recollection, Just tell me

how —- exactly what you did when you fleu doun.

who you met with, what dinners you attended.
what events you socialized at?

A. Boy, I don't recall any of the

specifics. I uent down to the conference. They

start on Sundays. I don't recall exactly when I

flew to this particular one. They end on

Uednesdays, but. again, this is two years ago, a
little over tvo years ago. I don't recall

exactly what my flight schedule was or I did
speak at those tuo sessions.

0. Do you recall any other —— who do you

recall talking to at the conference, the NIRHA
2000 conference? .

A. Gosh, I don't recall any specifics.
I -- there are a lot of people that I know in

the industry and I'm sure I talked to a number

of them, but I don't recall specific
Conversations.

0. Do you remember specific individuals

you talked to while you were there?

A. Hell, I know I talked to Cheri Susner

L.A. REPORTING, 312-419-9292
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and Brian Hatheus because I spoke yith then but

other than that I don't recall any specific

conversations or individuals that I net uith.
no.

0. Do you recall attending any dinners
uhile you uere there?

A. I'n alnost sure ye vent to Trail Dust.
0. Steak house?

A. Yes.

Q. Uho uas that uith?

A. It uould have been a bunch of people.
It's Just one of ny favorite steak restaurants.

0. In Dallas?

A. correct.

0. Has that part of a planned event at
the conference?

A. No.

0; Just an inpronptu get together uith

 

 
 

 

 
 

A.

Q. —- people you knew?
A. Correct.

0. Do you recall uho uas in that party
that vent to Trail Dust?

 
Correct.
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A. No.

Q. Do you recall any other dinners that

you attended uhile you uere at the Dallas NIRMA
conference in 2000?

A. No, I sure don't.

0. Do you recall any other neals that you

had uhere you net people for lunch or had brunch
or breakfast yith anyone?

A. No, I don't renenber any specific

people that I sat uith. I nean, obviously, I
ate all of those neals but nost of the neals are

served at the synposiun so you eat there.

0. Hhat do you do. uhat did you do at

this synposiun, other than your tuo speaking
engagements, uhat did you do?

A. I don't recall uhat sessions I

attended. I uould have attended sone sessions.

0. So, you attended sessions and neals
are provided in betueen the sessions?

A. Correct.

0. Do you recall anything else you did at

the conference. at the NIRMA conference in
Dallas of 2000?

A. Certainly nothing of note. They have  

L.A. REPORTING. 312-419-9292
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evening activities planned for a night out. I

don't renenber uhat the night out uas at this
particular conference.

0. Are there social activities that the
conference schedules?

A. Correct. And there is an opening

reception on Sunday nights that are scheduled,
regularly scheduled activities.

0. ‘ Did you attend that?

A. I don't specifically recall having
attended that one.

Q. Is it your practice to attend those?

A. I'd say that is a fair statement.

0. so, you nay have attended, you Just
don't recall?

A. I don't recall that particular one.
no.

0. So, the ansuer is you nay have
attended, you Just don't recall?

A. Hell. you knou, I've been to 18 years
uorth of these things, so they kind of all run

together. I have a hard enough time renenbering
uhere the last one yas, never nind uho I net

uith or uho I attended but that is ny practice.

L.A. REPORTING. 312-419-9292
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Q. uhile you were at the NIRMA conference

in Dallas in 2000, do you recall speaking uith

anyone about your business. about uhat you uere

doing at CIBER Consulting, Inc.?

A. I don't renenber specific
conversations, no.

0. Is it your practice to talk about your
business at such conferences?

A. I'n sure -- I nean, people ask you

uhat you're doing or what projects you're

uorking on. those kinds of questions, yes.
0. In connection uith your attendance at

the NIRMA 2000 conference, do you recall anyone
offering their services to you?

A. No, I don't.

0. Do you recall anyone at the 2000 NIRMA

conference in Dallas asking you about services
you uere providing?

A. No --

Q. or could provide?

A. I don't recall any specific
conversations, no.

0. In connection with the conferences

that you have attended over the last year, last

L.A. REPORTING, 312-419-9292
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1 fey years. have there ever been occasions uhere

2 people have asked you about, say, Bruce or Mr.

3 Evans, can you do this or can you provide such a

4 service or do you do this type of thing?

5 A. _ Oh, I'm sure there have been. I don't

6 recall any specific instances or individuals,
7 but I'm sure there have been.

8 Q. Is that part of yhat goes on at these

9 type of conferences, uhere people find out yhat

10 type of services other people provide and uhat

11 type of activities are going on in the industry?
12 A. For an individual that has been around

13 as long as I have, they pretty much know, so

14 they may ask specifics about a particular
15 project, but --

16 Q. So, is the ansuer yes?

17 A. Uell, could you repeat the question
18 for me again?

19 Q. Sure.

2D At conferences such as the NIRMA ZDDD

21 conference In Dallas, is it the common practice

22 r common at such conferences for people to

23 nquire of others regarding uhat types of

24 ervices the person night provide or things
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r lated to a person's business?

A. It's difficult for me to address what

u- Id be connon for interactions betueen other

in ivlduals. It has happened with me but not

Ui b any frequency.

Q. Hell, you say not uith any frequency.

Uh do you say that? People do not ask you
t your business very often?

yell, again, because I've been in

the e associations as long as I have, people
cally knoy vhat I do.
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12 And they know about your business.
13 CIB Consulting?

14 I knou they knou me by name and by
r-- 01

 
 
 

0- 0) As Bruce Evans?

Correct.

As Bruce Evans of CIBER Consulting.
  

I- -4
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B an that I don't know. I don't know hou

 
 

 
 

 
 

21 they aka the association. I Just know that
22 they nou me.

23 Q Do you recall anything specifically
I'\)DA he NIRMA 2900 conference in Dallas that
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related to your business or someone asked you

about your business or you talked about your

business other than the presentation that you
gave?

A. No, I don't remember any specific
conversations. No.

Q. In connection uith your attendance at

any conferences or seminars, not Just the 2DDD

conference in Dallas, have you ever made an

attempt in advance of the conference to schedule

a neeting yith someone relating to your
business?

A. Not to my recollection, no.

Q. so, is it your -- it has never been

the case in all of the conferences that you've

attended that you have planned ahead to do some
business while at the conference?

A. Not to my recollection, no.

Q. And uould your testlnony be that when

you attended the NIRMA conference in Dallas that

you did not engage in any business activity?
A. yell. you'd have to define business

activities for me. Did we ever discuss the

state of the industry or discuss uhat I uas

L.A. REPORTING. 312-419~9292
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doing in the business or discuss unat projects I

uas working on, I don't remember specific
conversations or individuals I had those

conversations uith but in all probability those
kinds of conversations occurred.

No, I did not schedule meetings for

the purpose of soliciting any business or

providing services or advertising services or

any of that kind of thing, no.

Q. Did you acquire any new business as a

result of attending the ZDDD conference in
Dallas?

A. Did not, not that I recall any uay.

Q. Did you obtain any -- let he rephrase
that.

Did you receive any inquiries relating

to new business as a result of your attendance
at the 2DDD conference Dallas?

A. Not that I recall, no.
Q. Here you an exhibitor at the

conference?

A. I uas not.

Q. Have you been present -- let me
rephrase that.

 
  _ L.A. REPORTING. 312-419-9292
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1 In connection uith your attending

2 conferences. have you observed other people

3 negotiating business or talking business leading

4 to actual transactions taking place at these
5 conferences?

6 A. Not that I can recall. It uould

7 certainly be imprudent for then to do that in
8 front of me, but not that I recall.

9 0. Uhy would it be imprudent?

10 A. Hell, if they weren't conducting
11 business uith me.

12 0. Hell, I guess what I'm trying to get

13 at whether in your experience are other people

14 the sane as you, they don't go to these

15 conferences for business purposes or have you

16 observed people actually soliciting business and

17 trying to make contacts and networking to get
18 business?

19 A. I have not been part of or overheard

20 any of those kinds of conversations. no.

21 Q. Uhy was your company name used in the

22 program for the NIRHA 2000 conference?

23 A. I'm not sure I understand the

24 question.

L.A. REPORTING, 312-419-9292
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1 0. Hell, your name appears. Bruce Evans,
2 CIBER consulting. Inc., do you know why?
3 A. For purposes of identification.

4 Q. Did you authorize that?

S A. I'm not sure what you mean by

6 authorize, but they typically ask for name and

7 address and phone number, e-mail address. things
8 of that nature for their proceedings.

9 Q. And you provided the name CIBER

0 Consulting. Inc.?

‘1 A. That is correct.

2 Q. Uould you agree that your appearance

3 in this program helps the visibility of your
business?

A.

that. no.

0. so, you disagree with that statement?

A. Based on that fact, I'd have to
disagree uith that statement.

Q. yhy do you attend and uhy do you -~
21 let me rephrase it.

22 Uhy did you speak at the NIRHA 2000
conference?

A. I was requested to speak at the

 

  I've not seen any tangible result of 
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conference and for educational purposes I've

done a lot of work in that particular area.

0. Do you participate and provide

presentations in part to promote your business?

A. No. My purpose is more to tell people

about the state of information management at
this point.

0. So, in the 2000 conference in Dallas.
your testimony would be that there are no

part -- you had no intention of promoting your
business by being a speaker at the conference?

A. That was not one of my purposes, no.

G. And your only purpose is to promote
education in the industry?

A. correct.

0. And I think you testified you don't

recall giving out any business cards at the 2000

conference in Dallas? '

A. Not that I can recall. no.

0. But it would be your practice at

conferences to give people your business card if
they asked for one?

A. certainly.

Q. After the NIRHA conference in Dallas

L.A. REPORTING. 312-419-9292
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in 2000, when was the next time you were in the
state of Texas?

A. Probably for the DOE conference. I

don't remember what the sequence of those

conferences were. or the ARHA Houston chapter, I
don't remember what the sequence of those
conferences were.

(Exhibit No. 2 was marked for

identification.)

BY MR. SIPIORA:

0. Mr. Evans. handing you what has been

marked as Exhibit 2. Can you, please, identify
this exhibit?

A. It's an agenda and information package
from a DDE records conference. I don't know

whether it came off a Hebsite or where it came
from. on, I guess from a Uebsite.

Q.‘ Did you attend this conference?
A. Yes, I did.

0. Uhere did this take place?

A. I think San Antonio. I don't see the

location on it. I'm assuming San Antonio.

0. Unat was this conference about?
A.’ It's an education conference for

L.A. REPORTING, 312-419-9292
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records management people and department of
energy. department of energy related
organizations.

0. Is this a regular meeting that takes
place?

A. Yes.

hold.

0. Have you attended meetings other than

this one relating to same subject matter?
A. Yes.

Q. Do you attend this every year?

A. No. I don't. I've -- no. I don't.
0. And you did attend this one in June

2091?

A. I did.

0. Nov. uhy did you attend this meeting

presented by the department of energy?

A. I had been requested to speak at this
session. '

Q. Hho asked you to speak?

A. I don't remember yho specifically it

yas. but it yas a member of their program
committee.

0. Hhat is the purpose of this meeting or

It's an annual meeting that they

L.A. REPORTING. 312-419-9292

what uas the purpose of this meeting?
A. It's an educational seminar for

r cords management practices in the department
energy. specifically nuclear related
Ilities.

Q. Did you make any arrangement to meet

yi h anyone prior to attending this conference?
A. No.

uhile you uere there, did you have any

me tings uith anyone concerning your business?
. Not to my knowledge. I had no

ific scheduled meetings uith anybody.

Briefly. can you ualk me through uhat

you did at this conference? Did you come down

Frankly. I remember even less about

this one than I do about the NIRMA conference.

I kn y I spoke on Tuesday.

Do you recall any dinner. going to any
. rings, social events?

For this particular conference.

lly meals are on your oyn. They do have
an o ning reception. I don't recall uhether I

atten ed the opening reception or not on Monday.
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Q. Okay. Do you recall having any

dinners or meetings yith anyone at dinner or
lunch or any other time?

A. No, I don't.

0. Hhat recollection do you have of this
conference?

A. only that I spoke, and I'm not trying
to be fllppant, I looked for a motorcycle doun

there because I uas shopping for a motorcycle at
the time.

0. Do you recall anything else about the

conference other than the fact that you spoke?
A. No.

Q. Do you recall anyone that you spoke
with?

A. I don't recall having any specific

conversations uith anybody at the conference,
no.

Q. Do you recall anything that you spoke
about other than your topic?

A. Not business related. no.
0. Just social discussions?

A. Hell. there uas a good deal of

pollination, cross pollination betueen NIRMA and

L.A. REPORTING. 312-419-9292
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this DOE conference, so I uould have run into

several of I'm sure the same people and ye uould

have had social conversations. yes.

0. Uhen you say cross pollination, uhat
do you mean?

A. They attend both conferences.

0. so, the same group of people you talk
to at NIRMA you were talking to here?

A. Typically. yes, they're both focused
on nuclear energy.

Q. But you don't recall any specific
conversations or any details about
conversations?

A. No, I don't.

Q. Did you hand out any materials or give
out anything uritten at the conference?

A. Again, there yould have only been a
PowerPoint handout, which they uould have

provided. and other than that, no.

Q. Do you recall giving any business

cards to anyone at this meeting?

A. No, I don't remember giving them
unless one uas requested of me.

Q. Hhen you do your talks, do you -— in

L.A. REPORTING. 312-419-9292
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the room yhere the talk takes place, do you

leave business cards available for people to
pick UP?

A. No.

Q. Do you leave any naterial for People
to pick up?

A. No, again, Just the handouts. the
PoyerPoint handouts.

Q. And as a result of attending the

’conference in San Antonio in 2001. did you

receive any contact or leads yith respect to
business?

A. Nothing that -- no.

0. Did you receive any inquiries at the

2001 conference In San Antonio regarding
business?

A. Not that I recall, no.

0. Any folloy-up inquiries after the

conference that related to your attendance there
relating to business?

A. No, not that I recall.

Q. Hell. yhen you're doyn at these

conferences. the three that you attended in

Dallas or San Antonio or Houston, have you ever

L.A. REPORTING. 312-419-9292
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nade contact yith any local businesses there?

A. Businesses related to ny business
or --

0. Yes.

A. -- or related to the conference?

0. Yes. Relating to your business.
A. No.

0. You've never used your trip doyn to
Texas as an opportunity to nake contact yith

anyone else yho night have been potentially a
customer doyn in Texas?

A. No. _

Q. As yith the NIRMA conference, yould it
have been the case at the 2601 conference in San

Antonio that you yould have talked to people

generally about business in relation to your

business at CIDER Consulting?

A. I yould have talked to people about

the records nanagenent profession and projects

that I might be yorking on at that particular
tine. yes.

0. Do you knoy Anna Nusbaun?

A. Yes, I do.
She is yith Sandia National
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Laboratories?

A. Hell, she yas the last tine I talked
to her.

Q. How long have you knoyn her?

A. Quite a fey years.

0. Did you talk yith her at the 2061

. conference in San Antonio?
A. I don't recall yhether she yas there

or not. She may have been. If I didn't talk to

her there. I night have talked to her at NIRHA.
but —— ‘

Q. ’ If you look at the second page, top.
the Monday session, Scientific and Technical

Records, Nusbaun; do you recall that she yas
there?

A. No, I didn't go to that session. so

I -- she nay have been. Her name is here but I
don't recall seeing her.

0. But you know her and you've talked to

her at different conferences over the years?

A. Right, ye have been friends for quite
some time.

Q. Is it the case that if one yent

through here, the list of speakers. you

L.A. REPORTING. 312‘419-9292
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generally knoy or personally knoy nest of the

people uho speak at these conferences?

A. Most night he an extreme but I'm quite
sure I knoy several.

0. okay. And they knoy of you as Bruce

Evans from CIBER Consulting?

A. They knoy of ne. yes.

0. Uhen you said earlier that your

reputation is yell knoyn yithin the nuclear
industry. how is that?

A. The advantage of being around longer

than dirt, I guess, and there is nore truth to

that then fiction. I've been around a long

time. And I've been -- I've been an active
speaker.

Q. And is your -- at this point in tine,
after being in business six years of CIBER

Consulting. are you knoyn as Bruce Evans from
CIBER Consulting?

A. To be honest yith you. you'd have to
ask then that. I don't knoy.

0. What is your perception of yhat you're
knoyn as nou7

A. I don't -- I don't think I could -- I

L.A. REPORTING. 312-419-9292
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don't think I could accurately characterize

that. I think it would be a bit presumptive for
me to --

0. Hell, when you meet people at
conferences like at the 2001 conference In San

Antonio, when you Introduce yourself, do you
introduce yourself as Bruce Evans from CIBER

Consulting?

A. No, to be quite frank with you, either

people already know me or other people introduce
me to whomever as Bruce Evans.

0. And when you are introduced by others,

is it your experience that they introduce you as

Bruce Evans from CIBER Consulting?
A. I don't know that I could assign a

specific percentage to it. Sometimes it is

Bruce Evans. Sometimes it is Bruce Evans from

Ciber. I don't know what the percentages would

be. ‘

Q. Hhen those introductions take place, ’
where they give the name of your company, do

they refer to It as ciber or CIBER Consulting?

A. CIBER Consulting. In the few instances
that I can think of.

L.A. REPORTING. 312-419-9292
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Q. Are you generally known as Ciber or

are you known as CIBER Consulting?
HR. DOUELL: Dbjection. Counsel, I

t ink we're now kind of getting far outside of

t e purpose of the deposition.
H HR. SIPIORA:

0. Let me focus the question on the 2001

c nference. introductions that you had at that

c nference. would you be introduced as Ciber or

C ER Consulting?

A. Again, I don't have any percentage or

r ollections of specific introductions so I

't honestly answer that question.
Q. Fair enough.

You testified earlier that you also

nded a conference in Houston in 2fl02, the
conference?

correct.

Let's --

Local chapter.
(Exhibit No. 3 was marked for

‘ identification.)
. SIPIORA:

Mr. Evans, please, identify what has

L.A. REPORTING. 312-419-9292
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been marked as Exhibit 3.

A. It appears to be an ARMA Houston
monthly meeting Schedule taken from their

Hebsite.

Q. And on the second page of this

document is a reference to a July 24th, 2002.
speaking engagement that names you?

A. Correct.

0. Did you, in fact, give that

presentation?

A. Yes, I did.

Q. Okay. How many people attended that

conference or that meeting?

A. I don't recall how many were in
attendance.

Q. More than ten?

A. More than ten, but how many, I don't
know.

~-Q. Okay. This was a meeting that you

were invited to speak at?
A. That is correct.

Q. Uhat is ARMA?

A. The association of records, managers
and administrators.

L.A. REPORTING, 312-419-9292

0. Uhere are they based?

A. The corporate headquarters is in

Kansas, but they've got local chapters
throughout the world.

0. Are you a member of ARMA?

A. Yes, I an.

Q. what organizations are you a member of
other than ARHA and NIRMA?

A. AIIM, which is the Association of

Imagine and Integration Management, and a member
of ASHE NQA and that's it.

Q. You said ARMA you think is based in

Kansas.

Uhere is NIRMA based?

A. they were based in New York but I

think they moved their offices to New Hampshire.

I think they closed down the New York office.

0. yhere is AIIM based?

A. That I don't know.

0. Uhere is ASHE NQA based?

A. That I don't know. It's a committee

of the American Society of Mechanical Engineers.

0. Are you a member of any professional
organizations that are based in Texas?

L.A. REPORTING. 312-419-9292
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A. No, I am not.

Q. Are you certified or registered,
licensed in any respect in the state of Texas?

A. Licensed by the state of Texas or --

D. By the state of Texas or by any
authority within the state of Texas?

A. No. I'm not.

0. Are you registered as an engineer in
the state of Illinois?

A No, I'm not.

Q. Are you an engineer by training?
A No, I'm not.

0. Turning back to Exhibit 3. the ARMA

meeting in Houston, uho invited you to speak at
this conference?

A. It uas a member of their program
committee. I don't remember uho it uas.

Q. In anticipation of going doun to

Houston for that meeting. 2002. did you make any

plans or schedule any meetings with anyone to
occur uhile you were in Houston?

A. No, I do not.

Q. How long uere you in Houston?

A. I flew in in the morning. late in the

L.A. REPORTING, 312-419-9292

morning and fleu out that afternoon.

0. uhile you uere there, other than

giving the talk, did you have meetings uith
anyone else?

A. No, I did not.

Q. Did you make any contacts uith anyone
to discuss business?

A. No, I did not.

Q. uhat uas your purpose in attending

the July 24th. 2002. meeting in Houston Texas?

A. Just to make this presentation.

0. And yhy did you uant to make this
presentation?

A. I uas asked to.

Q. And you testified earlier you uere

given an honorarium or you uere promised one?

A. Hell, they promised to cover my
expenses.

0. 50 Just that. not additional

compensation?

A. - They talked about a 5250 honorarium

but I've not seen expenses nor an honorarium.

Q. They've never even paid for your plane
ticket?

L.A. REPORTING. 312-419-9292
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A. Not yet.

0. Did you perceive that by attending

this conference or this meeting and making a

presentation that you vould help promote your
business?

A. Couldn't even get paid for the trip.
No, I did not.

0. Hell, you didn't get paid for the trip

but you did get -- people came to hear you and

your name got out and your business name got
out?

HR. DOUELL: Obiection, foundation.
BY HR. SIPIORA:

Q. I mean, let me put it as a question.

It says here principal and founder of

CIBER Consulting on the program, do you see
that?

A. Yes.

Did you authorize them to say that?

A. They asked me for a bio, and that uas

part of my personal bio.

Q. And, in fact, if you look at the next

page there, it has a little bio about you?
A. Yes.

L.A. REPORTING, 312-419-9292

Is that something you provided?
A. Yes, it is.

Q. And they accurately produced uhat you
gave them?

A. The copy is a little cut off on the

right-hand side so I can't tell vhether there is

text that goes beyond, but it looks like it's

all there but I can't say for certain. what is

' there or yhat I can read it is accurate. yes.

0. Did you perceive that by attending

this meeting and making this presentation that

you uould promote CIBER Consulting?

A. That yasn't my purpose. Hy purpose

uas to go doun and had been specifically asked

to present this particular subject and that's
uhat I did.

0. Hell, uhat uas in it for you?

A. same reason I speak at all of the

other conferences, just Information sharing.

0. And there is no part of -- no part of

uhy you did this relates to an objective of
advancing your business?

A. That uas not my purpose. I think it

vould be disingenuous to think that that might

L.A. REPORTING. 912-419-9292
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not occur. but that wasn't nu purpose, no.

0. If you could turn back Just to a

nonent for the previous exhibit, uhich uas the

Exhibit 2, 2on1 conference. the last page also
contains a bio.

A. I'n sorry. That uas the DOE
conference?

0. Yes, sir.

A. Okay.

0. Is that a bio of you on the last page
of Exhibit 2?

A. Yes, it is.

Q. Is this a bio that you Provided to the

DOE people putting on the conference?

A. Yes. it is.

Q. . Has this bio nade available to those
that attended the conference?

A. »I uould assume it uas in the

proceedings but I don't knou that ulth

certainty. Apparently, it yas on the Hebsite.
so.

0. Did you see anyone uith your bio or
did you see it distributed at the conference?

A. No, I did not.

L.A. REPORTING. 312-419-9292
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re there naterlals in the room available to

ople uho vere in attendance?

A. Just copies of the PouerPoint

p esentations.

But not a copy of your bio?

Not to my knowledge. I did not

di tribute anything.

0. You sinply provided the bio to the DOE
enters -~

A. To the program connittee, correct.

0. okay. And then after that they.
iously. they put it on the Uebsite because

‘re looking at it, but you don't knou any
ot er place it uas distributed or shared?

No, I don't.

Is this an accurate description of

-~ is this an accurate reproduction of your

bio you provided?

Yes. it is.

In connection uith this 2002

entation that you made in Houston, Texas.

ou receive any inquiries from anyone
rnlny your business?

L.A. REPORTING. §12-419-9292
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A. No. I did not.

Q. And as a result of this attendance of

this conference in zone in Houston, have you

received any business at all from anyone who has
wanted to use your services?

A. I'n not sure I understand the

question.

0. Has anyone contacted you either at

that session or as a result of your attendance

at that session, someone uho say you, someone

uho heard you, uho uanted to use your services?

A. Not to ny knowledge, no, nothing
directly related to that.

0. over the vhatever number of years you
said, 18 years, 16 years that you've attended

these conferences, have you ever received a call

or an e-nail or a letter or a connunicatlon from

anyone after the conference inquiring about
using your services?

A. Not that I can recall.

Q. So, these conferences you attend, and
you attend four, five a year. have never

yenerated any business for you at any tine?

A. I'n not sure that I can state that but

L.A. REPORTING, 312-419-9292
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I've not received anything that directly related

to my presenting or ny attending or someone else

attending a particular conference uith any york.

0. Hell, do you have any basis to believe

that your attendance or your participation or
presentations at any of these conferences has
caused you to receive business?

A. I have not seen anything that yould

allou he to draw that conclusion. no.
G. And this is true before you uere CIBER

Consulting, Inc., as yell in your previous

business, sane experience?
A. That's an accurate statenent. Again,

I've not seen anything that uouldn’t alloy he to
drau that conclusion.

0. To drau the conclusion that this is

good for your business, that it creates business
for you?

A. correct.

Q. Since attending the ARHA conference in

Houston in July 2502, have you had any other
contact with the state of Texas other than that

one letter you nentioned?

A. As related to CIEER Consulting.

L.A. REPORTING. 312-419-9292
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Incorporated, no.

HR. SIPIORA: Take Just a feu minute
break to. . .

(Off the record.)
BY MR. SIPIORA:

Q. Uith respect to anything you have

testified to today, do you have any further

recollection, any further changes to uhat you

stated? Are you satisfied that uhat you stated

so far has been accurate, no new changes or

comments than uhat you've previously stated?

A. No changes, to the best of my

recollection of everything I've stated, no.

HR. SIPIORA: okay. No further

questions.

HR. DOHELL: He have nothing.
FURTHER DEPONENT SAITH NOT

L.A. REPORTING. 312-419-9292
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IN THE DISTRICT COURT OF THE UNITED STATES

NORTHERN DISTRICT FOR TEXAS

DALLAS DIVISION

CIBER, INC., a Delauare i

corporation, i

Plaintiff, i

vs. i 3:02-CV-20261

CIBER CONSULTING, Inc., an i

Illinois corporation, and BRUCE)

F. EVANS, an individual, i
Defendants. i

I, BRUCE F. EVANS state that I have

read the foregoing transcript of the testimony

given by me at my deposition on the 10th day of

December 2502, and that said transcript
constitutes a true and correct record of the

L.A. REPORTING, 312-419-9292
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testimony given by me at said deposition except
as I have so indicated on the errata sheets
Provided herein.

BRUCE F. EVANS

NO COFPECIIOHS (PIBGSG initial)

Number of errata sheets submitted

(P93)

SUBSCRIBED AND SUORN TO

before me this day

of , 2002.

NOTARY PUBLIC

L.A. REPORTING. 312-419-9292

UITNESS ERRATA SHEET PAGE #1CIBER me.
vs No. 3:2—cv—2o2s1cmen CONSULTING

De osition of: BRUCE F. EVANS
DA E: 12-19-oz

I uish to make the following changes forthe FOIIOUIHQ reasons:
Page Line
.__ ___ Change:

Reason:
Change:
Reason:

____chanye:
Reason:

___ Change:
Reason:

___ ___ Change:
Reason:

___ Change:
Reason:

___ Change:
Reason:
change: ‘
Reason:

___ ___ Change:
Reason:

__ : Change:
Reason:

_ change:
Reason:

___ Change:
Reason:

___ Change:
Reason:

___ change:
Reason:

___ Change:
Reason:

___ Change:
Reason:

___ Change:
Reason:

___ Change:
Reason:

(Signed)

L.A. REPORTING. 312-419-9292
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 STATE OF ILLINOIS i
) SS:

COUNTY OF DU PAGE )

I, ROSEHARIE LaHANTIA, Certified

shorthand Reporter No. $84-02661, Registered

Professional Reporter and Notary Public in and

for the County of DuPaye, State of Illinois, do

hereby certify that previous to the commencement
of the examination. said uitness uas duly suorn

by me to testify the truth; that the said

deposition was taken at the time and place

aforesaid; that the testimony given by said

uitness uas reduced to uritiny by means of

shorthand and thereafter transcribed into

typeuritten form; and that the foregoing is a

true, correct, and complete transcript of my
shorthand notes so taken as aforesaid.

I further certify that there were

present at the taking of said deposition the
persons and parties as indicated on the

appearance page made a part of this deposition.

L.A. REPORTING. 312-419-9292
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I further certify that I am not counsel

fior nor in any uay related to any of the parties
t this suit, nor an I in any uay interested in

tte outcome thereof.

I further certify that this certificate

a plies to the original signed IN INK and

c rtified transcripts only. I assume no

r sponsibllity for the accuracy of any

r roduced copies not made under my control or
di ection.

IN HITNESS UHEREOF I have hereunto set

. hand and affixed my notarial seal this 22nd

of December, A.D., 2on2.

Rosemarie LaMantia. CSR. RPR

My omnission Expires:

h 6. §dd3.

L.A. REPORTING. 312-419-9292
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Dallas Division CLERK, U-S- DISTRECT COURT
By

CIBER, —INC.., 21 Delaware corporation, § Dewy
« §

Plallltlff, § 5; .- ‘W Hm‘. it 1;»: »;
§ “F ‘in V ‘ /I «J ,»..r 3.) :7

v. § Civil Action No. __ _____
§

CIBER CONSULTING, INC, an Illinois §

corporation; and BRUCE F. EVANS, an §

individual, §

§

Defendants. ~§ JURY TRIAL DEMANDED

COMPLCAINT

Plaintiff C IBER, Inc-. (“CIBER4’), by and through its attomeys, for its Complaint against

1 llcfendants CIBER Consulting, Inc. and Bruce F. Evans (collectively “Defend-ants”). alleges

f;}lli)vv's:

.J_U_Rf_S_D_ ICT_I.0_N.__AN_D_Y_E_l\_‘L’E

1. This Court has subject matterjurisdiction of this action under 28 USC. § 1331 .

(feideral question) in that Counts I and II arise under the Trademark Act of 1946, l5 U.S.C. §§ 1051-

. .1 ill as arnended (the “Lanham Act”).

2. This Court also has supplemental jurisdiction over Count [II of this complaint under

28 lJ.S.C. § 1367(a) because the claim arises from the same common nucleus of operative facts

coulplained of in Counts I and II.
3. This Court has personal jurisdiction over Defendants because ofDefendants’ repeated

use iifthe “C I BER" mark in the State ofTexas and in this District, as detailecl below. Additionally.
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this Court can properly exercise personal jurisdiction over non resident Defendants because, upon

information and belief, Defendants came to Texas repeatedly and used the “CIBER” mark to solicit

business and consulting contracts in this state.

4. Upon information and belief Defendants made telephone calls, sent facsimile

transmissions, and sent mailings into and out of Texas.

5. Venue is proper in thisjudicial district under 28 U.S.C. § 1391. CIBER has offices

located in the Ne-rthem District ofTexas and has more than one hundred employees in Dallas, Texas.

As detailed -‘Jelow, some of Defendants’ acts giving rise to the claims occurred in the Nozthem

lbizitrict of Texas, and Defendants expect, or reasonablyshould expect, their acts to have legal

rionsequences in the Northern District o'fTexas.

6. ‘ The assertion ofpersonal jurisdiction by.the.C‘.oun over these Defendants is consistent

with traditional notions of fair play and substantial justice given the history ofDefendant's business

add trade involvement with Texas and its residents.

PARTIES

7. CIBER is a corporation duly organized and existing under the laws of the State of

De aware and has offices in this District.

8. CIBER is informed, believes, and thereon alleges that defendant CIBER Consulting,

lnc. (“CCI”) is an Illinois corporation with a business address of 625 Quail Run Dr., Plainfield,

lltinbis 60544.

9. CIBER is informed, believes, and thereon alleges that defendant Bruce F. Evans

(“l§\=2liis”) is an individual and is the principal and founder ofCCI, and is a resident of the State of
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Illinois and may be sewed with process at his principal place ofbusiness to wit: 625 Quail Run Dr.,

Plainfield, Illinois 60544.

CIBER’S BUSINESS

10. CIBER is an intemational company that specializes in management and consulting

services in the fields ofbusiness, engineering, researeh,.and design, including the development and

more than five thousand employees and more than sixty offices in the United States, Canada, and

 

 

 

urope.

1 1. CIBER has used the “CIBER” mark (the “M.ark”) since at least .1 uly 1974. Since its

doption ofthe mark, CIB ER has worked to maintain the strength ofthe Mark. For example, CIB ER

1 asobtairied federal registration of several marks among a family of related trademarks, including

(JBER and CIBER (stylized). Specifically, U.S. Trademark Registration No. 1,185,100 for the

l\ ark covers. goods and services in the following areas: management consulting services in the fields

otl business, engineering and research; and design, development and implementation of computer

prbgramming and software services. See Exhibit A attached hereto and in-eorporatediherein by

retl:rence. U.S. Trademark Registration No. 1,479,942 is for a stylized version of the Mark that

implementation of computer programmingand software services. Founded in 1974, CEBER has "

coxlers goods and services in the same classes as U.S. Trademark Registration No. 1,185,100. See .

Exlliibit B attached hereto and incorporated herein by reference.

- 12. C [BER serves clients in both the private and public sectors. and provides consulting

services-to customers in a variety of industries, including the nuclear energy field. For example,

CIB has a contract with Lawrence Berkeley National Laboratory in Berkeley, California, and has

done work for Los A lamos National Laboratory in Los Alamos. New Mexico, both ofwhich are US.
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Department of Energy (“DOE”) facilities that engage in, inter alia, nuclear science research. In

addition, CIBER has provided consulting services to Sandia National Laboratories (“Sandia”) in

-Albuquerque, New Mexico, which is a facility operated for the DOE’s National Nuclear Security

Administra.tion. Among other things, Sandiamaintains the nation’s nuclear weapons supply and

works with the DOE and the Nuclear Regulatory Commission (“NRC”) to ensure the safety of the

country's nuclear energy generation capabilities. CIBER has provided its services, and will continue

to offer its services, to the nuclear energy industry and to contractors that provide services to DOE

facilities that maintain and manage both nuclear weapons and materials.

13. In addition to providing its services to several prominent national laboratories, CIBER

erves dozens of private and -publicly-held clients in the utility industry, and in particular serves 
 . any DOE-licensed operators ofnuclear generation facilities. For instance, one ofClBER.’s clients

i SCANA, a holding company that owns several utilities, including South Carolina Electric and Gas

Co. (“SCG&_E”), a licensed nuclear facility. Other CIBER clients include Progress Energy, which

’ o erates several nuclear power plants in the Southeast; Nuclear Management Company, one of the

' gest nuclear operating companies in the United States; .and Consumers Energy, Michiganfis largest 

utflity, which operates nuclear power facilities in the Midwest. Another CIBER client, Electric

Pc ver Research Institute (“EPRI”)-, serves the entire power utility industry, including providing

res arch and advice on issues relating to nuclear power generation. Further, the Nuclear Information

-and Records Management Association (_“NIRMA”), ofwhich Defendant CIBER Consulting, Inc. is

a m mber, also counts as members several ofClBER’s clients and former clients, including Eastman

K0 k Company, General Electric Company, GRC lntemational (an AT&T Company), Lockheed

Mar in, and Sandia.
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:4. In the state of Texas, Plaintiff Ciber has been in the business of providing

management and consulting services since 1977 and maintains offices in Dallas, Houston and

Austin. Texas.

15. By virtue of the long, continuous and substantial use by Plaintiff of its mark and

name, “CIBER, Inc.” and further, by virtue of its extensive advertising ofits services under the mark

“CIBER”, said mark has become a strong and distinctive identifier ofPlaintiff and its services from

4%’hose of all others. Because of the consistent quality of excellence of Plaintiffs management and

eistablished valuable good will and reputation with respect to its services and related products.

DEFENDANTS’ USE OF THQMARK “CIBEI_{_’_"

.16. ' Upon information and belief. Defendant CCI provides information management

ccinsulting services in the nuclear energy field under the name CIBER Consulting, Inc. Upon

‘ information and belief, CCI offers its services to entities that are customers or potential customers

of CIBER. '

1'7. Upon information and belief, Defendants sought to misappropriate Plaintiff S mark

"‘ClBER”. by adopting a confusingly similar mark and name in order to insure Defendant’s success.

18. Defendants have used the “CIBER” mark in the State of Texas and within this

Distlrict. For example, Defendants used the “Cl.BER" mark in August 2000 at the 24th Annual

- NIR. /IA Symposium in Dallas, Texas. According to the symposium program. defendant Bruce F.

  
Eva s presented two conferences at the symposium. Upon information and belief, Defendants-used

their articipation in these conferences to solicit business in the State ofTexas and this District with

custo ‘ICTS who are both domiciliaries and non-residents ofthis state. At both conferences, Defendant
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Evans acted as a representative of Defendant CIBER Consulting, Inc. A copy of the symposium

program is attached hereto as Exhibit C and incorporated herein by reference.

19. In June 2001, defendant Evans ‘used the “CIBER” mark at the DOE Records

Management Conference in Dallas. Defendant Evans presented a session entitled “Records

Identification and Indexing in Paper and Electronic ‘I-‘ormat.” Other presenters included officials

from several DOE facilities, including San-dia, Oak Ridge National Laboratory, and Rocky Flats field

office, as well as representatives. of the nuclear industry, including Bechtel and Westinghouse.

Included with the conference materials was a copy ofdefendant Evans’ biography, which describes

him as “principal and founder of CIBER Consulting, Inc.” The conference program identified

befendant Evans as’ a representative of Defendant CIBER; Upon information and belief, in

stonnection with their activities at the conference, Defendants solicited business within. the State of

Texas and within this District. Copies ofrelevant portions of the conference materials are attached

~ liereto as Exhibit D and incorporated herein by reference.

20. On or about July 24,2002, Defendants again used the “CIBER” mark in the State of

Texas, this time at a meeting ofthe Houston»-chapter ofARMA -~ The Association for lrtformation

lvianagement Professionals, in Houston, Texas. According to the website of the Houston chapter of

ARMA, ‘Defendant Evans acted as a representative of Defendant CIBER Consulting, inc. at the

meeting. Upon information and belief, in connection with their activities at the meeting, Defendants

soliicited business within the State ofTexas and within this District. A printout of relevant portions

of tihe ARMA website is attached hereto as Exhibit E and incorporated herein by reference.
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2 l.._ Defendants’ use of the “CIBER” mark has caused actual consumer confusion with

respect to services offered by CIBER and services offered by Defendants and has created a likelihood

of confusion between the services of Defendants and CIBER.

22. On September 13, 2001, ClBER’s counsel sent a cease and desist letter to CCI

requesting that CCI immediately refrain from further use of the Mark as part of its company name.

More than a month later, CCI responded through counsel by refusing to comply with CIBER’s

demands. To further encourage a prompt resolution of the matter, CIBER’s counsel responded by .

offering to allow CCI to have a transition period during which it could gradually cease use of the

that further attempts to negotiate with CCI will be futile and, therefore, CIBER has instituted this

alction to stop CCI from further using the “CIBER” mark.

23.. D Defendants’ services are of thesame general nature and type as those offered by

Plaintiff to the public and target the same customers. Defendants’ use of marks nearly identical to

Pltaintiffs common law trade name and its registered marks are likely to cause confusion, mistake

an or deceive the public. Defendants’ services are likely to be mistaken or confused with Plaintiff,

its usiness and products. Furthermore, Defendants’ use of the CIBER name is likely to create the

midtaken impression in the public that Defendant Ciber Consulting, ‘Inc. or its services are endorsed

_ by Illlaintiff or that Defendant CCI is sponsored, affiliated or in some way connected with Plaintiff. ‘
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lwark. However, CCI once again re fused to comply with ClBER’s demands and indicated no interest ;._

in refraining from its infringement upon C]BER’s name and mark. At this point, CIBER believes ‘



 

24. Defendant Bruce F. Evans represents himself to be the founder and principal of

’ Defendant CCI. As such, he orchestrates and directs all of the actions of Defendant CCI and acts as

CCl’s representative. As a consequence of the actions complained of, he should be held jointly and

severely liable for the trademark infringement and unfair competition and business practices.

. COUNT 1': Trademark Infringement

(15 U.S.C. § 1114(3))

.25. ClBER re-alleges and incorporates by reference paragraphs 1 through 25 above.

26. CIBER is the exclusive owner of the “CIBER” mark and its related family of marks,

[and has obtained two federal trademark registrations for the Mark, as described above.

27. Upon information and belief, Defendants knowingly have advertised, offered for sale

. and sold services using the term “CIBER” in interstate commerce. Defendants’ actions have been

xi/illful and in knowing disregard of the rights of Plaintiff CIBER.

28. Defendants’ use of“C[BE'R” in connection with consulting services has caused, or

is likely to cause, consumer confusion. deception or mistake.

2.9. As a direct and proximate result ofDefendants’ actions described above, CIBER has

been injured and damaged in an amount to be determined at trial.

30. CIBER has suffered and will continue to suffer irreparable harm unless Defendants

cease use ofor are enjoined from using the “CIBER” mark. In this regard, CIBER has no adequate

remedy at law and is entitled to preliminary and permanent injunctive relief.
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COUNT 11: Federal Unfair Competition and False Advertising

(15 U.S.C. § 1125(a))

31. CIBER re—alleges and incorporates by reference paragraphs 1 through 30 above.

32. Defendants have used and continue to use in interstate commerce, in connection with

.consulting services, a word, term, name, symbol, or device that, in commercial advertising or

promotion misrepresents the nature, characteristics, qualities and/or origin of their goods‘, services

or products in violation of 15 U.S.C. § 1 l25(a)( l)(B). Defendants‘ actions have been willful and

in knowing disregard of the rights of CIBER.

33. The marks and name utilized by Defendants are confusingly similar to that of

l’.laintiff“ s unique mark and trade name. This attempt by Defendants to trade upon Plaint-ift‘s

goodwill and reputation and to unlawfully appropriate the benefit ofPlaintiff’ s years of advertising

iionstitutes unfair competition and has ‘caused and is causing irreparable damage to Plaintiff by I

niisleading the public to believe that Defendant is affiliated, associated with or sponsored by

Plaintiff.

34. As aidirect and proximate result ofDefendants’ actions described above, CBER has

been injured and damaged in an amount to be determined at trial.

35. C {BER has suffered and will continue to suffer irreparable harm unless Defendants

cease use ofor are enjoined from using the “CIBER” mark. In this regard, CIBER has no adequate

reniedy at law and is entitled to preliminary and permanent injunctive relief.

(_Z_Ql_Jl‘_lj'_ lll: Unfair Competition an_c_l_l_,lnfair Bus_i_n_es_s_Practices

36. CIBER re-alleges and incorporates by reference paragraphs 1 through 35 above.

37. This claim for relief arises under the common law ofunfair competition.
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38. CCl’s actions described above (with its continued use of a mark similarly deceptive

of Plaintiffs trademark or trade name) is, on information and belief, intended to mislead the public

and lead to confusion and mistake and constitute deliberate and willfiil unfair competition and

unlawfiil business practices in violation of common law.

39. As a direct and proximate result ofDefendants’ actions described above, CIBER has

been injured and damaged in an amount to be determined at trial.

ctontinue to cause irreparable harm to CIBER. In this regard, CIBER has no adequate remedy at law

zfnd is entitled to preliminary and permanent injunctive relief.
£_13_AYER FOR RELIEF

WHEREFORE, CLBER demands judgment againstdefendants CIBER Consulting, Inc. and

Btuce F. Evans. as follows:

A. Temporarily, preliminary, and, permanently enjoining Defendants, CCI and Evans,

their officers, agents, servants, employees, attorneys and representatives and those

in privity or acting in concert with them:

i. from infringing, reproducing, copying or imitating any of C[BER’s

trademarks, including but not limited to the mark "‘CIBER":

ii. from engaging in unfair competition, including any false or misleading

advertising through the use ofCfBER‘s trademarks;

B. Awarding CIBER, at its election, jointly and severally against the Defendants either

treble or statutory damages in accordance with Section 35 of the Lanham Act, 15

U.S.C.§ 1117, on all claims asserted under 15 U.S.C.§ l 12.5 and 15 U.S.C. § ll 14',

Comp airzt - Page [0

40. Unless restrained and enjoined by this court, Defendants’ wrongful conduct will ’



Dhtedz September LY, 2002
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circumstances of the case;

E. Awarding CIBER exemplary damages as provided under law;

‘ G. Awarding CIBER such other and further relief as is just and equitable.

IURY DEMAND

Plaintiff demands trial by jury on all issues and claims in this Complaint.

Respectfully Submitted,

SKIBELL BAUCUM & LANDA, LLP
 

 
16812 Dallas Parkway
Dallas, TX 78248

(214) 750-6300

David E. Sipiora

Townsend and Townsend and Crew LLP.

1200 Seventeenth Street

Suite 2700 .

Denver, Colorado 80202

(303) 571-4000

ATTORNEYS FOR PLAINTIFF CIBER, INC.

 

C. Awarding CIBER its actual damages, requiring Defendants jointly and severally to

account for and pay to CIBER all of their profits, and awarding CIBER any

additional damages or royalties that the Court deems just and equitable under the

D. Awarding CIBER prejudgment interest jointly and severally against ‘Defendants at

the rate established under 26 U.S.C. § 662l(a)(_2) from the date of service of the

Complaint through the date ofjudgment or prej udgment as otherwise allowed by law;

F. Awarding ClB ER against the Defendants its allowable costs and attorneys’ fees; and -
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seirial Number: 73171161

R+gistration Number: 1185100

Mhrk (words only): CIBER

Cnrrent Status: This registration has been renewed.

Date of Status: 2002-Ol-15

Fiiing Date: 1978-05-22

Registration Date: 1982-01-05

Law Office Assigned: (NOT AVAILABLE)

If on are the applicant or applicant's attorney and have questions about this file, please contact
th Trademark Assistance Center at Tgadgmgg-kAs§istaL:e_C_¢e_11_t_e_:@u_sntog_go_\_I

Citrrent Location: (NOT AVAILABLE) '

Date In Location: 2002~O1-17

CURRENT APPLICANT(S)/0WNER(S)
--1—-——————————-———-—-——-——-——————-——————-——-——

Ci er, Inc.

52 1 DTC Parkway, Suite 1400

U1 ted States

St te or Country of Incorporation: Michigan

 
Fi tUse Date: 19740701 A
Fi t Use in Commerce Date: 19740701

Programming and Software Services

h ://tanxusnto.gov/servlet/tarr?regser-seria1&entry=73171161 9/1.1/02
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NO. 3331 Pa.P. sT§§2r}A'2'“
:5

1 S'P.11.2002_11:42AMw

DITIONAL INFORMATIONAD

(1;OT AVAILABLE)
 

PROSECUTION HISTORY

. 
2002-01-15 - Registation renewed - 10 year

21002-O1-15 - Section 8 (10-year) acceptedl Section 9 granted
2001-12-04 - Combined Section 8 (10-year)/Section 9 filed

21001-12-04 - Section 8 (6-year) filed

1988-03-08 - Section 8 (6—year) accepted & Section 15 acknowledged

1987-07-27 - Section 8 (6-year) and Section 15 Filed

1982-01-05 - Registered - Principal Register

CONTACT INFORMATION

orrespondent (Owner) I
ESLEY S. CRAIG (Attorney of record)

ESLEY S. CRAIG

OWNSEND AND TOWNSEND AND CREW LLP
W0 EMBARCADERO CENTER, 8TH FLOOR
AN FRANCISCO CA 94111

nited States

.___.______._._.__._._____.___._._._.__.—._._.

‘ftrr//tart.uSDt0. gov/servlet/tarr?regser=serial&cnt1'y-=73 171 161 9/ 1 1/02
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§,P.18.2002 8:43AM“ I H I 7 Nlo.3539 P.
‘£1555 - Document Display I 4 Page 1 of 2

\ l5\.I I E-,1) 5'l'\'l'l~,.‘x l-’.u'u=,.\'r \\,H'l':l:\lIvl-.\.l \lH\ ():-:-u::-'
g Trademark Electronic Search System (TESS)
ti 1 r

USf”1'l’.)

TESS was last updated on Wed Sep 18 04:32:44 EDT 2002

Pro H<~~= mum Wcwrm fi

cum urn

L°9°“* Plcasc logout when you are done to release system resources allocated for you.

Start |ListAt:I . OR Jump‘ to record:I _Record 16 out of 16
 

 (TA RR contains current status, carresponderice address and attornqv ofrecordfor this
mark. Use the "Back" button ofthe Internet Browser to return to TESS)

<lB<R  
Word Mark CIBER

oods and IC 042. US 100 101. G & S: DESIGN. DEVELOPMENT AND

ervices IMPLEMENTATION OF COMPUTER PROGRAMMING AND SOFTWARE

SERVICES. FIRST USE: 19740701. FIRST USE IN COMMERCE: 19740701

IC 035. US 101. G & S: MANAGEMENT CONSULTING SERVICES IN THE

FIELDS OF BUSINESS, ENGINEERING AND RESEARCH. FIRST USE: _
19740701. FIRST USE IN COMMERCE: 19740701

glark Drawingode (5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

irrial Number 73674566ling Date July 27, 1987

P pl;l::‘tei$nf°r Dcccmbcr 15, 1987
gistratlon
mber 1479942

R gistration Marchs 1988
D tc » ’
0 ner _ (RBGISTRANT) CIBER, INC. CORPORATION MICHIGAN SUITE 323 FOUR

h 2//tcss.usnto.nov/bin/showfield?f-doc&statc-=ch2mfp.2.16 9/13/o2



3'5 .18. 2002 8:43AM ,
1'1-LS5 - Document msplay

Registrations 1 18S100;AND OTHERS

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE’

  
  

PTO Hour:

Cum L151

h+n://tesmusnto.czov/bin/showfield?f=doc&state-ch2mfp.2.16

NO. 3539

WWW“ Fnremw @ Pnev usr
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EXHIBIT C



 

Prtvacyfsecurlty Notice u.s. Departsnem at Enetlnl

Office of the Chief Information Officer
Office ofSecurity & Emergency Operations

Records Management Division

Agenda

Sunday, June 3, 2001
:30 pm - 5:00 pm Conference Steering Committee Meeting - Sam Houston Room

:30 pm - 7:30 pm l-‘rrst Time Attendee Gathering, Hotel Lobby (Optional)

Monday, June 4, 2001
:30 am - 4:30 pm Registration

:00 am - 4:00 pm Fonns Meeting - Conference CenterB

' :00 am - 4:00 pm Workgroup Meetings - \Norkgroup leaders who wish to schedule meetings
should contact Kelly Flynn, 301.-903-0826, for time and space availability.

Springboard - Grand Ballroom EFG l 
:00 am - 8:30 am Introductions

Cathy Hutzell and Rosalie Weller, DOE Headquarters

Welcome

§u Frey, DOE Headquarters ‘

Cathy Marciante, DOE Oak Ridge Operations Office

:45 am - 9:15 am Historical Overview ofthe Agency
Marie I-Iallion, DOE Headquarters

ém am
' 30 am - 10:15 am" Current Records Environment: Issues that Impact Our Work

Juli Stewart, Oak Ridge National Laboratory

:l5am-1l:00arn Regulations
Cynthia Eubanks, Bechtel Jacobs

:00 am - 12:00 11 Elements ofa Records Management Program
Pat Veler, Oak Ridge Associated University

E0 pm - 1:45 pm 'du ' n ' uildin ec r cheduleTom Steinichen, National Archives and Records Administration

 .

  
 

 
 

 

 

  

 
 
 

Bringyour own
brealgfastl

 
 

Stop by the mzgfiln
stand andjoin usflnr
a working brealgfast

  
  

 9:00 am - 12:00 noon

Military and Mission -
Tour

 

 10:00 - Applying
Disposition
Schedules Work

Group
Sam Houston Room 

 
  
 

1:00 pm - 4:00 pm
Sporlighting San
Antonio Tour
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 Electronic 3_e_cgrgl;, Part 1 - Electronic Records, Ear! 11

Kermitt Nicks, Westinghouse Savannah River
l-‘red Walden, Bechtel Nevada

0 2:45 pm - 3:30 pm Scientific and Technical Records
Anna Nusbaum, Sandia National Laboratories, AL

3:30 pm - 4:00 pm Questions and Wrap-up '

:00 pm - 7:00 pm Reception—Welcoming Get Together - Colonnade Room

uesday, June 5, 2001

1:45 pm - 2:30 pm

  

_ Plenary Session - Grand Ballroom EFG
8:00 am - 8:15 am Welcome andIntroductions

Meg Milligan, DOE Carlsbad Field Office

Roger Anders, DOE Headquarters

Washington Qgdate Howard Landon, Acting Chief Information Officer
Marc S. Hollander, National Nuclear Security Administration (NNSA)
Richard Yoclcman, Ofiice of Science ‘

Stephen Warren, Ofiice ofEnvironmental Management

: :45 am - 9:30 Keynote Address ‘
 ,Manager, DOE Ohio Field Office ,

E 30 am - 9:45 am . Break - Resource Room Open - Ballroom D
- 45 am - 10:45 Keynote Address A
2- u {Lad flowinggon, Records Manager, Lower Colorado River Authority

I145 am - 11:30 Site Highlight — Carlsbad Field Ofiice .
m Meg Milligan, DOE Carlsbad Field Ofiice

:30 am - 1:30 Lunch

-M Resource Room Open - Ballroom D

Session A Session B

Grand Ballroom E Grand Ballroom F&G

0 pm - 2:30 pm Panel: Qggelgpmenl, Aopt-oval. andAgog: Records Identification andIndexing in Paper
to Egg:-4: fichedulgs and Electronic Farmor

Sharon Evelin, DOE Headquarters Bryce Evans, CIBER Consulting

 

John Ellis, NARA
J_a1B1§yygtt, Millican & Associates

lpm - 2:45 pm Break - Rmource Room Open - Ballroom D

http' cio.doe.gov/Records/rmconf/200l'RMCon/0lagenpr08.htm 8/29/2002
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Enabling Culture ofService in an Era of
Radical Change

Panel: Customers and Stakeholders -

Building Strategic Alliances and Growing

2:45 pm - 3:45 pm 

 
 

 
 

Our Recork Management Programs Torn I-luckabee, Westinghouse Savarmah
Moderator: David Gaynon, LLNL River
Panelists: -Juli Stewart, ORNL, '
Cheryl Kirkwood, BWXT Ohio

  
 .Stanford University

3:45 pm - 4:00 pm Break - Raource Room Open - Ballroom D

Plenary Session
Grand Ballroom F&G

4:00 pm - 4:30 pm Networking with the LPSO C103 1

:00 pm - 10:00 pm Complimentary Shuttle Bus to the Riverwalk

ednesday, June 6, 2001

_ Plenary Session - Grand Ballroom
I

Panel ‘—- E Commerce andElectronic Signatures

 

 

Larry Mathews, Department ofJustice
Maflgfiigngre, National Archives and Records Administration

I-' :30 am - 9:45 am ' Break - Rmource Room Open -BalIroomD

 
' :45 am - 1030' Electronic Records Management, the Next Five Years
u Karen Shaw, Center for Army Lessons Learned -

0:30 am - 1 l:30 Panel: Federal Records Managers Progam Overviews
= Moderator: Gina Dan, DOE Rocky Flats Field Ofice

Panelists: ,DOE Bonneville Power Administration, Sandee Roth, DOE
Western Area Power Administration, Francine Lamothe DOE Strategic Petroleum Reserve,

Elizigth Laicl_1e, DynMcDermott, and Joyce Beattig, DOE Headquarters Otfice ofFossil
Energy

:30 am - 1:30 Lunch _
I Raource Room Open - Ballroom D

‘-0 pm - 2:00 pm flybrig maging - the Egg gtjgggh Wg:_l4z?
Martha Johnson, Millican & Associates

2: I 0 pm - 2:30 pm Lend a Helpim fland

 
 
 

  

 

 
 

A Session B

Grand Ballroom F&G
 
 

Session A

Grand Ballroom E

Intelligent E-MailArchfling.
Tim Shinkle, Provenance Systems, Inc.

 
http' /cio.doe.gov/Records/rmconf/200lRMConl0lagenpr08.htm S 8/29/2002
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| Bwxmaho I
2:30 pm - 2:45 pm’ Break - Resource Room Open - Ballroom D

2:45 pm - 3:45 pm Exploring the Challenges ofElectronic Headquarters E-Mail Pilot Project: What We
 

 
 

 

 

  
 
 

 
 
 

 
Records Management Learned and What We Are Still‘Learning
Karen Cox and Rebecea Lawson, Spallation  gDOE Headquarters
Neutron Source Project Lgflmgg Millican & Associates

3:45 pm - 4:00 pm Brealt - Raource Room Open - Ballroom D

Plenary Session
Grand Ballroom F&G

1 4:00 pm - 4:30 pm Session Recap and Summary -

I hursday, June 7, 2001

A Plenary Session - Grand Ballroom ABC
|

8:15 am - 8:45 am Records Management Update '
$g_n_1-‘Jgy, Departmental Records Officer '

8:45 am- 9:15 am Featured Speakers
National Archives Update

Marie Allen Leslie Farkas, and John Ellis, National Archives and Records Administration

 
   
  
 

 

 
 

 
Featured Speaker .

The Record: Implications ofthe Energy Employees Occupational Illness Compensation
Program Act v

Paul Seligggan, Acting Director, DOE Headquarters office of Worker Advocacy

0.15 am 12.00 Panel: {Size Qlgure Regard; [gag

Moderator: Cathy Marciante, DOE Oak Ridge Operations Ofiice

Panelists: Patrick Noone, DOE Headquarters, Deborah Wame, National Archives and
Records Administration, Mike Autobee DOE Rocky Flats Field Office, and Shawn
Wasilewsky, BTAS, Inc., Ohio , '

  
 

     
    

 
  

I :00am- 1:00 
 
 
 
 

Session B

Grand Ballroom F&G

Session A

Grand Ballroom E 

http /cio.doe.gov/Records/rmconf/2001RMCon/0lagenpr08.htm . 8/29/2002
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 1:00 pm - 1:45 pm FIesrible Support: Meeting Information Need:
ofTechnical Stqfi"in Constant Transition
Q-_\_rflLe_Erg, Lucille Boone, andkebecca
Ullrich, Sandia National Laboratories - AL

Question andAnswer Session

Paul §eIigmQ, DOE Headquarters

 
 Protecting Electronic Health Information:

BeyondPKI
IQML/ TecSec. Inc

1:45 pm - 2:30 pm NNSA Records

Jim Baldree, DOE Headquarters
Margarita Sexson, DOE Albuquerque
Operations Office

|

| Plenary Session
I

  
 

Grand Ballroom ABC 
:45 pm — 3:30 pm Wrap Up 1

It :30 pm - 4:30 pm Old and New Steering Committee Meeting - Sam Houston Room

0 

Back to Records Management Events] CIO Home I DOE Home | SEO Home | Disclaimer
Comments or Questions regarding this site can be sent to the Webmaster

http:/}rio.doe.gov/Records/rmconfl‘200IRMCon/01agenpr08.htrn ’ 8/29/2002



Marie Allen

Bruce Evans V

. Biography . "

Bruce Evans has over 23 years in utility and manufacturing industries including a variety of utility
management and consulting positions. in 1996, he became Principal and founder of CIBER
Consulting, Inc. where he has been involved as project manager and consultant on numerous
infonnation management projects. Prior to that he was with the Western Regional Office of PRC-
ESI from February 1990. where he was Project Manager and Associate Technical Manager for
major mid-west clients. For the last 9 years his primary focus has been in the area of consultation
in the development of Electronic Records and Document Management programs and systems for a
variety of clients.

He has "been a member of the Nuclear lnfomiation and Records Management Association (NIRMA)
since 1985 holding several key positions including Chair of the Regulations Committee, Chair of the

e Electronic Records and Regulations Review Subcommittees and current Director of the
nforrnation Management Business Unit. He was also the cosponsor of the Tenth Annual NIRMA
ymposium in Denver, CO. His activities in electronic records issues has kept him involved as an

ctive member of a variety of industry organizations and forums including the Association of
ecords Managers and Administrators (ARMA) Electronic Records Management Committee, the

rican Society of Mechanical Engineers (ASME)lNQA1 Committee, the Association for
formation a'nd'lmage Management (AIIM) C22 Evidentiary Support and C24 imaging Standards
ommittees, the Department of Energy Records Management and Managing Electronic Records
onferences and is a consulting member of the National Archives and Records Administration
lectronic Records Work Group (ERWG) Phase 1 effort

‘ e is also a Certified Records Manager/Nuclear Specialist (CRM/NS) as certified by the Institute of
ertified Records Managers (ICRM) and NIRMA.

cords Identification and Indexing in Paper and Electronic Format
T esday, June 5. 1:30 p.m.

http:/)rio.doe.gov/Records/rmconf/2001RMCon/Bios/brucc_evans.htm
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Monthly Meetings

fl§§§ fiuildlng, $0 flesmeimer Way, 713-627-2283 ‘

Registrations made on or before the Friday prior to the meetin

‘ Location:

charged the early registration prices. Registrations made after ti
prior to the meeting will be charged the regular registration prices.

Member early registration price: $25
Non—member early registration price: $30

Member regular registration price: $30
Non-memberregular registration price: $35

Registration
p.m. on the Friday prior to the meeting. Cancellations must be rece '"f°""afl°": noon on the Monday prior to the meeting.

Lunch Meetings: .
Workshops: 10:00 a.m. - 11:00 a.m.

Time: Registration: 11:00 a.m.- 11:30 a.m.
Lunch: 11:30 a.m. - 12:15 p.m.
Program: 12:15 p.m. - 1:00 p.m.

. Programs: Stephanie Lemon, 713-243-1270

Registration: Pamela Speer, 713-243-1270
9 ' Workshops: Shylan Cadmus, 713-243-1270 

2002 Meeting Schedule

Date LunchIDlnner

4"‘ Wed Program

Electronic Evidence Disoove

 

 

 

 

 
 

January 23
Luncheon  
 

 

 

John Jessen, Electronic Evidence Discovery, Inc.

_Shredding - 101 "One Man's Trash ls Another Man's Treasure"

David Culbertson, President of the National Association for lnfon

Destruction (NAI D) and the ISG Leader of Records Storage/Destn
ARMA lntemational

Web Tgghnglggies for information Management

John,P. Frost, CRM, Project Manager for Knowledge Manageme
Applications - American Airlines Fort Worth, Texas

  February 27
Luncheon

 

 

 

 
 

March 27
Luncheon
 
 

http:// .armahouston.org/events/meetings/2002__mectings.html 9/4/2002

 

lf registering offline, please contact Pamela Speer at 713-243-1270
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 Qustomer Service *

Sonia Meltzer, Records Manager, Vlfinstead Sechrest & Minick -l
TX

lSGs and You

  May 22
Luncheon  
 

  

  
 

  June 26

Luncheon Penny J. Quirk, CRA, Principal Consultant, lnforrnation Network
lntemationai

Applying Records Retention Scheduling...

Bruce Evans, CRMINS, Principal and founder of CIBER Consultin

The New e-Records Market

 
  

  July 24
Luncheon 

 
  August 27

Luncheon  Andrew Warzecha, Sr. Woe President Electronic Business Strate
META Group

 

  

u9mMmnm mmnmmummm 

Qmkm Emnlsmmm &mam 
Exam: Beamzuas Qnngriuniiiss unis; Q1111

Web Site Administrator. David Culbertson. §hredrnasQ;@3gx_§hred,99m
Webmaster: Alan Grisseit.  mmmmmm

Copyright 0 2001 ARMA Houston. All rights reserved.
mbfl by lnfoserve Media. LLO-
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July 2002 Meeting

For monthly meeting Information. please contact Pamela spear at713-243-1270.

Meeting Topic: "Applying Records Retention Scheduling in an
Information Management World"

Synopsis: This Session will cover some of the unique prol
5 associated with developing, assigning and implementing
consolidated records schedule across multiple sites and organize
entities and the cultural roadblocks encountered.

Speaker Bio: Bruce Evans, CRM/NS has over 23 years in utilit3 '
manufacturing industries including a variety of utility managemen
consulting positions. in 1996, he became Principal and found
CIBER Consulting, Inc. where he has been involved as project man
and consultant on numerous information management projects. Pl
that, he was with the Western Regional Office of PRC-ESI
February 1990, where he was Project Manager and Associate Tecl
Manager for major mid-west clients.

For the last 9 years, his primary focus has been in the an
consultation in the development of Electronic Records and UOCI.

Management programs and-systems for a variety of clients..He is 2
Certified -Records Manager/Nuclear Specialist (CRM/NS) as certifi
the Institute of Certified» Records Managers (ICRM) and N1
information and Records Management Association -(NIRMA). f

July 2002 Workshops:

For workshops Information.’ please contact Shylan Cadmus at 713-243-1210.

Speaker(s): Kevin Granhold and Cory Vlfilliams
Topic: Electronic Corporate Security
Date: July 24, 2002
Time: 10:00 am.

Speaker(s): Adel Carboni

Topic: Fundamentals of Desktop Records Management
Date: July 24, 2002 ‘
Time: 10:00 a.m.

9/4/2002
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Web Site Admlnlsuaton David Culbertson. m
Webmaster: Alan Gflssett.m 

Copyright 0 2001 ARMA Houston. All rights reserved.
MD§M by lnfoserve Media. LLC-
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS

CIBER, INC., :1 Delaware corporation,

Plaintiff, Civil Action No. 03—CV-840

V.

CIBER CONSULTING, lNC.,

an Illinois corporation; and

BRUCE F. EVANS, an individual,

JURY TRIAL REQUESTED\/\/\/\.4\./xax/xzx/\/xa
Defendants.

ANSWER, AFFIRMATIVE DEFENSES AND COUNTERCLAIM

Defendants, Ciber Consulting, Inc. (“CCI”) and Bruce F. Evans, answer Plaintiff Ciber,

Inc.’s Complaint as follows:

JURISDICTION AND VENUE

1. This Court has subject matter jurisdiction of this action under 28 U.S.C. § 1331
(federal question) in that Counts I and II arise under the Trademark Act of 1946, 15 U.S.C. §§
1051-1127, as amended (the “Lanham Act”).

ANSWER: Admitted.

2. This Court also has supplemental jurisdiction over Count 111 of this complaint
under 28 U.S.C. § l367(a) because the claim arises from the same common nucleus of
operative facts complained of in Counts I and H.

ANSWER: Admitted.

3. This Court has personal jurisdiction over Defendants because of Defendants’
repeated use of the "CIBER" mark in the State of Illinois and in this District, as detailed
below. Additionally, this Court has personal jurisdiction over Defendants because, upon
information and belief, Defendants use the "CIBER" mark to solicit business in this District,
including, upon information and belief, through the mails, by telephone and through other means.

ANSWER: Defendants admit that this Court has personal jurisdiction over the

Defendants. Defendant CCI admits that it has used the business name “Ciber Consulting, Inc.” in



 

the State ofIllinois and in this district. Defendants deny that they use the “CIBER” mark or that

they have ever used the “CIBER” mark to solicit business anywhere.

4. Venue is proper in this judicial district under 28 U.S.C. § 1391. As detailed below,
Defendants reside in this District, and Defendants expect, or reasonably should expect, their acts to
have legal consequences in the Northern District ofIllinois.

ANSWER: Admitted.

PARTIES

5. CIBER is a corporation duly organized and existing under the laws of the State of
Delaware.

ANSWER: Admitted.

6. CIBER is informed, believes, and thereon alleges that defendant CIBER
Consulting, Inc. ("CCI") is an Illinois corporation with a business address of 625 Quail Run Dr.,
Plainfield, Illinois 60544.

ANSVVER: Admitted.

7. CIBER is informed, believes, and thereon alleges that defendant Bruce F. Evans
("Evans") is an individual and is the principal and founder of CCI, and is a resident of the State of

ANSWER: Admitted.

CIBER'S BUSINESS

8. CIBER is an international companythat specializes in management and
consulting services in the fields ofbusiness, engineering, research, and design, including the
development and implementation of computer programming and software services. Founded in
1974, CIBER has more than five thousand employees and more than sixty offices in the United
States, Canada, and Europe.

ANSWER: Defendants are without sufiicient information to admit or deny the

allegations ofParagraph 8.

9. CIBER has used the "CIBER" mark (the "Mark") since at least July 1974. Since .
its adoption of the Mark, CIBER has worked to maintain the strength of the Mark. For example,
CIBER has obtained federal registration of several marks among a family ofrelated trademarks,
including CIBER and CIBER (stylized). Specifically, U.S. Trademark Registration No.
1,185,100 for the Mark covers goods and services in the following areas: management
consulting services in the fields ofbusiness, engineering and research; and design,



development and implementation of computer programming and software services. U.S.
Trademark Registration No. 1,479,942 is for a stylized version of the Mark that covers goods
and services in the same classes as U.S. Trademark Registration No. 1,185, 100.

ANSWER: Defendants admit that the service mark “CIBER” is registered as a

trademark, U.S. Trademark Registration No. 1,185,100, for goods and services in the

following areas: management consulting services in the fields ofbusiness, engineering and

research; and design, development and implementation of computer programming and

software services. Defendants also admit that the stylized service mark “CIBER” is registered as

a trademark, U.S. Trademark Registration No. 1,479,942, for goods and services in the

following areas: management consulting services in the fields of business, engineering and

research; and design, development and implementation of computer programming and

software services. Defendants are without sufficient information to admit or deny the

remaining allegations in Paragraph 9.

10. CIBER serves clients in both the private and public sectors, and provides
consulting services to customers in a variety of industries, including the nuclear energy field.
For example, CIBER has a contract with Lawrence Berkeley National Laboratory in Berkeley,
California, and has done work for Los Alamos National Laboratory in Los Alamos, New
Mexico, both of which are U.S. Department of Energy ("DOE") facilities that engage in, inter
alia, nuclear science research. In addition, CIBER has providedconsulting services to Sandia
National Laboratories ("Sandia") in Albuquerque, New Mexico, which is a facility operated for
the DOE‘s National Nuclear Security Administration. Among other things, Sandia maintains
the nation's nuclear weapons supply and works with the DOE and the Nuclear Regulatory
Commission ("NRC") to ensure the safety of the country's nuclear energy generation
capabilities. CIBER has provided its services, and will continue to offer its services, to the
nuclear energy industry and to contractors that provide services to DOE facilities that maintain
and manage both nuclear weapons and materials.

ANSWER: Defendants are without sufficient information to admit or deny the
allegations of Paragraph 10.



 

South Carolina Electric and Gas Co. ("SCG&E"), a licensed nuclear facility. Other CIBER
clients include Progress Energy, which operates several nuclear power plants in the Southeast;
Nuclear Management Company, one of the largest nuclear operating companies in the United
States; and Consumers Energy, Michigan's largest utility, which operates nuclear power
facilities in the Midwest. Another CIBER client, Electric Power Research Institute ("EPRI"),
serves the entire power utility industry, including providing research and advice on issues
relating to nuclear power generation. Further, the Nuclear Information and Records

Management Association ("NIRMA"), of which Defendant CIBER Consulting, Inc. is a
member, also counts as members several of CIBER's clients and former clients, including
Eastman Kodak Company, General Electric Company, GRC International (an AT&T
Company), Lockheed Martin, and Sandia.

ANSWER: Defendants are without sufficient information to admit or deny the

allegations of Paragraph 11.

12. By virtue of the long, continuous and substantial use by CIBER of its mark and
name, "CIBER, Inc.," and further, by virtue of its extensive advertising of its services under
the Mark, said Mark has become a strong and distinctive identifier of CIBER and its services
from those of all others. Because of the consistent quality of excellence of ClBER's

management and consulting services (as described above and marketed under the Mark),
CIBER has established valuable good will and reputation with respect to its services and
related products.

ANSWER: Defendants deny that the words “ciber” and/or “cyber” have become

identified with the Plaintiff and instead allege that these are commonly used words to describe

computer related and computer network related products and services. Defendants are without

sufficient information to admit or deny the remaining allegations of Paragraph 12.

DEFENDANTS’ USE OF THE MARK CIBER

13. Upon information and belief, defendant CCI provides information management
consulting services in the nuclear energy field under the name CIBER Consulting, Inc. Upon
infonnation and belief, CCI offers its services to entities that are customers or potential
customers of CIBER.



 

ANSWER: Defendants admit that CCI provides information management consulting

services in the nuclear energy field under the name CIBER Consulting, Inc. Defendants are

without sufficient infonnation to admit or deny that CCI offers its services to entities that are

customers or potential customers of CIBER.

14. Upon information and belief, Defendants sought to misappropriate the Mark
by adopting a confusingly similar mark and name in order to insure Defendants’ success.

ANSWER: Denied.

15. Defendants’ use of the "CIBER" mark has caused actual consumer confusion with
respect to services offered by CIBER and services offered by Defendants and has created a
likelihood of confusion between the services ofDefendants and CIBER.

ANSWER: Denied.

16. On September 13, 2001, CIBER's counsel sent a cease and desist letter to CCI

requesting that CCI immediately refrain from further use of the Mark as part of its company name.
More than a month later, CCI responded through counsel by refusing to comply with CIBER's
demands. To further encourage a prompt resolution of the matter, CIBER's counsel responded by
offering to allow CCI to have a transition period during which it could gradually cease use of the
Mark. However, CCI once again refiised to comply with CIBER's demands and indicated no
interest in refraining from its infringement upon CIBER's name and Mark. At this point, CIBER
believes that further attempts to negotiate with CCI will be futile and, therefore, CIBER has
instituted this action to stop CCI fiom fi.1I’th€1‘ using the "CIBER" mark.

ANSWER: Defendants admit that Plaintiffhasrequested that CCI refrain from using

the word “ciber” as part of its company name or in the marketing of its services and that CCI has

declined to do so. Defendants are without sufficient information to admit or deny whether further

attempts to negotiate would be futile. Defendants are without sufficient information to admit or

deny allegations conceming Ciber, Inc.’s motives in instituting this action.

17. Defendants‘ services are of the same general nature and type as those offered by
CIBER to the public and target the same customers. Defendants‘ use ofmarks nearly identical to
CIBER's Mark and trade name are likely to cause confusion, mistake and/or deceive the public.
Defendants’ services are likely to be mistaken or confused with CIBER, its business and products.
Furthermore, Defendants’ use ofthe Mark is likely to create the mistaken impression in the public
that Defendant CIBER Consulting, Inc. or its services are endorsed by CIBER or that Defendant
CCI is sponsored, affiliated or in some way connected with CIBER.



ANSWER: Defendants deny that CCI’s services are of the same general nature and type

as those offered by Ciber, Inc. Defendants deny that CCI’s services are offered “to the public.”

Defendants deny that CCI’s services target the same customers. Defendants deny that CCI uses

any mark nearly identical to Ciber, Inc.'s alleged trademark. Defendants deny that CCl’s trade

name is likely to cause confiision, mistake and/or deceive the public. Defendants deny that CCI’s

services are likely to be mistaken or confused with Ciber, Inc., its business and products.

Defendants deny that CCI’s use of its name Ciber Consulting, Inc. is likely to create the mistaken

impression in the public that CCI or its services are endorsed by Ciber, Inc. or that Defendant CCI

is sponsored, affiliated or in some way connected with Ciber, Inc.

18. Defendant Bruce F. Evans represents himself to be the founder and principal of
Defendant CCI. As a result, he orchestrates and directs all of the actions ofDefendant CCI and

acts as CCI's representative. As a consequence of the actions complained of, he should be held
jointly and severally liable for the trade mark infiingement and unfair business practices.

ANSWER: Defendant Bruce F. Evans admits that he is the founder and principal of

Defendant CCI and acts as CCI’s representative. Otherwise, denied.

COUNT I: Trademark Infringement

(15 U.S.C. § ll14(a))

19. CIBER re-alleges and incorporates by reference paragraphs 1 through 18 above.

ANSVVER: Defendants incorporate by reference their responses to paragraphs 1

through 18 above.

20. CIBER is the exclusive owner of the "CIBER" mark and its related family of
marks, and has obtained two federal trademark registrations for the Mark, as described
above.

ANSWER: Except as specifically admitted above, Defendants are without

sufficient information to admit or deny the allegations of Paragraph 20.



 

21. Upon information and belief, Defendants knowingly have advertised, offered
for sale and sold services using the term "CIBER" in interstate commerce. Defendants’
actions have been willful and in knowing disregard of the rights of CIBER.

ANSWER: Denied.

22. Defendants’ use of "CIBER" in connection with consulting services has
caused, or is likely to cause, consumer confusion, deception or mistake.

ANSWER: Denied.

23. As a direct and proximate result of Defendants’ actions described above,
CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: Denied.

24. CIBER has suffered and will continue to suffer irreparable harm unless
Defendants cease use of or are enjoined from using the "CIBER" mark. In this regard,
CIBER has no adequate remedy at law and is entitled to preliminary and permanent
injunctive relief.

ANSWER: Denied.

COUNT 11: Federal Unfair Competition and False Advertising

(15 U.S.C. § 1l25(a))

25. CIBER re—alleges and incorporates by reference paragraphs 1 through 24
above.

ANSVVER: Defendants incorporate by reference their responses to paragraphs 1

through 24 above.

26. Defendants have used in interstate commerce in connection with consulting
services a word, term, name, symbol, or device that, in commercial advertising or
promotion misrepresents the nature, characteristics, qualities and/or origin of their goods,
services or products in violation of 15 U.S.C. § 1l25(a)(l)(B). Defendants’ actions have
been willful and in knowing disregard of the rights of CIBER.

ANSWER: Denied.

27. The marks and name utilized by Defendants are confusing similar to that of
CIBER's unique mark and trade name. This attempt by Defendants to trade upon
Plaintiffs good will and reputation and to unlawfully appropriate the benefits of CIBER's
years of advertising constitutes unfair competition and has caused and is causing



irreparable damage to CIBER by misleading the public to believe that Defendants are
affiliated, associated with or sponsored by CIBER.

ANSWER: Denied.

28. ' As a direct and proximate result of Defendants’ actions described above,
CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: Denied.

29. CIBER has suffered and will continue to suffer irreparable harm unless ~
Defendants cease use of or are enjoined from using the "CIBER" mark. In this regard,
CIBER has no adequate remedy at law and is entitled to preliminary and pennanent
injunctive relief.

ANSWER: Denied.

COUNT III: Unfair Competition and Unfair Business Practices

30. CIBER re-alleges and incorporates by reference paragraphs 1 through 29above.

ANSWER: Defendants incorporate by reference their responses to paragraphs 1
through 29 above.

31. This claim for relief arises under the common law of unfair competition.

ANSWER: Defendants deny that Ciber, Inc. has a claim for relief under the

common law of unfair competition.

32. CCI's actions described above, with its continued use of a mark deceptively
similar to CIBER's trademark or trade name, are intended to mislead the public and lead to
confusion and mistake and constitute deliberate and willful unfair competition and
unlawful business practice in violation of common law.

ANSWER: Denied.

33. As a direct and proximate result ofDefendants’ actions described above,
CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: Denied.



34. Unless restrained and enjoined by this court,‘ Defendants‘ wrongful conduct
will continue to cause irreparable harm to CIBER. In this regard, CIBER has no adequate
remedy at law and is entitled to preliminary and permanent injunctive relief.

ANSWER: Denied.

AFFIRMATIVE DEFENSES

THE TERM “CIBER” IS GENERIC

35. The terms “cyber” and “ciber” have become generic for computer and computer

network related concepts, goods and services. The prefix “cyber-“ or “ciber-“ is commonly

incorporated into words to create a word with a computer related meaning. Examples include

cyberspace (computer networks where online communication takes place), cyberphobia

(abnormal fear of computers) and cybernate (to control by computer).

36. The widespread use of the terms “cyber” and “ciber” in connection with

computers has led to the generic understanding among consumers that these terms refer to

computers and computer networks generally, and therefore these terms, used alone, do not serve

to uniquely identify any single source of any good or service.

37. Ciber, Inc.’s failure to police the widespread use of the words “cyber” and “ciber”

have led to these terms becoming generic in connection with computers and computer related

goods and services.

38. Because the terms “cyber” and “ciber” are generic terms, Ciber, Inc. is not\

entitled to the exclusive right to use these terms.

LACHES

39. Ciber Consulting, Inc. was incorporated in lllinois in 1996.

40. Ciber Consulting, Inc. has used the business name “Ciber Consulting, Inc.”

continuously and conspicuously since 1996.



41. Ciber Consulting, Inc. adopted its trade name in good faith and without any desire

or intent to capitalize on any goodwill or recognition of the trademarks or name of Ciber, Inc.

42. Ciber, Inc. took no action conceming Ciber Consulting, Inc.’s use of the term

“ciber” in its business name until September 13, 2001 when it sent a letter to CCI requesting that

it cease using the term “ciber” in its business name.

43. From 1996 to 2001, Ciber Consulting, Inc. built up valuable good will and

recognition of its trade name with its customers and potential customers.

44. Ciber, Inc.’s failure to take any action from 1996 until 2001 concerning its alleged
exclusive right to use the term “ciber” is inexcusable.

45. Because Ciber Consulting, Inc. built up valuable good will and recognition of its

trade name from 1996 to 2001, Ciber, lnc.’s inexcusable delay has resulted in prejudice to

Defendants.

46. If Ciber Consulting, Inc. were to now have to change its trade name after many

years ofuse, the change would result in the loss ofvaluable good will and recognition with its

customers and potential customers.

COUNTERCLAIM

COUNT I: 4 REQUEST FOR CANCELLATION OF THE MARK “CIBER”

15 U.S.C. § 1119

47. Defendants reassert and incorporate by reference paragraphs 35-46 above.

I 48. Ciber, Inc. owns U.S. Trademark Registration No. 1,185,100 for the mark

“CIBER” for goods and services in the following areas: management consulting services in the

fields of business, engineering and research; and design, development and implementation of

computer programming and software services.

10



49. Ciber, Inc. owns U.S. Trademark Registration No. 1,479,942 for the stylized

mark “CIBER” for goods and services in the following areas: management consulting services

in the fields of business, engineering and research; and design, development and

implementation of computer programming and software services.

50. The word “ciber” has become generic for computer and computer network related

concepts, goods and services and has ceased to function, if it ever did, as a unique identifier of

the source ofmanagement consulting services in the fields of business, engineering and

research and design, development and implementation of computer programming and soflware

services.

51. Defendants request cancellation of the U.S. Trademark Registration Nos.

1,185,100 and 1,479,942 pursuant to 15 U.S.C. § 1119 on the grounds that these registrations

are generic and not entitled to registration as trademarks.

52. Ciber, Inc. has failed to police and prohibit the use the term “ciber” in

connection with management consulting services in the fields of business, engineering and

research.

53. Ciber, Inc. has failed to police and prohibit the use the term “cyber” in

connection with management consulting services in the fields of business, engineering and

research.

54. Ciber, Inc. has failed to police and prohibit the use of the term “ciber” in

connection with the design, development and implementation of computer programming and

software services.

11



 

55. Ciber, Inc. has failed to police and prohibit the use of the term “cyber” in

connection with the design, development and implementation of computer programming and

software services.

56. As a result of Ciber, Inc.’s course of conduct as the owner of U.S. Trademark

Registration Nos. 1,185,100 and 1,479,942, including its failure to police the use of these

marks, the mark “CIBER” has become generic and thereby lost any significance as a

trademark.

57. Because U.S. Trademark Registration Nos. 1,185,100 and 1,479,942 have

become generic terms as a result of Ciber, Inc.’s acts of omission, namely, its ‘failure to police

the widespread use of the terms “ciber” and “cyber,” the mark “CIBER” should be found to

have been abandoned as that term is defined in 15 U.S.C. § 1127.

58. Defendants request cancellation of the U.S. Trademark Registration Nos.

1,185,100 and 1,479,942 pursuant to 15 U.S.C. § 1119 on the grounds that these registrations

have been abandoned by Ciber, Inc. through its acts of omission in policing the marks.

PRAYER FOR RELIEF

Defendants respectfiilly request judgment against the Plaintiff Ciber, Inc. as follows:

A. A declaration that Defendants do not infringe Plaintiffs alleged trademarks;

B. A declaration that Plaintiffs alleged trademarks are invalid and unenforceable;

C. Cancellation of Plaintiffs U.S. Trademark Registration Nos. 1,185,100 and

1,479,942 pursuant to 15 U.S.C. § 1119;

D. An award of Defendant’s reasonable costs in defending this action;

E. Such other relief as is just and equitable.

12



 

Defendants request trial by jury.

Date: May 12, 2003 Respectfully submitted,

Anthony E. well

Geoffrey A. Baker
DOWELL BAKER

5737 Acre Lane

West Lafayette, Indiana 47906

Telephone: (765) 463-1476

Facsimile: (312) 873-4466

Christopher V. Carani

MCANDREWS, HELD & MALLOY, LTD.
500 W. Madison Street

34th Floor

Chicago, Illinois 60661

Telephone: (312) 775-8000

Facsimile: (312) 775~8100

Attorneys for KOUVATO, INC.



CERTIFICATE OF SERVICE

I, the undersigned, hereby certify that a copy of the foregoing ANSWER,

AFFIRMATIVE DEFENSES AND COUNTERCLAIM was served via United States mail
and email to:

David E. Sipiora

Chad E. King
1200 17th Street, Suite 2700

Denver, CO 80202 .

on this 12th day ofMay, 2003.

14





IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

CIBER, INC., a Delaware corporation,  
Plaintiff,

vs. Civil Action No. 03-CV-840

CIBER CONSULTING, lNC., a dissolved Judge Robert W. Gettleman
Illinois corporation; BRUCE F. EVANS, an
individual; CYNTHIA B. EVANS, an
individual; JOHN DOES I - 10, individuals,

Defendants.________________________________

PLAINTIFF’S MOTION FOR VOLUNTARY
DISMISSAL OF ACTION WITH PREJUDICE

Plaintiff CIBER, Inc. (“CIBER”) hereby moves this Court for an order: I) dismissing all
of CIBER’s claims in this action with prejudice; and 2) dismissing the counterclaim of

Defendants CIBER Consulting, Inc. (“CCI”), Bruce F. Evans, and Cynthia B. Evans
(collectively, “Defendants”) as moot. A complete statement of the grounds and legal support for
CIBER's motion is set forth in the accompanying Memorandum of Law in Support of Plaintiffs

Motion For Voluntary Dismissal of Action With Prejudice and the Declaration of Chad E. King.

Dated: May 7, 2004

Respectfully submitted,

WOOD, PHILLIPS, KATZ, CLARK & MORTIMER

.9 4 5, :
Dean A. Monco

John S. Mortimer

Citicorp Center #3800

500 West Madison Street



Chicago, Illinois 60661 -251 1

Telephone: (312) 876-1800

Facsimile: (312) 876-2020

TOWNSEND AND TOWNSEND AND CREW, LLP
David E. Sipiora

Chad E. King

1200 17th Street, Suite 2700

Denver, CO 80202

Telephone: (303) 571-4000
Facsimile: (303-571-4321

ATTORNEYS FOR PLAINTIFF CIBER, INC.



I hereby certify that on this _7th

PLAINTIFF’S MOTION FOR VOLUNT
PREDJUDICE; 3) MEMORANDUM OF LA
and 4) DECLARATION OF CHAD E. KING
May 10, 2004 addressed to the following:

Anthony E. Dowel]
Dowell Baker

1001 Main Street

Lafayette, Indiana 4790]

And by hand delivery to:

Christopher V. Carani

McAndrews, Held & Malloy, LTD.
500 West Madison Street
Suite 3400

Chicago, Illinois 60661

602ll3l4 vl

foregoing documents entitled: 1) NOTICE OF M

 

CERTIFICATE OF MAILING

day of May, 2004, a true and correct copy of the
OTION: 2)

ARY DISMISSAL OF ACTION WITH
W IN SUPPORT OF PLAINTIFF’S MOTION;
was served by Federal Express for delivery on
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS 

CIBER, INC., a Delaware corporation,  
Plaintiff,

vs. Civil Action No. 03—CV-840

CIBER CONSULTING, INC., a dissolved Judge Robert W. Gettleman
Illinois corporation; BRUCE F. EVANS, an
individual; CYNTHIA B. EVANS, an
individual; JOHN DOES I — 10, individuals,

Defendants.__ 

MEMORANDUM OF LAW IN SUPPORT OF PLAINTIFF’S MOTION FOR
VOLUNTARY DISMISSAL OF ACTION WITH PREJUDICE

WOOD, PHILLIPS, KATZ, CLARK & MORTIMER
Dean A. Monco

John S. Mortimer

Citicorp Center #3800

500 West Madison Street

Chicago, Illinois 60661-2511

Telephone: (312) 876-1800
Facsimile: (312) 876-2020

TOWNSEND AND TOWNSEND AND CREW LLP
David E. Sipiora '

Chad E. King

1200 17th Street, Suite 2700
Denver, CO 80202

Telephone: (303) 57] -4000
Facsimile: (303) 571-4321

ATTORNEYS FOR PLAINTIFF CIBER, INC.



‘I.

Plaintiff CIBER, Inc. (“CIBER”) hereby moves this Court for an order dismissing all of
CIBER’s claims in this action with prejudice and dismissing the counterclaim of Defendants

CIBER Consulting, Inc. (“CCI”), Bruce F. Evans, and Cynthia B. Evans (collectively,
“Defendants”) as moot.

I. INTRODUCTION

CIBER originally filed this action in the belief that Defendants’ use of the trade name
“Ciber Consulting, Inc.” was likely to create consumer confusion with CIBER’s use of the
registered trademark CIBER. Having taken discovery, CIBER now believes that Defendants’

II. BACKGROUND

I CIBER owns several trademark registrations for the CIBER mark (including, inter alia,
U.S. Trademark Registration Nos. 1,185,100 and 1,479,942, which are at issue in this case).
CIBER provides a number of business and computer consulting services under that mark. In
contrast, under the trade name “Ciber Consulting, Inc.,” CCI provides a narrow set of services
relating to the management ofnuclear records for nuclear utilities. CCI never has filed to
register its name as a trademark. Although allegedly in existence since 1996, CCI was unknown
to CIBER until approximately two years ago.

Based on the similarities between CCI’s trade name and CIBER’s registered trademark,
CIBER was concerned that Defendants’ use of the trade name Ciber Consulting, Inc., ifused as a
trademark, would create a likelihood ofconfusion. When attempts to elicit CCI’s voluntary
cooperation failed, CIBER initiated this action, originally in the U.S. District Court for the



 

Northern District of Texas. Defendants moved for the dismissal or transfer of that action,
arguing that the Northern District of Texas could not exercise personal jurisdiction over

Defendants. Ultimately, the parties stipulated to the transfer of the action to this District.

In a limited deposition taken in December 2002 to determine Defendants’ amenability to
suit in Texas, the owner and principal of CCI, Bruce Evans, testified that CCI had no employees
other than Mr. Evans, currently had two customers and, throughout its existence had provided

services to total of only four customers. Exhibit A at 9:23-10:2;19:14-23 (excerpts oftranscript
of deposition of Bruce Evans ).’ Mr. Evans further testified that CCI has never done any

that described [CCl’s] business that [CCI has] used for purposes ofpromoting or describing [its]
business to others,” does not have a website, and “[does] not use the Internet to promote [its]
business in any way.” Id. at 21 :19-22;25:23-26:4. In fact, Mr. Evans stated that he did not even

know whether prospective clients know his business as “CIBER Consulting”; instead, they know
Mr. Evans “by name and by face” as “Bruce Evans.” Id. at 62:12-15.

Although the initial materials produced by Defendants suggested that Mr. Evans’

testimony was incorrect, subsequent discovery has confirmed that: (i) Defendants’ customer base

is limited to, at most, five customers; (ii) Defendants have enjoyed absolutely no success in
attempting to promote their services to any customers other than nuclear power plant operators;
(iii) CCI still has no employees other than Mr. Evans; (iv) Defendants still have done no

broadcast advertising; and (v) Defendants still have absolutely no Internet presence. In fact, as
recently as February 2004, Defendants “den[ied] that CCl’s services are offered to the public-.”2
Based on this extremely limited trademark use (if any) of the CIBER Consulting, Inc. trade

name, CIBER has concluded that Defendants’ current use of the trade name CIBER Consulting,
Inc. must be considered de minimis and unworthy of the investment of further judicial and
monetary resources. H

Further, discovery has revealed that, for a number of reasons, it is highly unlikely that
Defendants ever will expand either their business or their advertising. As noted above,

Defendants have been completely unsuccessful in attempting to sell their services to anyone but
nuclear utilities. Further, CCI is a one-man operation, with Bruce Evans as the sole officer,

' All references in this motion to exhibits refer to the exhibits attached to the Declaration of Chad E. King in Support
of Plaintiff’ s Motion for Voluntary Dismissal ofAction With Prejudice, filed concurrently herewith.
2 Answer, Affirmative Defenses and Counterclaim to Plaintiffs Second Amended Complaint (D.E. 57) at 7.

 



 

.3 Mr. Evans appears to lack

resources sufficient to expand his business even if he wished to do so. Moreove ' ’

November 2003 and March 20O4,4 will prevent him from expanding either (i) CCI’s customer
base or (ii) the range of services offered under the CIBER Consulting, Inc. trade name --
particularly in light of the fact that in the eight years prior to his present health situation, Mr.
Evans’ labors generated essentially zero growth in both categories. Finally,
longer even hold the right to use the trade name Ciber Consulting,
Illinois. Specifically,

Defendants no

Inc. in their home state --

CCI was administratively dissolved as a corporation last year for failure to
renew its trade name registration. In the meantime, CIBER has secured registration of the trade
name Ciber Consulting, Inc. so that Defendants cannot re-register the trade name. For these

s complaint, Defendants asserted a counterclaim seeking the
cancellation of CIBER’s trademark registrations.5 The stated basis ofcounterclaim is the

ciber” has become generic for computers and computer networks and that
the term cannot serve as a source identifier (that is, a trademark) for CIBER. Defendants’
allegation is faulty on its face, since the term “ciber” is not generic for anything,
coined term created by CIBER from an acronym. The term “

apparently are referring, is easily distinguishable from “

but rather is a

cyber,” to which Defendants

ciber” and, in any event, is not generic

“genericness” is the

sole counterclaim interposed by Defendants and, as explained below, will become moot with the
dismissal of CIBER’s claims.

__________________________

3 Mr. Evans’ wife, Cynthia Evans is also a nomi
“ownership” and title is sim
owned” businesses.

4 Defendants’ Opposition to Plaintiffs Motion to Modify Scheduling Order and Extend Time to CompleteDiscovery (D.E. S9) at 4.

5 A copy of the Counterclaim is attached as Exhibit B to the King Declaration.

nal owner ofthe business (51 %) and “President,” but it appears herply for the purpose of securing potential govemmental preferences available to “woman-



 

III. ARGUMENT

A. CIBER Voluntarily Requests Dismissal of Its Claims.

Although CIBER initiated this action with the legitimate belief that Defendants’. actions

presented a likelihood of confusion, discovery has revealed that Defendants’ use of the trade

name CIBER Consulting, Inc. is de minimis and has been such for a period of nearly eight years.

Given these facts, further litigation of this action would be wasteful ofjudicial resources and

would cause both parties unnecessary expense. CIBER repeatedly has attempted to settle this

dispute on reasonable terms, but Defendants have been utterly unwilling to negotiate. CIBER

has concluded, therefore, that the only reasonable course of action is to move this Court to

dismiss with prejudice all of CIBER’s claims. Because CIBER is willing to accept a dismissal

with prejudice of all claims, this motion should be granted.

B. If CIBER’s Claims Are Dismissed, Defendants’ Counterclaim Must Be
Dismissed As Moot.

Normally, a defendant would be happy to accept a plaintiffs offer to dismiss its claims

with prejudice. In this case, however, despite receiving such an offer from CIBER, Defendants

have refused to a stipulated dismissal with prejudice, instead claiming a desire to continue

litigation and to “liberate the CIBER mark.” In other words, Defendants appear poised to oppose
dismissal of this action. Because an insurance company is funding their defense, Defendants

apparently desire to continue litigation with the hope of securing a windfall buy-out from CIBER

in return for their cessation of use of the trade name. This does not provide, however, a

principled or legitimate basis to deny dismissal of this action and CCI’s counterclaim.

Even if Defendants’ counterclaim had any merit (which it does not), the dismissal of

CIBER’s claims compels the dismissal of Defendants’ counterclaim as well, since this Court will

have no jurisdiction to adjudicate that counterclaim. Defendants’ counterclaim seeks the

cancellation of ClBER’s trademark registrations, but without the underlying claim by CIBER

against CCI for infringement, the cancellation claim cannot stand. The reason is clear:

For this Court to have subject matter jurisdiction to hear a case, a justiciable case
must exist. Merely bringing suit for cancellation of a wrongfully registered
generic trademark is insufficient to create a justiciable case or controversy.

Thomas & Betts Corp. v. Pariduit Corp, 48 F. Supp. 2d 1088, 1092-93 (N.D. 111. 1999).



 

This Court has stated:

Under the Lanham Act, district courts have the power to cancel
registrations, but only in an action “involving a registered mark.”
35 U.S.C. § 1119. “Involving” cannot mean the mere presence of
a registered trademark, but must be read as involving the right to
use the mark and thus the right to maintain the registration . . . .
There must, therefore, be something beyond the mere competitor
status of the parties to serve as the basis for the court’s jurisdiction.
Such a basis may be, for example, a suit for trademark
infringement or a “case of actual controversy” referred to in the
Declaratory Judgment Act.

Id. at 1093 (quoting Windsurfing, Int '1, 828 F.2d 758-59) (quotation marks omitted).

I The dismissal of CIBER’s claims with prejudice ends the suit “involving a registered
mark” required by § 1 119. Moreover, the dismissal with prejudice destroys any reasonable

apprehension Defendants might have of a suit for trademark infringement; and without such an

apprehension, there can be no case or controversy that might provide this Court with jurisdiction

to hear Defendants’ counterclaim under the Declaratory Judgment Act, 28 U.S.C § 2201, or

otherwise. See Trippe Mfg. Co. v. Am. Power Conversion Corp., 46 F.3d 624, 627-28 (7th Cir.

1995) (finding no case or controversy and affirming the district court’s dismissal of a declaratory

action for cancellation where the trademark holder conceded that the declaratory plaintiffs

accused trademark use was a fair use). Indeed, to provide jurisdiction under the Declaratory

Judgment Act, “the ‘actual controversy must be extant at all stages of review, not merely at the

time the complaint is filed,”’ Super Sack Mfg. Corp. v. Chase Packaging Corp., 57 F.3d 1054,

1058 (Fed. Cir.1995) (quoting Presier v. Newkirk, 422 U.S. 395, 401 (1995)), and the-party

asserting the counterclaim bears the burden “to establish that jurisdiction over its declaratory
judgment action existed at, and has existed since, the time the [counterclaim] was filed.” Id.

(quoting Int '1 Med. Prosthetis Research Assocs. v. Gore Enter. Holdings, Inc., 787 F.2d 572, 575

(Fed. Cir. 1986) (quotation marks omitted, modifications in original).

In this case, Defendants cannot demonstrate that an actual case or controversy remains to

provide this Court with jurisdiction to hear Defendants’ counterclaim. CIBER has agreed to the

dismissal with prejudice of all claims covering Defendants’ past and present use of its trade

name, which effectively insulates Defendants from suit based on current or past use of the mark.

lOnce CIBER’s claims are dismissed, this case presents no case or controversy that could confer



 

subject matter jurisdiction over Defendants’ counterclaim. Thus. Defendants’ counterclaim
cannot stand and should be dismissed as moot.

IV. CONCLUSION

For the rea’sons set forth above, CIBER respectfully requests that the Court dismiss with
prejudice each of CIBER’s claims against Defendants, dismiss as moot Defendants’
counterclaim against CIBER, and enter judgment accordingly.

Dated: May 7, 2004

‘ Respectfully submitted,

WOOD, PHILLIPS, KATZ, CLARK & MORTIMER

A/1/rrv ‘Z E:
Dean A. Monco

John S. Mortimer

Citicorp Center #3800

500 West Madison Street

Chicago, Illinois 60661-25] 1
Telephone: (312) 876-1800
Facsimile: (312) 876-2020

TOWNSEND AND TOWNSEND AND CREW, LLP
David E. Sipiora
Chad E. King
1200 17th Street, Suite 2700
Denver, CO 80202

Telephone: (303) 5714000
Facsimile: (303-571-4321

ATTORNEYS FOR PLAINTIFF CIBER, INC.



 
IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS

WC! 0 7 2334
CIBER, lNC., a Delaware corporation,

 Plaintiff,

vs. Civil Action No. 03-CV—840

CIBER CONSULTING, INC., a dissolved Judge Robert W. Gettleman
Illinois corporation;

BRUCE F. EVANS, an individual;

CYNTHIA B. EVANS, an individual;

JOHN DOES 1 - 10, individuals,

Defendants.

DECLARATION OF CHAD E. KING

(in Support of Plaintiffs Motion for Voluntary Dismissal of Action with Prejudice):

I, Chad E. King, declare as follows pursuant to 28 U.S.C. § 1746

1. I am licensed to practice law in the State of Colorado and have been admitted to

practice in this District. I am a lawyer with the firm ofTownsend and Townsend and Crew LLP,

counsel of record for Plaintiff CIBER, Inc. (“CIBER”). This declaration is offered in support of

Plaintiff’ _s Motion For Voluntary Dismissal ofAction with Prejudice.

2. A true and corre_ct copy of excerpts from the transcript of the deposition of Bruce

Evans, dated December 10, 2002, is attached hereto as Exhibit A.

3. A true and correct copy of excerpts from the Answer, Affirmative Defenses and

Counterclaim to Plaintiff's Second Amended Complaint (D.E. 57),_ filed by Defendants on

February 5, 2004, is attached hereto as Exhibit B.‘



I declare under penalty ofperjury that the foregoing is true and correct.

Executed May 7, 2004 in Denver, Colorado.

Chad E. K%
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IN THE DISTRICT COURT OF THE UNITED STATES

NORTHERN DISTRICT FOR TEXAS

DALLAS DIVISION

CIBER. INC.. a Delaware i

corporation. i

Plaintiff. i

vs. i 3:02-CV-20261

CIDER CONSULTING. Inc.. an i
Illinois corporation. and BRUCE)

F. EVANS. an individual. i
Defendants . i

The deposition Of BRUCE F. EVANS.

called by the Plaintiff for exanination.

pursuant to the Rules of Civil Procedure for

United States District Courts pertaininn to the
takinn of depositions. taken before Rosenarie

Lanantia, a Notary Public in and for the Countu
of DuPaoe, state of Illinois, and a Certified

shorthand Reporter of said state. CSR License

No. 084-002661, at Suite 3400, 500 Best Madison

Street. Chicago. Illinois. on the 10th day of

December. A.D. 2002, connencini at the hour of
1:00 o'clock a.n.

L.A. REPORTING. 312-419-9292

A-P-P-E-A-R-A-N'C'E- :

IOUNSEND AND IOUNSEND AND CREU, LLP
1200 Seventeenth Street
Suite 2700

Denver. ca 80202
(303)571-4000

BY: HR. DAVID E. SIPIDRA

Appeared on behalf or the Plaintiff;

HCANDREUS. HELD L HALLDY, LTD.
500 Best Madison street
34th Floor

Chicano. IL 60681

(312)775-8000

BY: MR. ANTHONY E. DOUELL

HR. CHRISTOPHER V. CARANI

Appeared on behalf of the Defendant.

L.A. REPORTING. 312-419-9292
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INDEX

THE UITNESS:
BRUCE F. EVANS

Direct Examination by Hr. siplora . . .4

EXHIBITS

Exhibit No. 1 narked for ID . 42

Exhibit No. 2 narked for ID . 58

Exhibit No. 3 narked for ID . 78

L.A. REPORTING. 312-419-9292

  

iuhereupon, the uitness was
first duly sworn.)

BRUCE F. EVANS.

called as the Defendant herein, havinn been
first duly sworn. was exanined and testified as
follows:

DIRECT EXAMINATION

BY MR. SIPIDRA:

0. Good afternoon, Hr. Evans.

could you state your full nane for us

and state uour hone address?

A. "‘ Bruce Franz Evans. E-V-A-N-s. 625

ouail Run Drive. Plainfield, Illinois, 60544.
0. Thank you.

Now. can vou state also the business
address for CIBER Consultino7

A. 625 Quail Run Drive, Plainfield,
Illinois.

0. nu name is David Sipiora. I represen
ciber, Inc. I'n here today to ask you some
questions reoardino the pendind netter betveen

Ciber and hour conpanv. focusino specificailu 0

contacts between you and business vou conducted
in the state of Iexas to the extent there is

L.A. REPORTING. 312-419-8292
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0. To both of you for purposes of --
A. okay.

0. If you need to break it out at any

point, you can Just tell he that, for he it is
this. and is that acceptable?

A. sure.

0. Noy. I understand the name of your

company is CIBER Consulting and it's an Illinois
CDPDOPBIIOH. Is that COPFECI7

A. It's CIBER Consultino, Inc., it is an

Illinois corporation, correct.

0. And it yas incorporated in 1998?
A. correct.

0. okay. Has it been in continuous

operation since 1896?

A. If you nean as with respect to papers
of incorporation or yhat do you nean by

continuous operation?
0. Have you conducted business as CIBER

consultino. Inc., on a continuino basis since
1596?

A. Yes.

0. I understand rron your declaration

that you currently have no enployees at CIBER

L.A. REPORTING. 3I2~4!S-8292

consultino. Inc., other than yourself?
A. That is correct.

0. Over tine fron 1996 to the present.

have you had any employees other than yourself?
A. No.

0. Have you ever had any independent
contractors york for you at CIBER Consultino.
Inc.?

Yes, I have.

Okay. Hoy nany have you had?
It varies.

Do you have any currently employed?
Yes. I do.

Hov nany7 ,

One. tyo -- four -- six. I'n sorry.
Briefly. can you describe yhat these

six contractors do?

A. support york for —~ yell. they Perforn
a variety of tasks. I'n not exactly sure --

0. Are they prooranners?
A. No.

0. Perhaps ye can Junp ahead.

Generally. can you describe uhat your

business does, yhat CIBER Consultino. Inc.,

L.A. REPORTING. 312-415-9292
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does?

HR. DOUELL: I'n ooino to th

at this point. can ye linit this to I

because I think ye're yettino into an‘

oeneral discovery and because this dew

linited to the Jurisdictional issues a

course. you're entitled to infornation

yhen ye pet to the position vhere ye'rt
dotno to be askinc you the cane quostn

I'n reluctant to have hin ansyer that I

to our aoreenent.

HR. SIPIORA: I appreciate yc
concern. I have a fey introductory QUE

along these lines. I'n not Intendind t

deep. Just to understand yhat his six p
and understand yhat his business did.

vant hin to so very deeP into it. It i

relevant because I need to knoy yhat th

people are doino. And. obviously. if U

people are yorkino for hin involved in
uant to understand that. I can cone om

the other yay and ask individually. if!

he to. each individual contractor. unat
OD.

L.A. REPORTING. 312-419-9282

 

HR. DOHELL: Can you do it tha

because that is a fairly inportant derin

issue. yhat your business does?

HR. SIPIORA: All riyht. If I

yhat you yant he to do. I'll be happy to
that.

BY MR. SIPIORA:

a. can you tell he. let's Just so
the list. if we can. of the six contracu

identify who they are and briefly Just u

uhat they do?

A. Jessica Evans. yho does office
' york.

EU the U39. none Of the six do
york In the state of Iexas.

0. okay.

A. As a clarification, or york on

project related to the state of texas.

Nicholas Evans is also doino of

support york.

0. yhen you say office support yor
do you nean?

A. Iupino, filina. administrative
york.

L.A. REPORTING. 312-419-9232
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17

o. Have you had independent contractors

work uith you over the course of the last six
years other than these individuals?

A. Stuart Helyason.

a. Hhat did Mr. Heloason do?

A. He also did proJect support.
0. sinilar to vany?
A. Yes.

0. Any york by Mr. Hetoason outside or

the state of Illinois?

A. Yes.

Any york in the state of Texas?
A. No.

o. Any contacts between -- are you aware

or any contacts on behalf of Ciber by Mr.

iielyason in the state of Texas, custoners.
CIIBBIS7

A. No.

D. the answer is no?
A. No.

0. Any other individuals that have been

independent contractors yorkiny for Ciber over
the past six years?

A. There is one other individual and I

L.A. REPORTING. 312-419-3292
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can't renenber his name, to be honest with you.
It yas several years ago. on. Steve Beeaker.

0. How would you spell that?
A. B—E-E-A-K-E-R.

D. And what was Mr. Beeaker's role?

A. Project support.

0. sinllar to Mr. Yany7

A. Correct. 7

0. Did he do any york outside of Illinois
for Ciber?

A. Yes.

0. okay. Any work in the state of Texas?
A. No.

0. To your knoyledde. did r. Beeaker

have any contacts yith custoners or did he

solicit business in the state of Texas on behalf
of Ciber?

A. No.

D. Other than the individuals that you've
naned, yho are independent contractors. have

there been any other individuals yho have done

york on behalf of ciber over the past six years?
A. No.

0. Have you had any rep. sales reps or 

L.A. REPORTING. 312-419-S292
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individuals who have helped you in terns
sellino services?

A. No.

o. Has your business always opera
of U013!‘ hone residence?

A. Yes.

0. Have you had any location for 5
business other than your hone residence?

A. No.

0. How nany custoners do you have

CIBER consultino7

A. Currently. in the past. collect
in the state or Texas? I'n not sure.

0. say currently. hoy nany current
custoners do you have?

A. Iyo.

o. And where are they located?

A. In Illinois and Hisconsin.

0. could you dive he a ballpark. th
hunber of.custoners you've had over the st

years that you've worked with as CIBER
consultino?

_ A. Four.

0. In addition to these two or iota

L.A. REPORTING. 31Z~419-3292

  

A. No, total.
Q. Total.

_ so, the other two custoners, wher
have they been located?’

A. Pennsylvania. and currently Illint

0. So. total of four customers durint

entire tine -- let he rephrase the question.
Durino the entire tine that CIBER

consultino has existed. it’: had a total of
customers?

A. That is correct.

0. And those custoners have been loca

in yisconstn. Pennsylvania, and two have bee
the state of Illinois?

A. That's correct. Stand corrected.

There were five. one was In Tennessee.
0. Tennessee Valley area?
A. No.

.0. Since 1998. hou nany tines have you
been in the state of Texas?

A. 10 the best of ny recollection, thr
tines.

0. And yere those three occasions the

three seminars that are referenced in the

L.A. REPORTING. 312-419-9292
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conplaint?
A. correct.

0. Are you auare of any other activities

of any of the contractors that you've hired that

uould have taken you into the state of Texas?

A. Are you referring to in association

uith Ciber or independent of Ciber?
D. NO. Just for clarification throuunout

this deposition, these independent contractors
had worked outside of -- worked for Ciber. I'n

not interested in that. 1'n only interested in

their york on behalf of Ciber uhere they're

uorkino on your behalf or for you.
A. No.

D. The ansuer is no?
A. Correct.

0. Do you do any advertisinu7
A. Do not.

0. Have you ever done any advertisina7
A. could you define vhat you nean by

advertisind7

0. Broadly construed. anythino where you
uere solicltinn business, brochures. pamphlets?

A. No.

L.A. REPORTING. 312-419-9292

0. Ads?

A. No.
0. Hov do you yet the yard out about your

bus 1 ness 7

A. Reputation.
0. Horn of nouth7

A. correct.

0. Have you had any yritien naierials

that UDU DFOVIOE 10 PFOSPBCIIVE CUSIOHBFS OF
CUSIOHBFS?

A. No.

D. So. you do not even have a brochure --

A. That's correct.

0. -- uho ye are type statenent?
A. That's correct.

0. Historically, at any point in tine.

have you had uritten naterials of any type that

describe your business that you've used for

purposes of pronotinn or describind your
business to others?

A. No.

D. 50. uhen you're contacted. if you're
contacted by soneone. the description of your

business you provide is all done by you orally?

L.A. REPORTING. 312-419-8232

PAGE 2‘"’

I-0

avm-4mmnuiva
F‘ I--

I‘ |‘\)

I-5 (J

o- A

be 0|

>- 0'!

so -4

p.. Q

I-- (D

NG

N «-

N N
N U

IDat

PAGE 24

I-0

s«im-4mvia(Jinu
I-- 0-‘

>- N

5- (J

5- A

0- VI

5.-

PN)

5.- Q

0- (D

l'\)G

N I-0

NN
NU

H) :5

idescribind your business?

 

23

A. Hell. no. you uere askiny If I had any
advertisino naterials. I put a letter together

or I can put a list of qualifications todether.
but that’: It.

0. Okay. 50. it's IDUIVIOUBIIZBG7

A. Correct.

0. And other than the letters that you

nentioned. in other uords. if you're contacted.

you uill write a letter describind yhat you do

and put forward your best foot?
A. correct.

0. And that is the extent of uritten

nateriais that you have relatind to pronotinn or

A. COFFECI. that IS the only thine I have

PU! IODEIHBP. COFPBCI.
0. over the course of the six years

you've been in business?

A. To the best of ny recollection. yes.

0. Have you ever sent any letter of that

type to anyone in the state of texas?

A. Not to ny recollection. no.
D. YOU'VE never D85 an ad in I trade

Publication? ;

L.A. REPORTING. 312-419-9292
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A. No.

0. Have you ever been listed in a

reoistry or any list of service providers. any

type of industry Publication?

A. No. not ny knouledbe.

0. So. you've never Put your nane into

any -- I don't know uhat the industry relevant

PUDIICBIIOHS BPS.

Are there PUDIICBIIODS relevant 10

your industry. the nuclear industry that are

yenerally circulated?

A. Yes. there are.

HR. DDDELL: obJectIon. foundation.
BY MR. SIPIORA:

0. Have you ever put any kind of -- even
listed your nane in any of those periodicals?

A. I have not. no.

0. Has your nane appeared in any of those

periodicals. to your knouiedue?
A. Not to ny knouledoe.

0. And by nane I nean the nane of your

conpany7
A. Correct .

0. So, the ansuer is still no?

L.A. REPORTING. 312-419-9292 
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A. Not to nu knouledue.

0. Have you ever used any direct

narketiny in your pronottny of business?

A. I'n not sure what you nean by direct
narket IDB .

0. Telephone calls.

A. In oenerai or in the state of Texas?

6. Generally first.
A. Not for the purposes or advertising.

0. Have you ever put any newsletters or

descriptions of oeneral infornatlon about the
business or the Industry?

A. No.

0. so. based on that there is nothihd
that you've ever sent in the vay of an

advertisenent or a letter or a pronotional piece
or a brochure into the state of Texas?

A. That is correct.

0. Do you use the Internet at all in your
business?

A. To advertise or --

O. Let ne rephrase the question.

Do you use the Internet to promote
your business in any you?

L.A. REPORTING. 312-415-9292
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A. Do not.

a. I understand from your declaration you
do not have a Hebsite7

That's correct.

Have you ever had a Uebslte?
Have not.

You're naybe the only Person yho

I'm an old-fashioned kind of duy.

a. so. you've never used the Internet

for -- have you ever used e—nail to promote your
business, nalltnd e-nail or postind on other

people's Uebsites, banner ads. anythino of that
type?

A. Have not.

Q. Have you ever done any seedlny of

search endines or put your name out in such a

yay that your nane uould cone up if people uere
searchlnn the Internet?

A. Have not.

0. Do you take any orders over the

Internet. in other words. request for services?
A. can you define vhat you nean by

Internet in that case?

L.A. REPORTING. 312-419~9292
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'0. Hell. you use e-nail at you
A. Correct.

0. so. you connunicate ytth cu
e-nail?

A. COFTECI.

0. Have you ever connunlcatedt

PPOSPECIIVE custoner OT 3 CU$lOfl€T In
of Texas?

A. No.

Hell, for clarification you

U39 Of BGVQFIISIDD OF SDl|C|llDD DU6ifl

0. Any connunicatlon with soneo
state of Texas via e-nail?

A. Certainly I've had connunica

people In Texas but not for the purpos

solicitino bustness or advertisiny.

O. Unat connunlcations have 909
A. Personal e-nails or e~naIlst

associates or peers.

0. Has anyone that has uorked N

ever operated out of the state of Texas

A. Not to ny knouledae.

0. no your contractors physicall
in the state of Illinois?

L.A. REPORTING. 312—415-9292

  

A. Not all of then.

0. Have any of your contractorsi

over the course of your business of C18!

Consultind. Inc.. have any of your contr
ever uorked for you unlle residind In In
of Texas?

A. Not to ny knoyledne.

0. Has your business aluays been

CIBER Consultino. Inc.. since you bedani
that nane?

A. correct.

0. Is the Ciber aluays capital C
A. Correct.

0. Uhere does that nane. CIBER

Consultino, Inc.. uhere does it appear vi

respect to your business? Is it on lette
A. Yes.

0. Do you have It on business card
A. Yes.

Q. Hhere else uould it be. on invo
A. Yes.

0. Any place else the nane appears
A. Internal forns.

0. Internal nennlnn uithln your cm

L.A. REPORTING. 312-41543282
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1 rev years. have there ever been occasions where

2 people have asked you about, say. Bruce or Mr.

3 Evans, can you do this or can you provide such a

4 service or do you do this type or thine?

5 A. Oh. I'n sure there have been. 1 don't

6 recall any specific instances or individuals.
7 but I'n sure there have been.

8 0. Is that part of vhat does on at these

9 type of conferences, vhere people find out vhat

10 type of services other people provide and vhat

11 type of activities are yoino on in the industry?

12 A. For an individual that has been around

13 as lono as I have, they pretty nuch knoy. so

14 they nay ask specifics about a particular
15 project. but --

16 D. so. is the answer yes?

17 A. Bell, could you repeat the question
18 for he aoain?

15 0. Sure.

29 At conferences such as the NIRHA 2000

21 conference in Dallas. is it the connon practice

22 or connon at such conferences for people to
23 inquire of others reoardino uhat types of

24 services the person night provide or thinos

L.A. REPORTING. 312-419-9292 
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1 related to a person's business?

2 A. It's difficult for ne to address vhat

3 uould be connon for interactions betveen other

4 individuals. It has happened with ne but not
5 yith any frequency.

6 0. Hell. you say not vith any frequency.

7 why do you say that? People do not ask you
8 about your business very often?

9 A. yell, ayain. because I've been in

10 these associations as loop as I have, people
11 typically knov vhat I do.

12 D. And they knou about your business.
13 CIBER Consulting? ‘I’

14 A. I know they knoy ne by name and by 
face.

0.

17 A.

18 0.
Inc.?

A.

 
As Bruce Evans?
Correct.

As Bruce Evans of CIBER consultiny.

 

 

 
 

That I don't know. I don't knoy hou  
 
 

21 they nake the association. I Just knou that
22 they knou ne.

23 0. Do you recall anythino specifically 
about the NIRHA 2000 conference in Dallas that
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related to your business or soneone asked you

about your business or you talked about your

business other than the presentation that you
Dave?

A. No. I don't renenber any specific
conversations. No.

D. In connection uith your attendance at
any conferences or seninars. not Just the 20D0

conference in Dallas, have you ever nade an

attenpt in advance of the conference to schedule
a neetino vith soneone relatiny to your
business?

A. Not to ny recollection, no.

0. so. is it your ~- it has never been

the case in all of the conferences that you've

attended that you have planned ahead to do sone
business while at the conference?

A. Not to ny recollection. no.

0. And vould your testinony be that ynen

you attended the NIRMA conference in Dallas that

you did not enoaoe in any business activity?

A. A yell. you'd have to define business
activities for ne. Did we ever discuss the

state 07 the industry 07 Ol5CUSS vhat I U35

L.A. REPORTING. 312-418-9292
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doino in the business or discuss vhat proJects I
was vorkino on, I don't renenber specific
conversations or individuals I had those

conversations uitn out in all probability those
kinds of conversations occurred.

No. I did not schedule neetinos for
the Purpose of solicitiny any business or

Drovidino services or advertisino services or
any of that kind of thiny. no.

0. Did you acquire any new business as a

Pe$Ul{.Of attendino the 2000 conference in
Dallas?

A. Did not. not that I recall any vay.

Q. Did you obtain any -- let he rephrase
that.

Did you receive any inquiries relating
to new business as a result of your attendance
at the 2090 conference Dallas?

A. Not that I recall. no.

0. Here you an exhibitor at the
conference?

A. I vas not.

0. Have you been present -- let ne
FEPDFESB that.

L.A. REPORTING. 312-418-S292

 

  
 
 

 

 
  

 

 

 





A IN THE UNITED STATES DISTRICT COURT .

. FOR THE NORTHERN DISTRICT‘ OF ILLINOIS

CIBER, lNC., a Delaware corporation,

Plaintiff, Civil Action No.03-CV-840

V. \u-’\/%l%\J%\-/'
CIBER CONSULTING, INCORPORATED,

a dissolved Illinois corporation; BRUCE F. EVANS,)

an individual; CYNTHIA B._,EVANS, an individual;) _.
JOHN DOE -1, an individual; JOHN DOE 2, an )

individual; JOHN DOE 3, an individual; JOHN ) ' F59 0 5 _/_/)0‘ .
DOE 4, an individual; JOHN DOE 5, an individual; ) - MICHAEL W '
JOHN DOE 6, an individual; JOHN DOE 7, an ) A — CLERK. 'U.S Of D033/1'18
individual; JOHN DOE s, an individual; JOHN ) . sriilcr com,

incl; 9, an individual; JOHN DOE lo, an individual,) '
)

Defendants. )

ANSWER, AFFIRMATIVE DEFENSES AND

COUNTERCLAIM TO PLAINTIFF’S SECOND AMENDED COMPLAINT .

Defendants, Ciber Consulting, Inc. (‘cor’), Bruce F. Evans, and Cynthia B, Evans -

answer Plaintiff Ciber, Inc.’s Second Amended Complaint as follows:

JURISDICTION AND VENQE

I. This Court has subject matter jurisdiction ofthis action under 28 U.S.C. § 1331.
(federal question) in that Counts I and II arise under the Trademark Act of 1946, 15. U.S.C. §§ '

1051-1127, as amended (theAct”). A '

ANSWER: Adrnitted.

2. This Court also has supplemental jurisdiction over Count III, IV and V ofthis

A complaint under 28 U.S.C. § 1367(3) because the claims arise from the same common nucleus
of operative facts complained ofin Counts I and II.

A ANSWER: Admitted.

3. This Court has personal jurisdiction over Defendants because ofDefendants’

repeated use of the "CIBER" mark in the State of Illinois and in this District, as detailed

below. Additionally, this Court has personal jurisdiction over Defendants because, upon

information and belief, Defendants use the "CIBER" mark to solicit business in this District,

including, upon information and belief, through the mails, by telephone and through other means.

:3

52



 

‘ANSWER: Except as specifically admitted above, Defendants are without

sufficient information to admit or deny the allegations of Paragraph 30.

31. Upon information and belief, Defendants knowingly have advertised, offered
for sale and sold services using the term "CIBER" in interstate commerce. Defendants’

actions have been willful and in knowing disregard of the rights of CIBER. ’

ANSWER: Denied.

32. Defendants’ use of "CIBER" in connection with consulting services has
caused, or is likely to cause, consumer confusion, deception or mistake. '

ANSWER: ‘ Denied.

33. i As a direct and proximate result of Defendants’ actions described above,
CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: Denied.

34. ' CIBER has suffered and will continue to suffer irreparable harm unless
, Defendants cease use ofor are enjoined from using the "CIBER" mark. In this regard,
CIBER has no adequate remedy at law and is entitled‘ to preliminary and permanent
injunctive relief. - . .

ANSWER: Denied.

C0 II: Federal nfair Com tition and False Adverti

(15 U.S.(Z. § ll_2S(a)) .

35. CIBER re-alleges and incorporates by reference paragraphs 1 through 33
above. - ’ '

ANSWER: Defendants incorporate by reference their responses to paragraphs 1

through 33 above. « "

36. Defendants have used in interstate commerce in connection with consulting
services a_word, term, name, symbol, or devieethat, in commercial advertising or
promotion‘ misrepresents the nature, characteristics, qualifies and/or origin oftheir goods,
services or products in violation of 15 USC. §‘ 1 l25(a)(l)(B). Defendants‘ actions have
been willful and in knowing disregard of the rights of CIBER. .



9

ANSWER: . Denied. «

37. ‘ The marks and name utilized by Defendants are confusing similar to that of

CIBER's unique mark and trade name. This attempt by Defendants to trade upon
Plaintiffs good will and reputation and to unlawfully appropriate the benefits of ClBER's
years of advertising constitutes unfair competition and has caused and is causing

irreparable damage to CIBER by misleading the public to believe that Defendants are

afliliated, associated with or sponsored by CIBER;

ANSWER: _ «Denied.

38. As a direct and proximate result of Defendants’ actions described above,

~ CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: A _ Denied. _

39. CIBER has suffered and will continue to suffer irreparable harm unless
Defendants cease use ofor are enjoined from using the "CIBER" mark. In this regard,

CIBER has no adequate remedy at law and is entitled to preliminary and permanent

injunctive relief. " ' ~~

ANSWER: Denied.

COUET III: Unfair Competition and Unfair Business Practices

40. CIBER re.-alleges and incorporates by reference paragraphs 1 through 38
above. ’ ‘ . ' . - -

ANSWER: ‘ Defendants incorporate by reference their responses to paragraphs 1"

through 38 above. I i D 4 i

41. This claim for relief arises under the common law ofunfair competition.

ANSWER: Defendants deny that Ciber, Inc. has a claim for relief under the I

common law ofunfair competition. _. -A _ D A ~~

_42. Defendants’ actions described above, including their continued use of a
mark deceptively similar to CIBER's trademark or trade name, are intended to mislead the

public and lead toconfusion and mistake and constitute deliberate and willfirl unfair
competition and unlawful business practice in violation of common law. »

ANSWER: Denied.



- 43. As a direct and proximate result ofDefendants’ actions described above,
CIBER has been injured and damaged in an amount to be determined at trial.

ANSWER: Denied.

44. Unless restrained and enjoined by this court, Defendants’ wrongful conduct

will continue to cause irreparable harm to CIBER. _In this regard, CIBER has no adequate
remedy at law and is entitled to preliminary and permanent injunctive relief..

ANSWER: Denied.

Q0115]: 1!: Illinois Uniform Deceptive Trade Practices Act

((5 315 ILCS 510/1 etseq.) D

45. CIBER re-alleges and incorporates by reference paragraphs 1 through 43 above.

' ANSWER: Defendants incorporate by reference their responses to paragraph 1

through 43 above.

46. Defendants have engaged in deceptive trade practices by, in the course of

business, causing likelihood ofoonfiision or ofmisunderstanding as to the source, sponsorship,

approval, or certification ofgoods or services; and/or causing likelihood ofconfusion or of
misunderstanding as to afiiliation, connection, or association with or certification by another in

violation of § 815 ILCS 510/2. Defendants’ actions have been willful and in knowing disregard
ofthe rights ofCIBER. - ' . ~

ANSWER: Denied. . - ‘ {

47. The marks and name utilized by Defendants are confusing [sic] similar to that of.

CIBER’s unique mark and trade name. Defendants’ attempt to trade upon Plaintifi‘s good will
and reputation and unlawfully to appropriate the benefits ofClBER’s years ofadvertising ‘
constitutes deceptive trade practices and has caused and_is causing irreparable damages to

CIBER by misleading the public to believe that Defendants are afliliated, associated with or ‘ ~

sponsored by CIBE_R. _ V ' -

ANSWER:' Denied. '

48. As a direct and proximate result ofDefendants’ actions described above, CIBER

has been injured and damaged in an amount tobe determined at trial.

ANSWER: Denied.



 

77. Ciber, Inc. now asserts their misappropriation ofthe Ciber Consulting, Inc. name

as further grounds in support of its existinglcauses of action and as grounds for its additional

causes ofaction for violations of the Illinois Uniform Deceptive Trade Practices Act and Illinois

Consumer Fraud and Deceptive Business Practices Act.

78. Ciber, Inc.’s own misappropriation of the Cflver Consulting, Inc. name, with full

knowledge ofDefendants active and continuous use of the name in the State ofIllinois, was

improper. Further, Ciber, Inc.’s actions were done in bad faith toward the party against whom it.

is seeking relief. These actions demonstrate Ciber, Inc.’s unclean hands. Ciber, Inc. now seeks

to take advantage ofits own improper and bad faith actions in order to obtain relief from this

Court. The doctrine ofunclean hands acts to bar such relief.

79. As a result of Plaintiffs improper and bad faith actions in these proceedings and

unclean hands in the incorporation ofa new subsidiary under the Ciber Consulting, Inc. name in
the State of Illinois, Plaintiff is not entitled to the relief sought in its Second Amended

Complaint.

COUNTERCLAIM H’

COUNT I: DEQUEST FORCANQELLATION OF THE MAEK “CIBER”

15 U.S.C. § 1119

80. Defendants reassert and incorporate by reference paragraphs 35-46 above.
81. Ciber, Inc.‘ owns U.S. Trademark Registration No. 1,185,100 for the mark

“CIBER” for goods and services in the following areas: management consulting services in the

fields ofbusiness, engineering and research; and design, development and implementation of

computer programming and scfiware services.



 

82. Ciber, Inc. owns U.S. Trademark Registration No. 1,479,942 for the stylized

mark “CIBER” for goods and services in the following areas: management consulting services

in the fields ofbusiness, engineering and research‘; and design, development and

implementation ofcomputer programming and software services.

83.. The word “ciber” has become generic for computer and computer network related

concepts, goods and services and has ceased to function, if it ever did, as a unique identifier of

the source ofmanagement consulting services in the fields ofbusiness, engineering and

research and design, development and implementation ofcomputer programming and software

services. A i

84. Defendants request cancellation of the U.S. Trademark Registration Nos.

1,185,100 and 1,479,942 pursuant to 15 U.S.C. § 1119 on the grounds that these registrations

are generic and not entitled to registration as trademarks. I

85. Ciber, Inc. has failed to police and prohibit the use the term “ciber”_ in

connection with management consulting services in the fieldsiofbusiness, engineering and
research. A

86. Ciber, Inc. has failed to police and prohibit the use the term “cybet” in

connectionwith management consulting services in the fields ofbusiness, engineering and

research". ‘-

87. Ciber, Inc. has failed to police and prohibit the use of the term “ciber” in

connection with the design, development and implementation ofcomputer programming and

software services. .



 

88. Ciber, Inc. has failed to police and prohibit the use of the term “cyber” in

connection with the design, development and irnpletnentation ofcomputer programming and

software services.

89. As a result of Ciber, Inc.’s course ofconduct as the owner of U.S. Trademark

Registration Nos. 1,185,100 and 1,d79',942,. including its failure to police the use of these
marks, the mark “C1BER” has become generic and thereby lost any significance as a

trademark. ' v V A

90. Because Trademarl;_R_cjgist_ration Nos. 1,185,100 and 1,479,942 have

become generic terms as a result of Ciber, Inc.’s acts ofomission, namely, its failure to police

the widespread use of the terms “ciber” and “cyber," the mark “CIBER” should be found to

have been abandoned as that tern: is defined in 15 U.S.C. § 1127.

91. ' Defendantsirequest cancellation ofthe U.S. Trademark Registration Nos.

1,185,100 and 1,479,942 pursuant to 15 U.S.C. § 1119 on the grounds that these registrations

have been abandoned by Ciber, Inc._ through its acts ofoniission in policing the marks. '

PRAYER OR IdELIEF
Defendants respectfillly request judgment against the PlaintiffCiber, Inc. as follows:

A. A declaration that Defendants do not infiinge Plaintilfs alleged trademarks;

B. A declaration that Plaintiffs alleged tradelnarks are invalid and unenforceable;

C. Cancellation ofPlaintifi’s,U.S. Trademark Registration Nos. I,185,1(10 and

1,479,942 pursuant to 15 U.S.C. _§' 1119;
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4 D. An Order requiring Plaintiff to return the name “Ciber Consulting, Inc." to

Defendants and to complete and file all paperwork necessary to effectuate such

a transfer with the State of Illinois;

E. An award ofDefendants’ reasonable costs and attorneys’ fees incurred in‘

defending this action;

F. Such other relief as is just and equitable.

- Defendants request trial by jury.

Date: February 4, 2004 Respectfiilly submitted,

  
Anthony E. Dowe

Geofiiey A. Baker

Jefii'ey A. Hammond

_DOWELL BAKER
1001 Main Street

Lafayette, Indiana 47901

Telephone: (765) 429-4004

Facsimile: (765)429-4114

Christopher V. Camni

MCANDREWS, HELD & MALLOY, LTD.
500 W. Madison Street
34th Floor

Chicago, Illinois 60661

Telephone: (312) 775-8000

Facsimile: (312) 775-8100

Attorneys for Ciber Consulting, Inc., Bruce F."
Evans and Cynthia B. Evans.
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS

CIBER, INC., a Delaware corporation,

Plaintiff,

vs. Civil Action No. 03-CV-840

CIBER CONSULTING, INC., Judge Robert W. Gettleman

)

)

)

)

)

)

)

a dissolved Illinois corporation; )
BRUCE F. EVANS, an individual; and )
CYNTHIA B. EVANS, an individual )

)

Defendants. )

DEFENDANTS’ OPPOSITION TO PLAINTIFF’S MOTION FOR VOLUNTARY
DISMISSAL OF ACTION WITH PREJUDICE

Plaintiff Ciber, Inc. seeks the Court’s approval for the voluntary dismissal with prejudice

of all ofPlaintiff’ s trademark infringement/unfair competition claims and, based on this

voluntary dismissal, the involuntary dismissal of Defendants’ counterclaim to invalidate the

asserted trademark “CIBER” because it is generic. Defendants, of course, would welcome the

dismissal ofPlaintiff’ s baseless claims. Defendants, however, object to the involuntary dismissal

oftheir counterclaim, which will afford them superior rights and a better remedy than the mere

dismissal ofPlaintiffs infringement claims. Defendants also object to the extent that any

voluntary dismissal of Plaintiffs claims prejudices Defendants’ right to recover their costs as the

“prevailing party” in this litigation pursuant to Fed. R. Civ. P. 54 (d)(l) and their right to recover

reasonable attorney fees defending this action pursuant to 15 U.S.C. § ll17(a).

Plaintiffs right to voluntarily dismiss its claims is governed by Fed. R. Civ. P. 41 (a)(2).

When a counterclaim has been pleaded by a defendant prior to a plaintiffs proposed voluntary '

dismissal of its claims, Rule 41 (a)(2) provides that “the action shall not be dismissed against the

<i1efendant’s objection unless the counterclaim can remain pending for independent adjudication



 

by the court.” By the express terms of Rule 41 (a)(2), the Court may not dismiss Defendants’

counterclaim for invalidity based on Plaintiffs dismissal of its claims. Despite the dismissal, a

defendant has a right to continue the fight to invalidate the trademark and/or recover attorney

fees. “[T]he plaintiffmust not be allowed to short circuit this right by dismissing the suit without

cost when he sees the handwriting on the wall.” SmithKline Beecham Corp. v. Pentech

Pharmaceuticals Inc., 261 F. Supp. 2d 1002, 1006 (N.D. Ill. 2003).
 

Plaintiff Ciber, Inc. sees the handwriting on the wall and knows that the mark “CIBER”

will be invalidated if this case continues. Although Plaintiff is willing to drop its grrent

infringement claims, Defendants counterclaim is not moot. With the specter of the registered

trademark “CIBER” hanging over their heads, Defendants are “still hampered and embarrassed

by the necessity of avoiding trespass,” Trico Prods Corp. v. Anderson Co., 147 F.2d 721, 722

(7th Cir. 1945), and restricted from pursuing new clients, expanding the business with existing

clients or selling the business. Only upon the liberation of the mark will Defendants be free to

pursue all potential business opportunities.

Accordingly, Defendants consent to the dismissal of Plaintiffs claims, provided that the

counterclaim for invalidity “remain pending for independent adjudication by the court.” Fed. R.

Civ. P. 41 (a)(2). Rule 41(a)(2) also provides that “an action shall not be dismissed at the

plaintiffs instance save upon order of the court and upon such terms and conditions as the court

deems proper.” Pursuant to this provision, as well as Fed. R. Civ. P. 54 (d)(l) and 15 U.S.C. §

11 17(a), Defendants request that any voluntary dismissal ofPlaintiffs claims be conditioned on

payment of Defendants’ costs and attorney fees incurred defending Plaintiffs baseless claims.



 

I. BACKGROUND

Plaintiff has repeatedly demonstrated that it will recharacterize the facts and change its

position related to scope of Defendants’ business if it meets Plaintiffs immediate tactical needs.

In its original Complaint filed in Texas, Plaintiffs asserted that it had been damaged by

Defendants’ commercial activities. After learning that Defendants’ defense costs were covered

by insurance, Plaintiff filed a First Amended Complaint removing any claim for damages.

Plaintiff changed its position in the obvious hope that this move would eliminate Defendants’

insurance coverage.‘ When this tactic failed, and Defendants’ insurance coverage continued,

Plaintiff sought and obtained leave to again amend its Complaint.

In its Motion for Leave to File a Second Amended Complaint, Plaintiff alleged that

discovery had revealed that Defendants’ activities were not de minimus because Defendants

engaged in significant advertising, offered services outside the nuclear power industry and

employed many people other than Mr. Evans. Now, in its Motion for Voluntary Dismissal,

Plaintiff has changed its position a third time and alleges that Defendants’ activities are gig

minimus and not worthy of litigating. Notably, Plaintiffhas taken no depositions since filing its

Motion to for Leave to File a Second Amended Complaint nor identified any discovery

responses that support Plaintiffs drastic change in position.

There is only one rational explanation for Plaintiffs most recent change in position—

Plaintiff will soon be faced with a motion for summary judgment that its mark “CIBER” is

generic and invalid. Defendants have amassed compelling evidence that the mark is generic}

1 

Plaintiff also attempted to take discovery of Defendants’ insurance carrier to find out why
1 e insurance company would continue to fund the defense of the case. Defendants sought and
o tained a Protective Order from Magistrate Judge Schenkier to prevent this discovery.
2 Although the word “ciber” may have once been an acronym with trademark potential, the

rd is now a generic term for all types of computer and intemet related goods and services.



\
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and have patiently waited for the close of discovery (as directed by the Court) to file a motion for

summary judgment. With that date looming in the near future, Plaintiff is desperate, and is

willing to drop this present case to avoid the inevitable invalidation of its mark. Defendants,

however, are entitled to an adjudication of the validity of the mark so that they may avoid the

threat of any future litigation based on Defendants’ future use of the business name “Ciber

Consulting, Inc.”

As carefiilly noted in its Memorandum of Law in Support ofPlaintiffs Motion for

Voluntary Dismissal of Action with Prejudice, Plaintiffs voluntary dismissal of its claims

concerns only Defendants’ “past and present use” of the name Ciber Consulting, Inc.:

CIBER has agreed to the dismissal with prejudice of all claims covering
Defendants’ past and present use of its trade name, which effective

insulates Defendants from suit based on current or past use of the mark.

Memorandum at 6. Plaintiff has also carefully laid out the basis for its voluntary dismissal——that

Defendants are unable to expand the scope of their business because of Mr. Evans’ lack of

resources and “personal health. concerns.” As made explicitly clear by these statements, Plaintiff

will most assuredly reassert a claim for trademark infringement if and when Defendants’

business expands or changes in any way.
:_ 

Defendants have conducted a survey and produced an expert report written by Professor Timothy
Cason of Purdue University demonstrating the genericness of the mark “CIBER.” Plaintiffs have

conducted no survey, recognizing by conspicuous omission that any survey testing the public
perception of the word “ciber” would demonstrate the genericness of the word.

In addition, Ciber, Inc. has admitted the obvious——the word “cyber”, spelled with a “y”
I rather than an “i”, is generic for computer and intemet related services. Under the law of the 7th

Circuit, the misspelled phonetic equivalent of a generic word (Q, spelling the admittedly
3 generic “cyber” with an “i”) is also generic. Miller Brewing Co. v. G. Heileman Brewing Co.,
1 E, 561 F2d 75 (7th Cir. 1977) (finding misspelled “LITE” to be generic when applied to beer);

American Aloe Corporation v. Aloe Creme Labs., 420 F.2d 1248, 1250 (7th Cir. 1970) (finding
both “A.LOE’,’ and misspelled “ALO-” to be generic terms for use in connection with ointrnents
and cosmetics).

“Ciber” is also the Spanish and Italian spelling for the word “cyber”, making the mark
“CIBER” invalid as generic under the Doctrine of Foreign Equivalents.



 

Defendants have every intention of expanding their business to serve additional clients

and, if the opportunity presents itself, expanding the business into areas outside of the field of

nuclear records management. Mr. Evans may also seek to one day sell the business, or merge

with consultants or businesses in related fields. Plaintiff argues, without any support whatsoever,

that Mr. Evans’ “personal health concerns” prevent such expansion. Nothing could be further

from the truth. Mr. Evans is in outstanding health and fully intends to continue operating a_n_d

expanding the business of Ciber Consulting, Inc. for many years to come. However, so long as

the mark “CIBER” remains a valid trademark, Mr. Evans’ and Ciber Consulting, Inc.’s business

opportunities are limited and uncertain. Accordingly, despite Plaintiff’s voluntarily dismissal of

its infringement claims, Defendants continue to seek adjudication ofthe validity of the mark

“CIBER.”

II. PLAINTIFF’S VOLUNTARY DISMISSAL OF ITS INFRINGEMENT CLAIMS
DOES NOT MANDATE THE INVOLUNTARY DISMISSAL OF DEFENDANTS’
COUNTERCLAIM FOR INVALIDITY

A. Rule 41(a)(2) Prevents Dismissal of Defendants’ Counterclaim

Fed. R. Civ. P. 41 (a)(?.) provides:

Except as provided in paragraph (1) of this subdivision of this rule [i_.g, by '
stipulation], an action shall not be dismissed at the plaintiffs instance save
upon order of the court and upon such terms and conditions as the court

deems proper. If a counterclaim has been pleaded by a defendant prior to
the service upon the defendant of the plaintiff's motion to dismiss, the
action shall not be dismissed against the defendant's objection unless the
counterclaim can remain pending for independent adjudication by the
court. Unless otherwise specified in the order, a dismissal under this
paragraph is without prejudice.

t‘Pursuant to Fed. R. Civ. P. 4l(a)(2), this Court cannot dismiss plaintiffs’ action against I

[defendant] unless defendant’s counterclaims can remain pending for independent adjudication

by the court.” Hoffman-La Roche Inc. v. Genpharm Inc., 50 F. Supp. ‘2d 367, 371 (D.N.J. 1999).



 

In Laekner Co. v. Quehl Sign Co., 145 F.2d 932, 934 (6th Cir. 1944), the defendant in a

patent infringement sought to have its counterclaim for invalidity of the patent decided even

though plaintiff had moved to dismiss its claims with prejudice. Like Plaintiff Ciber, Inc. in this

case, the.plaintiff argued that there was no case or controversy because it had offered to dismiss

its claims with prejudice. The Court found that Rule 4] (a)(2) applied, and held that the district

court had jurisdiction to hold the patent invalid. Ld,

Plaintiff cites Trippe Mfg. V. Am. Power Conversion Corp, 46 F.3d 624, 627-28 (7th

Cir. 1995) for the proposition that there can be no case or controversy to support a cancellation

claim where a trademark holder has conceded that an accused trademark use was a fair use.

Lrippg, however, is inapplicable because Rule 41 (a)(2) was not applicable to the facts of that

case. In lr_ipp_e_, the accused infiinger filed a declaratory judgment action for non-infiingement

and invalidity of a trademark. No counterclaim was at issue, so Rule 41(a)(2) did not apply. In

the present case, Rule 41 (a)(2) does apply and prevents dismissal of Defendants’ counterclaim.

In addition, the court in Igppg found that there was no case or controversy because the

accused infringer _n_e1e_r had a reasonable apprehension that it would be sued for infiingement.

Therefore, the accused infringer did not have standing when it filed suit. By contrast, in this

case, Defendants clearly had standing to bring their counterclaim for invalidity after being sued

for infringement by Plaintiff. The issue is whether Defendants retain that standing ifPlaintiff

voluntarily dismisses its claims—a subject that was never at issue or considered in the Igipjg
case.

B. Defendants’ Counterclaim to lnvalidate the “CIBER” Mark is not Moot

Defendants’ counterclaim to invalidate the “CIBER” mark does not become moot if

Plaintiff’ s infringement claims are dismissed with prejudice. Defendants’ counterclaim is not



 

moot because Defendants can obtain superior rights by invalidating the mark as compared to

merely prevailing on Plaintiffs present claims. In addition, in patent and trademark cases, courts

have repeatedly held that a defendant does not lose standing to challenge the validity of the

patent or trademark when it prevails on infringement.

1. Defendants can obtain superior rights by invalidating the “CIBER”
mark.

The Seventh Circuit has recognized that the “mere exoneration from infringement does

not always meet the necessities of a wrongfully accused defendant.”

Our experience with patent infringement cases would lead to a conclusion

that mere dismissal of a plaintiffs bill does not always adjudicate every
aspect of the controversy or give the defendant all the relief to which he

may be entitled. To illustrate: It frequently happens that the court, in a
patent or trademark infringement suit, finding the defendant innocent of

infiingement, deems it unnecessary to determine issues of title, validity, or
the scope of the patent claims. One defendant exonerated of infringement
may be content with such adjudication—another may not. . . . [M]ere
exoneration from infiingement does not always meet the necessities of a

wrongfully accused defendant. His activities are still circumscribed by the
monopoly based upon the patent grant. Convinced that the patent is
invalid, he is still hampered and embarrassed by the necessity of avoiding
trespass. He wishes to be free from the restrictions of an invalid patent or '
trademark.

fiic_o_.Prods Corp. v. Anderson Co., 147 F.2d 721, 722 (7th Cir. 1945) (quoting Dominion

Electrical Mfg. Co. v. Edwin L. Weigand Co., 126 F.2d 172, 174 (6th Cir. 1945)) (internal

citations omitted). As noted in T_rig:g, despite the dismissal of the plaintiffs infringement claim,

a trademark infringement defendant retains a very real interest in invalidating the trademark to

eliminate “the necessity of avoiding trespass” of the invalid trademark.

In Secular Organizations for Sobriety, Inc. v. Ullrich, 213 F.3d 1125, 1131-32 (9th Cir.

2000), the district court failed to rule on a defendant’s counterclaim to cancel a registered

trademark because the defendant had prevailed on a defense of fair use of the trademark. The



 

Ninth Circuit remanded the decision because the cancellation counterclaim would have afforded

the defendant “rights and remedies not otherwise provided by the claims the district court

resolved.”

The district court’s ruling, as it now stands, allows for SOS-West to use

the marks, but only in the area in which it had established prior use. SOS-
West is correct, then, to argue that prevailing on a cancellation claim
affords it greater benefits than on the claims on which it did succeed.

Those additional benefits mean that that the federal cancellation claim is

not moot and that the district court should have decided the question.

_I_<L at 1132.

Mere exoneration fiom infringement will not meet the needs of the Defendants.

Plaintiffs repeated changes in position in this litigation, as well as its explicit statement that the

voluntary dismissal concerns only “Defendants’ past and present use of its trade name”,

demonstrate Defendants’ need to cancel the “ClBER” mark. Cancellation will afford

Defendants greater rights than mere dismissal. Upon cancellation of the “CIBER” mark,

Defendants will be free to expand and/or sell their business without the threat of litigation by

Plaintiff. Because Defendants can obtain additional benefits by canceling the mark, the

cancellation counterclaim is not moot.

2. Defendants have not lost standing to challenge the validity of the
“CIBER” mark by prevailing on Plaintiffs infringement claims.

Plaintiff does not and cannot dispute that Defendants had standing to seek cancellation of

Plaintiffs “CIBER” trademark registration at the time that they brought their counterclaim. The

Defendants will not lose this standing by prevailing on Plaintiffs infringement claims. In

;&r_ogr_qup International, Inc; v. Marlboro Footworks, Ltd., 977 F.Supp. 264, 266-67 (S.D.N.Y.

1997), the court found no likelihood of confusion between the Plaintiffs trademarked waffle

pattern on its shoes and the pattern on Defendant’s shoes. Nevertheless, the defendant sought to



cancel the registered trademark. Like the Plaintiff Ciber, Inc. in this action, the plaintiff argued

that the defendant had no standing to contest the validity of the trademark because the court had

' found that there was no likelihood of confiision between the parties’ shoes. The court rejected

this argument, and held that the defendant continued to have standing to contest the validity of

the registered trademark.

By prevailing in an infiingement action, a defendant does not lose

standing to bring its counterclaim for cancellation. Having been sued for
trademark infringement, [defendant] has the requisite injury to confer
standing.

I_d_. at 267. Similarly, although Defendants have prevailed on the infringement claims in this

litigation, they retain standing to prosecute the counterclaim to invalidate the “CIBER” mark.

Plaintiff will likely assert that the dismissal of its Complaint raises a potential res judicata

bar to additional trademark claims by Plaintiff and hence destroys Defendants’ interest in

prosecuting their counterclaim. The Federal Circuit has rejected the same argument. In

Qtemational Order of Job’s Daughters v. Lindeburg & Co., the Federal Circuit affirmed

summary judgment canceling a federal trademark registration. 727 F.2d 1087, 1092 (Fed. Cir.

1984). The plaintiffbrought a cancellation proceeding against a trademark owner gfigr the Ninth

Circuit had affirmed the dismissal ofthe trademark owner’s infringement claims against the

plaintiff. I_d_. at 1092. The trademark registrant argued that plaintiff lacked standing to challenge

its trademark registration because the Ninth Circuit’s dismissal of its infringement claims against

plaintiff shielded the plaintiff from further risk of liability. Noting that permitting the

registration to survive would afford the registrant, “should it file another infringement suit

against [plaintiff], prima facie proof of an exclusive right to use the [trademark] in commerce,”



.l.

the Federal Circuit held that plaintiff retained standing to challenge the registration.3 The court

stated that:

Though [plaintiff] prevailed in the Ninth Circuit infiingement
action against it brought by [trademark registrant], we believe that
it should not have to rely solely on the doctrine of former
adjudication to bar appellant’s use of its registration against
[plaintiff] in another suit. There are enough exceptions to the
doctrine of issue preclusion (see Restatement (Second) of
Judgments § 28 (1980)) to render it impossible to say that former
adjudication is an all-sufficient remedy, in itself, to preclude any
attempt to use the registration against [plaintiff]. Even though
appellee might prevail in its defense of former adjudication, i_t
should not have to litigate that defense in order to be free of

appellant’s registration advantage.

IQ at 1092 n.4 (emphasis added).

As long as Plaintiff is permitted to assert that it has rights in the “CIBER” mark,

Defendants face the risk of additional litigation due to Defendants continued use of the “Cibcr

Consulting, Inc.” name. Defendants should not be forced. to defend themselves from further

unfounded claims by Plaintiff. “[I]f there is a possibility of a recurrence” of the activity that first

gave the claimant standing, a case cannot be dismissed as moot. §ge_ Federal Trade Comm’n v.

Affordable Media LLC, 179 F.3d 1228, 1237 (9th Cir. 1999) (emphasis in original) (holding. 

that cessation of conduct which gave rise to plaintiffs claim for injunctive relief does not render

claim moot). Defendants’ use of the “Ciber Consulting, Inc.” name in commerce gave rise to

Plaintiffs trademark infringement claim and, thereby, gave Defendants standing to assert their

Counterclaim for cancellation of the “CIBER” mark.

 

l Because the Ninth Circuit had affinned the dismissal of the trademark owner’s
infringement claims before plaintiffbrought its suit seeking cancellation, the Federal Circuit

1;:plied the standard for standing rather than the more liberal mootness standard applicable here.I . at 1089-90.

10



 

As the United States Supreme Court noted in Cig of Erie v. Pap’s A.M., TBD

“Kandyland”, “[t]he underlying concern [as to whether a case is moot] is that, when the

challenged conduct ceases such that ‘there is no reasonable expectation that the wrong will be

repeated,’ then it becomes impossible for the court to grant ‘any effectual reliefwhatever’ to

[the] prevailing party.” 529 U.S. 277, 287 (2000) (internal citations omitted). In this case,

however, there is a reasonable expectation that the complained ofwrong will be repeated as

Defendants continue to use the “Ciber Consulting, Inc.” name in commerce and Plaintiffs

dismissal of its claims of infringement as to past and present use of the name do not preclude

subsequent litigation as to future instances ofDefendants’ use of the word “ciber” in its name. In

this situation, the case or controversy between the parties is still “live” and any opinion as to the

validity of the “CIBER” mark would not be advisory.

If the “CIBER” mark is declared invalid and this Court orders the cancellation of the

trademark registration for the mark, then Defendants will be free of the possibility of fiiture

trademark infringement actions based on their future use of the word “ciber” in their business

name. The availability of this relief is sufficient to prevent Defendants’ counterclaim from being

lmoot. See, e.g., City of Erie, 529 U.S. at 288 (holding that the court’s ability to grant relief to

Even if Plaintiff had unconditionally promised never to sue Defendants again (which it

dertainly has not), Defendants’ counterclaims still would not be rendered moot. Bankroft &

Masters, Inc. v. Augusta Nat’l, lnc., 223 F.3d 1082, 1085 (9th Cir. 2000) (“even if [registrant’s]

promise [not to sue] had been unqualified, it would not have mooted [claimant’s] separate

rdquest for cancellation.... The Lanham Act authorizes district courts to order trademark

ll



 

cancellation in any action involving a registered mark.” (citing 15 U.S.C. § 1119)). Likewise, a

party forced to defend a trademark infiingement claim is authorized to seek cancellation of the

plaintiffs mark even if the plaintiffs claims have been dismissed and the plaintiffhas been

enjoined from using its mark in the geographical region where the defendant conducts its

business. The inconvenience and costs Defendants have incurred already in being forced to

defend Plaintiffs meritless claims are sufficient alone to establish Defendants’ continuing

interest in adjudication of their Counterclaim. _S_e§ Aerogroup, 977 F.Supp. at 267; Procter &

Gamble Co v. Johnson & Johnson Inc., 485 F.Supp. 1 185, 1212 (S.D.N.Y. 1980). Aerogroup
 

and Procter & Gamble each held that being forced to defend a trademark infringement claim,

without more, constituted an injury sufficient to sustain cancellation claims, even after the

original infringement claim was dismissed. Aerogigoup, 977 F. Supp. at 267; Procter & Gamble,

485 F. Supp. at 1212.

C. Public Policy Requires a Decision on Defendants’ Counterclaim.

Public policy further underscores the need for a determination on the merits of

Defendants’ counterclaim. First, the public has a strong interest in removing invalid patents and

trademarks from exclusive use by a single party. §e_e l_.agk_n§r, 145 F.2d at 934 (considering

validity ofpatent; “the public interest requires that issues of this kind, seriously raised, should be

litigated and decided.”). Second, “[t]o abandon the case at an advanced stage may prove more

wasteful than frugal.” Friends of the Earth, 528 U.S. at 1.91-92, 120 Ct. at 710 (holding that

preservation ofjudicial resources favors adjudicating claims in which the judicial system

invested substantial resources).

In this case, the Court and parties have already invested substantial time, money and

jhdicial resources to bring this case to this late stage of the litigation. If this Court were to not

12



retain jurisdiction over Defendants’ counterclaim, the value of these efforts would be forever

lost. These resources need not go to waste, however, for if this Court were to retain jurisdiction

over Defendants’ counterclaim and adjudicate the validity of the “CIBER” mark on a summary

judgment motion, this Court could net a savings ofjudicial resources ten times over by finally

resolving the question of the validity of the “CIBER” mark. A determination of invalidity would

preclude Plaintiff fi'om bringing further trademark infiingement actions on its “CIBER”_mark

against Defendants or the many other businesses using the word “ciber” in their business names.

III. DEFENDANTS REQUEST COSTS AND ATTORNEY FEES AS A CONDITON
OF PLAINTIFF’S VOLUNTARY DISMISSAL

Pursuant to Fed. R. Civ. P. 4l(a)(2), the Court may allow’ voluntary dismissal of

Plaintiffs claims “upon such terms and conditions as the court deems proper.” As a condition of

dismissal, Defendants request that Plaintiff be required to pay Defendants’ costs and attorneys

fees to date.

“[C]osts other than attorneys’ fees shall be allowed as of course to the prevailing party

unless the court otherwise directs.” Fed. R. Civ. P. 54(d)(1). As the “prevailing party” on

Plaintiffs claims, Defendants are entitled to costs as a matter of right, and seek those costs as a

condition of the dismissal of Plaintiffs claims.

Defendants also seek to recover their attorney fees in this action pursuant to 15 U.S.C. §

ll l7(a). Under the federal trademark statute, the “prevailing party” is entitled to an award of

attorney fees “in exceptional cases.” 1d_. Defendants intend to prove that Plaintiffs claims have

been brought with full knowledge of the invalidity of the trademark. In addition, Plaintiffhas

4-‘.nanipulated its on—again, off-again damages claim at the expense ofDefendants and for the

4‘.mproper and bad faith purpose of attempting to disrupt Defendants’ insurance coverage, making

this an “exceptional case” warranting attorney fees.

13



Accordingly, Defendants seek recovery of their attorney fees as a condition of the

dismissal of Plaintiffs claims. Attorney fees may be awarded in conjunction with a voluntary

dismissal with prejudiced pursuant to Rule 41(a)(2). _S_e§ Gilbreath Int’l Corp. v. Lionel Leisure,

I_ng, 587 F. Supp. 605, 615 (E.D. Penn. 1983). In the alternative, Defendants request permission

‘ to provide fiirther briefing and support for their claim for attorney fees.

IV. CONCLUSION

Defendants, of course, welcome the voluntary dismissal of Plaintiffs baseless claims.

Plaintiffs voluntary dismissal, however, is merely a tactical ploy to avoid consideration of the

validity ofPlaintiffs trademark, which continues to loom like a dark cloud over Defendants’

business. Regardless of any dismissal of Plaintiffs claims, Defendants are entitled to continue

the fight the liberate the word “cibei” from the clutches of Plaintiff Ciber, Inc. Plaintiff started

this fight, and Defendants should be allowed to finish it.

Defendants therefore object to the dismissal of Plaintifl‘ s claims to the extent the

dismissal would prevent the Court from adjudicating Defendants’ counterclaim.

Date: May 27, 2004 Respectfully submitted,

Anthony E. D ell

Geoffrey A. Baker

Jeffrey A Hammond
DOWELL BAKER

1001 Main St.

Lafayette, Indiana 47901

Telephone: (765) 429-4004

Facsimile: (765) 429-41 14
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Telephone: (312) 775-8000

Facsimile: (312) 775-8100
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BRUCE F. EVANS and CYNTHIA B. EVANS
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION

CIBER, INC., a Delaware corporation,

Plaintiff,

No. 03 C 0840
v.

CIBER CONSULTING, INC., a dissolved Illinois

corporation; BRUCE F. EVANS, an individual;

)

)

)

§
) Judge Robert W.
)

)

CYNTHIA B. EVANS, an individual; JOHN )
)

)

)Defendants. . p 7

MEMORAQUM o1>I1§noN nun oimnn

PlaintiffCIBER, Inc. initiated the instant trademark infiingement action against

defendants CIBER Consulting, Inc., Bruce Evans, Cynthia Evans, and John Does l-lo, alleging

that defendants’ use ofthe trade name “Ciber Consulting, Inc.” infringed plaintiffs “CIBER”

mark Specifically, plaintiffs second amended complaint asserts five claims: trademark

infringement under the Lanham Act, 15 U.S.C. §§ 1051 ;e_t&,(Count I); fiederal

competition and false advertising under the Lanham ‘Act (Count II); common law unfair

competition and unfair business practices (Count III); deceptive trade practices under the Illinois

Uniform Deceptive ‘Trade Practices Act, 815 ILCS 510/1 gt_s_e_q, (Count IV); and unfair

competition and deceptive trade practices in violation ofthe Illinois Consumer Fraud and

Deceptive Business Practices Act, 815 ILCS S05/l g§_e_g, (Count V). Defendants have asserted a

counterclaim under 15 U.S.C. § 1 119, entitled “Request for Cancellation ofthe Mark ‘CIBER,”’

which, among other things, alleges that plaintiffs registrations are “generic and not entitled to

tegistration as trademarks."
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v On May '7, 2004, plaintifffiled a motion to voluntarily dismiss its claims with prejudice

and dismiss defendants’ counterclaim as moot, which has been opposed by defendants. For the

reasons stated herein, the court grants plaintiff‘s motion to dismiss its claims with prejudice, and

dismisses defendants’ counterclaim without prejudice.

1‘A.Ql'S..

Plaintiffowns several trademark registrations for the CIBER mark, including

Trademark Registration Nos. 1,185,100 and 1,479,942. According to the instant motion, plaintiff

provides a number ofbusiness and computer consulting services under that mark. Defendant

CIBBR Consulting, Inc. provides information management consulting services in the nuclear

energy field. The instant suit for trademark infiihgemcnt arose from defendants’ use ofthe trade

name CIBER Consulting, Inc.

Through discovery, plaintifi learned that:(1) CIBER Consulting, Inc.’s customer base

does not exceed five customers; (2 ) Bruce Evans is CIBER Consulting, Incfsnonly employee;

and (3) CIBER Consulting, Inc. has not done any broadcast advertising and does not have an

internet presence. Moreover, in the instant motion plaintiffcontends that “it is highly unlilely

that defendants ever will expand either their business or their advertising," and notes that

defendants no longer hold the right to use the trade name Ciber Consulting, Inc. in their home

state ofIllinois. According to plaintiff, it secured -registration oftheCiber Consulting, Inc. trade

name afier defendant was administratively dissolved for failure to renew its trade name I

registration. Based on this information, plaintifi'concluded that the use ofthe CIBER

Consulting, Inc. trade name is de minimis, does not present a likelihood ofconfusion, and does

not justify further litigation. Hence the instant motion to dismiss.
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In its motion to dismiss, plaintifl‘ ‘zdisrnissal with prejudice ofall claims covering

Defendants’ past and present use ofits trade name, which effectively insulates Defendants from

suit based on current or past use ofthe mark." According to plaintiff, dismissal with prejudice of

its claims compels the dismissal ofdefendants’ counterclaim for cancellation, as well, because

once plaintifi’s claims are dismissed, there will no longer be a case or controversy that would

provide the court with jurisdiction under Article In of the Constitution to near defendants’

counterclaim. Defendants disagree, challenging plaintiffs characterization oftheir --future

business prospects‘(or lack thereof) and arguing, jg_tg'_a_fl, that ‘Fed. R. Civ. P. 4l.(a)(2) prevents

dismissal ofthe instant action over defendants’ objection. For the reasons stated below, the court

reject’s ‘defendants’ position and grants the instant motion to dismiss.

‘ DISCUSSION

Article 11I’of the United States Constitution limits the exercise ofjudicial power to

“cases” and "controversies." Aetna Life Ins. Co. ofHartford, Conn. v. flawgj-_th, 300 U.S. 227

(1937). . In fitng, the Supreme Court distinguished a “justiciable controversy" from a-

“difference or dispute ofa hypothetical or abstract character.” 1; at 241. According to the _/liq

Court, a “justiciable controversy’ must be “a real and substantial controversy admitting of

specific relief through a decree ofa conclusive character, ‘as distinguished from an opinion

advising what the law would be upon a hypothetical state offacts.” Lt], The question central to

the instant motion, then, is whether defendants’ counterclaim could be properly characterized as

h“justiciabIe controversy‘ afier the dismissal ofplaintiff's claims with prejudice.

Relying on Windsuflng Int’1l;lc. v. AMF Inc.', 828 F.2d 755 (Fed. Cir. 1987), and its

progeny, plaintiffmaintains that the dismissal of its claims with prejudice divests thiscourt of
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jurisdiction over defendants’ § 1119 counterclaim. In  £gILW, afier filing a suit for

patent infiringement, the plaintififsent letters to the"defendant demanding that it cease using

“Windsurfer" to refer to one of its products and threatening “more formal proceedings” ifthe

defendant did not comply with its request I; at 756. Defendant complied, but subsequently

filed a counterclaim to cancel the plaintiffs “windsurfer” trademark, arguing that the

‘Ni/indsurfer" mark was generic and thus did not function as a trademark. The plaintiffmoved to

dismiss the defendant’s trademark counterclaim for lack ofsubject matter jurisdiction, arguing

that the defendant “had allegedinsufficient facts to create a case or controversy under Article [11

ofthe Constitution." 1d_.‘ The trial court denied the plaintiffs motion to dismiss and found in

favor ofthe defendant on the merits of its counterclaim. The Federal Circuit vacated the

judgment.

Noting that “[a] justiciable controversy is one that touches the legal relations ofparties

having adverse ]ggg1_interests,”.j_(_l_. at 758 (citing 300 U.S. 227,

240-241 (1937)), the court explained:

[T]he defendant's “desire” to use ‘Wvindsurfer” and ‘\vindsurfing" descriptively may
render its commercial interests adverse to those of [the plaintifi], but absent a

combination of[the defendant's] use of the mark and threats or suits by{the plaintiff], the
legal interests of [the plaintifl and defendant] are not adverse.

[LL at 758 (emphasis added).

The flindsurgfing Int’! court continued:

Under the Lanham Act, district courts have the power to cancel registrations, but only in
an “action involving a registered mark." 15 U.S.C. § 1119. "Involving" cannot mean the

mere presence ofa registered trademark, but must be read as involving the right to use the
mark and thus the right to maintain the registration. There must, therefore, be something

beyond the mere competitor status ofthe parties to conferjurisdiction. Such a basis may,
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for example, be a suit for trademark infringement, or a “case ofactual controversy"
referred to in the Declaratory Judgment Act, 28 U.S.C. 2201.

Lch at 758«59 (internal citations omitted).

Relying on the Second Circuit’s definition of“case or controversy,” id, at 757, the court

concluded that the defendant’s status as a competitor of the plaintiffdid not “create such an

‘actual controversy’ effective to createjurisdiction in the district court." I_d._ at 759.

The facts in the instant case compel a similar result. Plaintiffhas sought dismissal of its

claims with prejudice, which would bar any suit based on defendants’ current or past use ofthe

_ “CIBER” mark. In the absence ofsuch an infringement suit, or the threat ofsuch a suit, there is

no justiciable case or controversy.

Defendants’ assertion that “plaintifiwill most assuredlylreassert a claim for trademark

infiingement ifand when defendants’ business expands or changes in any way,”‘does not dictate

a contrary outcome. Defendants state that they "have every intention ofexpanding their business

to serve additional clients and, ifthe oppormnity presents itself, expmdiné the business into

areas outside of the field ofnuclear records managemen ” Defendants’ stated “intentions” with

respect to their use of“CIBER,” without more, however, are insufficient to create ajustieiable

controversy. As the court stated in Aejg, a “difference or dispute ofa hypothetical or abstract

character" does not qualify as a justiciable controversy under Article III. Compa1_'e,G. Heilemgn

rewin Co Inc. v. nheuser-Busch c. 873 F.2d 985, 991 (7"‘ Cir. 1989) (finding “actual

controversy" requisite to maintaining declaratoryjudgment action to invalidate trademark

because “[b]y making active preparations [plaintiifl has shown that he has more than a mere

speculative interest in the validity and applicability ofthe [defendant’s trademark]. His interest
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is direct, real, and immediate, not a mere academic one.”) (quoting 6A J. Moore, M_cg_re;_’_s

Eederal Pram's_e. 1 57.20, at '57-217).

A similar factual scenario was contemplated by the Federal Circuit in gug sac; V

Magufactugjgg gag. v. Chase Packagng gem, 57 F.3d 1054 (Fed. Cir. 1995). The plaintiff in

Super Saclg brought a patent infiingement action against the defendant, who in turn filed a

counterclaim for declaratoryjudgments ofboth noninfringement and invalidity. Before trial, the

plaintifi‘ filed a motion .to dismiss, in which it “unconditionally agree[d] not to sue [defendant]

for infringement as to any claim of thepatents-in-suit based upon the products currently

manufactured and sold by [defendant].” I_d_. at 1056. In light ofthe p1aintifi’s representation, the

district court dismissed the case for lack ofan actual controversy under Article III. 1d_. at 1057.

' The court ofappeals aflizmed. The _S_up'e_r@ court rejected the detendant’s argument

thatthe promise not to sue failed to eliminate the controversy between the parties:

Chase also contends that Super Sack's promise not to sue fails to eliminate the

controversy between them because, however absolute it may be with respect to past and
present products, the promise does not cover products that Chase may make, sell or use in
the fixture. But, as our cases have made clear, the second part ofour test ofdeclaratory
justiciability respecting patent rights requires that the putative infi'inger’s ‘present

, activity’ place it at risk of infiingement liability. Chase has, ofcourse, nevercontended

that it has already taken meaningful preparatory steps toward an infringing activity by
planning to make a new product that may later be said to infi-inge....The residual
possibility ofa future infringement suit based on Chase's future acts is simply too
speculative a basis forjurisdiction over Chase's counterclaim for declaratoryjudgments
ofinvalidity.

lg, at 1059-60 (emphasis in original) (internal citations omitted).

Although Super Sack involved a counterclaim for declaratoryjudgment ofpatent

invalidity, as opposed to a counterclaim for trademark cancellation under -§ 1119, the principles

ahnounced by the Federal Circuit inform the analysis ofthe instant motion. §_e__e_ 1;Lrg's Trust &
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Savin s Ba v. E— Hol in s c. 926' F.2d 636, 639 (7"‘ Cir. 1991) (“actual controversy"

requirement under § 220l(a) of the Declaratory Judgment Act “tracks the ‘cases’ or

‘controversies’ requirement ofArticlc m"); 873 F.2d at 990

(applying test for establishing actual controversy in patent infringement declaratoryjudgment

action to trademark dispute); ,828 F.2d at 757 (“Because declaratoryjudgment

actions ‘involving trademarks are analogous to those involving patents, we may also, -when

necessary, find guidance in the precedents of [the Federal Circuit].”) (internal citations omitted).

« As in S_I;p£t‘_&$. defendants’ stated intentions to expand their use ofthe “CJBER” mark,

standing alone, are simply too speculative to create a case or controversy in the’ instant case. As

plaintifi‘points out in its motion to dismiss, defendants no longer even hold the right to use the

trade name Ciber Consulting, Inc. in their home state ofIllinois because plaintiffregistered the

Ciber Consulting, Inc. trade name afier defendants failed to register that trade name for their own

use. Nor have defendants buttressed their stated goal of expanding their business beyond the

nuclear records management industry with any factual support. These facts (or lack thereot), '

taken together with plaintifi’s voluntary dismissal ofits claims with prejudice, convince the court

that defendants‘ counterclaim does not present a justiciable case or controversy. As plaintiff

points out in its reply brief, “[d]efendants are fiee to continue their present conduct indefinitely

ivvith no fear of litigation fi'om [plain ' ”; and in the language ofthe Federal Circuit in Super

§_ar_<:lg, “[t]he residual possibility ofa fiiture infi-ingement suit based on [defendants’] future acts is

simply too speculative a basis forjurisdiction over [defendant's] counterclaim..."

The cases cited by defendants do not compel a different result. Intemational Order of

I ’s Da hte v Lindebu .& Co. 727 F.2d 1087 (Fed. Cir. 1984), involved an appeal -from a
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decision ofthe Patent and Trademark Office's liademark Trial and Appeal Board regarding a

petition to cancel a trademark under Section 14 ofthe Lanham Act, 15 U.S.C. § 1064. The

counterclaim at issue in the instant case, in contrast, was brought under 15 U.S.C. § 1119.

g Accordingly, the standing analysis employed byme com

does not control thejusticiability analysis ofdefendants’ counterclaim in the instant suit. m

Windsurfing mt’; 828.F.2d at 758 (explaining that “Section 14(0) ofthe Lanham Act does

authorize persons interested in using marks that have become the common descriptive names of

articles to petition the Patent and Trademark Otlice to cancel registration ofthose marksg... It
does not, however, authorize‘ suits for cancellation in district court”).

Secular " i ' ' s or Sobrie nc.v Ul ric 213 F.3dl125 (9"'Cir.’ 2000), is

similarly distinguishable; In Lmricir. the plaintiffbrought a suit for trademark ‘infringement and

unfair competition, and the defendantcounterclaimed for, inter alia, cancellation ofthe plaintiff's

mark. Afier a bench trial, the district court ruled against the plaintiffon its trademark

infiingement and unfair competition claims and granted an injunction forbidding the plaintiff

[from using the disputed marks in Califomia, where it had established prior use; the trial court

declined to cancel the plaintifi"s mark, however. ‘

The plaintiffappealed and the defendantcrcss-appealed, arguing that the trial court -

iinproperly refused to reach the merits ofits counterclaim for cancellation. The Ninth Circuit

reversed the dismissal ofthe counterclaim, explaining that, had the district court ruled

defendant's favor on its cancellation counterclaim, the defendant “would consequently be able to

eaipand its use of the marks beyond its current boundaries" and thus would obtain greater benefits

than the injunction alone provided. Id‘ at 1131. The court concluded that “those additional
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benefits mean that the federal cancellation claim is not moot and that the districteourt should

have decided the question.” 1:; In contrast to thecase, the Ullrich court was not squarely

presented with the question ofwhether the voluntary dismissal ofa plaintiffs inlringement

claims with prejudice divests a cotut ofArticle III jurisdiction over a defendant’s counterclaim

for cancellation; to the contrary, the infiingement claims in Elia remained pending through a

' . four day bench trial. Q at 1129. .Thc flllfich court simply had no occasion to consider 'Aetna

and its progeny.

Trico z_x;o_c_lucts Corp. v. Agdcgsgn Qo,, l47~F.2d 721 (7"' Cir. 1945), the onlySeventh

Circuit precedent cited by defendants, is also distinguishable fi'om the instant case. . In _'l';_1'_c_9

Products, a patent infi-ingement suit, the district dismissed the defendant's counterclaim for

a declaratoryjudgment ofinvalidity. On appeal, the Seventh Circuit concluded that the dismissal

was improper, because a ruling ofnon-infiingement at trial would not necessarily resolve the

defendant’s invalidity claim. §e_e 'Lc1._ at 722. In thatizase, however, the infringement claims

still pending at the time the counterclaim was dismissed. Id, at 723. Accordingly, the _'I_‘_r_ig9_

%decision (rendered long before A931; and §;1p§;_&c_l_c) did not contemplate the

justiciability ofa cancellation counterclaim in the absence ofa pending infringement claim.

Defendants’ last argument, that Fed. R. Civ. P. 4l(a)(2) bars dismissal ofthe instant suit,

is similarly unpersuasive. Rule 4l(a)(2) provides:

Except as provided in paragraph (1) ofthis subdivision of this rule, an action shall not be
dismissed at the plaintiffs instance save upon order ofthe court and upon such temis and
conditions as the court deems proper. Ifa counterclaim has been pleaded -by a defendant
prior to the service upon the defendant ofthe plaintiffs motion to dismiss, the action
shall not be dismissed against the defendant's objection unless the counterclaim can
remain pending for independent adjudication by the court....
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Rule 41 (a)(2),' however, cannot trump the constitutionaleonsiderations raised by the

instant motion to dismiss, which are outlined ahove. The court thus declines defendants’

invitation to construe Rule 4l(a)(2) in a manner that would conflict with the mandates ofArticle

III.

This conclusion is consistent with Laclmer Co.. Inc, v.« Qgehl Q,, l4S F.2d 937 (6"'Cir.

1944), relied upon by defendants. In Lackner, a patent infiingement case, the plaintiffs offered to

dismiss with prejudice their suit for patent infringement, to give fi'ee license and to forgive past

infringement by defendant,- and further consented to dismissal ofthe.defendant’s counterclaim

for invalidity. LL at 933. The defendant refused to consent to the dismissal, however, and-the V

court proceededto enterjudgment in defendant’s favor on its counterclaim. On appeal, the I

plaintiffs argued that the district court lackedjurisdiction to adjudicate the counterclaim because

no case or controversy existed.

The Sixth Circuit disagreed. Noting at the outset that»“the controlling question is. whether

any controversy existed, for otherwise the District Court is withoutjurisdiction to grant

declaratory relic " i_cL at 933, the La_cl_a_ie_r court continued, j_¢_!._ at 934:

Here, while the plaintifis ofliered to grant a’ fiee license and to dismiss the action with

prejudice, they did not admit noninfi-ingement, but forgave past infringement, and
therefore continued to assert that the defendant had infiinged. Hence the defendant is still
entitled to attack the validity ofthe patent through an application for declaratory
judgment.

._.T...____.___..._....._.._

‘The court notes that Rule 4l(a)(2) prohibits dismissal of aclaim when a counterclaim
ks independent grounds ofjurisdiction. & 9 Charles Alan Wright and Arthur R. Miller,

a ct'ee and P c u § 2365; flfechnimarlg, Inc. v, gelljn, Inc., 14 F. Supp. 2d 762,767
( .D.N.C. 1998) (“Dismissal is prohibited [under Rule 4l(a)(2)] when it would destroy federal
ju sdiction over a counterclaim. Where an independent jurisdictional basis exists for a
co terclaim, Rule 4l(a)(2) does not bar dismissal ofa plaintiffs claim.").

  _1o
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After concluding that an actual controversy existed, theLay court added that Rule

41(a)(2) prohibited dismissal ofthe action over defendant-‘s objection EL at 934. Contrary to

defendants’ representation to the court in the instant case, however, the glcx_1_ei_' court did not

} resolve the case or controversy issue on the basis ofRule 41(a)(2). Rather, the court did not

reach the Rule 41(a)(2) issue until afier concluding that an actual controversy existed that would

conferjurisdictionon the district court. The court also notes that, like jljgg. Lacjgg was

decided 60 years ago, long before Ae_tn_a and Super §ack.

In theinstantcase, there is no justiciable controversy because plaintifi‘has issued a -A

statement ofnon-liability-with respect to defendants’ current and past use of the CIBER mark,

and agreed not to sue defendants for any past or current conduct relating to thatmark. Rule

41(a)(2) issimplybeyond the point. e lectua Develo e . c v T

Cablevisiog ofCalifomig, Inc., 248 F.3d 1333, 1340, n.6 (Fed. Cir. 2001) (explaining that

because -dismissal ofcounterclaim in patent infiingement suit was based on plaintiff's statement

pfnonliability, which divested district courtpofArticle III jurisdiction, Rule 41-(a) was

inapplicable);_$y_pg_S_fi, 57 F.3d at 1057, n.2 (finding Rule 41(a)(2), to which district court

rhferred in. its dismissal order, inapplicable, but non"éthcless determining that the district court

properly dismissedhthe case for lack ofan Article ll] controversy in light ofplaintiffs promise

not to sue for current or past acts ofalleged infi-ii'1§einent).

This leaves defendants’ request for attorneys‘ fees, which the court denies. Defendants

s’ ply have not persuaded the court that this is an exceptional case under 15 U.S.C. § l1l’Z(a)

that would entitle them to fees.

'11
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CONCLUSION

For these reasons, plaintii1"s motion to dismiss the instant action is granted. Plaintiffs

claims are dismissed with prejudice, and defendzihts’ claims are dismissed without prejudice.

The court also denies defendants’ request for attorneys’ fees.

Robert W. Gettleman

United States District Judge '

ENTER: ' July 6,2004
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