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uU.s. Patent&TMOfc/TM Mail Rept D1. #30 BOX TTAB FEE
I TRADEMARK

o IN THE UNITED STATES PATENT AND TRADEMARK OFFICE .
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
(Our Case No. 52-8893-00-1)

TEK-NEK TOYS INTERNATIONAL, INC. )
| )
Opposer, )
)
V. ) Opposition No. 91154110

: ) [Serial No. 76/207,608]
VOLKSWAGEN AKTIENGESELLSCHAFT, )
| )
Applicant. )

REQUEST FOR SUSPENSION OF ACTION IN THE
PATENT AND TRADEMARK OFFICE

Opposér, by its attorneys, hereby request that this proceeding be suspended
pursuant to Trademark Rule 2.67i, 37 CEFR. §2.67.

The grounds for this reqqest are as follows: On October 13, 2002, a civil action
was filed by Volkswagen Aktienge-sellschaft and Volkswagen of America, Inc.
(hereinafter “Applicant”) against Tek-Nek Toys International, Inc. in the United States
District Court, Southern District of Indiana, Civil Action No. 1:02-CV-1572JDT. A copy
of the Complaint filed in this cage is submitted herewith as Exhibit A.

The determination of this pending action may affect Applicant’s right to register

the above-referenced trademark.
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Opposer therefore requests that this proceeding be suspended pending
| - -
| determination of the above-referenced civil action.
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a : Jésh\? A. Aldort
|
|

James F. Smith

Joshua A. Aldort

Clausen Miller P.C.

10 South LaSalle, 16™ Floor
Chicago, Illinois 60603
(312) 855-1010

Attorneys for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that this corresiaondence is being deposited with the United States Postal
Service as first class mail in an envelope addressed to: BOX TTAB, Asst.Commissioner for

Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, on this Z‘S- day of February,

R

J oshu A. Aldort

s 2003.

James F. Smith

Joshua A. Aldort

Clausen Miller P.C.

10 South LaSalle, 16" Floor
Chicago, lllinois 60603
(312) 855-1010

Attorneys for Opposer
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| UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF INDIANA "7 ' 7

INDIANAPOLIS DIVISION | S
VOLKSWAGEN AKTIENGESELLSCHAFT )
and VOLKSWAGEN OF AMERICA, INC g |
«~ Plaintiffs, )
) CIVIL CASENO
: Vs. : ' : ) g
. ) —CV- DT
TEK-NEK TOYS INTERNATIONAL, INC., 3]_ 0 2 CV-1 57 2 J
Defendant. ) |

COMPLAINT FOR DECLARATORY JUDGEMENT, PRELIMINARY
AND PERMANENT INJUNCTION AND DAMAGES

For its Complaint against Tek-Nek Toys International, Inc. (“Defendant”), Volkswagen
Aktiengesellschaft (“VWAG”) and Volkswagen of America, Inc (“VWoA) hereby allege as
follows:

INTRODUCTION

This is an actionv for injunctive and other relief arising out of Defendants violation of the
Lanham Act, 15 U.S.C. § 1114(a), 15 U.S.C. § 1125(a) and 15 US.C. § 1125(c), as well as
Defendant’s common law trademark infringement, acts of deception, unfair competition and
coﬁversion. Plaintiff VWAG, as holder of all “Volkswagen” related federally registered
trademarks (as defined below as tﬁe “VWVTradernarks”) as well as cértain trademarks at law by
prior first use, and VWoA, as its licensee, .séek relief, including relief to enjoin Defendant’s
wrongful use of the VW ;l"rademarks in comeétion with similar goods and services.

PARTIES AND JURISDICTION

1. VWAG is an Aktiengesellschaft organized and existing under the laws of
Germany, with its principal place of business in Wolfsburg, Germany.

2. VWoOoA is a corporation organized and existing under the laws of the State of New
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Jersey, with its principal place of busi_ness in Auburn Hills, Michigan.‘

3. Upon ihformation and belief, Defendant is a corporation organized and existing
under the laws of the State of Illinois with its prjncipal place of business in I}linois. Defendant
may be served through it_s registered agent, Jack quchler, 19244 S. Blackhawk ParWay,
Mokena, Illinois 60448.

4. This civil action arises, in part, under the Lanham Act, 15 U.S.C. §§ 1501 e seq.
Agcordingly, the Court has ori ginal jm’isdictio_n of the subject matter of the action pursuant to 28
U.S;C. §§ 1331, 1338(a) and (b), 15 U.S.C. § 1121(a). |

5. Venue properly lies in this Court under 28 U.S.C. § 1391(b) and (c) because a
substantial part of the events giving rise to the claims alleged herein arose in this District.

" GENERAL ALLEGATIONS

6. VWAG and VWoA fncorporate herein by reference the allegations of Paragraphs

1-5 of this Complaint.
7. The words Volkswagen “Beetle,” the abbreviation “YW,” the form of the “old”
or “Classic” Volkswagen Beetle motor vehicle, and the graphic design of the encircled “VW”

logo are all federally registered trademarks of VWAG. Furthermore, VWAG has common law

- trademark rights and pending federal trademark applications for the word “Bug,” and the form of

the “Classic” Volkswagen Beetle automobile which are pfotected under the Lanham Act. The
foregoing Volkswagen trademaﬂ(s are collectively referred to herein as the “VW Trademarks”
and the products bearing the VW Trademarks are referred to collectively herein as the “VW
Products.” |

8. VWAG owns one hundred percent (100%) of the stock of VWoA.

9. The United States Patent and Trademark Office issued certificates of reg'istraﬁori

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




