
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA489721
Filing date: 08/17/2012

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 85246288

Applicant American Sports Licensing, Inc.

Applied for Mark KÃ#PPEN

Correspondence
Address

MARK R GALIS
GREENBERG TRAURIG LLP
77 WEST WACKER DRIVE, SUITE 3100
CHICAGO, IL 60601
UNITED STATES
chiipmail@gtlaw.com, galism@gtlaw.com, dunningj@gtlaw.com

Submission Appeal Brief

Attachments KOPPEN Appeal Brief 8.17.12.pdf ( 22 pages )(228065 bytes )
Ex A.pdf ( 11 pages )(30212 bytes )
Ex B.pdf ( 15 pages )(50162 bytes )
Ex C.pdf ( 13 pages )(42064 bytes )
Ex D.pdf ( 8 pages )(42002 bytes )
Ex E.pdf ( 13 pages )(49298 bytes )
Ex F.pdf ( 12 pages )(31453 bytes )
Ex G.pdf ( 32 pages )(83197 bytes )

Filer's Name Jeffrey P. Dunning

Filer's e-mail chiipmail@gtlaw.com, matthewsk@gtlaw.com, dunningj@gtlaw.com,
galism@gtlaw.com

Signature /Jeffrey P. Dunning/

Date 08/17/2012

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

http://estta.uspto.gov
https://www.docketalarm.com/


 

 
 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In re Application of American Sports Licensing, Inc. 
 
Serial Nos. 85/246,260 and 85/246,288 (consolidated for appeal) 
 
Filed: February 28, 2011 
 
Mark: KÖPPEN  

 
 
 
 
 
 
 
 
 

APPLICANT’S BRIEF ON APPEAL 
 
 
 
 
 
 
 
 
 
 

 
 
 
Jeffrey P. Dunning 

       Mark R. Galis 
       GREENBERG TRAURIG, LLP 
       77 West Wacker Drive, Suite 3100 
       Chicago, IL 60601 
       (312) 456-8400 
 
       COUNSEL FOR APPLICANT 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 
 

i 

TABLE OF CONTENTS 

I. THE RECORD ON APPEAL..............................................................................................2 

A. The Surname Refusal ...............................................................................................3 
B. Acquired Distinctiveness .........................................................................................5 

II. KÖPPEN IS NOT PRIMARILY MERELY A SURNAME ...............................................5 

A. Relevant Legal Standards ........................................................................................6 
B. The Examining Attorney Has Failed to Make a Prima Facie Showing That 

“Köppen” is Primarily Merely a Surname ...............................................................7 

1. There is No Evidence That “Köppen” is a Surname, and “Koppen” 
is an Extremely Rare Surname.....................................................................7 

2. No one connected with Applicant has the surname “Köppen” or 
“Koppen” ...................................................................................................11 

3. “Koppen” has a recognized meaning in several languages .......................11 
4. KÖPPEN does not have the “look or feel” of a surname ..........................12 

C. Even If the Examining Attorney Made a Prima Facie Showing of 
Surname Significance, Applicant’s Evidence is Sufficient to Rebut Such a 
Showing .................................................................................................................14 

III. ALTERNATIVELY, KÖPPEN HAS ACQUIRED DISTINCTIVENESS FOR 
GOODS IN CLASS 25 THROUGH EXTENSIVE USE AND PROMOTION................15 

IV. CONCLUSION..................................................................................................................18 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 
 

ii 

INDEX OF CITED CASES 

Federal Cases 

Ex parte Gemex Co.,  
111 USPQ 443 (Comm’r Pat. 1956) ....................................................................................... 14 

In re Aeromet Technologies, Inc.,  
Ser. No. 76/237,453 (TTAB Sep. 25, 2003) ....................................................................... 8, 13 

In re BDH Two Inc., 
26 USPQ2d 1556 (TTAB 1993) ............................................................................................. 10 

In re Benthin Management GmbH,  
37 USPQ2d 1332 (TTAB 1995) ........................................................................................... 6, 9 

In re Cardano Risk Management B.V.,  
Ser. No. 85/230,910 (TTAB June 7, 2012)............................................................................. 12 

In re Garan Inc.,  
3 USPQ2d 1537 (TTAB 1987) ................................................................................................. 7 

In re Hans Merensky Holdings (Pty) Ltd.,  
Ser. No. 76/528,639 (TTAB June 28, 2005)........................................................................... 12 

In re Isabella Fiore LLC,  
75 USPQ2d 1564 (TTAB 2005) ................................................................................. 11, 14, 15 

In re Joint-Stock Co. “Baik”,  
84 USPQ2d 1921 (TTAB 2007) ..................................................................... 6, 7, 9, 10, 12, 13 

In re Mine Safety Appliances Co.,  
66 USPQ2d 1694 (TTAB 2002) ............................................................................................. 17 

In re Nett Designs Inc.,  
236 F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001) ................................................................ 11 

In re Ruxton Pharmaceuticals, Inc.,  
Ser. No. 78/496,761 (TTAB Oct. 31, 2006) ........................................................................... 11 

In re Sava Research Corp.,  
32 USPQ2d 1381 (TTAB 1994) ................................................................................... 9, 10, 11 

In re Schwan’s IP LLC,  
Ser. No. 78/527,306 (TTAB Apr. 25, 2007)........................................................................... 10 

In re Softspikes, Inc.,  
Ser. No. 75/574,825 (TTAB Mar. 19, 2012) .......................................................................... 17 

In re Spumador S.P.A.,  
Ser. No. 79/056,027 (TTAB Mar. 11, 2010) .......................................................................... 12 

In re Steelbuilding.com,  
415 F.3d 1293, 75 USPQ2d 1420 (Fed. Cir. 2005) ................................................................ 15 

In re Thomas Nelson, Inc.,  
97 USPQ2d 1712 (TTAB 2011) ............................................................................................. 15 

In re United Distillers plc,  
56 USPQ2d 1220 (TTAB 2000) ........................................................................................... 6, 9 

In re Yeley,  
85 USPQ2d 1150 (TTAB 2007) ............................................................................................... 9 

Jules Berman & Assocs., Inc. v. Consol. Distilled Prods., Inc.,  
202 USPQ 67 (TTAB 1979) ................................................................................................... 13 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

 
 

iii 

L.A. Gear Inc. v. Thom McAn Shoe Co.,  
988 F.2d 1117, 25 USPQ2d 1913 (Fed. Cir. 1993) .......................................................... 16, 17 

Olay Co. v. Avon Prods., Inc., 
178 USPQ 502 (TTAB 1973) ................................................................................................... 8 

Yamaha Int’l Corp. v. Hoshino Gakki Co. Ltd.,  
840 F.2d 1572, 6 USPQ 1001 (Fed. Cir. 1988) ...................................................................... 15 

Federal Statutes 

15 U.S.C. § 1052(e)(4).................................................................................................... 1, 6, 15, 18 
15 U.S.C. § 1052(f)................................................................................................... 1, 6, 15, 16, 18 

Treatises 
 
J.T. McCarthy, McCarthy on Trademarks and Unfair Competition, §15:56 ...............................16 
 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


