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MARK SECTION (no change)

iARGUMENT(S)

; Applicant is submitting this Request for Reconsideration from Final Refusal concurrently with an
appeal to the Trademark Trial and Appeals Board (TTAB).

(Reg. No. 3,178,053) for “litigation consultancy”, owned by Statistical Analysis, Inc. Applicant
respectfully maintains its position that there is no likelihood of confusion between SAI for “litigation
consultancy” and SAI GLOBAL, in light of further amendments to its descriptions of goods and

1

3
12

The Examining Attorney has maintained her refusal to register Applicant’s mark because of SAI® E
1

1 1
ii services, and for the reasons given below. gX2
The DuPont factors govern the analysis of likelihood of confusion. In re E.I. Du Pont de Nemours & ,

_C_I_g._, 476 F.2d 1357 (C.C.P.A 1973). Two of the thirteen DuPont factors—similarity of the appearance of?
the marks and similarity of the goods and services——have been cited in the Examining Attomey’s refusal g

; to register Applicant’s mark. However, Applicant asserts that a third DuPont factor is not only
i relevant, but should be given significant weight in the analysis, and hereby provides additional evidence E
i in support of its position.

The paramount factors used to analyze whether likelihood of confusion exists between Applicant’s and
Registrant’s marks should be the conditions under which and the buyers to whom sales are made.
Registrant Statistical Analysis, Inc. claims “litigation consultancy” in its registration. Litigation
consultants help attorneys prepare for litigation. They may work with attorneys to develop overall case
strategies and tactics, assist in preparing courtroom exhibits, perform jury analysis, conduct mock trials,

j manage or examine documents, and provide expert testimony and analysis in technical areas outside the
; scope of expertise of attorneys. (See Exhibits A-1 through A-3) As a litigation consultant, Registrant
, Statistical Analysis, Inc. offers quantitative analysis and expert witness support to law firms who are

3 involved in litigation. To this end, it provides expert witnesses for analysis, depositions, and court

E testimony involving statistical issues of construction defects, discrimination, personal injury, fraud,
patent infringement, defective product claims, and a variety of economic issues. It also conducts

i surveys regarding consumer satisfaction, likelihood of confusion, change of venue, product interest,
' political opinion, and name bias, among others. It provides consulting support for studies of social and
environmental conditions and the probable effects of changes in such conditions. Finally, it has 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


i produced studies on a variety of military—related matters. (see Exhibits B-1 through B-9)

However, because “litigation” necessarily involves legal representation, it therefore follows that the

market for Registrant’s claimed “litigation consultancy” services will be lawyers and law firms

exclusively. Indeed, examination of Registrant’s client list on its website indicates that almost 100% of

them are attorneys and law firms (see Exhibit B-9). On the other hand, Applicant’s clients include

industrial businesses ranging from large global corporations to single site organizations for which it

provides information services and solutions for managing risk, support for complying with

f governmental and industry mandates and guidelines, and facilitating business improvement (see Exhibit
C-1). Its services are not directed at lawyers, law firms, or entities being represented by lawyers.

l Applicant’s and Registrant’s customers are completely distinct markets, making consumer confusion
‘ highly unlikely, if not impossible. Moreover, Applicant’s and Registrant’s consumers are both

sophisticated, and are apt to exercise significant care and deliberation in making their purchasing

decisions. Because of this, any similarity in the marks themselves is significantly outweighed by

consumer sophistication, their deliberation in making a purchasing decision, and the fact that Applicant

and Registrant serve completely distinct markets. Likelihood of confusion between Applicant and

Registrant’s marks is therefore exceedingly improbable under these conditions.

Applicant also respectfully disagrees with Examiner’s position that there is overlap in the scope of

i services encompassed within “litigation consulting”. Specifically, Applicant respectfully disagrees
; with the Examining Attomey’s assertion that its advisory and consultancy services in Class 45 would

l include litigation advisory and consultancy services relating to various laws and regulations, because
this would amount to the unlicensed practice of law. As Applicant has argued above, “litigation

consultancy” encompasses support services that are explicitly restricted to litigation. However,

litigation consultants do not offer advice regarding laws, regulations, or regulatory compliance to its
clients. Advising clients who are involved in litigation regarding laws and regulations is properly the

province of an attorney or a law firm, not the litigation consultant. To that extent, Registrant is
prohibited by law from offering either legal or regilatory advice to clients involved in litigation.
Rather, litigation consultants offer expert advice and technical support to attorneys and law firms in
areas other than laws and regulations. Moreover, Applicant has amended its description of goods and

. services to clarify that, while it reviews and advises clients regarding government and industry
3 mandated best practices and standards, this does not amount to providing legal services or rendering

legal advice, as such terms are understood in the United States. Applicant provides advice regarding
industrial laws, regulations, and other government and industry mandated best practices and standards in
the same manner that an accounting firm would advise business clients regarding tax and accounting

’ issues.

Examiner cites similarity of the marks as another reason for refusing registration. While acknowledging
that SAI is a common element of both marks, and that the word element in a composite mark is more

likely to be impressed upon a purchaser’s memory, Applicant asserts that the SAI® and SAI GLOBAL
are nevertheless distinguishable and that any similarity in the word element is significantly outweighed
by the conditions under which purchases of goods and services are made. A consumer visiting
Registrant’s homepage www.stat-analysis.com quickly learns that SAI stands for “Statistical Analysis,

é Inc.” The consumer’s mental association with statistics is further reinforced by the blue bell curve

1 design element accompanying the word element.

On the other hand, Applicant’s mark is derived from its corporate name, Standards Australia

l
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3 International, Ltd. (see Exhibit C-2). Applicant agrees with Examiner that although the disclaimed term

“GLOBAL” is given less distinguishing significance, it cannot be ignored entirely. Applicant asserts
’ that the word GLOBAL does serve to distinguish the marks because the disclaimed term suggests to the

1 consumer the global nature of applicant’s operations. Thus, consumers who compare Registrant’s logo
‘ with Applicant’s word mark would likely generate an association with statistical analysis from the
former, and an association with a multi-national company from the latter.

Finally, Applicant has further amended its description of goods and services in an attempt to address the
Examining Attomey’s objections based on similarity of certain services. Specifically, although
Applicant has argued above that there is no conflict between it and Registrant’s goods and services as
they relate to “law”, “regulations”, and “regulatory compliance” as a field or subject matter, it has
broken out these specific goods and services in the event of their final rejection by the Examining

§ Attorney and the TTAB, in order to preserve any remaining non-objectionable fields or subject matter.5

* Although no one DuPont factor is dispositive in determining whether there is a likelihood of confusion,
Examiner has based her rejection primarily on the similarity of the marks themselves and similarity of the

goods and services. Applicant respectfully submits, however, that conditions under which and the buyers to
whom‘ sales are made should weigh very heavily in the analysis. Likelihood of confusion does not exist

between Applicant’s and Registrant’s marks because of the distinct markets in which they operate, the
sophistication of their customers, and the care and deliberation used by their customers in making contracting
and purchasing decisions. Applicant respectfully urges the Examining Attorney, in light of its f11rther
amendments, arguments, and evidence submitted herewith, to reconsider and withdraw her final rejection, and
approve the mark for publication at the earliest opportunity.
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GOODS AND/OR SERVICES SECTION (0(I§I(Current)
INTERNATIONAL

CLASS 1

 

i recorded CDs, DVDs and

 

standards and technical in

1 issues, education and training, regulation, regulatory compliance, quality management, risk

1 t, ethics, health and safety, information security, quality systems and standards, technical
, information about military parts, logistics, metal grades, properties, suppliers and manufacturers, non-
; metallic materials, products and manufacturers, and common intelligence

l

managemen

Downloadable on-line electronic publications in the field of business, business systems, auditing,
finance, law, business improvement, environmental issues, education and training, regulation, regilatory
compliance, quality management, risk management, ethics, health and safety, information security,
quality systems and standards, technical information about military parts, logistics, metal grades,

5 properties, suppliers and manufacturers, non-metallic materials, products and manufacturers, and
3 common intelligence; software for the management of standards and technical information; pre-

in the field of business, finance, law, business improvement, environmental issues, education and

training, regilation, regulatory compliance, quality management, risk management, ethics, health and

I safety, information security, quality systems and standards, technical information about military parts,
logistics, metal grades, properties, suppliers and manufacturers, non-metallic materials, products and
manufacturers, and common intelligence; pre-recorded CDs, DVDs and other discs and recording media
namely optical discs and cassette tapes, all containing information, databases and updates relating to

Exhibits A-1 through A-3: background information on services offered by

litigation consultants; Exhibits B-l through B-9: excerpts from Registrant
Statistical Analysis, Inc.'s website Exhibits C-1 through C-2: excerpts from

Applicant SAI Global Ltd's website

009

other discs and recording media, namely, optical discs and cassette tapes, all

formation about business, finance, law, business improvement, environmental

EOODS AND/OR SECTION (009If;roposed)
INTERNATIONAL
CLASS

i DESCRIPTION
Downloadable on-line elei

i

009

ctronic publications in the nature of magazines, books, articles, guides,

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


