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UNITED STATESPATENT AND TRADEMARK OFFICE

SERIAL NO: 76/679933

M

CORRESPONDENT ADDRESS:
JOSEPH J. PREVITO GENERAL TRADEMARK INFORMATION:
COLLARD & ROE, P.C. http://www.uspto.gov/main/trademarks.htm
1077 NORTHERN BLVD
ROSLYN, NY 11576-1614 TTAB INFORMATION:
http://www.uspto.gov/web/offices/dcom/ttab/index.html
APPLICANT: Great Neck Saw Manufacturers, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

EXAMINING ATTORNEY'S APPEAL BRIEF
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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ON APPEAL

Applicant: Great Neck Saw Manufacturers, Inc.
Trademark: LOCKBACK
Serial No.: 76679933

Attorney: Joseph J. Previto

Address: Collard & Roe, P.C.
1077 Northern Boulevard
Roslyn, NY 11576-1614

EXAMINING ATTORNEY'SAPPEAL BRIEF

INTRODUCTION
The applicant has appealed the examining attorney’ s final refusal to register the
proposed mark, LOCKBACK, for “[a] foldable utility knife comprising a handle and a
blade holder with the blade holder having a removable blade and being foldable within
the handle.” Registration was refused on the Principal Register pursuant to Section
2(e)(1) of the Trademark Act, 15 U.S.C. Section 1052(e)(1), on the ground that the mark

sought to be registered is generic as applied to the goods.
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STATEMENT OF FACTS

On Jduly 26, 2007, the applicant filed an application under Section 1(a) of the
Trademark Act to register the mark LOCK BACK for “folding utility knife” and “folding
carpet knife.” On November 8, 2007, the examining attorney issued an Office action
refusing registration pursuant to Section 2(e)(1) of the Trademark Act, issuing an
advisory with respect to the Supplemental Register, requiring the applicant to submit a
specimen that matches the drawing or to amend the drawing to match the specimen and
requiring the applicant to submit a standard character claim. On November 30, 2007, the
applicant submitted a claim of acquired distinctiveness based on the evidence pursuant to
Section 2(f) of the Trademark Act,* presented arguments in response to the
descriptiveness refusal and submitted a new drawing.

On February 5, 2008, the examining attorney issued an Office action indicating
that the evidence submitted by the applicant is insufficient to establish acquired
distinctiveness, maintaining the descriptiveness refusal and the requirements with respect
to the drawing-specimen disagreement and the standard character claim and withdrawing
the advisory with respect to the Supplemental Register. On July 28, 2008, the applicant
submitted a claim of acquired distinctiveness based on five years use pursuant to Section
2(f) of the Trademark Act, submitted a standard character claim and a new drawing and
presented arguments as to the sufficiency of its previous claim of acquired
distinctiveness.

On August 22, 2008, the examining attorney issued an Office action continuing

the Section 2(e)(1) refusal notwithstanding the claim of acquired distinctiveness on the

! In its response, applicant indicated that the claim of acquired distinctiveness was submitted in accordance
with the examining attorney’s suggestion. However, it must be noted that the examining attorney did not
advise applicant to submit a claim of acquired distinctiveness.
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ground that the mark is generic as applied to the goods and indicating that the evidence of
acquired distinctiveness remains insufficient due to the highly descriptive nature of the
mark. On February 23, 2009, the applicant amended the recitation of goods and
presented additional arguments with respect to its claim of acquired distinctiveness. On
March 17, 2009, the examining attorney issued afinal refusal to register under Section
2(e)(1) of the Trademark Act on the ground that the mark is generic as applied to the
goods and maintained that the applicant’ s evidence in support of its claim of acquired
distinctiveness remains insufficient.

On September 16, 2009, the applicant filed a Notice of Appeal. On November 12,
2009, the applicant filed its appeal brief. On November 16, 2009, the applicant’s brief
was forwarded to the examining attorney.

ISSUES

The issues on appeal are: 1) whether the proposed mark LOCKBACK? is generic
as applied to “[a] foldable utility knife comprising a handle and a blade holder with the
blade holder having a removable blade and being foldable within the handle” pursuant to
Section 2(e)(1) of the Trademark Act, 15 U.S.C. Section 1052(e)(1) and 2) in the
aternative, if the proposed mark LOCKBACK is not generic as applied to the goods,
whether the statement of five years' use and the evidence submitted by the applicant are
sufficient to support a claim of acquired distinctiveness pursuant to Section 2(f) of the

Trademark Act, 15 U.S.C. Section 1052(f).

2 Inits appeal brief, applicant indicates that the applied-for mark is LOCK BACK. However, in response to
the examining attorney’s requirement with respect to the drawing-specimen disagreement, applicant
amended the drawing to LOCKBACK in the response dated July 28, 2008. Therefore, the correct mark is
LOCKBACK.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




