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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/561118

APPLICANT: Schechte, Bernard

CORRESPONDENT ADDRESS: RETURN ADDRESS:
BARRY S. WHITE Comymissioner for Trademarks
FROMMER LAWRENCE & HAUG LP P.O. Box 1451

745 FIFTH AVENUE Alexandria, VA 22313-1451

NEW YORK, NEW YORK 10151

If no fees are enclosed, the address should
include the words "Bax Responses - No Fee.”

MARK: THE PASTE
CORRESPONDENT’S REFERENCE/DOCKET NO: 660030-8011  Pleasc provide in all comespundence:

1. Filing date, serial number, mark and

CORRESPONDENT EMAIL ADDRESS: applicant’s name.
2. Date of this Office Action.

3. Examining Attorney's name and
Law Office number.

4. Your telephone number and e-mail
address..

Serial Number 76/561118

The examiner accepts and acknowledges the disclaimer of PASTE submitted in that the identification of goods now indicates
that some of the goods are in paste form.

Applicant is requesting reconsideration of a final Section 2(e)(1) refusal dated December 15, 2004.

After careful consideration of the law and facts of the case, the examining attorney must deny the request for reconsideration
and adhere to the final action as written since no new facts or reasons have been presented that are significant and compelling
with regard to the point at issue.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date the final action was
mailed. 37 C.F.R. Section 2.64(b), TMEP Section 715.03(c).

As previously indicated, a mark is merely descriptive under Trademark Act Section 2{(e)(1), 15 U.S.C. 1052(e)(1), if it
describes an ingredient, quality, charactenstic, function, feature, purpose or use of the relevant goods. In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), Inre Bed & Breakfast Registry, 791 F.2d 157, 229 USPQ 818 (Fed. Cur.
1986, In re MetPath Inc., 223 USPQ &8 (TTAB 1984), In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979), TMEP
section 1209.01(b). The applicant's goods specifically include “pastes” used to treat gingivitis, periodontitis and halitosis.
The terms THE PASTE only convey this feature of the goods and are, therefore, merely descriptive. Please again note that
the article THE modifying the highly descriptive or generic term PASTE, and the stylization shown in the proposed mark
merely emphasizing the highly descriptive or generic term PASTE, cannot cbviate the stated refusal. See again the relevant
definition of PASTE below in this regard:

paste (past) noun

1. A smooth viscous mixture, as of flour and water or of starch and water, that is used as an adhesive for joining light
materials, such as paper and cloth.

2. A sofl, smooth, thick mixlure, as:. a. A smooth dough of water, flour, and butter or other shortening, used in making
pasty. b. A food that has been pounded until it 1s reduced to a smooth, creamy mass: anchovy paste. ¢. A swesl, doughy
candy or confection: rolled apricot paste.

3. The moist clay or clay mixture used in making porcelain or pottery. Also called pdte.

4. a. A hard, brilliant, lead-containing glass used in making artificial gems. b. A gem made of this glass. In this sense, also
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called strass.
It takes no thought or leap of the imagination on the part of the consumer to determine the meaning of the proposed mark,

THE PASTE, when viewed in relation to oral hygiene products in paste form. The examining attorney must always
consider whether a mark is merely descriptive in refation to the identified goods, not in the abstract. Inre Omaha National
Corp., 819F.2d 1117, 2 USPQ2d 1859 (Fed. Cir. 1987); In re Abcor Development Corp., 58% F.2d 811, 200 USPQ&] 5
(C.C.P.A. 1978), In re Venture Lending Associates, 226 USPQ 285 (TTAB 1985); In re Arﬁerican Greetings Corp., 226
USPQ 365 (TTAB 1985). TMEP §1209.01(b). As can be seem from the above defimition, the term PASTE is a common
English language term which is highly descriptive or generic in relation to oral hygiene pastes. Moreover, see again
evidence from the Automated X-Search System already of record in this regard indicating that oral hygiene pastes exist in
trade. For example, see U.S. Registration Number 2769528 already of record for “dental prophy paste”. Moreover, see
again evidence already of record from the world wide web referring to oral paste and oral dental paste in trade. See
additional world wide web evidence now attached in this regard. And, as indicated above, the mere addition of the article

“the™ to the highly descriptive or generic term PASTE in stylized form cannot obviate the stated refusal. See the relevant

definition of THE below:

the1

the (thébefore a vowel, thebefore a consonant) def.art.
a. Used before singular or plural nouns and noun phrases that denote particular, specified persons or things: the baby;

1.
the dress [ wore. bh. Used before a noun, and generally stressed, to emphasize one of a group or type as the most
outstanding or prominent: considered Lake Shore Drive to be the neighborhood to live in these days. c. Used to indicate
uniqueness: the Prince of Wales; the moon. d. Used before nouns that designate natural phenomena or points of the
compass: the weather; a wind from the south. e. Used as the equivalent of a possessive adjective before names of some
parts of the body: grab him by the neck; an infection of the hand. f. Used before a noun specifying a field of endeavor:
the law; the film industry; the stage. g. Used before a proper name, as of a monument or ship: the Alamo; the Titanic. h.
Used before the plural form of a numeral denoting a specific decade of a century or of a life span: rural life in the Thirties.

2. Used before a singular noun indicating that the noun is generic: The wolf is an endangered species.

3. a.Used before an adjective extending it to signify a class and giving it the function of a noun: the rich; the dead; the
homeless. b. Used before an absolute adjective: the best we can offer.

4. Used before a present participle, signifying the action in the abstract: the weaving of rugs.

5. Used before a noun with the force of per: cherries at $1.50 the box.

[Middle English, from Old English the, alteration (influenced by theet, neuter demonstrative pron,, thaes, genitive demonstrative
pron., etc.), of se, masculine demonstrative pron..J{1]

The final requirement for an acceptable identification of goods is also maintained and continued. In this regard, the applicant
may adopt the following: “oral hygiene products for medical use, namely, mouthwashes, antimicrobials and disinfectants in
the natre of oral rinses and pastes, antiseptics, and oral solutions used to treat gingivitis, periodantitis, or halitosis™ in
Tnternational Class 5. TMEP section 804. Please note that, while an application may be amended to clarify or limit the
identification, additions to the identification are not permitted. 37 C.F.R. §2.71(a), TMEP §1402.06. Therefore, the applicant.

may not amend to include any goods that are not within the scope of goods set forth in the present identification.

/Zhaleh Delaney/
Trademark Attorney
Law Office 116
(571) 272-9153
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[11The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by
Houghton Mifflin Company. Electronic version licensed from INSO Corporation; further reproduction and
distribution restricted in accordance with the Copyright Law of the United States. All rights reserved.
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Home The Piemier Story Employment Customer Service Contact

Premier Dental Bramiar Dental 1 Produc:

Special Offers 1
New Products Glitter™ ‘
Products Prophy Paste
Seminars o -
Schosl ] Glitter™ prophy paste is smooth, pliable and splatter-

00ts . frae to clean teeth quickly. Best of all, Glitter is easy to |
Iotemational ! rinse off taeth.

Premier E-News

Four out of five hygienists and doctors prefer Glittar to
cean teeth faster without splatter and achieve the
ultimate level of luster. You will too!

Fluoride - Bones of 200 cups
9007400 Mint Fine™
i 9007402  Mint Medium
2007404 Mint Coarse
~=~ 3007406  Mint Extra Goarse™
3007410 Cherry Fine™
9007412 Cherry Madium
9007414 Cherry Coarse
9007420  Strawberry Fine™
9007422 Strawberry Medium™
9007424 Stravberry Coarse™
9007430 Bubble Gum Fine *
9007432  Bubble Gum Madium®
Without Fluoride - Boxes of 200 cups
9007440 Mint - Coarse
3007442 Mint - Medium

Nygiene / Pario
Catalog in Adobe
Acrobat PDF,

Gat Acrabat Readar

* Not available in Canads

New! Big Easy™ Ultrasonic Inserts
Cushion Grip for improved Ergonomics and Comfort

® Ergonomically designed large 7/16" diamater
for maximum comfort and decreased fatigue

¢ Thicker sculpted medical-grade silicone grip
cushions fingers and permits a firm grasp

® Precision engineered for optimal performance
and extended vear
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and extended vear
® Compatible vith all magnetostrictive handpieces

Big Easy Ultrasonic Inserts
1005300  Universal 25K (purple)
1005310 Universal 30K (purple)

1005305 Triple Bend 25K (orange)
1005315 Triple Bend 30K (prange)

P Style Insert - (Eaternal Flows)
T 1006803 P S0 25K
o i 1006903 P 50 30K

P-50 External Water Flow
1006801 P 100 25K (straight)
1006805 P 100 25K (right) .
1006804 P 100 25K (Jeft)

1006902 P 100 30K (straight)
1006304 P 100 30K (right)

1006905 P100 30K (left)

Order through your dealer

Topicale™
Topical Anesthetics

Topicale™ Gel Pumps

® Patient-pleasing flavors - Raspberry, Cherry,
Strawbeny and Pina Colada

® Minirnal waste - purnp just as much as is
neaded

® Economical 43gm package containz up to S0%
more than competitors

® Reduces potential aoss-contamination

3-43 gm pumps

9007140 Assorted (Pina Colada, Raspberry, Cherry)
9007141 Cherry (3)

9007142 Raspberry (3)
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Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




