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Trademark Trial and Appeal Board
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In re Reed Elsevier Properties Inc.

Nmmw________————u—=

Amnmmfl Dmemm Serial No. 75530795

Katherine M. DuBray, Tara M. Vold, and J. Paul Williamson

of Fulbright & Jaworski L.L.P. for Reed Elsevier

Properties, Inc.

Kathleen M. Vanston, Trademark Examining Attorney, Law

Office 103 (Michael Hamilton, Managing Attorney).

Before Grendel, Rogers and Drost,

Administrative Trademark Judges.

Opinion by Rogers, Administrative Trademark Judge:

Reed Elsevier Properties Inc. [applicant] initially

applied to register LAWYERS.COM, in standard character

form, as a mark for services identified as "providing

access to an online interactive database featuring

information exchange in the fields of law, lawyers, legal

news and legal services," in Class 42. The application

sought registration on the Principal Register and was based
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on applicant's claim of use of the designation in commerce,

with July 30, 1998 asserted as the date of first use and

first use in commerce.

Examination History/Evidence

The examining attorney refused registration, asserting

that the designation is merely descriptive for the

identified services, because it signifies only that

applicant provides information about lawyers via the

Internet.1 See Lanham Act Section 2(e)(1l, § 15 U.S.C.

1052(e)(1). In addition, the examining attorney provided

applicant with information about a prior-filed application

which, the examining attorney reported, might present a bar

to registration of LAWYERS.COM if the prior-filed

application resulted in issuance of a registration. In a

subsequent action, however, the examining attorney stated

that no such refusal would be issued.

In response to the initial refusal under Section

2(e)(1), applicant refused to concede that either LAWYERS

or .COM is descriptive of its services and further argued

that the combination LAWYERS.COM, "considered asua whole H

does not immediately convey an idea of the ingredients,

 _—:———_

1 As an alternative basis for refusal under Section 2(e)(1), the
examining attorney stated that the designation might be
deceptively misdescriptive. That refusal, however, was
subsequently withdrawn and is not a subject of this appeal.
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qualities and characteristics of these identified

services." Applicant explained that information "about

lawyers is not necessarily the whole or even the primary

emphasis of Applicant's service," and that the composite

designation "is vague, at best, in terms of conveying any

specific information."

Notwithstanding applicant's argument, the examining

attorney made the refusal under Section 2(e)(1) final.

Applicant then amended its application to seek registration

on the Principal Register under Section 2(f) of the Lanham

Act, 15 U S.C. §1052(f), but specifically stated that it

was not waiving its right to argue the Section 2(e)(1)

refusal on appeal. The examining attorney maintained the

refusal under Section 2(e)(1) and rejected applicant's

evidence of acquired distinctiveness as insufficient, but

offered to consider any further evidence of distinctiveness

applicant might later submit.2

Applicant then submitted a declaration from Carol’

Cooper, the Publisher and Senior Vice President of

Martindale-Hubbell, a division of Reed Elsevier Inc , which

is licensed to use LAWYERS.COM by applicant. This

 

2 Applicant had submitted the declaration of its president and
results of certain searches of the Internet by its counsel. The
examining attorney suggested applicant submit information about
the type of and expenditures for advertising, samples of
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declaration provides specific figures regarding advertising

and sales, among other statements, and reports that

"Nielsen has conducted an independent survey chronicling

the consumer use of the mark." The declarant asserted that

relevant portions of the survey were attached to the

declaration, but they do not appear in the record.

Without mentioning the apparently missing survey

evidence, the examining attorney issued another office

action maintaining the refusal of registration under

Section 2(e)(l). The examining attorney asserted that

LAWYERS COM is generic for the identified services and that

applicant's evidence of acquired distinctiveness was

therefore insufficient to overcome the refusal.

Applicant then amended the application to seek

registration on the Supplemental Register. Applicant also

amended the description of services to delete the word

"lawyers," so that the resulting identification was

"providing access to an online interactive database

featuring information exchange in the fields of law, legal

news, and legal services." (In a subsequent examiner's

amendment, the words "access to" also were deleted from the

identification.) Applicant explained that its amendment of

.______________________________________________________________

advertising, the level of sales of applicant's services, and
consumer or other statements of recognition.
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the application to seek registration on the Supplemental

Register was made "[w]ithout waiving its right to argue" on

appeal against the examining attorney's refusal that

LAWYERS.COM is descriptive.

The examining attorney refused registration on the

Supplemental Register, referencing arguments and evidence

from the previous office action. In addition, the

examining attorney asserted that applicant's deletion of

the word "lawyers" from its identification of services was

a "transparent effort" to avoid Board precedent supporting

the refusal and that it was clear from reference to

applicant's specimens of use (reprints of numerous web

pages accessible through the LAWYERS.COM web site) "that

providing information about lawyers is one of the primary

purposes of the website."

Applicant responded by arguing that while a term may

be descriptive or generic for certain services, that does

not preclude its registration for other goods or services.

Also, applicant asserted that deletion of the term

"lawyers" from its identification was not, as the examining

attorney had contended, disingenuous, and applicant

explained that it "never argued that its services didn't

extend to providing information about lawyers, only that

the services now covered by the application don't cover
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such activity." In this response, applicant referenced its

earlier amendment of the application "to seek registration

on the Supplemental Register," stated that the application

"seeks registration of LAWYERS.COM on the Supplemental

Register," and concluded its remarks by stating "this

application is in condition for registration on the

Supplemental Register." Nowhere in the response does

applicant reference an alternative position that

LAWYERS.COM is registrable on the Principal Register, with

or without resort to Section 2(f).

The examining attorney then issued a final refusal to

register the mark on the Supplemental Register, on the

basis that applicant's mark is generic and incapable of

identifying the source of applicant's services. Applicant

filed a notice of appeal. The examining attorney and

applicant have filed briefs, and an oral hearing was held.

In its reply brief, applicant affirmatively states

that it “does not now dispute that LAWYERS.COM is

descriptive" in connection with its services, and notes

that it had submitted evidence under Section 2(f) and an

amendment to the Supplemental Register in acknowledgment of

the descriptiveness of the designation.3 -While neither the

____.j___:_::.:.—:.__

3 Pursuit of registration under Section 2(f) is a concession that
the proposed mark is not inherently distinctive. See Yamaha

¢
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applicant nor the examining attorney has specifically

discussed applicant's proffer of evidence under Section

2(f), applicant concluded both its main brief and reply

brief by requesting that its proposed mark be allowed to

register "on the Supplemental Register or under Section

2(f)." We find that the question of registrability on a

claim of acquired distinctiveness has been preserved for

appeal. Accordingly, we must determine in the first

instance, whether LAWYERS.COM is generic or otherwise

incapable of designating source. In making such

determination, we have considered the entire record,

 
 

including the two declarations offered by applicant to show

acquired distinctiveness. If we hold the designation not

to be generic and instead capable of registration, then we

may specifically discuss the arguments and the quantity of

evidence of acquired distinctiveness.

.________________.__________________________________.__________________

International Corp. V. Hoshino Gakki Co., 840 F.2d 1571, 6 USPQ2d
1001, 1005 (Fed. Cir. 1988). A proposed amendment to seek
registration on the Supplemental Register, however, is not an
admission that the proposed mark has not acquired
distinctiveness. See 15 U S.C. §1095. Thus, an applicant may
argue in the alternative that a non—distinctive designation has
acquired distinctiveness and is registrable on the Principal
Register or at least is capable of acquiring distinctiveness and
is registrable on the Supplemental Register. See Trademark
Manual of Examining Procedure §816.04 and Trademark Trial and
Appeal Board Manual of Procedure §1215.
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The Record

The record on which we must decide the question of

whether the proposed mark is generic includes a dictionary

definition submitted by the examining attorney of "lawyer"

as "one whose profession is to conduct lawsuits for clients

or to advise as to legal rights and obligations in other

matters."‘ The examining attorney also has included a

definition of "domain name," which explains that a "domain

name" is an Internet address "in alphabetic form," "must

have at least two parts," and "the part on the right W

identifies the highest subdomain, such as the country (fr

for France, uk for United Kingdom) or the type of

organization (com for commercial, edu for educational,

etc.)."5 In addition, the examining attorney submitted a

reprint of a web page showing the result of a search for

"com" on searchWebServices.com, which reads "On the

Internet, ‘com’ is one of the top—level domain names that

can be used when choosing a domain name. It generally

 _:._

‘ The definition appears on a reprint of a web page titled
Merriam—Webster Online Dictionary. The examining attorney, in
the office action that introduced this definition into the
record, referenced it as having been retrieved from
www.yourdictionary.com. Applicant did not object to the source
of the definition and, in its brief, stated that it "does not
dispute that this is one definition of the word lawyer."

5 From www.computeruser.com/resources/dictionary/definition.
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describes the entity owning the domain name as a commercial

organization." Finally, we take judicial notice of the

following definition of "TLD": “(Top-Level—Domain) The

highest level domain category in the Internet domain naming

system. There are two types: the generic top-level domains,

such as .com, .org, and .netm.” McGraw Hill Computer

Desktop Encyclopedia 977 (9th ed. 2001) (emphasis added).

To gauge the likely significance of LAWYERS.COM to

prospective consumers or users of applicant's services, the

examining attorney relies on the numerous pages from

applicant's web site that applicant submitted as specimens.

The examining attorney also relies on reprints of various

web pages from other entities that the examining attorney

views as "evidence demonstrating that web sites devoted to

law, legal news, and legal services also provide

information about and/or databases of lawyers." (May 18,

2004 office action, the last action prior to this appeal)

Also in the record are reprints of web pages submitted

by the examining attorney to show use, by entities other

than applicant, of the following domain names:

www.massachusetts—lawyers.com ("Massachusetts-Lawyers.com

is a Service of the Law Offices of K. William Kyros, PC in

Boston, Massachusetts. The law firm helping [sic] lawyers

and their clients use the internet to find qualified legal
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counsel."); www.truckerlawyers.com ("Trucker Lawyers Legal

Services for Truckers Nation Wide"); www.new—jersey-

lawyers.com ("Our database covers the entire state of New

Jersey. Search to find a lawyer in your local area and to

suit your specific legal needs."); www connecticut—
 

lawyers.com ("Connecticut-Lawyers.com is a service that

locates Connecticut Attorneys specific to your needs.");

www.lep—lawyers.com ("Welcome to the Web site of Levy,

Ehrlich & Petriello. This site is designed to provide

information about our firm and the services we offer. m The

information you obtain at this site is not, nor is it

intended to be, legal advice. You should consult an

attorney for individual advice regarding your own

situation."); collectionlawyers.com ("We have been

collection attorneys for over 20 years. Find out why our

clients return again and again."); www.medialawyer.com

("International Entertainment, Multimedia & Intellectual

Property Law and Business Network Sponsored by Harris

Tulchin & Associates"); and www.wrongfuldeath—lawyers.com

("Wrongful Death Lawyers is intended to provide up to date

references and resources for Wrongful Death Lawyers. The

links and resources are provided as a public service for

attorneys and consumers.").5

 —

6 The examining attorney also submitted a reprint of a web site

10
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In essence, the examining attorney contends that these

domain names establish the need of competitors of applicant

to use a generic term, LAWYERS.COM, in their domain names

for their respective web sites.

As for the evidence applicant has submitted, there are

various submissions intended to establish acquired

distinctiveness of LAWYERS.COM, specifically, the two

previously—referenced declarations and certain results of

an internet search by counsel. In addition, applicant has

proffered information about various registered marks

"composed of terms that can be considered generic in some

contexts, but have still been allowed to register in

connection with a narrower description of goods." Brief,

p. 15. This evidence was obtained from the USPTO TARR

database7, which includes information about pending and

registered trademarks.

Analysis

When a proposed mark is refused registration as

generic, the examining attorney has the burden of proving

___________________________________________________—_———

from www. ersonalin'ur la ers;com.au but, because the site
appears to aid those searching for personal injury lawyers
located in Australia, it is of little, if any, relevance to the
question of how United States Internet users would perceive the
designation LAWYERS.COM.

7 TARR stands for Trademark Applications and Registrations
Retrieval.

11



Ser No. 75530795  
 
 
 

 

 

 
 

 
 

 

 

genericness by "clear evidence" thereof. See In re Merrill
 

Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4

USPQ2d 1141, 1143 (Fed. Cir. 1987); see also In re Gould

Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cir.

1987). The critical issue to determine is whether the

record shows that members of the relevant public primarily

use or understand the term sought to be registered to refer

to the genus of goods or services in question. H. Marvin
 

v. International Ass’n of Fire Chiefs, Inc., 782Ginn Corp.

F.2d 987, 228 USPQ 528, 530 (Fed. Cir. 1986); In re Women's

Publishing Co. Inc., 23 USPQ2d 1876, 1877 (TTAB 1992).

Making this determination “involves a two—step inquiry:

First, what is the genus of goods or services at issue?

Second, is the term sought to be registered understood

by the relevant public primarily to refer to that genus of

goods or services?" Ginn, supra, 228 USPQ at 530.

Evidence of the public’s understanding of a term may be

obtained from any competent source, including testimony,

surveys, dictionaries, trade journals, newspapers and other

publications. See Merrill Lynch, supra, 4 USPQ2d at 1143

(Fed. Cir. 1987), and In re Northland Aluminum Products,

Inc , 777 F.2d 1556, 227 USPQ 961, 963 (Fed. Cir. 1985). 

12
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1. The Genus of Services

As for the genus of services involved in this appeal,

the examining attorney focuses on applicant's

identification of services but argues that "providing

information about law, legal news and legal services

includes providing information about lawyers. Accordingly,

the genus of services at issue includes providing

information about lawyers." Brief, p. 6. Applicant, on

the other hand, focuses less on the identification and

asserts, "the genus for its services may be more accurately-

described as ‘interactive database services focusing on a

variety of types of law—related information '" Brief, p.

5. Neither is quite right, for neither acknowledges the

"online" nature of the identified services”, and applicant's

focus on only "law—related information" does not adequately

account for the identified information services related to

legal services.

In the Magic Wand case, the Federal Circuit stated, “a

proper genericness inquiry focuses on the description of

services set forth in the [application or] certificate of

_é_?_._.:._.___.—.——

“ We take judicial notice of the following definition of
"online": "m(2) Said of a person who is actively communicating
over a network. 'Online' in this sense means your computer is
connected to a network host or service and you can participate in
Internet activities such as discussion groups or interactive talk
sessions." net.s eak the internet dictionar p. 138 (1994).

13  
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registration ” Magic Wand Inc. v. RDB Inc., 940 F.2d 638,

19 USPQ2d 1551, 1552 (Fed. Cir. 1991). Applicant also

reminds us of the Allen Electric case, in which the Court

of Customs and Patent Appeals stated that "trademark cases

must be decided on the basis of the identification of goods

as set forth in the application." In re Allen Electric and

Eguipment Co., 458 F.2d 1404, 173 USPQ 689, 690 (CCPA

1972). Finally, applicant also reminds us of two Board

cases that focus on the significance of written

identifications: In re Vehicle Information Network Inc.,

32 USPQ2d 1542, 1544 (TTAB 1994) ("the question of

registrability must be determined m on the basis of the

goods or services as set forth in the application") and In

re Datatime Corporation, 203 USPQ 878, 879 (TTAB 1979) ("it

is the goods as set forth in the application papers that

are determinative of the issue").

The Magic Wand case involved a petition to cancel the

mark TOUCHLESS, on the ground that it was generic for

services identified as "automobile washing services " The

petitioner in that case attempted to focus on a "relevant

public" unwarranted by the description of services,

specifically, "operators and manufacturers of car.wash

equipment," rather than purchasers of automobile washing

services. Thus, the Federal Circuit's statement that "a

14 ,_________.__
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proper genericness inquiry focuses on the description of

services set forth in the certificate of registration" must

be read in that context, i e., as an explanation of the

error in petitioner's attempt to have the Board and, later,

the Federal Circuit focus on a relevant public not

warranted by the description of services. Further, the

quoted reference from the Magic Wand case is preceded by

the Federal Circuit's observation that "[t]he description

in the registration certificate identifies the services in

connection with which the registrant uses the mark." Magic

Wand, 19 USPQ2d at 1552. The Federal Circuit also

observed, "According to the registration, the mark

TOUCHLESS is used in connection with automobile washing

services " lg. (emphasis added). Thus, it is clear that

the analytical focus on the description of services is

based on the premise that the description reflects actual

conditions of use of a mark. See also, In re American

Fertility Society, 188 F3d 1341, 51 USPQ2d 1832, 1836 (Fed.

Cir. 1999) ("The PTO must prove: (1) what the genus of the

services the Society provides is ."), and In re Web

Communications, 49 USPQ2d 1478, 1479 (TTAB 1998) ("We agree 

with applicant that its services in the broadest sense

would be considered ‘consulting services.‘ But there are

many varieties of consulting services and each would

15 ,__.__.____—fi 
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necessarily be further identified as to the particular

subject or focus of the services being offered. Here

applicant has described a major focus of its services in

the specimens of record as ‘publication and communication

via the World Wide Webm.' Applicant's services enable its

customers to achieve this communication by assisting them

in setting up their own Web sites.") (emphasis added).

We do not view any of the other three decisions on

which applicant relies as stating precepts that run counter

to the premise that an identification is rooted in the

reality of use. Again, those decisions must be read in

context .

In both Allen Electric and Datatime, each applicant

was arguing that its goods were of a more specific type

than would be apparent from the identification. As the

Board explained in Datatime, because Section 7(b) of the

Lanham Act bestows upon the owner of a registration the

presumption of use of a mark for all goods or services

identified in a registration, the question of

registrability must be determined by considering any goods

or services falling within the literal scope of an

identification, and not merely the particular goods or

services an applicant may be marketing at the time when

registrability is determined. These decisions do not run

16
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counter to the presumption that an identification of goods

or services is rooted in the reality of use but, rather,

explain that the presumption extends to all goods or

services encompassed by an identification.

In the Vehicle Information case, the applicant was

essentially arguing that the relevant public would perceive

its services as somewhat different from what they actually

were, given the likely connotation of its mark for that

public. The Board then focused on the identification in

its discussion of possible meanings consumers might find in

the mark. This is nothing more than an example of the

well—settled rule that likely perception of a mark is not

evaluated as an abstract matter but in connection with the

identified goods or services.

In accordance with this analytical framework, while we

consider applicant's identification as largely defining the

genus of services involved in this case, we do so on the

premise that the identification is a required element of an

application precisely because it is expected to identify

the goods or services in connection with which an applicant

uses its mark and for which it therefore seeks registration

of the mark. We also note that in the recent

Steelbuilding.com decision, which involved a genericness

refusal, the Federal Circuit began its analysis of the

17 
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genus by focusing on applicant's amended recitation of I

services [“Computerized on~line retail services in the

field of pre-engineered metal buildings and roofing

systems”], but interpreted the meaning of "computerized on-

line retail services" in light of the actual use being made

by the applicant on its web site. See In rel

Steelbuilding.com, 415 F.3d 1293, 75 USPQ2d 1420, 1422

(Fed. Cir. 2005):

The applicant defined its goods and
services, in its amended application, as

“computerized on-line retail services in the
field of pre-engineered metal buildings and
roofing systems.” Although the definitions.
of the applicant and of the Board appear
nearly identical, the parties understand the
phrase “computerized on-line retail
services" differently. Applicant sells

steel buildings on line, but the record
indicates it provides services beyond mere
sales.

Lg. at 1422.

In the case at hand, we have interpreted the nature of

applicant's ”online interactive database featuring

information exchange in the fields of law, legal news and

legal services" in light of what the record shows the

database to include and, therefore, what type of

information about "law, legal news and legal services" is

exchanged between applicant and consumers or users of its

website.

18
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As noted earlier, the specimens of use which applicant

submitted are copies of web pages from its web site.9 The

first such page appears to be applicant's "home" page

[www lawyers com/site/default] and bears at the top the

exhortation "Locate a Lawyer with lawyers.com!" The

headline for the page portrays, in large print,

’"lawyers.com" and adjacent thereto, in smaller print, "Your

connection to legal information & resources." Lower on the

page are links to other web pages, titled, respectively,

"About The Law," "Ask A Lawyer,“ "Hiring A Lawyer" and "Law

Today."

The "About The Law" page presents a list of areas of

law that the viewer can click on to view "informative

articles about the most common consumer areas of law, as

well as background on the judicial system, important laws

and cases, and the U.S. Constitution." The page also

explains to the viewer "After a quick review of the

[selected] article, you'll be better prepared to choose a

lawyer by searching our database "

The "Ask A Lawyer" page explains "This area of

lawyers.com is designed to provide you with a unique forum

in which to ask general questions of our hosting

___________________

9 We note, too, that the Cooper declaration, in paragraph 3,
attests to use of "LAWYERS.COM in commerce in connection with an

19 r——*—»———
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attorneys." The page also explains that the hosting

attorneys are practicing lawyers that maintain listings in

the Martindale-Hubbell Law Directory, that the information

provided through the page is for educational purposes, and

that the viewer in need of specific legal advice "should

obtain the services of a qualified attorney such as those

listed in the Law Directory."

The "Hiring A Lawyer" page contains information on

such topics as "Do I Really Need an Attorney?" "Thinking

Things Through," "Starting the Process," "Evaluating Your

Candidates," "What Will it Cost?" "Your Attorney's

Responsibilities to You, the Client," "When Things Don't Go

As You Expected," and "Legal Resources."

Finally, the "Law Today" page contains links to

specific articles defining areas of the law, to cases in

the news or famous cases, and to legal headlines.

We agree with the examining attorney's conclusion that

the specimen web pages applicant submitted demonstrate

“that applicant's information about the law includes

providing information about lawyers and, in fact, is

offered for the express purpose of assisting the individual

in selecting a lawyer." Brief, p. 4; emphasis added. The

__________:_____________._________———————

'online interactive database featuring information exchange in
the fields of law, lawyers, legal news, and legal services.'"

20
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examining attorney argues, too, that providing information

about legal news or legal services, particularly as

demonstrated by applicant's web site, involves providing

information about lawyers.

Applicant argues, however, that its deletion of the

word "lawyers" from its identification of services "limited

its covered services" by excising "online services relating

to information exchange in the field of 'lawyers.‘" Brief,

p. 3. In addition, applicant argues that it "is not

seeking federal registration of its mark in connection with

all of the different types of content or services available

on Applicant's web site" and its mark "is capable of

distinguishing its narrower description of services."

Under the circumstances we find the genus of services

to be providing a web site” with a database of information

covering the identified topics of law, legal news and legal

services and that a centra1.and inextricably intertwined

element of that genus is information about lawyers and

information from lawyers.

2. What Will the Relevant Public Understand?

The next question is: who are the members of the

relevant public for such services, and what will they

_____________________

N The phrase "online interactive databas
is an apt synonym for "web site."

e" in the identification
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understand when confronted with LAWYERS.COM? We conclude

that members of the relevant public include lawyers who may

be seeking legal information or who may be seeking other

lawyers to whom they may refer clients. The relevant

public also includes laypersons that may be seeking legal

information, legal representation, or referrals.

As noted earlier, the examining attorney has made of

record a dictionary definition of "lawyer" that applicant

concedes is accurate as one definition of the word. In

addition, the examining attorney has put into the record

reprints of numerous web pages from web sites that include

information on the law, the nature of legal services and

information about obtaining a lawyer. These include many

of the previously-referenced web sites that utilize

"lawyers.com" in their web site domain names, and the web

site thelaw.com.

The relevant public, including both lawyers and non-

lawyers, when they consider LAWYERS.COM in conjunction with

the class of involved services, would readily understand

the term to identify a commercial web site providing access

to and information about lawyers. Some members of the

relevant public would think of a web site that would

provide information about lawyers, including their

specialties, contact information, and the like, which is
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part of what applicant's web site does. It is also likely

that some members of the relevant public would think of a

web site that allows site visitors to actually contact

other lawyers, as exemplified by applicant's "Ask a Lawyer">

web page.

A lawyer member of the relevant public might

understand, better than a non-lawyer, that the web site

would have limitations, for example, that it would include

disclaimers and would not present information from lawyers

accessible via the site as "legal advice " This, however,

does not alter the likelihood that either type of member of

the relevant public would think of the web site in the ways

we have discussed.

In addition, the likelihood that some members of the

relevant public would think of a web site providing online

access to lawyers while others might think of a web site

providing online information about lawyers does not render

LAWYERS.COM non—generic. Either understanding of the term

would be generic and the fact that a term may have two

generic meanings when considered in connection with a

particular class of services does not mean it is not

generic. Compare Steelbuilding.com, supra, 75 USPQ2d at

1422-23 (the Federal Circuit found neither of two possible

meanings for the mark STEELBUILDING.COM to be generic) with

23  



Ser No. 75530795

Abercrombie & Fitch Company v. Hunting World, Inc., 537 F.

2d 4 189 USPQ 759, 766 (2d Cir. 1976) (stating "a word mayI

have more than one generic use," the Second Circuit found A

"safari" to be generic in multiple contexts, although not

in all contexts). See also Northland Aluminum, supra (the

Federal Circuit found BUNDT generic for cakes and cake

mixes); and Gear Inc. v. L.A. Gear California Inc., 670

F.Supp. 508, 4 USPQ2d 1192, 1197 (S.D.N.Y. 1987) ("A word

may have more than one generic use, and it is protected in

each of its generic uses from appropriation by any one

merchant."), vacated in part, dismissed, 13 USPQ2d 1655

(S D.N.Y. 1989) (disposition of some claims by summary

judgment vacated by a settlement agreement of the parties

and all claims dismissed).

considered descriptive or generic for some goods or

services may still function as a mark in connection with

other goods or services or to other markets" and that it

"is not seeking to register its mark LAWYERS.COM for‘

selling lawyers or offering the services of lawyers, but

for the more limited services now covered by its

application." Brief, pp. 8 and 15, respectively.

Reference to the decision of In re Seats, Inc., 757 F.2d

274, 225 USPQ 364 (Fed. Cir. 1985), is helpful in assessing
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this argument. That case involved an application to

register SEATS as a mark for "ticket reservation and

issuing services for various events by means of a

computer," and the Federal Circuit stated: "The term

'seats' may be generic in relation to chairs or couches or

bleachers. It is clearly not generic to reservation

services. Contrary to the Board's statements, Seats is not

selling seats, as would for example a furniture merchant,

but is selling a reservation servicem." ;g. at 367-68.

Just as Seats, Inc. was not selling seats, applicant here

is not selling lawyers,“ but it is there that the

similarity ends. Though the Federal Circuit noted the

Board's concern with "a need of others to use SEATS in

describing the present services," there is no indication in

the Seats decision that the Board actually had before it 

evidence of use of the term by other purveyors of ticket

reservation and issuance services. In contrast, the record

in this case evidences use of "lawyers.com" as part of the

domain names of numerous hosts of web sites; and those web

sites provide information to lawyers and laypersons that is

the same as or very similar to that provided by applicant's

_:—_ 

” The record does not reveal whether applicant is actually
"selling" anything, i.e., charging visitors to its web site.
Thus, the revenue figures reported in the Cooper declaration are
without context and the declarant does tie the figures to
particular services or activities of applicant. ‘

25 ff!’////fl



 

Ser No. 75530795

web site. In short, this case does not involve a perceived

need for others to use a term, but involves a demonstrated

use of the term by others. The relevant public will,

therefore, perceive use of "lawyers.com" as indicating a

web site (an "online interactive database featuring’

information exchange") focused on lawyers, legal services,

and the areas of the law in which lawyers practice or

render their services.

Applicant argues that its web site is different from

the sites of others that also employ the term "lawyers.com"

in their domain names. Specifically, applicant argues that

the other names and web sites are different, because the

other names add more specific terms to "lawyers.com" and

thus more immediately reveal the nature of the sites, as

well as because the lawyer "search or directory feature" of

applicant's site is not the site's "primary function, or

even the most prominent feature." Brief, p. 7.

Insofar as the first of these two arguments implies

that LAWYERS.COM cannot be generic for applicant's site

because it is more general and vague compared to such names

as truckerlawyers.com and massachusetts-lawyers.com, we do

not find the argument persuasive. The name for applicant's

site is simply broad in scope, and the content of its web

site appears to match that breadth. As for applicant's
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argument that its lawyer search or directory feature is not

a primary or prominent feature of its web site, we note the

exhortation "Locate a Lawyer with lawyers.com!" on

applicant's main web page; and even linked pages, such as

its "About the Law" page, explains "After a quick review of

the [selected] article, you'll be better prepared to choose

a lawyer by searching our database." In short, we agree

with the examining attorney that applicant's web site is

all about the law, obtaining information on the law from’

lawyers, and finding lawyers that can help one with a legal

problem.

Another argument advanced by applicant is that its‘

LAWYERS.COM name is no less distinctive than many "arguably

generic terms“ that the USPTO has approved for registration

on the Principal or Supplemental Registers. In support of

this argument, applicant relies on TARR printouts of

information on various registrations, many of which are

".com" marks. There can be no doubt, however, that "the

Board m must assess each mark on the record of public

perception submitted with the application." In re Nett
 

Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed.

Cir. 2001). Accordingly, there is "little persuasive value

in the registrations" applicant has submitted. Id. See

also, In re First Draft, Inc., 76 USPQ2d 1183 (TTAB 2005)
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(even when the applicant submitted copies of entire files

from other registrations, the Board did not find the

evidence persuasive).

The final argument applicant advances in its main

brief is that under the Federal Circuit's Oppedahl

decision, In re Oppedahl & Larson LLP, 373 F.3d 1171, 71

USPQ2d 1370 (Fed. Cir. 2004), the ".COM" portion of

LAWYERS.COM can only be considered descriptive, not

generic. By implication, then, applicant is arguing that

LAWYERS.COM cannot be generic if any portion of it is not.

As the Board noted in its decision in the Eddie Z's

case, In re Eddie Z's Blinds and Drapery Inc , 74 USPQ2d

1037 (TTAB 2005), we are cognizant of the Federal Circuitls

ruling in Oppedahl, which cautions that while the "addition

of a TLD such as '.com' or '.org' to an otherwise

unregistrable mark will typically not add any source-

identifying significance," this "is not a bright-line, per

se rule" and that "exceptional circumstances" might yield a

different result. Oppedahl, 71 USPQ2d 1374. As the Board

also noted in Eddie Z's, it does not view Oppedahl as

creating a per se rule that addition of a TLD to an

unregistrable term always results in at least a potential

mark, i.e., a non-generic compound and, instead, views the

Oppedahl decision as leaving the door open for registration‘

28

 



Ser No. 75530795

of combinations of unregistrable terms and TLDs in the

exceptional circumstances whereby the combination results

in a whole greater than the sum of its parts. Eddie Z's,

74 USPQ2d at 1042. While the Federal Circuit determined in

the Steelbuilding.com case that STEELBUILDING.COM had a

non—generic meaning and was therefore registrable, we do

not find the designation now before us to present such

exceptional-circumstances.

Because we find LAWYERS.COM generic, we do not address

applicant's arguments that the designation is merely

descriptive and that there is sufficient acquired

distinctiveness to allow registration under Section 2(f).

Decision: The refusal of registration on the ground

of genericness is affirmed.
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In re Reed Elsevier
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Serial No. 75530795
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801 PENNSYLVANIA AVENUE, N.W.

WASHINGTON, DC 20004-2623

Rochelle Ricks, Paralegal Specialist:

Applicant's request for oral hearing filed March 23,

2005 is noted and applicant will be contacted and a date for

the oral hearing will be scheduled in due course.
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Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

REQUEST FOR ORAL HEARING

Applicant, pursuant to Trademark Rule 2.142(e)(1), hereby requests that an oral hearing

be granted in connection with the appeal filed in the above-identified application.

Respectfully submitted on behalf of

REED ELSEVIER PROPERTIES INC.

Dated: March 23, 2005
Katherine M. Du y, Esq.

Tara M. Vold, Esq.

J. Paul Williamson, Esq.

Fulbright & Jaworski L.L.P.
801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004-2623

Telephone: (202) 662-0200

Attorneys for Applicant
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through the Trademark Trial and Appeal Board's ESTTA electronic
filing system. This is the only receipt which will be sent for
this paper. If the Board later determines that your submission is
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ESTTA submission, call (703) 308-9300 during business hours or
e-mail at estta@uspto.gov.
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information on Board proceedings is not available through the TESS or TARR databases. Please allow a
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TTABVUE to be updated with information on your submission.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant:

Reed Elsevier Properties Inc.
Law Office: 103

Mark: LAWYERS.COM
Examining Attorney:

Serial No.: 75/530,795 Kathleen M. Vanston, Esq.OOJOO’-\<AO'JOO'3€0'><0'><4O'J<0'J
Filed: August 3, 1998

Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

REQUEST FOR ORAL HEARING

Applicant, pursuant to Trademark Rule 2.142(e)(1), hereby requests that an oral hearing

be granted in connection with the appeal filed in the above-identified application.

Respectfully submitted on behalf of

REED ELSEVIER PROPERTIES INC.

Dated: March 23, 2005
Katherine M. Du y, Esq.

Tara M. Vold, Esq.

J. Paul Williamson, Esq.

Fulbright & Jaworski L.L.P.
801 Pennsylvania Avenue, N.W.
Washington, D.C. 20004-2623
Telephone: (202) 662-0200

Attorneys for Applicant
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CORRESPONDENT ADDRESS: AAE

J. PAUL WILLIAMSON TRADEMARK TRIAL
FULBRIGHT & JAWORSKI L.L.P. AND APPEAL BOARD
301 PENNSYLVANIA AVENUE, N.W. ON APPEAL
WASHINGTON DC 20004-2623

MARK: LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in an conespondence:

1. Filing date, serial number, mark and
applicant's name.

2. Date ofthis Office Action.
3 . Examining Attorney's name and

    CORRESPONDENT EMAIL ADDR
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EXAMINING ATTORNEY’S APPEAL BRIEF

The applicant has appealed the examining attorney’s final refusal under Trademark Act Section

23(c), 15 U.S.C. Section 109l(c), because the proposed mark is incapable of identifying the

applicant’s services and distinguishing them from those of others.

FACTS

Applicant filed an application seeking to register LAWYERS.COM for “providing access to an

online interactive database featuring information exchange in the fields of law, lawyers, legal news

and legal services,” in Class 42. The examining attorney issued a refilsal under Section 2(e)(1) of

the Trademark Act because the mark was descriptive and, in the alternative, misdescriptive of the

A41

UNITED S? Serial Number: 75/530795 — 3 gf;;*=.:

I "'"'i.jIfiffT§¥fff??"‘?‘*"‘ I A
SERIAL No- 75/530795 ~*-l-'1’?-””i"’"""*""”"'i"""i

 



services. The examining attorney also cited a prior pending application which could possibly

create a bar to registration under Section 2(d) of the Trademark Act.

The applicant responded, arguing against the refi1sal_ The examining attorney suspended the

application pending the disposition of the prior pending application.

When the prosecution was resumed, the examining attorney indicated that she would not cite the

prior pending application against the applicant. The examining attorney withdrew the refusal under

Trademark Act Section 2(e)(1) because the mark was misdescriptive in relation to the identified

services. The examining attorney issued a final refusal under Section 2(e)(1) of the Trademark Act

because the mark described the services.

Applicant responded by claiming that the mark had acquired distinctiveness under Section 2(f) of

the Trademark Act. The examining attorney responded by noting the highly descriptive nature of

the mark and requesting more evidence of distinctiveness.

Applicant responded by submitting additional evidence of acquired distinctiveness. However, the

examining attorney determined that the mark was generic and incapable of distinguishing

applicant’s services from the services of others.

Applicant responded by amending the application to seek registration on the Supplemental

Register. Applicant also amended its services to “providing access to an online interactive

database featuring information exchange in the fields of law, legal news and legal services,” in

Class 42.

' A42



The examining attorney refused registration under Section 23 of the Trademark Act because the

mark was incapable of distinguishing applicant’s services from the services of others. Applicant

argued against this refusal.

The recitation of services was amended to “providing an online interactive database featuring

information exchange in the fields of law, legal news, and legal services” in Class 42. The

examining attorney issued a final refusal under Section 23 of the Trademark Act. The applicant

has appealed this final refusal.

ARGUMENT

A proposed mark is unregistrable on the Supplemental Register if it consists of a generic term

combined with a top—level domain (TLD), such as .COM. TMEP §§l209.03(m) and 1215.05. The

TLD will be perceived by prospective customers as part of an Internet address, and, therefore, have

no source identifying significance. In re CyberFinancial.NeI Inc., 65 USPQ2d 1789 (TTAB 2002)

(“The public would not understand BONDS.COM to have any meaning apart from the meaning of

the individual terms combined”); In ‘re Martin Container, Inc., 65 USPQ2d 1058 (TTAB 2002)

(“[T]o the average customer seeking to buy or rent containers, “CONTAINERCOM” would

immediately indicate a commercial web site on the Internet which provides containers.”).

Generic terms are terms that the relevant purchasing public understands primarily as the common

or class name for the goods or services. In re Dial~A -Mattress Operating Corp., 240 F.3d 1341, 57

USPQ2d 1807 (Fed. Cir. 2001); In re American Fertility Society, 188 F.3d 1341,51 USPQ2d 1832

 ‘j’_
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(Fed. Cir. 1999). Generic terms are by definition incapable of indicating a particular source of the

goods or services, and cannot be registered as trademarks; doing so “would grant the owner of the

mark a monopoly, since a competitor could not describe his goods as what they are.” In re Merrill

Lynch, 828 F.2d at 1569, 4 USPQ2d at 1l42.

A two-part test is used to determine whether a designation is generic: (1) What is the class or

genus of goods or services at issue? (2) Does the relevant public understand the term primarily to

refer to the class or genus of goods or services at issue? See H. Marvin Ginn Corp. v. International

Ass ’n 0fFire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986); TMEP §1209.01(c)(i).

THE GENUS OF SERVICES IS INFORMATION, IN PART,
ABOUT LAWYERS.

With respect to the first portion of the genericness inquiry, applicant has identified its services as

information services pertaining to law, legal news, and legal services.’ Since it has already been

established that “.com” has no source indicating significance, the issue is whether information

about lawyers is the class of services at issue, or more particularly, whether information services

about law, legal news and legal services include information about lawyers.

1 Applicant’s services originally included information services pertaining to lawyers. The term “lawyers” was deleted

during the prosecution of the application. K’!/,..d/I
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In In re Cybe1financial.Net,Inc., the applicant sought to register BONDS.COM for “providing

information regarding financial products and services...” The applicant also stated in an affidavit

that the applicant did not buy or sell bonds. The Trademark Trial and Appeal Board (TTAB)

found, however, that “financial products” in the recitation of services included bonds. In the same

way, providing information about law, legal news and legal services includes providing

information about lawyers. These topics are inextricably linked. Nowhere is this more clear than

on applicant’s web site.

The material that applicant has submitted for the record demonstrates that applicant’s information

about the law includes providing information about lawyers and, in fact, is offered for the express

purpose of assisting the individual in selecting a lawyer. For example the following is taken from

applicant’s specimen of record, consisting of material found on applicant’s website at

www.lawyers.com.

The more you know about the legal system and specific areas of

law, the easier it will be to select a competent attorney for your

particular situation. . . .It’s advantageous if you have a basic understanding

of your legal issue, the legal system and how it can best serve

you... .After choosing a topic below, you’ll see a brief description

of that section. After a review of the article, you’ll be better

prepared to choose a lawyer by searching our database.

Further on, the web site contains the following material.

This area of lawyers.com is designed to provide you with

a unique forum in which to ask questions of our hosting
attorneys. . . All information provided in this area is for

educational purposes only and should not be construed as legal

advice. For specific legal advice. . .you should obtain the services

of a qualified attorney such as those listed in the Law Directory.



The material of record demonstrates that applicant provides information about the law as a way of

educating individuals so that they can better assess the information about lawyers that the applicant

provides. Providing information about law includes providing information about lawyers.

Applicant’s web site also provides legal news about particular areas of law as a way of assisting

individuals in determining if legal issues exist and whether they need assistance from a lawyer.

For example, the following is of record.

Elder law is a fast growing area of the law. Many of us need some assistance

or have someone close to us who needs advice with the issues and problems

associated with aging.

Of course, one of the areas of law about which applicant provides more information is “Elder

Law.” Next to the heading “Areas of Law,” of which “Elder Law” is one, the web site states that

“[A]fier a quick review of the article, you’ll be better prepared to choose a lawyer by searching our

database.” It is apparent that providing legal news can include providing information about

lawyers.

Finally, applicant’s recitation of services indicates that it provides information about legal services.

A “lawyer” is one whose professions is to conduct law suits for clients or to advise as to legal

rights and obligations in other matters. (See http://wwwyourdictionagcom attached to the office

action of May 17, 2004). “Legal services, ” therefore, are provided by lawyers. It would be

impossible to provide information about legal services without providing information about

lawyers. Applicant’s information about legal services includes and references information about

lawyers.



Applicant’s web site contains a section titled “Hiring a Lawyer.” In that section, applicant

references “legal services” and provides some information to assist an individual in determining

whether he needs legal services. If he does need legal services, applicant notes the following.

You can search at lawyers.com for attorneys in your geographical area

who have experience in the legal field with which you are concerned. If

you have compiled a list of attorney candidates, lawyers.com

can help add to your list, provide you with important information

concerning the credentials of your candidates. . ..

This particular section of applicant’s web site demonstrates beyond doubt that applicant’s

information about legal services includes information about lawyers. Therefore, providing

information about law, legal news and legal services includes providing information about lawyers.

Accordingly, the genus of services at issue includes providing information about lawyers.

THE PURCHASING PUBLIC UNDERSTANDS LAWYERS.COM

TO REFER TO THE CATEGORY OF SERVICES AT ISSUE.

The second issue is whether the relevant public understands the term LAWYERS.COM to refer to

the category of services at issue, namely, information services in the field of law, legal news and

legal services, including information about lawyers. The evidence of record demonstrates that the

public understands LAWYERS.COM to refer to these services.

A “lawyer” is one whose professions is to conduct law suits for clients or to advise as to legal

rights and obligations in other matters. (See http://www.yourdictiona§y.com attached to the office

action of May 17, 2004). In other words, lawyers provide legal services and information about the

law. As was demonstrated above, applicant’s information services pertain to the law, legal news

and legal services and include information about lawyers. Because lawyers constitute at least a

 



portion of the subject matter of the information services provided by applicant, the term is a

generic name for the information services, themselves. Other entities wishing to provide

information about legal services, legal news and the law, including information about lawyers,

would need to use the generic term in connection with their services. Just as the TTAB found in In

re Cyberfinanical that BONDS.COM should be freely available for others to adopt so that

designations such as ACMEBONDSCOM or UNITEDBONDS.COM could be used by

competitors, so LAWYERS.COM should be freely available for use by others as well.

To see how the purchasing public views term encompassing LAWYERS.COM, attention is

directed to how the term is already in use on the web. For example, the following are of record.

MASSACHUSETTS—LAWYERS.COM provides information about legal issues and assistance in

locating an attorney. (See http://wvvw.massachusetts-lawyers.com attached to the office action of

December 3, 2002). TRUCKERLAWYERS.COM provide information about work-related legal

issues and assistance in locating an attorney. (See http2//www.truckerlawyers.com attached to the

office action of December 3, 2002). CONNECTICUT-LAWYERS.COM provides legal

information and assistance in locating an attorney in Connecticut. (See http://www.connecticut-

layv_yers.com attached to the office action of December 3, 2002). LEP—LAWYERS.COM.

provides information about lawyers and specific practice areas. (See http://www.lep—lawyers.com

attached to the office action of December 3, 2002).

All of this evidence demonstrates that the purchasing public has come to see LAWYERS.COM as

a reference to the category of services at issue, namely, information services in the field of law,

legal news and legal services, including information about lawyers.
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THE COMBINATION OF THESE TWO GENERIC TERMS

RESULTS IN A GENERIC TERM.

A combination of generic terms may result in a unitary designation that is registrable if the

juxtaposition of terms is incongruous or evokes a unique commercial impression. However, if the

combination of two or more generic terms is such that each term retains its generic significance,

then the combined expression is generic and thus incapable of denoting source. In re GouldPaper

Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987). See also Eastern Air Lines, Inc. v. New

York Air Lines, Inc., 559 F. Supp. 1270, 218 USPQ 71 (S.D.N.Y. 1983) (AIR SHUTTLE);

Surgicenters ofAmerica, Inc. v. Medical Dental Surgeries, C0., 196 USPQ 121 (D. Oregon 1976),

afld 202 USPQ 401 (9th Cir. 1979) (SURGICENTER).

Applicant seeks to register a generic term, “lawyer” which cannot function as a source indicator in

connection with the recited services in combination with a top level domain indictor “.com” which

also has no source identifying significance. The combination of these two terms does not result in

a term with source indicating capability.

THIRD PARTY REGISTRATIONS ARE IRRELEVANT.

Applicant has made reference to a number of third party registrations in an attempt to argue that

they are somehow relevant to the registrability of the mark in this application. Third-party

registrations are not conclusive on the question of descriptiveness or genericness. Each case must

be considered on its own merits. A proposed mark that is merely descriptive or generic does not

become registrable simply because other similar marks appear on the register. In re Scholastic

Testing Service, Inc., 196 USPQ 517 (TTAB 1977); TMEP §1209.03(a).

 



CONCLUSION

For the foregoing reasons, the refusal to register on the basis of Section 23(c) of the Trademark

Act, 15 U.S.C. Section l09l(c), for the reason that the mark is incapable of identifying applicant’s

services from the services of others, should be affirmed.

Respectfully submitted,

/Kathleen M. Vanstonl

Examining Attorney
Law Office 103

(571) 272-9235

Michael Hamilton

Managing Attorney
Law Office - 103





United States Patent and Trademark Office

Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: January 18, 2005

In re Reed

Elsevier Properties Inc.

Serial No. 75530795

Filed: 08/03/1998

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.

801 PENNSYLVANIA AVENUE, N.W.

WASHINGTON, DC 20004-2623

Rochelle Ricks, Paralegal Specialist:

Applicant's brief filed Janaury 17, 2005 is noted and

the application file is forwarded herewith to the Trademark

Examining Attorney for her brief in accordance with

Trademark Rule 2.l42(b).

A request for an oral hearing, if desired, is due not

later than ten days after the due date for applicant's reply

brief.





UNITED STATES PATENT AND TRADEMARK 0FFlCE

Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

MAILED: November 18, 2004

IN RE:

Reed Elsevier Properties Inc.

SERIAL NO. 75530795

APPEAL RECEIVED: 11/18/2004

BRIEF DUE: 1/17/2005 
J . PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L . L . P .

8 0 1 PENNSYLVANIA AVENUE , N . W .

WASHINGTON DC 20004 -2 623

ESTTA19498

The appeal and appeal fee in the above—entitled application
were received on the date indicated above.

The Trademark Rules of Practice provide that the brief of

the applicant must be filed within sixty days after the
date of the appeal. Applicant must also indicate, not
later than ten days after the due date for applicant's

reply brief, if an oral hearing is desired.

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to

oppose, notices of opposition, petition for cancellation, notice
of ex parte appeal, and inter partes filings are now available



at http://estta.uspto.gov. Images of TTAB proceeding files can
be viewed using TTABVue at http://ttabvue.uspto.gov.

Parties should also be aware of changes in the rules affecting

trademark matters, including rules of practice before the TTAB.

See Rules of Practice for Trademark-Related Filings Under the

Madrid Protocol Implementation Act, 68 Fed. R. 55,748 (September
26, 2003) (effective November 2, 2003) Reorganization of

Correspondence and Other Provisions, 68 Fed. Reg. 48,286 (August
13, 2003) (effective September 12, 2003). Notices concerning the
rules changes are available at www.uspto.gov.



 
From: ESTTA@USPTO.GOV
Sent: Thursday, November 18, 2004 10:59 AM
To: Washington Office Trademark

Subject: Exparte Appeal

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451  
 

 
 

 

MAILED: November 18, 2004
IN RE:

Reed Elsevier Properties Inc. '
SERIAL NO. 75530795

APPEAL RECEIVED: 11/18/2004

BRIEF DUE: 1/17/2005

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.

801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON DC 20004-2623

ESTTA19498

The appeal and appeal fee in the above-entitled application were received on the date indicated above.

The Trademark Rules of Practice provide that the brief of the applicant must be filed within sixty days after
1 .
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t e date of the appeal. Applicangust also indicate, not later than ten Qys after the due date for
a plicant's reply brief, if an oral hearing is desired.

ew Developments at the Trademark Trial and Appeal Board

AB forms for electronic filing of extensions of time to oppose, notices of opposition, petition for
ancellation, notice of ex parte appeal, and inter partes filings are now available at http://estta.uspto.gov.

Images of TTAB proceeding files can be viewed using ‘|‘l'ABVue at http://ttabvue.uspto.gov.

Parties should also be aware of changes in the rules affecting trademark matters, including rules of
practice before the TTAB. See Rules of Practice for Trademark-Related Filings Under the Madrid Protocol
Implementation Act, 68 Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003)
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286 (August 13, 2003) (effective
September 12, 2003). Notices concerning the rules changes are available at www.uspto.gov.
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rom: estta-server@uspto.gov
ent: Thursday. November 18, 2004 10:56 AM
0: Washington Office Trademark

Subject: ESTTA. Notice of Appeal. confirmation receipt ID: ESTTA19498

Notice of Appeal.

Tracking No: ESTTA19498

ELECTRONIC SYSTEM FOR TRADEMARK TRIALS AND APPEALS Filing'Receipt

We have received your Notice of Appeal. submitted through the
Trademark Trial and Appeal Board's ESTTA electronic filing system. This is the only receipt which will be sent for this
paper. If the Board later determines that your submission is inappropriate and '
should not have been accepted through ESTTA, you will receive
notification and appropriate action will be taken.

Please note:

Unless your submission fails to meet the minimum ‘legal
requirements for filing, the Board will not cancel the filing or
refund any fee paid.

If you have a technical question, comment or concern about your
ESTTA submission, call (703) 308-9300 during business hours or
e-mail at estta@uspto.gov.

The status of any Board proceeding may be checked using TTABVUE
which is available at http://ttabvue.uspto.gov Complete
information on Board proceedings is not available through the TESS or TARR databases. Please allow a minimum of 2
business days for
TTABVUE to be updated with information on your submission.

The Board will consider and take appropriate action on your
request for an extension of time to file an opposition in due
COU rse.

Printable version of your request is attached to this e-mail

ESTTA server at http://estta.uspto.gov

ESTTA Tracking number: ESTTA19498
Filing date: 11/18/2004

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No.:75530795
Applicant: Reed Elsevier Properties Inc.

Notice of Appeal

Notice is hereby given that appeal to the Trademark Trial and Appeal Board the refusal to register the mark depicted in
Application Serial No. 75530795.

// l l l



. - .
. .

he refusal to register has been appealed as to the following class of goods/services:
IC 042

Respectfully submitted.
J. PAUL WILLIAMSON

ljpwl
11/18/2004

J. PAUL WILLIAMSON

FULBRIGHT &amp; JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.

V WASHINGTON, DC 20004-2623
UNITED STATES

wotrademark@fulbright.com Phone:(202) 662-0200



USPTO. ESTTA. Receipt . -* ' . Page 1 on

United States Patent and Trademark Office  
Home I Site Index I Search I Guides I Contacts I eBusiness I eBiz alerts I News I Help

Electronic System for Trademark Trials and Appeals

Receipt

Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA19498

Filing date: . ll/18/2004

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application

Applicant Reed Elsevier Properties Inc.

Notice of Appeal

  

   

Notice is hereby given that Reed Elsevier Properties Inc. appeals to the Trademark Trial and
Appeal Board the refusal to register the mark depicted in Application Serial No. 75530795.

The refusal to register has been appealed as to the following class of goods/services:

o IC 042

Respectfiilly submitted,

/jpw/
1 1/18/2004

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.

801 PENNSYLVANIA AVENUE, N.W.

WASHINGTON, DC20004-2623

UNITED STATES

wotrademark@fulbright.com

(202) 662-0200

Return to ESTTA home page Start another ESTTA filing

| .HOME I INDEXI SEARCH I eBUS|NESS I CONTACT US I PRIVACY STATEMENT  
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795

17003 8 1 it/re
APPLICANT: Reed Elsevier Properties Inc.

CORRESPONDENT ADDRESS: RETURN ADDRESS:

J . PAUL WILLIAMSON Commissioner for Trademarks

FULBRIGHT & JAWORSKI L.L.P. 2900 Crystal Drive
801 PENNSYLVANIA AVENUE N.W. A’““g‘°“' VA m°2‘35‘4
WASHINGTON DC 20004-2623

MARK: LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCKET N0: N/A Please provide in an -=onespondence=

1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name.

2. Date ofthis Office Action.

3. Examining Attorney's name and
Law Office number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795

This letter responds to the applicant’s communication filed on January 29, 2004.

The refusal under Section 23 of the Trademark Act is CONTINUED and made FINAL.

Generic terms are terms that the relevant purchasing public understands primarily as the common

or class name for the goods or services. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57

USPQ2d 1807 (Fed. Cir. 2001); In re American Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832

(Fed. Cir. 1999); In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ2d

1141 (Fed. Cir. 1987); H. Marvin Ginn Corp. v. Int’l Ass’n ofFire Chiefs, Inc., 782 F.2d 987, 228

USPQ 528 (Fed. Cir. 1986). Generic terms are by definition incapable of indicating a particular

source of the goods or services, and cannot be registered as trademarks; doing so “would grant the

owner of the mark a monopoly, since a competitor could not describe his goods as what they are.”

In re Merrill Lynch, 828 F.2d at 1569, 4 USPQ2d at 1142.

A two-part test is used to determine whether a designation is generic:  
(1) What is the class or genus of goods or services at issue?

 —.:-'j"

A60 & iiivtzcrizsgg



(2) Does the relevant public understand the term primarily to refer to the class or genus of

goods or services at issue?

See H. Marvin Ginn Corp. v. International Ass ’n ofFire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528

(Fed. Cir. 1986); TMEP §1209.01(c)(i).

The proposed mark is generic because it consists of the generic term or terms LAWYERS
combined with the top-level domain (TLD) .COM, and is therefore generic for applicant’s

services. Thus the proposed mark is unregistrable on the Supplemental Register, or on the

Principal Register under Trademark Act §2(r), 15 U.S.C. §lO52(f). TMEP §§1209.03(m) and
1215.05. The TLD will be perceived by prospective customers as part of an Internet address, and,

therefore, has no source identifying significance. In re CyberFinancial.Net Inc., 65 USPQ2d 1789

(TTAB 2002) (“The public would not understand BONDS.COM to have any meaning apart from
the meaning of the individual terms combined”); In re Martin Container, Inc., 65 USPQ2d 1058
(TTAB 2002) (“[T]o the average customer seeking to buy or rent containers,
“CONTAINERCOM” would immediately indicate a commercial web site on the Internet which

provides containers”).

With respect to the first part of the genericness inquiry, the class or category of services at issue
here is that of information services regarding law, legal news and legal services. Since legal

services are provided by lawyers, any information relative to legal services includes information
about lawyers. Applicant’s web site confirms this. It has options pertaining to “hiring a lawyer.”
It also states that [A]fier choosing a topic below, you’ll be better prepared to choose a lawyer by

searching our database.” Applicant’s home page describes it as [Y]our connection to legal
information and resources,” with very obvious references to choosing lawyers. In addition,

attached is evidence demonstrating that web sites devoted to law, legal news, and legal services

also provide information about and/or databases of lawyers. In short, applicant’s argument that its
recitation of services demonstrates that its web site is not about lawyers is not persuasive. In the

first place, the web site itself contradicts that argument. Second, web sites containing information
about legal news and legal services almost always provide information about lawyers.

The second step of the Gin inquiry is whether the relevant public understands the term
LAWYERS.COM to refer to the category of services at issue, namely, information services

regarding law, legal news and legal services, including information about providers of legal
services, namely, lawyers. The term “lawyer” is defined as “one whose profession is to conduct
lawsuits for clients or to advise as to legal rights and obligations in other matters.” See

http://wvvwyourdictiongry.corn. “Providing information about the law and legal services almost

by definition includes information about lawyers. “Lawyer” identifies the provider of legal
services. Applicant’s information services relate to legal news, legal services, and clearly from its

website, lawyers. Therefore, the term is a generic term for the information services. Those

wishing to provide Internet information services involving law and legal services would need to

use the term lawyers, and are entitled to use the generic term in connection with these services.

“Lawyers” has no source-identifying significance in connection with applicant’s services. .Com
has no source-identifying significance either. The public would not understand LAWYERS.COM

to have any meaning apart from the meaning of the individual terms combined. In addition,
LAWYERS.COM should be freely available for others to adopt so that designations such as
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PERSONALINJURYLAWYERSCOM or WRONGFULDEATHLAWYERS.COM. can be used

by others. (See attachments to the office action of (December 3, 2002). See In re Cyber
Financial, 65 USPQ2d 1789 (TTAB 2002) (BONDS.COM should be freely available for others to

adopt so that designations such as ACMEBONDS.COM or UNITEDBONDSCOM could be used
by competitors. . .).

LAWYERS.COM is not capable of distinguishing applicant’s information services from the
information services of others. Therefore, registration is finally refiised under Section 23 of the
Trademark Act.

Applicant may respond to this final action by either: (1) submitting a timely response that fully
satisfies any outstanding requirements, if feasible; (2) timely filing an appeal of this final action to
the Trademark Trial and Appeal Board; or (3) timely filing a petition to the Director ifpermitted by

37 C.F.R. §2.63(b). 37 C.F.R. §2.64(a); TMEP §7l5.0l. Regarding petitions to the Director, See
37 C.F.R. §2.146 and TMEP Chapter 1700.

".A /

/Kathle M.a§‘ai)1ston/
Examining Attorney
Law Office 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attomey’s name on the upper

right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other usefiil information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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I;-3W1'r"3l"-"5 Use the int,em‘_et_ to <;1is_cuss_topie~s _othe.1j1.awy_er§- i_ny_our pr{aetiee areas. Coums e_1_’Web has setup

I Over 2000 .e-ffnail. discizssion 1iSts"c-overing 41‘ fnajof areaé oftf1e"law..'II1e1'fef‘is no charge» to.
-pmficipate, and you can up-using our on-line regjstratzion form. Over 1,000" lawyers have a1re’ady~'
signed up. F_o_;_' co_mpte:inforrna1:iQr;, visit .Counse1W'e_b.',s_ Lega1'Diseussioh List Website.

   
  
 

 
 
 

'*I;,jo<>_1c“i1'1'g fori :#'.’1'1ap"-on _e,-mail and wébpages‘ for ir1<'>r1'-law-5zer's? ‘Chec'k._:out Identig"Web, home‘ of over‘
2-00.non-legal domain names. Now.o&"ering_fi"ee webpages.



 

 

 
 

.
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.d at blaseiool 'f,0I. lawyer ‘at B'usiness.c.¢m

  
  

» ‘xx '\ \

T'e'B,usih'es's Search Engine _ ‘ ~. 

 

pO_nsoreI_:l Listing. Results for.datab‘as_e. t.oo'l_-for _|aw‘geer'(1.j-33-;Of‘_3): — Iév/:;-.§H_c_
£151‘ 3.

_F_in'd a Lawgerz , _ _ _ . I
Research attorneys 8: local firms. Search our convenient. I:|_ata.base new.
raw 2-: .. 92 ms . pi:j-saws

Database Hana eme-rit» ocils , . _ .

,Managemore.Databasesuxiith Quest Central. Download frieegtrial!
-.jus'é'.<':4.'..:-;It'2r‘;'1. “-

  

D..a‘_taba‘se-T'o‘o.| . _ _ .
Simplify: Database Management While Impr.oving_Your--Service" Levels!"
ca, 510 '

Related Searches ‘for ‘database ta‘o|_'ffJr ‘lawyer

.'9 IUSII-'edtL_.ra'|‘ Lam}; Fu||‘Sér'uice;'Law'Firms Law Piractice’ M‘ar'i'a_g’en"aen't;_‘ Onlifié.
‘Communities for Lawyers‘ Legal Dracticé Areas‘ l_34re-Paid. Lega| Services.- l:’e"g'al: b . . . §
fsoftwarei Sol-o Practi'tien’er"s'-‘and Small Pra'ctice'_.La\\- ’Firm‘s ' ' ' . .4 ~

' ' ‘ ' gT_|_1e l_Jnlv__ersaI-;pa3abase.T9o|.; g5
:  $.fiat_§b'a‘se; os independeni

I___is_,1;i'ngs Resu‘|ts'fo_r.database tool-forlawy,:e'r'(1.~3'of:§). ' ‘ '

 
 
 

 

i. :l.'awiEDa'tab:as-e Software
 rT::gal sol‘-hr.-an‘e' goals f!ot_Deve|9Igers e§nd}DB_,I&;s: I
Gffering law database ’sofEw'are'. I §9°W-er-f”"ea3V~t°9u5¢'I°°'5~f°"

    

 
'2‘; Law Database Design'TServ‘ic-es:

:.C'a:’e'g9g9:'fot1’nd iii‘>- "In=dust':rg Dat'abase‘Design $e'r\>.-i'{::e<s amg.tel’ DII'.eo;(o[[_ ;
I H 5nIZ?(I.bY

 
'0ffefing.|‘aw‘:databas'e design services. §FI‘9e.’dif§!.3_¢t_0|ffr! .

’ ' _ _ ' " ' "j ’ §'ere'a‘of~pIfectiee ein’d3|‘oca'tic)n:-of 3
Al ha'Snftu.Iare: Develb l.'aw.D.atabases .-I §:lawyeri;:,
Li's'ting‘feUhd in ‘>,La-nibatabase'AdH'iihIs1Efation Services WWWM'WWWmWWW"
Offers’Alpha-Five'.'d'atabasejdeveliaprhent teal. with intuitiveiinteyface, Bu'ild database‘
=ap;i|ications.that t'rack,;report;,.a'nd' manage anyginforrnation. ' ' " ‘ ' '

 

 
 

 ...................................................................................... --  
-9 Directory‘ News .Jobs

Web.Sea'r'c,h".ReSiu|tS for "f atabase't0aI~for«|aw.3L—.er‘-' ”4 '§é%fia>;a§:§%§§§§%§;a%:%as:ae‘:}$:a

."Ac<:'oLihtmL1:'ugin' ~15«b'oLIt Us I Partners '[;IPress"}:R‘c~t."-r4"r'u IIPPC Advertisig ‘I Ad§e'rti‘s‘e‘W‘ith 'Usv':[-C'on't::act’ B'usiness.t':orn-

.F‘éat’ur'e.d Advertisers‘ | Jobs I Pr‘iv.ac%JII'Terms..Of.Us'e‘ I ‘-Q. ~2001 B'i.:sine:ss.eI:_:rri, Inc} Al|:Ri‘gH4’cs‘.Pg.e_s'erv'e'_d
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Overview of L‘aw=yer.sQ»uot=eslF'ast.com‘

Whether. you're" a _individ_ua!'seeking 'a‘ l_awyer’;or.‘a ‘mum’.-miltion -aloflar=.corporati'on' "seeking iierxtensixie" legal
seryices. using’outside.leg'al council or a_ bub_Iic.enti'ty (municipality,-city,. state~..fec|eral.' util‘ity_, etc.) ‘
LawyersQuotesFast._co'm isthe mosticomprehensive source of.man‘<"et'pr£ced legal quotations and is-_’ga'l"«t'e't
information _i_n the world! 3 ' "

Oursenriceis»1[lli'l’n_.free;to yougand lawyers pay only a_v_e_ry- small s;erv"ice fee. .By~l;aw~. we ‘clont; become
involvedin lawyer-cli_ent f_e'__es‘i_n any way. ' ' ’ ' ' ' "

You.'re probabily wondering howls it ’possi'ble'that ,aA si'ng'le web. site".ca'n‘-_serve‘_the‘needs of an "person, privat
entit_yjor publicrentity at the same time?‘

‘The ansvyeris that:Lawy.ers'C.luotesFast.com"has developedian.«extensible _st‘a‘_te-_of-_the-a.rt la.wyer_ database_ 2
client-toelawyer matching engin'e.'th'at was designedto handle~over».1U.DUEl_31--st. 2nd, 3rd". 4th and«5th levelle
pract'ice.categories (currently we -have‘29U total llegalpractice categories)‘. over :3 ,E;lUEl_Ul3D lawyers and _
50,UUU.0001c.lients.»worldwidel These numbers mayseem |'arge.-l5ut- In the‘United:'States a|one.- considerthe
are over;9L'l £100,000 legal-cases processed-everyyear! ‘

In‘ the LawyersQu’_otesFa‘st-cornpetitive l_ega_l_environr_nent'-' each competing 'law.y'er”will.seje exa'ctly«the sa'm_
c_ase information - but" each |awyer.mi'ght:h_ave .a different‘strategygoriperhaps have.moreayaiIableltimeror
perhap’s'_more.:e'>(perience‘with rules-, p_r_oc‘e'dure:and;.case ‘law, For-‘any number of reasons you could receive
wide_ra_ng’e of.'p_ric~es and 'de_ta_i,led strategies. Until you sign'a_'legal' feef.c’ont'ra'c_t.. you are _un'_der"no-obligatior
a'jccept_any of~_th_ern. ’ i l i ' ‘ ' A ' ' ’ ' A ’ ‘

.Afl.er. you receive ‘your: quotations ‘and take the time to".review3-yourl'quotatioris'. y_oAu‘_ sh‘ould5meet -_the‘-lawyers
are I’n.o,stinte‘re_sted in.for'a final_ person-_al review.

Here are your selection: options for over 2?,Uflfl- lawyers:

selecfwhether your case is either"a persona}, 'priVate’en'i'ti'ty( companyfl or pub!i'c..entity
select whetheryour legal" m-attner. is a litigati'on._ -lfega-.lsem'ce. or.!egalopjni'on
s'electifr.om,over__29El 1st‘ revel, 2nd revel and'3rd ievel‘ legal practice icategories
select from a. geoglragdhical area Xrhmiles -'1'r'orn'.y;our location or incidlent"- or p'erhaps,yo_.u heed to7ret_ait
legalcouncil in another-«stlate4(because:the~ent-ity resides 't'here»or~t'he-event:occuretl there)’ _

a select the .minimum;qua'nt‘ity ofcases "already handled by the quoting. |aw.y'ers=for the =above~se|ected
legal. practice category _(t'og'uar.ant'ee—the minirnum_,e_xperience |e'i/el‘~yo;u'requi.re' in_that- lvegal cat~ego’r3

a select v’-4h_ether'the iquotvingglawyers must_'maint._ain a.mini'mum of $1 ,0ElEl,l3lJU. ofprofessional liability
iris-urance (i_n case theilaiwyer himselffhe.rself:has: made"strateg'ic§ errors or is prove_d-_incompietent’)

o select‘if- you require quoting" lawyers that-s_pea.|<' a5’2nd-language -- that ofithe client‘
a‘ as.‘-aipublic servic-e'_'-weieven "match in_dige_nt_clients to proybono_‘(work4’for_.free)"lajwyers.
o note -\we’do'not accept:lawyersithatadmit.toguilt;forjgrossfiirnproprietiesor incarceration ’b'alsed_'on

activities
 f_______

Adva-nt-ages: A69

  0 Easy to compare-.le.c':al"duot'es emailed‘ direfctwto y‘ou'bv1 our siiliscribe-d lawyers’-



o Do in mjygnwhat usedto take we;el<s4to;do_-ifatalllg y _o‘ Thesame _. rity an,clprivacy'as walking into.-alawyerl .u_i;cefifus_ing_
htt Is::'I\nNvw-.'2i Ii ."con'1I "s/a A!serir.icesfhom'e‘."s _

o Standa‘r.dized-guotati'o'n for’m-‘(sample)’enab|'i’ng.the:;clientto _c'om'p’are"’quote's at a glance!
o S ggaested fee a.greement'.;terms t-o protect you from uniuknownv surprises It'rom your own lawyer! If y

"and your lawyer.have a ‘fee d'isagreement_.. it.\-vill automatically bersurnitted to. the American Arbitratic
Association. _ ’

o  E assuresiyagsimple_and.fast='processl.
o The only ‘web-based lega'l_quotati.on system" that can .handle"any Ic.ategory'.of.l'ega|fservi'ce "or litigatior

 

.Probabl'e_ results using ‘LawyersQuotesFa‘st.oom in‘t_he ‘basi-c;4 legal con'difions:-

lf?‘ ou . are .th.e= -defendant -(tar: st: of ‘Ia. l_a‘w'suit._ 

You-will quickly discove-r~tha_t bearing th-e'b.ur_den;.of‘legal e'xpens=es involves a great--dfeal-of rnoneyl
-At the current rate lawyer's charge (typically :$1iUDfhr to $3UUfhr. onierhas-to th.ink in terms of‘ ‘
$-1UU_El'-s"_. Using our competitive biddinjg system..you:may be able- to reduce that -hourly-fee or e.|se
't’urn:the hourly fee into a '-single flat fee’ and maybe have the lawyer waiveatheiindiirectbosts as

« well! ' "

_If". Aou..a‘r;eTllh'e‘ _'.l'aintiff:i_‘s'o'ur'c.e:‘ in--a-lawsuit v.vit?h-«fa ‘uestioriab.Ie out:'coime__   

If you .h=av,_e' a'weak':ca_se (as det_erm=ined"by: yo‘ur'lawye_r) ‘- youfwiylljalsoihave t_o;_thin.l<» in terms-o.f‘
"$:1.flElD-'s’V' laid _out in; advance in-’hopes'of: a_ ’reoov'ej_r.y of money. Using our-oompetitivej bidding
systern, you wil|_’probab.ly be ablfato reduce that ho,ur'l_‘y1fe\e .O.r_els'e_turnthe,hourly'fee‘.ihto‘fa,sing|'e

flat -feeiyand m'a;ybej_have_ the.law.yer "waive the _indi,reot.._co'st'sasywelll " ' ’

_laint3it'‘’f:'in.a str-on .cas_e:e-—. .:    if y.ou'»re;the.~ ersonal in'"u ., mal .ra<:tlc-e‘; ettzgf

E'venvthoug'h_your'|awy-er4is- your partner,.y.ou may be able to.s_ave=$1--,lJ|'.’llJ4's beoause lravvye-rs
compete to handle ;yo:ur.'oa.s_e.t'or-a-much lo"we‘rj~%;than: you everthought p'os‘sibl.e.‘Usi_ng our" _ _

co’mp'etitive'bidding-syst"er'n_,_y.ou will proibably be. able t‘o-.signifiit;Ca_ntl-y reduoe. the you will give to
your'_lawye.r and .red'uI;e-% relative to-t-he»time'in:vest.ed or -even3use a .different3t:yp.e ‘of-contingerioy‘.
co‘ntract that is~strongerffor'yoiu - ‘weaker for your lawyett.

  If; on re. u_ire1:a.l.e' all seirv-i‘c.e_no-:0 ronent
etc-.1

~.will's= tr’-ust‘s" meri ‘ers conttac

Very‘ o'fl»e_n the total legal fe.e_sI'vvil|.~cost n1any”$1:UUTs' or ifthefoase. isliinvolved 7 many”$'1.,lJCllJ's._ _
Using our‘ competitivé b.iddin_g_:sy-stem.«you wil|‘.pro'bahl_y be able 'to.«reduoe" that hourly fee or else

turrltthe. hourly fee into a single"flat'fee. and rnaybe have the lAa'wyer.vvaive-the indirect 'costs.as
-Wéll! '

At the very least, b;ec'ause-of: the quotation pro<‘_:'es_s,. you v_v:iAll"b'e -more comfortable.
with the-lawyer you do's_e|ect!

 
‘ovenri-euu;| ‘tags_|‘ tell m‘e“more | our grorn‘is‘e;|4 grivag; goligg | _ -eontact us’ |'- s'it'e|fnag'.| home‘

> ’ Please di_re'ct_cone.<':tio.ns and "technical in‘q_t_iities to » ’ ' g
copyrighrt ©QD.tJ_2.[LewLogi>t',‘ Inc'.]..Trade‘ma_i{lcs "L'a_wyersQuotesFest.c'om", lg.-aw‘yerQuotesFasttom";AttorneysQuqtesFest~.corn",

AttorneyQuotesFast.com" and "LegalQuotesF’ast'.com'-' are all tracleriames_ of l-.awLogix.- Inc. All. rights reserved;
‘ Revised'- March 1st" 2oo4
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. A .ME
Site-Map > _. ‘ I _ I ‘

S'il:'eSearch' TheLaw.c_Qm - Terms Of Service
4"‘-l(:I;aW News

"'i§bgit:t'~.Eorutat;l;1'lJ§_

‘‘ -- *HELP~cENTEii

Tlhelgaytt Forums M

irehms AND CONDITIONS OF.-USE 
T:helV_a_w;.oorr1. and its_ networ_l< of web4sites:isja
service of -TheLaw.oom,,'lnc_:,_ (TheLawjoom, ,_Inc., its
network of web sites, ‘s-ul:js‘idia'rie‘s, a-ffiliatee, A
"officers, employees, agen‘ts:,'in_de:pendeht
cont1ra.cvto_r-s, clients, 'Spo_nsors.) Ad.s:e'_r\'/i‘ce__

 

‘ A_ 1 Free Consultations

‘Frequent Questions

 

 
-- Find.g'LaWym roviders arecollectivelv r’ f dt ’

1 A".'_"’U'?*T.1°"‘l5 !!Di5‘r'§5uidia"i-‘lg ‘a'nd.:all i'nforr:afio$1rr:n' 'site_an,d'
T-hetavwournali its _a:ffiiiatefid’1iiveb sites :(c-ollieotiively "M/eb_S_ite"); ’

including 'but“not lirnited-‘_to.the underlying code,
irri:ages'_,uc':ont>ehts,o‘f this web site, may bef_'used'
solely? ‘und_e_r.« the following‘ terms and «cond:itio'ns'.,

Tlietaui i;‘es':i;ew ~

'1 RE-so'uRi:—ES

La“ '."'“"“5*°"t°.’ Thisjsiteiand .the'Se"Te‘r.mj;' and Con'di1t.i'o'ns_’m'ay be
Launubs. changed by‘ -‘|_'he.L;_aw;._co'rri with o_r_'wi_thout_ notice.

Please" review -these: .termsLa'nd co_nditio‘n_s‘regularly,
Your. u_se_of this-$it_e1following‘ anyi ohange
’oonsti_t:utes.'y'_o_ur acc__e,p.ta,n'o’_e4o'f'tfhe _¢hja_nge.;

Film; 8: tiutslirms

 

Ii_~',"Ti_-iEsE"‘_rERMs- ‘AND .c‘oN_Dm0i\is Age N.O.T
AC;CEP;'l'ABLE"INiFULL, ~\{0L;J'MUST" IMMEDIATELY
TERMINATE "YOUR use ‘OF THIS. SITE.

:.Your Mérnbersllogini

  

-Your Password:

  ................................... ., 1- PURPOSE °F~'THE'.-*'°'-W NETWORK

T’he"purpo$e ‘off thié "web site is to ’giv.e_yIou ..a
general. un_d,er'sta‘ndin_'g of the law, is~'fo'r your; _
ed‘uc‘a=t-ional_.Apurposes only‘, ‘and is ‘provided to" you
on .a'n"_'A‘S IS'.' basis'.. The i.n'forma_tiior".I"contained-on
this 4we'b s_ite_"'r'nay not b'e_"1:_urrent and.th‘.e _
stat’emer7its,_ thought$,. analyses“, "t:o.nolusion's, for.
other‘rec-ommendations that; may’ be made on this
site". may differ} from the”opinions- ol‘T"au_thori.t.ies.,;"and.
i'§ also dependant upon lo_ca|., state and federal
lawsrand regulations and court c-a‘s_es., The lfa-wj b _
_constantly'_‘changes, ‘varies in each 4jurisdio.t'ion“, a,nd_*
ilS‘sLubj.ect‘to varying» iritferpre-tativons. This-web. Site:
does not."proir'_id'e any legal advice.

Ao;ltr.e_riis.emerit:'Box

.31"93;’e Infgr_mati,on

 
P-ir'ovid'er doesj:not offer anylegail advice, _ _
r'e_commendati,ons, mediation’ ori'counsel_ing under
anyi’c'ircumistan_c.e”; ‘This"we_b site does"n'ot
provide any legal: ad\"r-ice of any kind and should
not be u"s'ed,_a_'s a substitute for cornpetent. l'eg"a'I:
advice. with professvional Iegalpounsel. If you 



_ ;s1E.§;i.-;.‘?.‘.=;g2;:5.§.5.];;;.;ii‘" M
2. THE LAWYER b‘AT.i.’oAse

The information. containedin TheLaw.com's ‘Lawyers
Database is provided by the firms,‘ entities, _or other
individual-sfentering: data into _-the database."
Provider does not «checl<,_'authent'icat'e, validate-or
review -the information. Ac.c.ordingly,.-Provider does
not warrant {the validity-ofIth_e in'for_mation andis
not. respo_nsib|e for-.ar_1y _misinformat'ion provided-:as.a
result of the Lawyer Database, ‘nor responsible as a
resultofr-any materials or ‘information prov-ideid to
you through the Lawyer Database. A description_or-
specification of practice by,.an attorney does not
mean" that the ~at-torneyAor"fi’rm isjgmore‘-specialized,
possesses agreater:degree-o=f'.s'kill'or competence
than another attorney orffrm,- nor does it mean
that any agency or board has: certified the
attorney o=r-.firm.'Users' ‘of the Lawyerpbatabase.

urged. to makeitheir own ‘independent investigation
and evaluation of any information-obtained from;"the
Lawyer Database.

3. OUR PRDIACY POLICY

‘(our privacy is ex_‘t_re_me|y i'mp:o_rtan.t:t‘o_,us _and,.we
unders~ta'n‘d how veryimportant it, is2:t‘o’.iy,ou._.’ we,
aren't. inte_rested‘in‘ being: a part ‘of the" problem ‘and
are more concerned _wi_th;being a ‘part of the

solution_._ A‘more.detai|ed,policy_.willfollow s.hor.t|_y'.
We,‘ 'the’Proyider, "will share, your-'perso;na.l|y‘.
ide_ntifia_ble informafti-on_ with any third party 'yyithou;t.
your p'er'rnission ,(which« obviously _'ClDeS not include

our ‘contractors, service 'prov_id'ers'.and“agents that
we use and which may ,provid~e‘:se‘rv.ices _in_—
conjunjct_io_.n with: the web site; a”n‘i:l '_l'heLaw

Net~worl<, for example; the h.ost'ing"co‘mpany for this:
web site) ‘without. your consent.

4. .LI.QENSE_Al\lD RESTRICTIONS.

A_l|_,ri_=g‘h’ts, title, énd interest: in t.he"infor3mation' 4
contained on..this web site are reserved 'b'y‘Pro'vider

unless .e><pli_cit wri-tten 'a,uth.ori2'a.tion.is g’iven'to,»yo:u
t-hi-at statesthe «contrary.. "I\lothing_.c.on'ta‘ined. herein
shall be construed to confer any -right,. title or
interest, whether implied, b.y_«es.toppe|,- or"
ot.herW.ise, under copyrig'h't_ 'or.other«in'te|lect'ua|
property laws. You are.grante'd a -n.one>.<c|usiy’e.,
nont'ran'sfera'b|e;,4 nons_ubIitf:e_nse-able,-A reyokab|e,.;
limited license to “view the i_nfor_matio.n from -this_
web site in" your browser, provided that you do -not.
re_m’ov"e or 'obscure‘_any copyright or other legal
notices or'cliscl'aimers. Except asiauthorized ‘
e'>'<plic-itlyu vi/ith'in La signed wri'ting,. no partof this
web si.te,;-in,clu'ding'the :unde~rly'iri1'g_ code, irnages,_or
any other material c-on't_'a‘ined~o.n'this web site, may;
be copied, »dist-ributed, stored, republishied, ‘
transmitted, or dist.ributed in anfyform or by any
means;

F \.rr'\'I uh 'rsr\'n|w-i-aim- 5 ions I"I' a'nw'!l1vn-.i.w-'1r\'nI
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D‘UK \aUl\l I I:|\i.>l F-\l\il_)‘ l"'-BKI 1l.n_1I""H-I 1!).
Yourarer solely res_po_ns_ible. foyr-your content, and we
act a"'s__’a~pa"ss_ive con"duit-'.for--youronlinei distribution-
and~pu__b_lication. However; we_rese_rve the rig"ht"to "
take any action with respect to your content if we‘

believe it maycreate liability for _us;or" may "cause
us to lose the -serv_ice_s.of;~our ISPs oiriotther-‘t
suppliers, or. if.we clee-rn..it to"‘be'inapp"ropriate_. The
content_ ‘you ,dis"tr1il:nute;=o'_r 're"q"uest_" to receive"

(Id_irectly.'o.r indirectly): (a) shall no_t"-infringefany
third" party'_s".copyright__, -patent-",1 ’tradem"a"r|<_, "trade
secret orother proprietary rights -orri_gh]t"s«:off
publicityorfprivacyf; (Li) shal_l not viola3te'any" law or.
regul'ation;:(c‘) shall not be ‘defamatory or trade"
lib_el‘o'uS; (d)__ shall not be Iindece‘nt_,~o'_l:1scene~or
pornographic; (e)’sha|| not;?cont_ain.any. yiruses,
tr_oja"n horses,_ worms, time bo"ml_Js‘; cancelbots or
other computer-pro_gramr:ning "routines ’-t_hat_.a"re
intended to, clai-’r18.El"Ei;"_detrimentgally interfere with,
s"u"rr"e"ptiti_ously in"»_t"e_rc"_ep"t""or e_><propria_te any isy.ste"m,~
data or-personal i,n"fo'r"rnation; ‘_‘(ou:-may’ not ' " ".

distributes-Iun-solicited" yciornrnercial me‘s'sages;.("~s*pajrn"A)
through your Mernbefrship "or _tak_e‘any other action "
whioh'imposes:a"n- unrt-:asonta—ble«or "" "" "

disproportionately large load on -‘our; infrastructure,
Doing" so mayyresult in te_rminati'on of your "
messages "w-i"th"out":"de|iyery'_or pre:._r‘en‘t" messages

from reaching you. In additi=o'n",_ you hereby gr7ant=_to
us a—wor|dwide,: perpetual; irrevo"cab"le", royal-ty- "
free; sul":nlil:e‘"r"1s‘able -(th"ro'u"gh' multiple tiers).-right-'.t‘o

exiercis-ei -all "_r__ightis- "under. copyJ%igh:t_,- puhl~i"city"janI:l
re_l'ated _rights, in any ‘media now known" ornot
currently knotwhg. -with~re"spec-t to" any ;cont-engtg you-;

provideto us"in.anyfpublic s-pace‘»on<o__u'r ' _ "
TheLaw;con'i, TheLa'wNetworl_<, and-a;ffiliat~e‘d' sites.;

6.. HYPERL‘INK?Il\l_G:T_O".THIS WEB SITE.

Ifyou" wish to provide ‘hyperlinks for another web‘
Sife'f_tO this we'l:'ii site,‘ yo.u'a;g'ree ‘to all of the

folloyliing’ t'erms;and iconditions: '(i) you willtnotiify us
of the hy.per|inkI.b"y» sending email to us using; our

..contac-t'fo"r'm',f (ii) if you wishflto provide ‘-a‘ hyp'er|inl‘<.:,

to pages other than thehome page: you will include
th;e'p"_ag‘es you wish t"o:"hyper|ink.t"o' in_ the
aforementioned._er'rn_ai|; .(i_ii) you willydiscontinue the

hyperlink upon receiving _timely notice from 4
T_heLaw"_.c‘om.;_ (iv) you will nottframe, obsc_‘u're‘,
remove‘ in"fo"rma.t_io'r"i", or otherwise tamper with" the

displafy" offche w_eb_"site’in any manne.r; .(-\if) you‘
w‘arr.an‘t4thatf ‘your w"eb'slt"e.d_o:es "not contain illegal
of infringing "materials".

7-. D1‘scLA»1Mi=;Rs

ALL _’INFO_R_MA_'lfION, ‘:sERv_1cE_s,- .A-No MATERIALS

PROVIDED _As.A:1REsuL_T or -THIS was SITE ARE
PROVIDED STRICTLY ,QN_4§5.N "As Is" B_AS'IS-"AND
PROVIDER E_><P_RESSLY 'D_'I$CLAIMS' ANY" AND .Al__l._
WARR3ANTI_'E_S, I"NCL4UDI_NGfTHE"WARRANTIES».O.F
MER'CHANT_ABI‘LIT¥, .FI7l'NESS.-."F0R- A. PARTICULAR
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P OSE, AND NQNINFRINGEMENT. .FI_.JR,'RMoRE,R. ,-IDER DISCLAIMS‘_ALL_REsRoNsIeIL . _.'FoRj. ‘
ANY Lojss, 'iNJ_URY,_»c_LAIM; LIABILITY, OR DAMA-G_E
OF ANY _I<IND RESULTING. FROM, ARISING’ OUT OF
DR ANY WAY RELATED: To; (A-)'ANY ERRORS: IN OR
0__MISS'IONS FROM‘ THIS SITE AND ITS,-coN.TE_NT,"
INCLUDING BUT NOT LIMITED To T»EcHNIc'-AL ‘ '
I-N-ADQURACIES AND "TYPOGRAPHICAL. ERRORS, 1(3)
ANY THIRD-PARTY wE_esITE's o_R'.coN'TE'NT‘ '
THEREIN DIRECTLY 1O_R INDIREcT»L\t"iAc-cEssED
THROUGH LINKS IN, THIS SITE, INCLUDI-N_G BUT N_O'i'.
LIMITED TOAANYERRORS IN OR OMISSIONS
THE_REF_RO_M., (C)-THE DNA-vAILAeILIT~r.’ OF THIS.
51TE."0R'#N.\Q."P0RT.1QN THERE.0F_. (D);=\.’0.UR. USE OF
THIS‘ SITE, OR (‘E)=\{ouR use oF.ANv~EQU_IRMENT'
OR SOFTWARE IN CQNNEQTION w_I.T-H THIS.-SITE.

8. LiMITAT.I-O.N.'0F..LIABILIT?

PROVIDER AND‘ PRoviIDER_'s._ $._UPPLIERS. SHALL. NOT‘
eE‘LI’A‘eL'E: FOR "ANY DIRECT; -INDI-RECI;
I‘NcID:ENTA‘L,. s'RE_cIA'L, OR-co.NsEQuE'NT1’AL
DAM'AGE_S'¥:0F ANY Ki-IND WHATSOEVER»(.INcLuD‘INe,
WITHO'UT= LIMITATION; ATTORNEYS‘ FEES. AND
LosT‘P‘Rioi=I‘Ts [OR sAv.I‘NGs)" IN ANY WAY: DUE TO,
REsuLTIN.'G‘.FRo_M, ,0_R_ A.RIsINc-:'.IN c'o_NNEc.T,IoN
wIT_H_. THIS SITE, -INCLUDING‘ .I.TS CONTENT.

REGARDLEss:.oF"ANv 'NE'GL‘I__GEN‘cE ‘OF ‘ANY-
COVERED, PARTY, RR0ivI.DERis:_ LIABILITI4 AND THE
LIAB_ILIT=v.'oF- RRov1D;ER's_ SUPPLIERS, TO "YOU OR
ANY" THIRD p_A‘RTIE's IN. ANY =-c.IRcUMsT.ANcE‘Is'

LIMITED To 1THE‘.GREA-TE.R'oI_.=‘ _(A)( THE AMOUNT ‘DE
FEES ~Yo.u_ PAY T0._US IN THE 12. MONTHS: PRIOR" To.
THE ACTION GM-Ne,‘ RISE TO. LIABILITY, 'OR.“(B)
$100..

9. cov_ER'N‘INc'L'Aw's’.IN CASE OF. DISPUTE;
.JuRIsD-Icj_TIoN

These 'Terrr'Is;.ar_Id tondi.t_.i.ons”.sha_ll .Ipe4g'o:u'-ernedi by
andj"oon'str_u‘ed_ in _aI:c'ord~ance ‘with the Views o'f"th'e‘.

Sta'te_ of-New York, USA, as'_thefiy_ apply to H _
agreem‘erJ.ts rha.d"e" and solelyperformed therein.
Dispu'tes7ar_ising ,h‘e.re'underIsha|i be~exciusively
s’ubj‘ec.t to‘ the jurisdiction "of the-Ystate: or federal.

courts of the USA Ianjd/orj~N.e'wA-Yo.rk Co'unt‘y’, New‘.
Vork; USA and jurisdiction forany. di’spute3'.sha|| _be_
solely brought within ;Ne.W ‘York .CountV,:N'e.w' York,-
USA.

1'0. '.IN.DE‘MNITY '

Upon P'ro_vider‘.s, request you‘-agre'e to _defend‘,

in.demnify' and hold harmless Proiyider from"a|l
Ii'abili_t_ie's,_ claims, costs ‘and. e><pen.s_e_s,_ ini:|_udingA_
attorney. fees, that arise out of orin connection

with your -use of the}w'e_I:t“site’, iincludingj but not
limited "to"mert_:'hants Io_r"p_ro-fessionais that-' appear,
or your posting, "downloading or transIr'n‘issio’n of‘ alii.
communications or materia|.on the web site.

11. :M1ScELL=ANE'ous RRovI‘sIo.N‘s;
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T..terms=»contained within these Termnid
Cronditions .inc_orpo_rate by-’refere_nce_'any notices
contained on this Site and~cons'titute theentire
agreement. with respect -‘to your access "to~'and‘ use
of this ‘Site, If any provision of-lthese-Terms and

Conditions iS‘Un~|aWfU|, void orzunenforc-eable, then
that provision shalibe -deemed severable from the‘

remaining ‘provisions and shall notaffec-t their

validity »an1d'.enforceabi|ity..

11. .coP?R?1«GHT "AND TRADEMARKS

Material available on this:we"b si-t_e-rare'protec‘ted ‘by

copyright I-aw. Copyrig'ht_© 1995-2004 "
TheLaw.com., Inc. All rights- reserved. T-heL-aw.com
is a_. trademark -trademark -of.:Th'eLaw.com,= Inc-'. _

No-thingconrtiainedi on this site‘_shou|d"be construed
as;grant'ing any license or_"rig'ht-to_u_se any
Trademark _disp|a«yed>on this site -without‘ the

express written permission. of TheLaw..com, Inc.‘

Y_ou",c_an' contact ‘TheLa'w{.:.co'm,_ Inc‘. at; PO3_Box_
237137.-New -YOrk_‘, -NY 10023,‘ by/‘telephone at: (2_.1;2).
580-6630, by fax at (212).«5'80-'6997,‘an,d by'=e.‘-rnail.

using our c'ontact‘f'orm;.
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UNITED STATES PATENT AND TRADEMARK OFFICE

 
 

 
 

 

 

SERIAL NO: 75/530795 Apia
 

  

an

APPLICANT: Reed Elsevier Properties Inc. «!in>-

CORRESPONDENT ADDRESS: RETURN ,5J. PAUL WILLIAMSON Cotiuiiissiomvl
FULBRIGHT & JAWORSKI L.L.P. 2900 Crystal
801 PENNSYLVANIA AVENUE, N.W. ""‘“%‘°“~ Vt
WASHINGTON DC 20004-2623

"PleaseplaceonUpperRightCorner** “ofResponsetoOfficeActionONLY.** ExaminingAttorney:VANSTON,KATHLEENM. SerialNumber:75/530795 lllllli..
If no fees are (

MARK: LAwvERs.CoM Mud‘ "" I

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please pro‘-me"

CORRESPONDENT EMAIL ADDRESS: 1‘ :},',i,'i’f;f.‘,".‘-.§’.§g;i..".i.’2. Date oflliis Otlice Action.

3. Examining At1ome_\"s name and
l..a\v Ollice number.

4. Your telephone number and email
address.

RE: Serial Number 75/530795

EXAMINER’S AMENDMENT

In accordance with the authorization granted by Paul Williamson on April 5, 2004, the application
has been AMENDED as indicated below. Please note that if the identification of goods or services
has been amended below, any future amendments must be in accordance with 37 C.F.R. 2.71(a);
TMEP section 1402.07(e). No response is necessary unless there is an objection to the
amendment. If there is an objection to the amendment, the applicant should notify the examining
attorney immediately.

The identification of goods is amended to read as follows: “Providing an online interactive
database featuring information exchange in the fields of law, legal news and legal services,” in

' Class 42.

A final refusal will follow the amendment.

 



The examining attorney has searched the Office records and has found no similar registered or
pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S_C.
§1052(d). TIVIEP §704.02.

/Kathleen M. Vanstonl

Examining Attorney
Law Office 103

(703) 308-9103 ex 188





In re Application of: §
Reed Elsevier Properties Inc. §

» _- ' § » Law Office 103
Serial No. 75/530,795 § ‘ . .

' § Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.

Mark: LAWYERS.COM §

Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3514

TRANSMITTAL LETTER

‘ service mark application.

‘..

Agiey Docket: MDCA:l61/10301038

IN THE UNITED STATES PATENT ANDTRADEMARK OFFICE
TRADEMARK EXAMINING «OPERATION

Dear Sir:

_ We enclose the following documents for filing in connection with the above-referenced

-- Response to Office Action ofVIuly 29, 2003.

- The Commissioner is hereby authorized to charge any fee assessed in connection with

this filing to Deposit. Account No. 06/2375, ‘Order No. MDCA:l6l/10301038. duplicate copy ‘

of this transmittal letter is attached for accounting purposes.

Respectfully submitted,

 
J. aul Williamso sq.

‘Katherine M. DuBray, sq. '

Fulbright & Jaworski L.L.P.
801 Pennsylvania Avenue, NW". '

Washington, D.C. 20004-26

(202) 662-0200 '

Dated: January 29, 2004 -Attomeys for Applicant
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Aaey Docket: MDVCA:l61/10301038

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION . A -

In re Application of: ' §
Reed Elsevier Properties Inc. §

' I § Law Office 103

Serial No. 75/530,795 §
- § Trademark Attomey:

Filed; June 22, 1998 § Kathleen Vanston, Esq.
§ .

§Markzi. LAWYERS.COM

RESPONSE TO OFFICE ACTION OF JULY 29, 2003 _

Commissioner for Trademarks

2900ACrystal Drive
Arlington, Virginia 22202-3514

Dear Sir:

This paper is submitted in response to the Office Action dated July 29; 2003.

RE 

In its Response to Office Action of December 3', 2002, Applicant amended its application
to seek registration on the Supplemental Register and amended the description of- services to ‘

exclude those services for which the Trademark Attorney had argued that the mark was merely

descriptive of or incapable of functioning as a mark when used in connection those specific
services. Applicant respectfully requests that the outstanding refusal be reconsidered in view of

the remarks that follow.

A Mark May. Be Descriptive For Some Services And Not For Others

As the Trademark Attorney states in the Office Action dated July 29, 2003, it is true that

a “registration should be refused if the term is descriptive of any of the goods for which

registration is sought.” McCarthy on Trademarks, 4"’ Edition, §11:5l. It is’ also true, however,
 

25370074.! ' 1



Aeney Docket: MDCA:l‘6l/10301038

thata mark’s registrability is determined by those goods and services actually listed in the

application and not other goods or services on which the mark is used or intended to be used. Id.

In the case of In re Datatime Corp., 203 U.S.P.Q. 878 (T.T.A.B. 1979), the Trademark H
‘Trial and Appeal Board sustained the trademark attomey’s finding that the mark MONTE

‘CARLO was geographically deceptively misdescriptive of electronic d_i_gital.watches.- The

' applicant had submitted specimens displaying the mark in connection with digital watches with

electronic gaming capabilities. The Board found that, while the mark would have been

suggestive of the goods depicted in the specimens, the mark was geographically deceptively ‘

misdescriptive of the goods as they were more broadly identified -in the application. The

objection to registration was withdrawn after the applicant limited its description of goods to

‘V cover only those watches with gaming capabilities. id. at 880.

Applicant has taken the same step here in_limiting its covered services to exclude those

services relating to information exchange regarding lawyers — to which the Trademark Attorney

had objected to in the previous Office Action.‘ Applicant is now not seeking registration of its

mark in connection with services relating to obtaining a lawyer, searching for a lawyer, '

employing a lawyer or other “lawyer information services.” Applicantis, however, ‘seeking to

register its mark inlconnection with those services specifically described in the application,
namely, “providing access to online interactive database featuring information exchange. in
the fields of law, legal news and legal services.” The Applicant, contrary to the Office Action of
July 29, 2003, never argued -that its services didn’t_extend to providing information about

lawyers, only that the services now covered by the application don’t cover such activity.. There ' i

is nothing disingenuous about this position.

25370074.} 2
 



Agney Docket: 'MDlCA:l6l/10301038

Applicant has restricted its description of services to moot the Trademark Attomey’s

assertions that its mark is incapable of functioning as a mark in connection with certain of its

services as identified in the original application. In narrowing its description of services,

Applicant has abided by the well-known tenet that the fact that a -term maybe considered

descriptive or generic of some goods and services, does not prohibit that term from functioning

as a mark in connection with other goods and services or to other markets. Soweco, Inc. v.‘ Shell

Oil Company, etc., 617 F.2d 1178, 1183, 207 U.S.P.Q. 278 (s“' Cir. 1980).

In Burger King Corporation v. Pilgrim ’s Pride Corporation, 705.F. Supp.‘ 1522,12‘

U.S.P.Q. 2d 1526 (S.D. Fla. 1988), the court affirmed that the. plaintiffs mark “CHICKEN

TENDERS” could be the generic. name for a part of a chicken within the chicken processing

. industry and at the same time could be a protectable trademark to the retailpurchasing public.

2537oo74.1 3

‘Applicant recognized that arguments existed that its mark might be considered descriptive or,

from the Trademark Attomey’s viewpoint, generic of certain types of services concerning

lawyers. Accordingly, Applicant amended its recitation of services so that ‘it is not seeking

federal registration for any services for which its mark might be argued to be generic or

incapable of functioning as a mark.‘

Applicant’s Mark Must Be Examined In Connection With Those Services Presently
Identified In The Application M ~ '

In light of Applicant’s limitation to its recitation of services, the Trademark Attorney’_s

statements in the Iuly 29, 2003, Office Action miss the mark. Applicant has narrowed the ‘I I

coverage of its application to withdraw all reference to ‘‘lawyers.’’ The Trademark Attomey’s

comments reflected that she has based her objections to Applicant’s mark on the originally

broader — and different — recitation of services. Applicant respectfully requests that the

 



Attomey Docket: MDCA: 161/1030103 8

Trademark Attorney focus on registrability in connection with only those services now listed in

the application.

' The application seeks registration of LAWYERS.COM on the Supplemental Register for I

‘providing access to an online interactive database featuring information exchange in the fields of

law, legal news and legal services. At most, “lawyers” describes one of the intended audiences

’ for the recited ‘services.

“LAWYERS.COM” does not refer to a genus of products_or services. The registrability

of LAWYERS.COM must be determined on the basis of the recited services. See, In re Allen

Electric and Equipment Company, 173 U.S.P.Q.. 689., 690 (C.C~.P.A. 1972),'where the mark

I SCANNER for antennas was refiised registration as being descriptive of scanning antennas. The

.. applicant had argued that examination of its mark should have been based on the actual use of its

mark as shown by the specimens submitted with its application and not on the identification of

goods contained in the application. This argument was rejected by the court (and the Patent and

Trademark Office) even though it was clear that the applicant’s goods were not the type of

antennas known as “scanning antennas.” The court affirmed that “uademarkcases must be

decided on the basis of the identification of the goods as set forth in the application.” Id.; see '

also, _In re Datatime, 203 U.S.P.Q. at 880; Genesee Brewing Company, Inc. v. Stroh Brewing

Company, 124 F. 3d 137, 147, 42 U.S.P.Q. 2d 1734 (2““ Cir. 1997).

' Applicant’s Mark Is Capable Of Distinguishing Its Narrower Description Of Services

As explained in the Response to Office Action ofDecember 3, 2002, Applicant’s mark is,

at most, descriptive of its services. Applicant’s services exist in an online interactive database

that provides information on a variety of topics of interest to both lay people and professionals in

the legal field. .If Applicant’s recited services were merely the providing of a directory of

2s37oo74.1 4  
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lawyers or primarily a search tool for consumers to find a lawyer, then Applicant’s mark might

well be questioned in terms of its ability to distinguish the services. In reality, however, the

services for which Applicant seeks registration are the providing of database services focusing

on a variety of types of information for which the mark LAWYERS.COAMiis, at most, merely

descriptive. The database services offer detailed information on legal topics, updates on -case _

law, sources of legal research, information for legal support staff and on numerous other areas

geared toward both lay members of the public and legal professionals. In fact, the truemerely A _ .

descriptive names for Applicant’s services might be Legalresources.com, Lega1news.com,

Lawresources.com or Legalencyclopedia.com — not LAWYERS.COM. '

Applicant seeks to register its mark in connection with services for which this mark is

capable of functioning as a service mark, specifically, “providing access to an online interactive

database featuring information exchange in the fields of law, legal news and legal services.”

CONCLUSION

In view of the foregoing remarks, Applicant respectfully submits that this application

in condition for registration on the Supplemental Register.

Respectfully submitted,

  
Katherine M. DuBray, sq.

Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004-2623

(202) 662-0200‘

Dated: January 29, 2004 Attorneys for Applicant

2537oo74.1 . 5  



Th ' '9 Siamp Of the TRADEMARK OFFICE, placed hereon. acknowledges receipt of:
Applicant Reed Elsevier Pro erties ln -
Application No. 75/530 795 C Atty Docket MDCA'B1)6:1Kameme M" DUB’:
mW‘W3"Dam Mamr# 10301033 -

_ E . AmendmentIResponse D Dedamfion under Sections D 8 & U 15

Cl Amendment to Allege Use '

U Applition for TM/SM

U Use-Based D rru

U _Specimens

U Application for Renewal

CI Assignment. Check for $___

El Assignment Cover Sheet (Fonn PTO-

 

U Check for '

U Postcard

U _ Specimens

D Statement of Use, Check for §

U _ Specimens _

IX Transmittal Letter (in duplicate)
1594) -

D can. or Mailing under 37 CFR§ 1.8(a) n
E Express Mail No. __ ' ’

D check for $ . D CEr::.dc:ffl1)’lr:e to File Not. Of Oppositior-|_
El. Declaration CI Specimens T‘

El Not. or Opposition (in duplicate)
' El Chec:kfo $600.00

El Other r 
 

The stamp of the TRADEMARK OFFICE, placed hereon, acknowledges receipt of:
Applicant Reed Elsevier Properties Inc. By Katherine M. DuBray
Application No. 75/530 795 Atty Docket MDCA:161
a. 

DepositIMai| Date Januam 29, 2004 Matter # 10301038

E] Declaration under Sections D 8 & D 15

[1 Extension of Time to File Statement of Use,

[3 Checkfor$

E] Postcard

El _Specimens

E] Statement of Use. Check for §

El _Specimens

q- P 8 E Transmittal Letter (in duplicate)

 
 

E Amendment/Response

E] Amendment to Allege Use

E] Application for TM/SM

D Use-Based El ITU

I] _Specimens

D Application for Renewal

I] Assignment, Checkfor$

CI Assignment Cover Sheet (F0
1594)

C] Cert. Of Mailing under 37 CFR § .8(a)

Express Mail No. J” 2 9 w
[I check for$

El Declaration D Specimens

 
 

 

AB:

Ext. of Time to File Not. Of Opposition.6.:
'4}. Check for $

4?‘ 1:] Not. Of Opposition (in duplicate)
' E] Check for $600.00

D Other _ _
 J

  
 

 

Cl Extension of Time to File statement of use_ '
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UNITED STATES PATENT AND TRADEMARK OFFICE 
U‘ -2 8 2003

SERIAL N0: 75/530795

APPLICANT: Reed Elsevier Properties Inc.

CORRESPONDENT ADDRESS: RETURN ADDRESS:
J, PAUL WILLIAMSON Commissioner for Trademarks
ARNOLD WHITE. & DURKEE 290_0 Crystal Drive _
801 PENNSYLVANIA AVENUE, N.W. A"“‘8‘°"~ VA m°2'”“‘
WASHINGTON DC 20004-2623 °°°"'1°3@“sP‘°'3°V

MARK: LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please Provide in all °°|T°9P°“d°“°°1
1. Filing date, serial number, mark and

CORRESPONDENT EMAIL ADDRESS: _ applicant's name.2. Date ofthis Office Action.
3. Examining Attorney's name and

Law Office number.

4. Your telephone number and e—mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAHJNG OR E-MAILING DATE.

RE: Serial Number 75/530795

This letter responds to the applicant’s communication filed on May 23, 2003.

The amendment to the recitation of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed
mark is incapable of identifying the applicant’s services and distinguishing them from those of
others. Trademark Act Section 23, 15 U.S.C. §1091; In re A La Vieille Russie, Inc.. 60 USPQ2d
1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB
1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999); In re Web Communications,
49 USPQ2d 1478 (TTAB 1998); In re Conus Communications C0,, 23 USPQ2d 1717 (TTAB
1992); In re Crown Zellerbach Corp., 229 USPQ 318 (TTAB 1985); In re Hask Toiletries, Inc.,
223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984);
TMEP §1209.01(c).

The examiner reiterates the arguments contained in the final office action. Applicant seeks to
register the generic term “lawyers” which has no source identifying significance in connection with
applicant’s services, in combination with the top level domain indicator “.com.” Combining these

 



 

two generic terms does not create a term capable of identifying and distinguishing applicant’s

services. See In re Martin Container, Inc., __ USPQ2d (TTAB June 11, 2002); In re

CyberFinancial.Net, USPQ2d (TTAB August 28, 2002).

Applicant’s amendment to its recitation of services is a transparent effort to bypass the applicability

of these two recent TTAB decisions. Applicant has deleted the term “lawyers” from its

information services despite the fact that the specimens of record indicate that providing

information about lawyers is one of the primary purposes of the website. For example, the

specimen indicates that “[T]he Manindale-Hubbell Law Directory is the most complete, trusted

source for identifying qualified legal counsel.” It also states that “[A]fter a review of the article,

you’ll be better prepared to choose a lawyer by searching our database.” There is also a section

called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now

argue that applicant’s services do not pertain to providing information about lawyers is

disingenuous at best.

Although the examining attomey has refused registration, the applicant may respond to the refiasal

to register by submitting evidence and arguments in support of registration.

/Kathlezn M. Vanstonl
Examining Attorney
Law Office 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Off1ce’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.htmI and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresghtm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Retum Address
listed above and include the serial number, law ofiice and examining attomey’s name on the upper

right comer of each page of your response.

To check the status of your application at any time, visit the Ofiice’s Trademark Applications and
Registrations Retrieval (TARR) system at htt ://tarr.us to. ov/

For general and other useful information about trademarks, you are encouraged to visit the Off1ce’s
web site at htt ://www.us to. ov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795

APPLICANT: Reed Elsevier Properties Inc.

CORRESPONDENT ADDRESS: 5 are fig, 7 p E’? RETURN ADDRESS:J. PAUL WILLIAMSON =25‘ he ' Commissioner for Trademarks
2900 C stal Driv

WASHINGTON DC 20004-2623 ’ ' ' J ’“ ‘*‘ "“'“""3 e°0ml03@uspt0-gov

FUi.BRlGHi' & JAWORSKI

MARK: LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCIQET NO: N/A Pleaswrovide in aI1conespondenc==

1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name.

2. Date ofthis Office Action.

3. Examining Attorney's name and
Law Ofiice number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILDIG OR E-MAILING DATE.

RE: Serial Number 75/530795

This letter responds to the applicant’s communication filed on May 23, 2003.

The amendment to the recitation. of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed
mark is incapable of identifying the applicant’s services and distinguishing them from those of

others. Trademark Act Section 23, 15 U.S.C. §1091; In re A La Vieille Russie, Inc., 60 USPQ2d

1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB
1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999); In re Web Communications,

49 USPQ2d 1478 (TTAB 1998); In re Conus Communications Co., 23 USPQ2d 1717 (TTAB
1992); In re Crown Zellerbach Corp., 229 U-SPQ 318 (TTAB -1985); In re Hask Toiletries, Inc;

223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984);
TMEP §l209.01(c). ‘ — .

The examiner reiterates the arguments contained in the final office action. Applicant seeks to
register the generic term “lawyers” which has no source identifying significance in connection with

applicant’s services, in combination with the top level domain indicator “.com.” Combining these
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two generic terms does not create a term capable of identifying and distinguishing applicant’s
services. See In re Martin Container, Inc., __ USPQ2d (TTAB June 11, 2002); In re

CyberFinancial.Net, USPQ2d (TTAB August 28, 2002). ' -

Applicant’s amendment to its recitation of services is a transparent effort to bypass the applicability
of these two recent TTAB decisions. Applicant has deleted the term “lawyers” from its

information services despite the fact that the specimens of record indicate that providing

information about lawyers is one of the primary purposes of the website. For example, the

specimen indicates that “[T]he Martindale-Hubbell Law Directory is the most complete, trusted
source for identifying qualified legal counsel.” It also states that “[A]fier a review of the article,

you’ll be better prepared to choose a lawyer by searching our database.” There is also a section
called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now

argue that applicant’s services do not pertain to providing information about lawyers is
disingenuous at best.

Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

Z/A/M »/
/Kathleen . Vanstonl

Examining Attorney
Law Office 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit httg://www.uspto.gov/web/trademarks/tmelecresg.htm
and follow the instructions. ‘

To respond formally via regular mail, your response should be sent to the mailing Return Address

listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Off1ce’s Trademark Applications and

Registrations Retrieval (TARR) system at http://tarr.uspto.gov/ ’

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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"Please place on Upper Right Corner"
" "of Response to Office Action ONLY."

v ' Examining Attorney: VANSTON, KATHLEEN M.

UNITED STATES PATENT Al Serial Number: 75/530795

SERIAL NO: 75/530795  
APPLICANT: Reed Elscvier Properties Inc.

CORRESPONDENT ADDRESS: RETURN Annnsss;
J. PAUL WILLIAMSON Commissioner for Trademarks

ARNOLD WHITE & DURKEE 290_0 crystal Drive
801 PENNSYLVANIA AVENUE, N.W. “'m8m "'””°2'35"‘
WASHINGTON DC 20004-2623 °“°"“°3@“5P‘°-8°V

MARK: LAWYERSCOM

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A 1”e“° Pf°Vid° in =1|°°rr=sP°ndenc==

CORRESPONDENT EMAIL AI)DRESS: 1' ..’.}'.i§i ""mb°" "M M
2. Dan ofthis Ofiice Action.

3. Examining Attorney‘: name and
Law Oflioe number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS

OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795

This letter responds to the applicant’s communication filed on May 23, 2003.

The amendment to the recitation of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed

mark is incapable of identifying the applicant’s services and distinguishing them from those of

others. Trademark Act Section 23, 15 U.S.C. §109l; In re A La Vieille Russie, Inc., 60 USPQ2d

1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB

1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999); In re Web Communications,

49 USPQ2d 1478 (TTAB 1998); In re Conus Communications Co., 23 USPQ2d 1717 (TTAB

1992); In re Crown Zellerbach Corp., 229 USPQ 318 (TTAB 1985); In re Hask Toiletries, .Inc.,

223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984);

TMEP §1209.0l(c).

The examiner reiterates the arguments contained in the final office action. Applicant seeks to

register the generic term “lawyers” which has no source identifying significance in connection with

applicant’s services, in combination with the top level domain indicator “.com.” Combining these

 



two generic terms does not create a term capable of identifying and distinguishing applicant’s
services. See In re Martin Container, Inc., __ USPQ2d (TTAB June 11, 2002); In re

CyberFinancial.Net, USPQ2d (TTAB August 28, 2002).

Applicant’s amendment to i.ts recitation of services is a transparent effort to bypass the applicability
of these two recent TTAB decisions. Applicant has deleted the term “lawyers” from its

information services despite the fact that the specimens of record indicate that providing
information about lawyers is one of the primary purposes of the website. For example, the
specimen indicates that “['.l‘]he Martindale-Hubbell Law Directory is the most complete, trusted

source for identifying qualified legal counsel.” It also states that “[A]fier a review of the article,

you’ll be better prepared to choose a lawyer by searching our database.” There is also a section

called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now

argue that applicant’s services do not pertain to providing information about lawyers is
disingenuous at best.

Although the examining attorney has refused registration, the applicant may respond to the refusal

to register by submitting evidence and arguments in support of registration.

%W/
/Kathleen M. Vanstonl

Examining Attorney
Law Ofiice 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit

http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http:/lwww.usgto.gov/web/trademarks/tmelecresp.htm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address

listed above and include the serial number, law office and examining attomey’s name on the upper

right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and

Registrations Retrieval (TARR) system at httg://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Off1ce’s

web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.





IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK EXAMINING OPERATION

In re Application of: §

Reed Elsevier Properties Inc. §

§ Law Office 103

Serial No. 75/530,795 §

§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.

§ .

Mark: LAWYERS.COM §

Assistant Commissioner for Trademarks

2900 Crystal Dn've

Arlington, Virginia 22202-3513

TRANSMITTAL LETTER

‘Dear Madam:

We enclose the following documents for filing in connection with the above-referenced

service mark application.

-- Response to Office Action;

-- Revocation and Substitution Power of Attorney; and
-- Exhibit A.

The Commissioner is hereby authorized to charge any fee assessed in connection with

this filing to Deposit Account No. 06/2375, Order No. MDCA:l61/10301038. A duplicate copy

of this transmittal letter is attached for accounting purposes.

Respectfillly submitted,

J. Paul Wi11iamso§§Esq.
Katherine M. DuBray, Esq.

Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004-2623

(-202) 662-0200

Dated: May 23, 2003 Attomeys for Applicant



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK EXAMINING OPERATION

In re Application of: §
Reed Elsevier Properties Inc. §

§ Law Office 103

Serial No. 75/530,795 §
§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.
§ _

§Mark: LAWYERS.COM

RESPONSE TO OFFICE ACTION OF DECEMBER 3, 2002 '

Box Responses/NO FEE
Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Madam:

This paper is submitted in response to the Office Action dated December 3, 2002.

AMENDMENTS

Pursuant to 37 C.F.R. § 2.71, Applicant requests that the following amendments be

entered into the application.

Amendment Under 37 C.F.R. § 2.75

Kindly amend the application to seek registration on the Supplemental Register.

Description of Services

Applicant respectfully requests that the description. of services contained in the

application be amended to read as follows:

Providing access to an online interactive database featuring
information exchange in the fields of law, legal news and legal
services, in International Class 42.
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Correction of Clerical Error in Applicant’s Name

Pursuant to TMEP § 1201.02(c), Applicant respectfully requests that the spelling of its

name be corrected to remove the comma from before the word “Inc.” so that it appears as

follows:

Reed Elsevier Properties Inc.

It is believed that a verification or declaration is not necessary to correct an obvious mistake of

this nature (the original application correctly displayed Applicant’s name). The Trademark

Attorney is invited to contact the undersigned attorney at the telephone number and address

listed below if she desires a separate declaration or verification.

REMARKS

Descriptiveness Refusal

The Trademark Attorney has refused to register the application on the grounds that

LAWYERS.COM is merely descriptive under Trademark Act Section 2(e)(1). Without waiving

its right to argue this issue on appeal, if necessary, Applicant has now amended the application to

seek registration on the Supplemental Register pursuant to Section 37 C.F.R. § 2.75 (since the

application was filed as a use-based application, no change in the “filing date” is necessary).

Accordingly, Applicant believes the rejection on the grounds that the mark is merely descriptive

is now moot. The Amendment is a proper response to the “Final” refusal to register and it is

respectfiilly submitted that the application is now ready to be passed to registration.

252911544 2



Applicant’s Mark is Capable of Distinguishing Applicant’s Services

The Trademark Attorney has indicated in the Office Action that she believes the

Applicant’s mark is incapable of distinguishing Applicant’s services. Applicant respectfully

disagrees.

“[T]he critical question in genericness cases is whether members of the relevant public

primarily use or understand the term sought to be protected to refer to the genus of goods or
services involved.” Hunter Publishing Co. v. Caulfield Publishing Ltd., 1 U.S.P.Q. 2d 1996,

1998 (TTAB 1986). The Supreme Court has clarified the rule as follows, “[a] generic term is

one that refers to the genus of which the particular product is a species.” Park ‘N Fly v. Dollar.

Park and Fly, Inc., 469 U.S. 189, 194, 224 U.S.P.Q. 327, 329 (1985). Applicant respectfully

submits that under this rule, any conclusion that Applicant’s mark is generic would be incorrect.

In Hunter Publishing, the TTAB found that while the title of the applicant’s magazine,

“SYSTEMS USER,” might be used to describe individuals in the computer industryor data

processing field, there was “no evidence that the relevant public would refer to a publication

about the computer and/or the data processing industry as SYSTEMS USER.” l U.S.P.Q. 2d at

1998 (emphasis added). Likewise, neither “LAWYERS.C(9M” nor “LAWYERS” is the genus

of Applicant’s services. Applicant’s services do not include selling or promoting’ lawyers.

Rather, Applicant’s services focus on offering information about how to find and select a lawyer,

the mechanics of employing a lawyer, tips and advice for legal professionals, and current topics

of interest in the legal field. No one in the legal field or general public is likely to refer to an on-

line database as a “LAWYER” or “LAWYERS,” much less as a “LAWYERS.CO .”

As in Hunter Publishing, at most, the term “LAWYERS” describes a feature of the

Applicant’s services, specifically, an element of the intended audience for Applicant’s database.
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The evidence provided by the Trademark Attorney, in the form of Internet pages from various

web sites incorporating the name “LAWYERS” in their domain names and reflecting pages

limited to directories to be used by the general public for obtaining legal counsel in specific

geographic or subject matter areas, supports this conclusion. Unlike these Internet pages, the

services Applicant provides in connection with the LAWYERS.COM mark are distinguishable"

from a mere directory of lawyers. In fact, a truly generic identifier for Applicant’s services

would be “directory of legal topics” or perhaps “legal encyclopedia” services, not

LAWYERS.COM.

Applicant’s Mark is, At Most, Descriptive

As distinguished from a generic term, a descriptive term “describes the qualities or

characteristics of the goods or service.” Park ‘N Fly, 224 U.S.P.Q. at 329. For example, in In re

Carlson Dolls Co., 31 U.S.P.Q. 2d 1319, 1320 (TTAB 1994), MARTHA WASHINGTON was

held to‘ be merely descriptive of the Applicant’s dolls because “a key feature, quality or

characteristic of the dolls is that they portray Martha Washington.” Like the mark in In re

Carlson Dolls, LAWYERS.COM communicates a feature of Applicant’s database, namely, that

the content is broadly related to lawyers. Thus, the mark is not generic. At the very worst, the

mark is descriptive of Applicant’s services in the same way that the marks of the registrations

identified below are also descriptive.

CRUISE.COM, Reg. No. 2,684,818, for travel agency services,
namely, making reservations and bookings for transportation;

OPINIONJOURNAL.COM, Reg. No. 2,684,851, for computer
services, namely, providing an on-line newspaper column featuring
general news and news relating to current events, technology,
business, finance and the economy;
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SALESFORCE.COM, Reg. No. 2,684,824, for providing

temporary use of on-line non-downloadable sofiware for storing,
managing, tracking and analyzing data in the field of marketing,
promotion, sales, customer infonnation management, customer
support services and employee efficiency; providing temporary use
of on-line non-downloadable software to create statistical and

management reports on marketing, promotion, sales, customer
infonnation management, customer support services and employee
efficiency; providing temporary use of on-line non-downloadable
multimedia computer program for communicating with peer
professionals; computer services, namely, designing,
implementing, and maintaining computer software for others;
providing internal company computer networks; providing search
engines for obtaining a wide variety of data on a global computer
network;

CRIMINALSUPERSEARCHCOM, Reg. No.. 2,710,256, for
perfonning investigations on individuals, namely, performing
criminal background checks;

LOSTANDFOUND.COM, Reg. No. 2,696,872, for electronic
transmission of data and documents concerning misplaced and
located personal property via a global network of computer
terminals;

MORTGAGE-lNVESTMENTS.COM, Reg. No. 2,647,595, for

providing an on-line computer database featuring information in
the field of the procurement and brokerage of home and
commercial mortgages;

HOMES.COM, Reg. No. 2,562,661, for providing home
improvement information via a global communications network;

DOG.COM, Reg. No. 2,568,605, for toys and games, namely, dog
robot toys; »

N"ETHOSTING.COM, Reg. No. 2,497,383, for hosting the web
site on [sic] others on a computer server for a global computer
network;

WEATHERE)G’ERTS.COM, Reg. No. 2,489,705, for retail store
services and online retail store services in the fields of
meteorological equipment, instruments, maps, and images;

CUL1NARYPRO.COM, Reg. No. 2,542,013, for kitchen cutlery,
namely knives;

 



COURTREPORTERSCOM, Reg. No. 2,545,478, for providing a

website on global computer networks featuring information in the
field of court reporters, namely, court reporters listings, listing of
court reporting equipment and supplies, employment listings,
classified ads, schools, books, and other court reporting resources;

DISCOUNTCOUPONS.COM, Reg. No. 2,486,399, for computer

services, namely providing coupons for the goods and services of
others; providing information regarding discounts, coupons and

special offers for the goods and services of others;

POKER.COM, Reg. No. 2,470,729, for providing computer

gaming services accessed via a global computer network.

Copies of the TARR Reports for these Registrations are attached as Exhibit A.

These Registrations demonstrate that the Patent and Trademark Office routinely finds

that marks of a similar nature to LAWYERS.COM are not generic. MORTGAGE-

INVESTMENTSCOM has been registered for information services about procurement and

brokerage of mortgages. COURTREPORTERSCOM has been registered for information

services about and directed to court reporters. HOMES.COM has been registered for

information services relating to homes. Likewise, LAWYERS.COM should be allowed to

register for infonnation services about the law, legal news and legal services.

Revocation of Previous Powers of Attorney and Appointment of New Attorneys

Applicant advises the Trademark Attorney that it has authorized new counsel to prosecute

this application on its behalf. Enclosed herewith is a document entitled “Revocation and

Substitution Power of Attorney” indicating that J. Paul Williamson, Esq., Tara M. Vold, Esq.,

Cynthia C. Henderson, Esq. and Katherine M. DuBray, Esq. and all other attorneys of the law

firm of Fulbright & Jaworski L.L.P., are now authorized by Applicant to correspond with the

office regarding this application, with full powers of substitution and revocation. Accordingly,
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Applicant respectfully requests the Trademark Attorney update office Records to reflect the

contact infonnation for Applicant’s new counsel.

CONCLUSION

In view of the foregoing amendments and remarks, Applicant respectfully submits that

this application is now in condition for registration on the Supplemental Register.

Respectfully submitted,

  J. aulWi1liamso sq.

Katherine M. Du ay, Esq.

Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004-2623

(202) 662-0200

Dated: May 23, 2003 Attorneys for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In Re Application ofi §
Reed Elsevier Properties Inc. §

§ Law Office 103

Serial No. 75/530,795 § -
§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq. '
§

Mark: LAWYBRS.COM §

Commissioner for Trademarks
United States Patent and Trademark Ofiice
2900 Crystal Drive .
Arlington, VA 22202-3513

REVOCATION AND SUBSTITUTION POWERVOF ATTORNEY

Applicant hereby revokes all previous powers of attorney and appoints Fulbright &.

Jaworski L.L.P.. having an address at 801 Pennsylvania Avenue, N.W., Washington, DC 20004-

2623, and J. Paul Williamson, Tam M. Void.‘ Cynthia C. Henderson and Katherine M. DuBray,

all members of the District of Columbia bar, as its attorneys with full power of substitution or

revocation, to prosecute this application, to make alterations and amendments therein, to handle

all matters in the Patent and Trademark Office in connection therewith and to receive the

registration certificate.

Please address all correspondence to:

J. Paul Williamson

FULBRIGHT & JAWORSKI L.L.P.
801 Pennsylvania Avenue. NW-
Washington, DC, 20004-2623

Phone: (202)662-0200
Fax: (202) 662-4643

REED ELSEVIER PROPERTIES INC.

W. C/_\m4l‘5.2ooE3 Bx
R Simonton

President



I-ittest Status Info page 1 of2ank you for your request. Here a c the latest results from the TARR weperver.
This page was generated by the TARR system on 2003-05-14 10:32:37 ET

Serial Number: 75731748

Registration Number: 2684818

lylark (words only): CRUISE.COM

(Current Status: Registered.

hate 011' Status: 2003-02-04
Filing Date: 1999-06-18

Registration Date:'2003-02-04

Law Office Assigned: TMEG Law Office 103

if you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Furrent Location: 900 -Warehouse (Newington)

Date In Location: 2003-03-18

 

 

 

 
b CURRENT API’LICAN'I:(S)/H0Vl’NIL.R(.S.)

1. OMEGA WORLD TRAVEL, INC. I I A 3

Address:

OMEGA WORLD TRAVEL, INC.

3102 Omega Office Park

Fairfax, VA 22031
United States

State or Country of Incorporation: Virginia
Legal Entity Type: Corporation

_ 

Goons AND/OR SERVICES

travel agency services, namely, making reservations and bookings for transportation
International Class: 039

First Use Date: 1996-12-09

First Use in Commerce Date: 1996-12-09

Basis: 1(a)

   

(NOTAVAILABLE)
.1. ..,n..__-_.._____-._:-4._...4.‘.... O.......4.....—’I(0/1019 {K/1 A/’)nfl’2



T

Iratest Status Info I I page 2 of2
PROSECUTION HISTORYF

  

2003-02-01.1 - Registered “Supplemental Register

2002-07-15 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2002-06-25 - Previous allowance count withdrawn

12002-06-17 - Approved for Pub - Principal Register (Initial exam)

12002-06-03 - Report petition to revive - granted

2001-10-24 - Petition to revive - Received

2001-09-04 - Abandonment - Failure to respond

2001-01-22 - Final refiisal mailed

2000-06-19 - Letter of suspension mailed

2000-04-2'7 - Communication received from applicant

1999-10-29 - Non-final action mailed

1999-10-19 - Case file assigned to examining attorney

1999-09-23 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
LISA K. DACOSTA (Attorney of record)

LISA K. DACOSTA

ROBERTS & HUNDERTMARK LLP

35 WISCONSIN CIRCLE

SUITE 350

CHEVEY CHASE, MD 20815

United States

 

A104
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'.atelst Status Info “ v Page 1 of 2
Thank you for your request. Here are the latest results from the TARR web server. I

This page was generated by the TARR system on 2003-05-14 10:32:56 ET

Serfial Number: 76081074

Registration Number: 2684851

Mark (words only): OPINIONJOURNAL.COM

Current Status: Registered.

Date of Status: 2003-02-04

Filing Date: 2000-06-30

Registration Date: 2003-02-04

Daw Office Assigned: TMEG Law Office:109

I you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
ssistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

bate In Location: 2003-03-19

 

  

 

 

CURRENT APPLICANT(IS)'/OWNER(S) I I

1. Dow Jones & Company. Inc. I I I I I 0

Address:

Dow Jones & Company. Inc.

200 Liberty Street
New York, NY 10281

United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

COMPUTER SERVICES, NAMELY, PROVIDING AN ON-LINE NEWSPAPER COLUMN FEATURING
GENERAL NEWS AND NEWSRELATING TO CURRENT EVENTS, TECHNOLOGY, BUSINESS, FINANCE
AND THE ECONOMY

International Class: 042
First Use Date: 2000-07-27
First Use in Commerce Date: 2000-07-27

 

Basis: 1(a) A105

ADDITIONAL INFORIVIATION
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L13-test‘ Info “ . Page 2 ofz
(NOT AVAILABLE)

\.

PROSECUTION HISTORY
 

 

2003-02-04 - Registered - Supplemental Register

2002-11-23 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

12002-1 1-23 - Amendment to Use approved

12002-09-29 - Report petition to revive - granted

2002-05-22 - Petition to revive - Received

12002-05-22 - PAPER RECEIVED

2002-03-16 - Abandomnent - Failure to respond

2001-07-05 - Non-final action mailed

‘2001-01-17 - Case file assigned to examining attorney

+2000-12-28 - Case file assigned to examining attomey

2000-10-24 - Communication received from applicant

2000-12-14 - Amendment to use processing complete

2000-10-24 - Amendment to Use filed

CONTACT INFORMATION
. 

Correspondent (Owner)
DANA R. KAPLAN (Attorney of record)

DANA R. KAPLAN

KENYON & KENYON

ONE BROADWAY

NEW YORK, NEW YORK 10004
United States

 f

A106

1 .. /1.-.“. _-....4.. ....-.I..-......1.~4~/+4..-.-"7.-.u..-.=w—--an}:-4-.-no-J.-“nuPvao-h~u-—-"!KQ/1QE1 ng/1 A[qnn1



Latest Status Info “ Page 1 of2
Thank you for your request. Here 29the latest results from the TARR web server. I
This page was generated by the TARR system on 2003-05-14 10:36:00 ET

Serial Number: 75836332

liegistration Number: 2684824

Mark (words only): SALESFORCE.COM

(llurrent Status: Registered.

Date of Status: 2003-02-04

Eiling Date: 1999-10-29

Registration Date: 2003-02-04

Law Office Assigned: TMEG Law Office 105

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

bate In Location: 2003-04-14
 

 

 

 

CURRENT APPLICANT(S)/OiWNERtS)w I I

1. salesforce.com, inc. I H I I

ddress:

alesforce.com, inc.

101 Spear Street, Suite 203
San Francisco, CA 94105

United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

———-————--———-————~—————————_...___..___._.__.._____.__;_____
GOODS AND/OR SERVICES V

Providing temporary use of on-line non-downloadable software for storing, managing, tracking and analyzing data in
the field of marketing, promotion, sales, customer information management, customer support services and employee
efficiency; providing temporary use of on-line non-downloadable software to create statistical and management reports
on marketing, promotion, sales, customer information management, customer support services and employee ‘
efficiency; providing temporary use of on-line non-downloadable multimedia computer program for communicating
with peer professionals; computer services, namely, designing, implementing, and maintaining computer software for
others; providing intemal company computer networks; providing search engines for obtaining a wide variety of data
on a global computer network
International Class: 042

First Use Date: 1999-09-27

First Use in Commerce Date: 1999-09-27 A107
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Latest Status Info 0 O Page 2 of2
Basis: 1(a)

ADDITIONAL INFORMATION‘
 

(Nor AVAILABLE)

 
 

 
PROSECUTION ‘HISTORY;

 003-03-10 -Ex parte appeal terminated

2003-02-04 - Registered - Supplemental Register

2002-11-.25 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2002-10-30 - Jurisdiction restored to examiner

2002-10-30 - Ex parte appeal — Instituted

2002-08-09 - Non-final action mailed

2002-06-17 - Letter of suspension mailed

2001-11-13 - Communication received from applicant

2001-09-10 - Final refusal mailed

2001-08-24 - Report petition to revive - granted

2000-12-18 - Petition to revive - Received

2001-09-07 - Previous action count withdrawn

2000-04-07 - Non-final action mailed

2000-03-29 - Case file assigned to examining attorney

2000-03-24 - Case file assigned to examining attorney

 _,, _ .
CONTACT INFORMATION ’

Correspondent (Owner)
BRUCE J. GOLDNER, ESQ. (Attorney of record)

BRUCE J. GOLDNER, ESQ.
SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
FOUR TIMES SQUARE
NEW YORK, NY 10036-6522

United States

  
A1 08
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Latest Status Info 0 D Page 1 on
Tiiank you for your request. Here are the latest results from the TARR web server.

Ihis page was generated by the TARR system on 2003-05-14 10:39:24 ET

Serial Number: 78138176

Registration Number: 2710256

Mark (words only): CRIMINALSUPERSEARCHCOM

Current Status: Registered.

Date of Status: 2003-04-22

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-04-28

  

CURRENT APIv’LICAN'.I‘(S)/OWNER(”S)
   

1. RentGrow, Inc.

Address: _

RentGrow, Inc.

275 Wyman Street, Suite 14
Waltham, MA 02451

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

 

GOODS AND/OR SERVICES

Performing investigations on individuals, namely, performing criminal background checks
International Class: 045

First Use Date: 1999-12-31

First Use in Commerce Date: 1999-12-31

Basis: 1(a)

   
ADDITIONAL INFCRMAIIDN
 

(NOT AVAILABLE) A1 09
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Page 2 of2Lptesf Status Info .

PROSECUTION HISTORY
  

2400.3-04-22 - ‘Registered Supplemental Register

2003-03-02 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2003-01-09 - Communication received from applicant

2003-01-O9 - PAPER RECEIVED

12002-1 1-19 - Non-final action e—mai1ed

@002-11-04 - Case file assigned to examining attorney
  

CONTACT INFORMATION

Correspondent (Owner)
Charles E. Weinstein, Esq. (Attorney of record)

CHARLES E. WEINSTEIN, ESQ.

FOLEY HOAG LLP

WORLD TRADE CENTER WEST

155 SEAPORT BOULEVARD

BOSTON MA 02210-2600

United States

 

 

A110
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Latest‘Status Info . O page 1 of-2
Thank you for your request. Here are the latest results from the TARR web server. A

This page was generated by the TARR system on 2003-05-14 10:42:04 ET

Serial Number: 78027029

Registration Number: 2696872

Mark (words only): LOSTANDFOUND.COM

durrent Status: Registered.

Date of Status: 2003-03-11

Filing Date: 2000-09-21

Registration Date: 2003-03-11

ILaw Office Assigned: TMO Law Office 110

f you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
ssistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-04-02

  

CURRENT APPLICANT(S)/OWNER(S). H I
  

1. Consumer Product Recovery and Finance Company, Inc.

Address:

Consumer Product Recovery and Finance Company, Inc.

50 Trinity Place Ste 300
New York, NY 10006
United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

———— 

GOODS AND/OR SERVICES
 _%%____

" ELECTRONIC TRANSMISSION OF DATA AND DOCUMENTS CONCERNING MISPLACED AND
LOCATED PERSONAL PROPERTY VIA A GLOBAL NETWORK OF COMPUTER TERMINALS
International Class: 038

First Use Date: 1998-12-01

First Use in Commerce Date: 1998-12-01

Basis: 1(a) A111

 

ADDITIONAL INFORNIATION

   

(Nor AVAILABLE)
n ' 1 n . ... --Inna-rnnn n; /1 A/qnna)



fLatest' Status Info O 0 page 2 of2
 

PROSECUTION HISTORY
 

12003-03-11 - Registered - Supplemental Register

P003-01-13 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2002-12-04 - Communication received from applicant

2002-10-02 - Case file assigned to examining attorney

2002-06-07 - Non-final action mailed

2002-05-17 - Communication received from applicant

2001-12-06 - Non-final action mailed

2001-12-06 - Case file assigned to examining attorney

2001-10-09 - Communication received fiom applicant

2001-10-09 - Communication received from applicant

2001-04-09 - Non-final action mailed

2001-03-12 - Case file assigned to examining attorney

 

CONTACT INFORIVIATION
 

Correspondent (Owner)
CONSUMER PRODUCT RECOVERY AND FINANCE CO

50 TRINITY PL STE 300

1 NEW YORK NY 10006-2508

United States

 

 

A112
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I;.ates't Status Info Page 1 of-2
Thank you for your request. Here a e the latest results from the [ARR wcyserver.
-This page was generated by the TARR system on 2003-05-14 10:45:43 ET

Serial Number: 78106233

Registration Number: 2647595

Mark (words only): MORTGAGE-INVESTMENTS.COM

Current Status: Registered.

Date of Status: 2002-11-05

Filing Date: 2002-02-01

Registration Date: 2002-1 1-05

Law Office Assigned: TMO LAW OFFICE 116

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-01-06

  

CURRE.1*I.TiA.1’I'*Li(.,‘A1\I'1"i(Si)/(iWNEims) 3
   

1. Mortgage-Investments.com, Inc.

Address: p

Mortgage-Investments.com, Inc.
4905 34th Street S #5600

Saint Petersburg, FL 337114511
United States

State or Country of Incorporation: Florida
Legal Entity Type: Corporation

 **_*%

 
Providing an on-line computer database featuring information in the field of the procurement and brokerage oi‘ home I
and commercial mortgages

International Class: 036

First Use Date: 1997-12-01

First Use in Commerce Date: 1997-12-01

Basis: 1(a)

 

ADDITIONAL INFORMATION
   

(NOT AVAILABLE)
HC /1 11/9001‘L44..- . IlA.__.. .-.....4.. anyy/nnuuylné/fnv-r')rannn1—:no1-:01Pvonfv-\r='7Q 1 (‘(711



Latest Status Info . . page 2 of2

  

2002-11-05 - Registered - Supplemental Register

2002-08-12 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2002-07-25 - Communication received fiom applicant

2002-06-03 — Non-fmal action mailed

21002-05-15 - Case file assigned to examining attorney

CONTACT INFORIVIATION

1 
Correspondent (Owner)

E/IORTGAGE-INVESTMENTSCOM, INC.905 34TH STREET S

5600

AINT PETERSBURG FL 33711-4511
nited States

At I1 A I"Dl\f\‘)



Latest" Status Info 9 O Page 1 onThank you for your request. Here ar the latest results from the TARR web server. A

Tlhis page was generated by the TARR system on 2003-05-13 19:46:37 ET

Serial Number: 76135604

Registration Number: 2562661

Mark (words only): HOMES.COM

(Current Status: Registered.

pate of Status: 2002-04-16

Filing Date: 2000-09-26

Registration Date: 2002-04-16

Law Office Assigned: TMO Law Office 110
If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-04-24

  
CURRENT APPiLICAl.‘IvT.(Sl/OiW1‘IER(S)
  

1. Homes.com, Inc.

Address:

Homes.com, Inc.

2470 Camino Real, Suite 210

Palo Alto, CA 94306
United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

_ 

GOODS AND/OR SERVICES

 

providing home improvement information via a global communications network
International Class: 037

First Use Date: 1999-10-00

First Use in Commerce Date: 1999-10-00

Basis: 1(a)

  

Prior Registration Number(s): I I 0
2226864 A115
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Latest Status Info 0 U page 2 01-2
  

PROSECUTION HISTORY

 

Z003-02-03 - PAPER RECEIVED

2002-04-16 - Registered - Supplemental Register

2001-10-22 — APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-08-20 - Communication received fiom applicant

tool-03-15 — Non-final action mailed

2001-02-26 - Case file assigned to examining attorney

  

CONTACT INFORMATION H
 

Correspondent (Owner)
RANDALL C BROWN (Attorney of record)

FRANDALL C BROWN
AKIN GUMP STRAUSS HAUER & FELD LLP

PO BOX 688

DALLAS TX 75313-0688

United States

 

r————‘-—“*"::—"—‘

A116
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Latest Status Info

Thank you for your request. Here a the latest results from the IARR wepserver.
Page 1 of2

This page was generated by the TARR system on 2003-05-13 19:46:57 ET

serial Number: 76076745

llegistration Number: 2568605

Mark (words only): DOG.COM

Current Status: Registered.

bate of Status: 2002-05-07

Filing Date: 2000-06-26

Registration Date: 2002-05-07

Law Office Assigned: TMEG Law Office 106

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-05-21

  

cumum .ppL.cm(s),owNER(s,
   

1. TOMY,LTD.

Address:

TOMY COMPANY, LTD.

No. 9-10, Tateishi 7-chome

Katsushika-ku, Tokyo,

Japan

State or Country of Incorporation: Japan

Legal Entity Type: Corporation

 

GOODS AND/OR SERVICES
 

TOYS AND VGAMBS, NAMELY, DOG ROBOT TOYS
International Class: 028

First Use Date: 2000-07-12

First Use in Commerce Date: 2001-05-15

Basis: 1(a)

 

ADDITIONALAINFAORMATION
 . _

I T AVAILABLE(NO ) ‘ A1 17
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La1test'Status Info I O O . Page 2 of2
 

PROSECUTION HISTORY

  

2002-05-07 - Registered Supplemental Register

2001-10-30 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-10-30 - Amendment to Use approved

2001-10-30 - Case file assigned to examining attorney

2001-10-23 - Amendment to use processing complete

2001-08-15 - Amendment to Use filed

2001-08-15 - Communication received fiom applicant

2001-06-29 - Communication received from applicant

P001-01-02 - Non-fmal action mailed

2000-12-18 — Case file assigned to examining attorney

 _%

CONTACT INFORMATION

   

Correspondent (Owner)
JAMES D HALSEY IR (Attorney of record)

JAMES D HALSEY JR

STAAS & HALSEY

700 11TH ST NW

WASHINGTON DC 20001

United States

Domestic Representative
JAMES D. HALSEY, JR.

A118
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Latest Status Info Page 1 of 2
Thank you for your request. Here are the latest results from the 1LRR;1 
This page was generated by the TARR system on 2003-05-13 19:47:09 ET

Serial Number: 78011468

Registration Number: 2497383

lYIark (words only): NETHOSTING.COM

Current Status: Registered.

Date of Status: 2001-10-09

Filing Date: 2000-06-06

Registration Date: 2001-10-09

‘Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-11-09

 

  

 

 
CURRENT APPLICANT(.S)/C.)WNER(S) Q

1.Fibernet Corp. 3 H
Address:

Fibemet Corp.

1455 South State Street Suite G
Orem, UT 84097
United States

State or Country of Incorporation: Utah
Legal Entity Type: Corporation

 
hosting the web site on others on a computer server for a global computer network I
International Class: 042
First Use Date: 1996-07-01
First Use in Commerce Date: 1996-07-01

Basis: 1(a)

 

(NOT AVAILABLE) A119 T
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Latest Status Info Page 2 of 2
 

PROSECUTION HISTORY

  001.-10-09 Registered - Supplemental Register

2001-08-02 - Approved for Pub - Principal Register (Initial exam)

2000-10-20 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner) _ V
Christopher J. Day (Attorney of record)

CHRISTOPHER J. DAY

LAW OFFICE OF CHRISTOPHER DAY

340 EAST PALM LANE, STE 282

PHOENIX, AZ 85004
United States

A120
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Latest Status Info

Thank you for your request. Here a the latest results from the fl ARR wew’server.
Page 1 of 2

This page was generated by the TARR system on 2003-05-13 19:47:20 ET

Serial Number: 78018642

Registration Number: 2489705

Mark (words only): WEATHEREXPERTS.COM

Current Status: Registered.

Date of Status: 2001-09-11‘
07-2737=1:1

we UN%G Noono

Registration Date: 2001-09-1 1

‘Law Office Assigned: TMO Law Office 112

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 —Warehouse (Newington)

Date In Location: 2001-10-09

  

CURRIENT APPLICANT(iS)/O.\V.NER(iS)
  

1. MORCOM INTERNATIONAL, INC.

Address:

MORCOM INTERNATIONAL, INC.
14018-G SULLYFIELD CIRCLE

CHANTILLY, VA 20151

United States

State or Country of Incorporation: Virginia
Legal Entity Type: Corporation

 _*

GOODS AND/OR SERVICES

 

RETAIL STORE SERVICES AND ONLINE RETAIL STORE SERVICES IN THE FIELDS OF
METEOROLOGICAL EQUIPMENT, INSTRUMENTS, MAPS, AND IMAGES
International Class: 035 ' '
First Use Date: 2000-05-01
First Use in Commerce Date: 2000-05-01

Basis: 1(a) A121

 __w*____

ADDITIONAL INFORMATION
 

(NOT AVAILABLE)



Latest. Status Info “ 0 page 2 0f2
  

PROSECUTION HISTORY
 

21001-09-11 - Registered - Supplemental Register

2001-07-12 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-06-04 - Communication received fiom applicant

12001-01-02 - Non-final action mailed

2000-12-22 - Case file assigned to examining attorney

  

CONTACT INFORMATION 0
 

Correspondent (Owner)
RALPH M. TENER (Attorney of record)

RALPH M. TENER

MCCANDLISH & LILLARD

11350 RANDOM HILLS ROAD,

SUITE 500

FAIRFAX, VA 22030-7429
United States

 

A122
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L,atest» Status Info 0 Page 1 of2
'Iiliank you for your request. Here are the latest results from the IAR web server.

;I‘his page was generated by the TARR system on 2003-05-14 17:24:11 ET

Serial Number: 78047146

Registration Number: 2542013

Mark (words only): CULINARYPRO.COM

Current Status: Registered.

Jnate of Status: 2002-02-198

Filing Date: 2001-02-07

Registration Date: 2002-02-19

Law Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-03-08

  

CURRENT AiPPLICAiNT(S”)/.OWNERi(Si) H
   

1. National Housewares Corporation

Address:

National Housewares Corporation
13 Grove Street

Darien, CT 06820
United States

State or Country of Incorporation: Connecticut
Legal Entity Type: Corporation

 _

 
kitchen cutlery, namely knives A
International Class: 008

First Use Date: 2000-01-01

First Use in Commerce Date: 2000-01-01  

Basis: 1 (a) A123

  

ADDITIONAL INFORMATION
 

(Nor AVAILABLE)

"' ""’ ‘ ‘ "W" “"“"“"‘ °'““‘-—"""""‘ " n</1 A/‘mm



 

 

 
 
 
 

 
 

 

 

 

   

L es‘: Status Info page 2 of2
 

PROSECUTION HISTORY

 
2002"-O.2-191- Registered - Supplemental Register

2001-11-14 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-10-15 - Communication received fiom applicant

2001-10-15 - Communication received from applicant

0001-07-10 - Non-final action mailed

2001-06-22 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
JAMIE J. FITZGERALD (Attorney of record)

JAMIE J. FITZGERALD
CUMMINGS & LOCKWOOD
PO BOX 1960

NEW HAVEN CT 06509-1960
United States

 

A124
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Latest’ Status Info Page 1 of2
Thank you for your request. Here a’the latest results from the TARR web server.
This page was generated by the TARR system on 2003-05-13 19:48:06 ET

$erial Number: 78034626

Registration Number: 2545478

Mark (words only): COURTREPORTERS.COM

Current Status: Registered.

Date of Status: 2002-O3-05'

Filing Date: 2000-11-09

Registration Date: 2002-03-05

Law Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-03-15

  

CURRENT APPiLICANT.tS)lOWNER(MS)
   

1. l\/IIRANDA, BERTHA

Address:

MIRANDA, BERTHA
P.O. BOX 365

NEWBURY PARK, CA 91319

United States

Country of Citizenship: United States
Legal Entity Type: Individual '

. 

 
Providing a website on global computer networks featuring information in the field of court reporters, namely, court
reporters listings, listing of court reporting equipment and supplies, employment listings, classified ads, schools, books,
and other court reporting resources 1

International Class: 009

First Use Date: 2001-01-10

First Use in Commerce Date: 2001-01-10  

Basis: 1(a) A125

 

ADDITIONAL INFORMATION

1 u . . II;.___. ......t.-. ....-.I-.-.4.-‘lnolonv-'79-an:-cn-=—v-arr-icsh-of-inn Prnnh-u=’7</1 </1'79 n; /1 Q /qnna

 



I atest Status Info . . page 2 of2
OT AVAILABLE)

PROSECUTION HISTORY 
002-03-05 - Registered - Supplemental Register

12001-12-16 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-12-11 - Amendment to Use approved

2001-11-14 - Amendment to use processing complete

2001-09-20 - Amendment to Use filed

2001-09-20 - Communication received fiom applicant

2001-04-23 - Non-fmal action mailed

2001-04-18 - Case file assigned to examining attorney

  

CONTACT INFORMATION

Correspondent (Owner)
BERTHA MIRANDA

PO BOX 365

NEWBURY PARK CA 91319-0365

United States

f—'*?‘<_?j{j4——\

A126
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Jatest Status Info ’ Page 1 of 2
Fhiank you for your request. Here a the latest results from the 1A_LR1 
[his page was generated by the TARR system on 2003-05-13 19:48:17 ET

Serial Number: 78015760

Registration Number: 2486399

.\'Iark (words only): DISCOUNTCOUPONS.COM

qurrent Status: Registered.

Date of Status: 2001-09-045

Filing Date: 2000-07-07

Registration Date: 2001-09-04

Law Office Assigned: TMO Law Office 112

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter us to. ov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-09-28

 

  

 

 
CURRENT .AI’”PLICANT(S)/OWNEI.1t.S) I

1.Zitsman,CharlesB. I I I1

Address:

Zitsman, Charles B.

3575 US 1 South

St. Augustine, FL 32086
United States

State or Country of Incorporation: Florida
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

 
Computer services, namely providing coupons for the goods and services of others; providing information regarding
discounts, coupons and special offers for the goods and services of others
International Class: 042
First Use Date: 1997-10-15
First Use in Commerce Date: 1997-10-15

Basis: 1(a) A127

ADDITIONAL INFORMATION

(NOT AVAILABLE) I ' "
" ‘ """""" n</1'2/'mn'z

 



Latest Status Info “ O page 2 of2

PROSECUTION HISTORY
 

2002-04-11 - TEAS Change of Correspondence Received

2001-09-04 - Registered - Supplemental Register

2001-07-02 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-05-23 - Communication received from applicant

24001-05-23 - Communication received fiom applicant

21000-12-01 - Non-final action mailed

2000-11-01 - Case file assigned to examining attorney

  
CONTACT INFORMATION

Correspondent (Owner)
BRIAN R. GIBBONS (Attorney of record)

RIAN GIBBONS

3936 S. SEMORAN BLVD., SUITE 330
ORLANDO FL 32822-4015

United States -

 

A128
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L.a11est”Status Info 0 page 1 of2
Thank you for your request. Here are the latest results from the TARR web server. 3

Tliis page was generated by the TARR system on 2003-05-13 19:48:25 ET

Serial Number: 75849777

Registration Number: 2470729

Mark (words only): POKER.COM

durrent Status: Registered.

Date of Status: 2001-07-17

Filing Date: 1999-11-15

Registration Date: 2001-07-17

Law Office Assigned: TMO Law Office 115

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
[Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-O8-17

 

  

 

 

CURRENT APPLICANT.(S)/OW.NER(S) H

1. Poker.com, Inc.

Address:

Poker.com, Inc.

#1502 - 1166 Albemi Street

Vancouver, V6E 3Z3
Canada .

State or Country of Incorporation: Florida
Legal Entity Type: Corporation

 
GOODS AND/OR SERVICES '

PROVIDING COMPUTER GAMING SERVICES ACCESSED VIA A GLOBAL COMPUTER NETWORK
International Class: 041

 

First Use Date: 1999-06-15
First Use in Commerce Date: 1999-08-09 '

Basis: 1(a) A129
  

DITIONAL INFORMATION

(NOT AVAILABLE)

0 ' A 1' n ...A.__ _f\AF7I\Fl"Il'\ n</1:1/»)nn-I 



Latest Status Info ' ‘ 0 Page 2 of2

  

2001-OT-17 - Registered - Supplementai Register

12001-02-26 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

12000-10-26 - Communication received from applicant

2000-04-26 - Non-final action mailed

2000-O4-06 - Case file assigned to examining attorney

 

CONTACT INFORMATION 0
 

Correspondent (Owner)
Richard L. Morris, Jr. (Attomey of record)

RICHARD L. MORRIS, JR.

TRADEMARK SERVICES

1000 WEST AVE STE 512

MIAMI BEACH FL 33139

United States

Domestic Representative (NOT AVAILABLE)

 

A130
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- 3°'"*°Wled9es receipt of: .
-——________B ____‘____§¥

Any Docket MDCA:1)é:(athenne M. DuBra
6 Stamp of the TRADEMARK o
plicant Reed Elsevie Pro F'i':t:<(e::|'n‘:a°ed:
Dlication No. 75/530 795 ‘
  

 posit/Mail Date Ma 23 2003 Matter # 10301033

Amendment/Response — with Exhibit A U Dedamfi _ '”
Amendment to Allege Use D Edens. on under Sections D 8 & El
Application for TMISM °" °m"‘° ‘° F"° Smement
U Use-Based D rm 8 f°' 5

El __ Specimens

U Statement of Use_ check for
U _ Specimens

E Transmittal Letter (in duplicate)

[3 __Specimens

D Application for Renewal

3 Assignment Check for s

U Assignment Cover Sheet (Form PTO-
1594)

D Cert Of Mailing under 37 CFR § 1.8(a)

Express Mail No. "A31
El Check for s D Ext. of Time to File Not. Of Opposifiq;Check for s

3 N°L 0* opposition (in duplicate)
er Revocation and Substitution Power of Attome
 

U Declaration I] specimens

TRADEMARK OFFICE, placed hereon. acknowledges receipt of:By Katherine M. DuBrayThe stamp of the
Applicant Reed Elsevier Pro erties lnc. Atty Docket MDCA:161
Application No. 75/530 795Deposit/Mail Date May 23, 2003 Matter # 10301038[:1 Declaration under Sections El 8 & D 15Xhibit A

E] Extension of Time to File Statement of Use.
El Check for S

E Postcard

D __Speclmens

[1 Statement of Use, Check for §
El _Specimens

E Transmittal Letter (in duplicate)

E AmendmentIResponse—with E
D Amendment to Allege Use
I] Application for TMISM

E] Use-Based D ITU
D __$pecimens

E] Application for Renewal
[1 Assignment, Checkfor$___

D Assignment Cover

-~\g_‘_1‘

 

 
 

1594)

El Cert. Of Mailing under 37 CFR § .&) -n-AB:
E"P'°55 Ma“ N°- —— ' -I Ext. of Time to File Not. Of Opposition,

D Chad‘ f°' 5 Check for S
El Declaration D Specimens .'

I “"':»‘~ 6' Attome

E Other Revocation and Substitutio
 

 

U Check for $600.00 ‘.2





UNITED STATES IPATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795
pr ,, W

APPLICANT:Reed Elsevier Properties, Inc. - O “I52

CORRESPONDENT ADDRESS: RETURN A1)1)REss;

J. PAUL WILLIAMSON Commissioner for Trademarks

¢,I;N,g;?NVgHg;E&DURKEE , :i:’.?..€.:i.%‘:',:’;';:o.-...3
HOUSTON TX 77057-2149 REc.l§f1‘5WR1E‘§3§fig,§l,{;§‘,lb§gV8lwHnE

« use 6 2002
MARK: LAWYERSCOM Heusrsm nocxgrimc cam:
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A II774*.4>tL.l.‘77l4M$c¢> P'°a5¢ P'°V‘d° i" 3" °°"°5P°"d€"°°=

I 1. Filing date, serial number. mark and
CORRESPONDENT EMAIL ADDRESSI applicant's name. ,

N/A 2. Date of this Office Action.
3. Examining Attorney's name and

Law Office number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795

This letter responds to the applicant’s communication filed on November 7, 2002.

Registration was refused under Trademark Act Section 2(e)(1), 15 U.S.C. §l052(e)(l), because the

subject matter for which registration is sought is merely descriptive of the identified services.

The examining attorney has considered the applicant’s arguments carefully but has found them

unpersuasive. For the reasons below, the refusal under Section 2(e)(1) is maintained and made

FINAL. The applicant’s evidence of acquired distinctiveness is insufficient to overcome the stated
refusal because the mark is incapable of distinguishing applicant’s lawyer information services

from the lawyer information services of others.

If matter is generic, the matter is unregistrable. See, e. g., In re Bongrain International

Corp., 894 F.2d 1316, 1317 n.4, 13 USPQ2d 1727, 1728 n.4 (Fed. Cir. 1990) (“If a mark is
generic, incapable of serving as a means ‘by which the goods of the applicant may be

distinguished from the goods of others’ it is not a trademark and can not be registered
under the Lanham Act.”); I-I. Marvin Ginn Corp. v. International Association ofFire ,-

Chiefs, 782 F.2d 987, 989. 228 USPQ 528, 530 (Fed. Cir. 1986), and cases cited therein (“A

A132



’. ‘

generic term can never be registered as a trademark because such a term is ‘merely
descriptive’ within the meaning of §2(e)(l) and is incapable of acquiring de jure
distinctiveness under §2(f).)

The determination of whether a term is generic involves a two-part inquiry. The first part
relates to the category of the goods or services at issue. The second part relates to whether
the term sought to be registered is understood by the relevant public primarily to refer to
that category of goods or services. I-I Marvin Ginn Corp. v. International Association of
Fire Chiefi, 782 F.2d 987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986).

In this instance, the class or category of services at issue here is that of information
services, pertaining to lawyers, provided via the Internet. With respect to the second part,
“lawyers” identifies the subject matter of the Internet information services. See

httpz//www.|aw_yers.c0m. Because “lawyers” identifies, in part, the subject matter of
applicant’s information services, the term is likewise generic name for the information
services. See In re A L Vieille Russie, Inc., 60 USPQ2d 1895 (TTAB 2001)." Those
wishing to provide Internet information services pertaining to lawyers would need to use
the generic term in connection with such services. (See http://www.massachusettes-

|awyers.com; www.trucker|awyers.com; wvvw.personalinju[y|awyers.com;

wwwnewjersey-lawyers.com; www.connecticut—Iawyers.com; www.|ep-

lawyers.com; www.col|ectionlawyers.com; wvvw.mediaIawyer.com; 

www.wrongfuIdeath-|awyers.com. )

Applicant seeks to register the generic term “lawyers” which has no source identifying
significance in connection with applicant’s services, in combination with the top level
domain indicator ".com,” which also has no source-identifying significance. See

www.whatis.Com. Combining the two terms does not create a term capable of identifying

and distinguishing applicant’s services.

 

This issue has been recently addressed by the Trademark Trial and Appeal Board. See In re .
Martin Container, Inc., __ USPQ2d __ (TTAB June 11, 2002) [CONTAINER.COM
found generic for “retail store services and retail services offered via telephone featuring
metal shipping containers”]; In re CyberFinanical.Net, __ USPQ2d __ (TTAB August
28, 2002) [BONDS.COM found generic for “providing information regarding financial
products and services via global computer network. . .”]. Applicant’s situation fits squarely
within the parameters of these two decisions. Accordingly, registration is refused under
Section 2(e)(1) of the Trademark Act. The evidence applicant has submitted in support of
its amendment to Section 2(f) of the Trademark Act is not sufficient to overcome the
refusal.

 



Please note that the only appropriate responses to a final action are either (1) compliance with the

outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal

Board. 37 C.F.R. §2.64(a). If the applicant fails to respond within six months of the mailing date

of this refusal, this Office will declare the application abandoned. 37 C.F.R. §2.65(a).

WW?!/£147/—
Kathlee M. Vanston '

Examining Attorney
Law Office 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit

httg://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.usQto.gov/web/trademarks/tmelecresghtm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper

right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and

Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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SHE’ SPONSOR

some COEBA'Co

On the Internet, "com" is one of the top-level domain names that can be
used when choosing a domain name. It generally describes the entity
owning the domain name as a commercial organization. Along with the
second-level domain name (for example: "whatis" in whatis.com), the
top-level domain name is required in Web and e-mail addresses.

nnecl 

The Internet Corporation for Assigned Names and Numbers (ICANN) has
overall responsibility for domain names (as well as for Internet Protocol
addresses and many other Internet parameters). Day-to-day responsibility

is delegated to specific registrars, such as Network Solutions and a number of competing
companies for .com, .org, .net, and .edu top-level domains.

Specific criteria are set forth for the use ‘of the top-level domain name in RFC 1591 - Domain Name
System Structure and Delegation.

The top-level domain names administered by ICANN and its delegate agencies are: go_m, egg. g9_v,
int, mil, g, and grg. In addition to these, domain name applicants within the United States may
also be able to register a name under a U.S. top-level domain name based on geography. See
RFC 1480 - The US Domain and visit the U.S. Domain Registry for registration procedures.

Top-level domain names for countries other than the United States are administered by each
country and are based on the ISO-3166 list of country codes.

Read more about it:
 

>> RFC 1480 - The US Domain s ecifies the use of U.S. eo ra hic to
>> FC 1591 - Domain Name System Structure and Delegation sets forth specific criteria for use of

tog-level domain names.

Last updated on: May 31, 2001

<< Back to previous page Go to whatis.com home page >>  

A1 35

FREE ‘

fro

     
T T



_'C0m - alSeaI‘£hWebSerViCeS definition , wysiwyg:// I47/hnp://searchWebservices..../sDefinition/0,,sid26_gci2l I8 I 7.00.htm| 1

1.Jeff Hanson answers our J2EE uestions

2. Innovator Awards nominations be in!

3. Click for free Web services white a ers

4. Hel us im rove SearchWebServices.com
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“EXTEND YOUR ‘CORBA INFRASTRUCTURE
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Massachusetts Lawyer Finder: Massachuse’...line: Fir“ Attorney in Massachusetts fisiwyg://72/http://www.massachusetts-lawyers com/

 
Locate a lawyerin Massachusetts. 

Massachusetts Lawyer Finder. Massachusetts-Lawyers.com has contacts with prominent
Massachusetts personal injury lawyers as well as attorneys handling estate planning,
criminal defense, divorce and most legal matters. Please use our fonn for guidance in

selecting a Massachusetts lawyer or use the categories listed below. Call 617-292-4536

Find Attorneys for Divorce and Family Law Matters and Child Custody.
Featured Topics:

Clergy Sexual Abuse Cases
Plane Crash and Aviation Accidents Victims of commercial and military plane accidents

PPH- Primary Pulomonary Hypertension related to diet drugs
Baycol Drug RecaII- Kidney Damage Cases.
Sulzer Hip Implant Recalled l7'500 implants recalled

Phenvlpropanolamine PPA Stroke Injury Cases
Firestone Tire Recall Injury cases caused by Ford Explorer Rollover accidents from defective tires.
St Jude Heart Valve Reca|l- Work with the finn handling litigation on behalf of the first Massachusetts
woman affected by the defective valve.

Ephedrine & Ephedra Heart attack and stroke cases.
Mesothelioma Cases. Find Massachusetts lawyers specializing in asbestos cases.

LASIK Eye Surgery Malpractice Claims

  

 

  
 

 
 
 
 

  

5 Sli o and Fall Accident Cases

ersonal Injuries caused by auto accidents. Serious injuries caused by dangerous conditions such as
assachusetts Medical Mal ractice Law iCe.S1iPP€rY floors, inadequate railings, Stairs not UP to

Injuries and damages caused by a doctor/hospital or staff °de-
including birth injury and misdiagnosis of cancer cases. . I3 irth In'uries & Cerebral Pals

Injuries at childbirth including Erb's palsy.
edication Errors

ealth care industry fraud. Precription errors and medical malpractice from
Crime Victims nedication including anesthesia resulting in serious injury
Rape, sexual assault and childhood and adult abuse cases. I dl53bl“t)’- _
Construction Site Accidents I cal and Professional Malractice

Injuries caused by the negligence or wrongdoing of an
ttomey or licensed professional.

I isdianosis of Cancer Cases

Injuries caused by dangerous and defective products Failure to detect Breast Cancer or cervical cancer despite
including drugs, machines and air bags. estlng °T_l“ade‘I“ate te5t_l'.‘$- _

lectrical Accident Lawsuits ' Cad In I1 and Bram In I1
Injury related to defective electrical equipment, ladders Serious head alld b"3l“_ l”j”W C3535 Caused by ‘:3’
nd cranes coming into contact with power lines. accldem-5: falls °r "°gl'§e“°e-

- ~ ' ' IIo Bite Law ‘
Injuries caused by dogs who are related to a home owner.
Wronful Death Lawsuits
Death caused by the wrongful act or negligence of

Injuries sustained at a construction site including death,
mputation, quadrapelgia and serious personal injury
efective Products

0--1W‘(D >1m 0OB CD:3 (/2 E’.5:3 2° 0>17? 57O(D F—1:3 F6 (/1

Issues involving people injured at work including third
arty actions that allow more than Workers‘ Comp.

   

I ot‘3 



Massachusetts Lawyer Finder: Massachuse...line: Fin“ Attorney in Massachusetts 65iwyg://72/http://www.ma5sachusetts-lawyers.com/

For all Personal Injury Inquiries including those above you may use this form.

 

Drunk Driving Dflg Computer Crimes White Collar Crimes Serious
Law and OUI. Cases-Including & Internet Cases. and Professional Crimes-

Possession and Misconduct- Federal Major Vi

Trafficking. Cases. Crimes.

For all Criminal Defense Inquiries including those above you may use this form.

 
Employment Law Guardianship, Wills & Basic Bankruptcy. Debtor For all Inqi
issues. Conservatorship Estate Planning. and Creditor Pra<=tiCe- including 1
Discrimination, sexual and elder care. -Drafting wills, here you 1
haFaSSm€f1iC'<15€5~ trusts and estates. use this f(

 
Real Estate Internet and D_l_ _C_on_sg_ng For all Inqu
-Including C1°Sing-S Technology Family Law Protection. including tl
“"d ‘me “’°’k- Law-Including Matters & Child Lem?“ law, <=haPt_eT 93A here you ma

:.<;*,‘::;':‘,:i,i:,:;::,.:;;‘3,.. ——Y-Cust°d- :3§?:.;:;‘:‘..‘:.:i:f;‘;.“ t——hisf°m
issues

 

Massachusetts-Lawyers.com is a Service of the Law Offices of K. William Kyros, PC
in Boston, Massachusetts. The law firm helping lawyers and their clients use the intemet to

find qualified legal counsel.
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Tru ker Lawyers - Good advioe for Injured Truckers.

CDMMQN QlJESl‘lON§S

.AV<’3:IDi,f*5G .~:ssm«;£.s

ANIDYHWE‘ FNETY A? Fn.'idl.‘l‘

HNFD A Jx."s‘:’Y'§R

;afi€3't.'»°'T

»‘I.“C3|N‘u‘ACl U3}

il‘.~Gab.L LENKS

T¥€%JC.Kl.NG Li?-ll<'$

QPSN F(§li’UM:
"fR§.lC'l(ER LEGAL l&S{‘ll ES

http ://www.trucker|awyers.com/

 
Welcome

This website is aimed at helping truckers who have suffered a
work-related injury or sickness.

In even the best of cases Workers Compensation and injury claims are
complicated legal problems requiring a thorough knowledge of state law, rl
and procedures.

For truckers, the difficulty is compounded by differences in state laws and
fact that the laws of several different states may apply.

Truckerlawyers.com is designed to help you learn about your rights and fir
legal help you need.

Using this Site

As a trucker, you will find this web site helpful in:

I Getting answers to common I Avoiding mistakes that often
questions about work injury and truckers from collecting full a
illness claims. fair benefits.
Click here for common Click here to avoid mistak
questions

Finding a qualified lawyer to
handle your work injury or ii
claim.

Click here to find a Iawyei

I Learning what to do if your injury I
resulted from an accident where

another party was at fault.
Click here if another party
was at fault

There is no charge for using any portion of this site.

Feel free to take all the time you need to fully explore Truckerlawyers.com
please contact us if you have questions.

__________________________.______.____.________

This site contains legal advertising material.
Last modified: October 16, 2002

i r———————————jfl
do Wirefiuift

M-«>>..v>~u.n.-..r.;-yr_».'.»....<>..m’§

12/3/02 7:10 AM
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Personal'1njU3:)' LaW)’eT5- accidem Compensation adVW\ustralia wvsiwvg2//75/http://www.personaIinjurylawyers.c0m.au/

 
l -  T ,_Find a Lamgei

‘in your area
Searcli by State 8;. Si-_ibu.rb

a. . K

_ . .Lib'ra?ry- A‘

':%o_‘Ca5se:St‘udi—eg‘;_1-»i,=?’: . “ ’ V"

.-Mnivuryi R'efhab_ii,itation  
Full page professional
listings are available to all
Lawyers, Injury Rehabilitation
Providers, and Finance,
Insurance & Investment
advisers across Australia.

Simply list your services
below, or view the Samples
first before Joining.~..-e~.=«<w.-x—-.w«.m.~.x.-~:.». .

%iJain Heir?

     
S(‘..;‘=1.l"Cli lav i11ju,r\’E>:pe1‘Iise

If you are already a 1 ~ ‘
Member, you can ‘Log In‘ Please choose a category and click 'Search'
below to edit your existing

,..............,.............

listings as required. Animal gites, v 5;: xozfa

Expert, Witiiess
directory

 Looking for an

Expert or

‘N s ‘ _ Consultant Witness
M-?'.i1‘(‘..lI by l’0s1.cu£1e ,,, A,,S,,a,,a-_,,

Please enter your postcode and click ‘Search’.

 

 .p...«..,..-....m..m..~«»«M..-N. « «swrmox wanna:  
._ _‘_..‘., ‘,‘,,=, c.- 

To view our latest TV commercial click
here.

Copyright ©2002 www.PersonalinjuryLawyers.com.au a Division of Online Referral Networks Australia. All rights reserve»
Use of www.PersonalinjuryLawyers.com.au is bound by our Terms of Use.
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'-blew Jersey Lawyers is the New Jersey La...nd law airs with new jersey lawyers. http://www.new-jersey-iawyers.com/

  
The Fastest Way to Fnd a Layr!

New-Jersey-Lawyers.com is your resource

for finding Lawyers Online. Our database
covers the entire state of New Jersey.

Search to find a lawyer in your local area and Atgenfign Afigymgyg:
to suit your specific legal needs. '

To begin, click "Find a Lawyer Now!". r

*%- Find a Lamar Now!

  Learn: More: >M‘ ’ H - A. -

  
 

/:“:‘ 
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Clonnecticutl7awyers/ Personal Injury Attorneys in Coiiecticutl Find an attorney wysiwyg://82/http://www.connecticut-lawyers com/

Con necticut-Lawyers.com

Find Connecticut Lawyers  
www.connecticut-lawyers.com 

How to Find a Lawyer in Connecticut

Connecticut-Lawyers.com is a service that locates Connecticut Attorneys specific to your
needs. Whether you have been in a car accident or accused of a crime we can help you find
an attorney or law firm in Connecticut.

Find a lawyer using our Case Submission Form here.

Personal Injury Cases

Car Accidents

Personal Injuries and damages caused by car accidents.
Read about bringing Legal claims and how auto insurance works in Connecticut.

Primagy Pulmonagg Hypertension
PPH cases related to Phen-fen and diet drugs.

Slip and Fall Cases
Injuries caused by the negligence improper building construction and dangerous conditions.

Mesothelioma

Cases involving asbestos exposure and rare form of cancer Mesothelioma.

Medical Malpractice
Injuries caused by a doctor/hospital including birth injury and misdiagnosis of cancer cases.

Cerebral Palsy
Birth injuries and medical malpractice related to Cerebral palsy

Workers‘ Compensation & Workplace Injuries
Issues involving people injured at work.

Construction Site Accidents

Injuries and damages sustained at construction sites.

Maritime Injury Cases

Injuries at sea under the Jones act.

Benzene Leukemia Cases
Cancer relate fio Benzene Exposure r——-—-"”"'“
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-Whfcome to ‘Eevy. Ehrlich & Petriello imp;//www_ |ep_]awyers.com/

Ehrlich & Petriellb
 . Prvfes  t3°rv°!'fition  

Levy, Ehrlich & Petriello
A Professional Corporation

60 Park Place 875 Avenue of the Americas

Suite 1016 Suite 500

Newark, NJ 07100 New York, NY 10001

Phone: (973) 643-0040 Phone: (212) 643-2503

Fax: (973)596-1781

Firm E-mail: info§a2,lep—lawyers.com

Founded in.1955, afull service lawfirm with offices in Newark,
New Jersey, and New York, New York.

  

Welcome to the Web site of Levy, Ehrlich & Petriello. This site is

designed to provide information about our firm and the services we
offer. We are glad you have chosen to visit our Web site. We hope
you enjoy your visit and return often as the site is expanded and
updated.

Please select an area of interest from the buttons to the left.

  

Home | Firm Overview 1 Practice Areas | Attorney Profiles

E-mail Links I Representative Clients | What‘s New | Articles | Guest Book

The information you obtain at this site is not, nor is it intended to be, legal
advice. You should consult an attorney for individual advice regarding your
own situation.

Copyright ©2002 by Levy, Ehrlich & Petriello. All rights reserved.

You may reproduce materials available at this site for your own personal
use and for non-commercial distribution. All copies must include the
above copyright notice.

‘W This FirmSite® is designed and hosted by West Legal
W-Esr Directo[y®, a service of West Group, Eagan, Minnesota.
i;Rt:.~i,r§'» _ r———-—-—-——-
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.'Ccjl-lection lL'éwyers - Welcome to CollectionLawyers‘m ht-tp;//co]|ec(j0n[aw)zer5_com/

 
  
  
 

We have been collection attorneys for over 20 years.

Find out why our clients return again and again.V.

Please call our Client Services Department

at (800) 653-5720 for more information

  

  
Home Top 10 Reasons Why Use a Collection Law Firm Time to Sue Creditor

Bankruptcy

ClientT.estimonials Contact'Us SubmitClaim Submitjudgment Legal(Sma|lPrint)    

Following are Search terms to keep the search engines happy:

home.htm, We provide efficient, prompt and effective collection and legal services to our clients. We 

l2/3/02 7:ll AM
I of?! x—— ——



'.l\1le.diaLawy'Er.com - Splash . O
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Welcome to Wrongful Death Lawyers (WrongfulDeathLawyers.com)
Sponsored by Consultwebs.com, a Raleigh, North Carolina Web
consulting firm, Wrongful Death Lawyers is intended to provide up to
date references and resources for Wrongful Death Lawyers. The
links and resources are provided as a public service for attorneys and
CO|’lSU|Tl€l"S.   

  To suggest a link or provide a suggestion about this Wrongful Death “"33 Feed’ A, _ -
law site, please click here. Please drop by and visit or post to our i?ILatest Law
Bulletin Boards. If you are interested in helping to sponsor Wrongful ‘
Death Lawyers or would like a free site listing, please fill out our site listing form or contact
Consultwebs.com. Attorneys - wrongful death domains and sites for other personal injury
areas of practice are for available for purchase and can be revised as desired.

  Cerebral Palsy Legal Help Mesothelioma Legal Help Asbestos Law Baycol Legal
Help Rezulin Law Fen—Phen Lawyers Diet Drug Lawyers Thimerosal Legal Help

Redux Lawyers Hip Implant Lawyers Aviation Disaster Personal Injury Vehicle
Wrecks Major Accidents Product Liability Workers Compensation Wrongful
Death Malpractice Toxic Mold Oxycontin Lawyers Supplements Lawyers

Prempro Legal Help Add a Link FAQ'S

Canada International

  
 

Consultwebs.com does not provide legal advice. Our goal is to provide resources for
consumers and attorneys.

Wrongful death law - a tort law - is designed to compensate for harm to a person
resulting in death. A wrongful death lawsuit holds that the decedent was killed as a result of
negligence or other liability, and that the surviving dependents or beneficiaries are entitled
to monetary damages as a result of the defendant's conduct. Each state in the United
States has passed "wrongful death statutes" unique to its own jurisdiction.

In the loss of a loved one, these damages may be sued for by the deceased‘s estate or
heirs. Medical bills - physician bills, hospital bills, therapy and ambulance bills - can be
overwhelming, causing untold mental anguish for the family as well as the victim. Loss of
income and loss of future income can be devastating for a dependant who is already
suffering the emotional loss of a parent or guardian. Sometimes the financial hardship is
such that they must abandon plans for education or give up the home they know.

A civil wrong, or a tort, is recognized by law as grounds for a lawsuit. Sometimes these
wrongs are considered crimes and are punishable with imprisonment, but the primary aim
of tort law is to provide relief through compensation to injured parties for the damages 
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1299 PENNSYLVANIA AvE., NW

WASHINGTON, DC 20004-2402
PHONE 202.783.0800

FAX 202.383.6610
A LIMITED LIAnIu'rY PARTNERSHIP

November 07, 2002 CW C“°*°"°PARTNER

202.383.6830

calcagnoc@howrey.com

FILE: 1 1774.0161.TMUS00

VIA HAND DELIVERY

Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

RE: Response to Ofijce Action for Lawyers.com, Serial No. 75/530,795

Dear Sir/Madam:

We enclose for appropriate action by the U.S. Patent and Trademark Office (PTO) the
following documents regarding Serial No. 75/530,795 :

1. Transmittal Letter (in duplicate);

2. Response to Office Action of May 5, 2002;
3. A postcard verifying receipt by the PTO

It is our understanding that no fee is required. If a fee is required, however, the
Commissioner for Trademarks is hereby authorized to draw on the deposit account of Howrey
Simon Arnold & White, Account No. 08-3038, Order No. 11774.016l.TMUS00. A duplicate

copy of this letter is enclosed for billing purposes.

A Very truly yours,

.12

Carla C. Cmcap 
Enclosures

W: 2l1l5(G@IOl!.Dx)



it  5

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Mark: LAWYERS.COM

In re Application of: §
§

Reed Elsevier Properties Inc. §
§ Law Office 103

Serial No.: 75/530,795 §
§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.
§

§

§

E3O2CD :11 «-1O EnF! >nEo2 CanE N] I98B)

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the Office Action dated May 7, 2002.

The Office Action raises only one issue with respect to the application. The Trademark

Attorney continues to conclude that the mark is merely descriptive under § 2(e)(1) of the Statute

and has requested additional evidence.

As requested by the Examining Attorney, Applicant hereby submits the Declaration of

Carol Cooper attesting to the acquired distinctiveness, ifnecessary of the mark. As requested by
the Examining Attorney, in addition to the evidence previously submitted, Applicant’s evidence

reflects that the mark has been used for four and one half years, enjoying revenues ranging from
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50 million to 200 million dollars. 2 million unique customers visit the site each year. This

means that one out of ten persons in the United States has visited_Applicant’s site. These

customers perform 500,000 searches per month. Thus, Applicant’s service is the number one site

of its kind in America, enjoying twice as many searches as any of Applicant’s competitors.

Applicant has spent tens ofmillions of dollars advertising and promoting the mark,

through every conceivable form of media. These include television commercials, radio

commercials, printed brochures, bus shelters, subway signs and web sites, distributed nationally.

As a result of Applicant’s extensive promotion, and the effort it has expended in creating

a quality service, Applicant’s site has received numerous awards and numerous third party

references. In the past two years alone, Applicant has enjoyed hundreds of third party references,

not only in newspapers and the like but also on radio and television shows. These third party

references have reached a combined circulation of 100,000,000, (one hundred million) persons,

i.e. approximately one-half of the population of the United States.

The quality and character of evidence sufficient to prove distinctiveness depends on the

circumstances surrounding the use of the term. The Board has expressly held that some terms

may acquire distinctiveness in less than five years. See e.g. Hunter Publishing Co, v. Caulfield

Publishing Ltd. 1 USPQ2d 1996, 1999 (TTAB 1986) [holding that SYSTEMS USER was not

generic and had acquired distinctiveness for a magazine title]. See also, McCarthy, J. Thomas

McCarthy on Trademarks and Unfair Competition, at 15:56.

In In re Callaway GolfCompany, 2001 TTAB LEXIS 599 (TTAB 2001), the Board

found that the mark STEELHEAD for steel headed golf clubs had acquired distinctiveness,

despite having been used for only three years. In that case the Applicant’s sales exceeded 134
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million dollars and had appeared prominently in advertisements. Further the mark had appeared

in tens of millions of catalogs and numerous unsolicited articles.

Under the Hunter and Callaway standards, the LAWYERS.COM mark has acquired

distinctiveness. The Applicant’s revenue figures exceed those in Callaway, as have the

advertising figures. Under such circumstances, Applicant respectfully submits that, to the extent

distinctiveness is required, Applicant’s mark has acquired distinctiveness to the relevant

consuming public and publication of Applicant’s mark is respectfully requested.

Wherefore Applicant respectfully requests that the Examiner withdraw the refiisal to

register and permit Applicant’s mark to proceed to publication.

Respectfully submitted,

Reed Elsevier Properties Inc.

  
 

J. Paul Williamson, Esq.

Carla C. Calcagno, Esq.

Howrey Simon Arnold & White

1299 Pennsylvania Avenue, NW

Washington, DC 20004

(202) 383-6830

Attorneys for Applicant

W: 2lll6(G@K0ll.DOC)



Applicant: Reed Elsevier Properties

Serial Nc.: 75/530,795

Filed:

Mark:

IN THE UNITED STATES PATENT AND
TRADEMARK EXAMINING OPERATION

§

§

§ 'I‘raden1a.rk Attorney:
§ Kathleen Vanston, Esq.
§

§

§

_nBcLfl.e;r1o;~1 on Dtsmcrtyy’ s 1113213 SECILON egg
Carol Cooper, being hereby warned that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States
Code, and that such willful false statements may jeopardize the validity of the application or any
registration resulting therefiom, and declaring that all the facts set forth in this application and
declaration are true and all statements made upon information and belief are believed to be true,

declares as follows:

(1)

(2)

WI 2109’-IGQZDII-Doc)

I am Publisher and Senior Vice President of Martindale-Hubbell, a division of
Reed Elsevicr Inc. and I have been authorized to execute this instrument on behalf
ofMartindale-I-Iubbcll and Applicant, Reed Elsevier Properties Inc. Reed

Elsevier Properties Inc. owns the LAW'YERS.COM mark and licenses that mark

to Reed Elsevier Inc. whose division, Martindale-Hubbell, uses the mark on

behalf of, and under the control of, Reed Elsevier Properties Inc.

I have been employed by Reed Elsevier Inc. since 1987 andby Ma1'tinda.le-
Hubbell since 1995. As a result ofthese positions, I am intimately familiar with

A151
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and use ofthe LAWYERS.COM mark, through its

 
Applicant’s promotion

licensee, Martindale-Hubbell.

(3) Applicant, through its licensee, first promoted the mark LAWYERSCOM in
April 1998. The LAWYERSCOM website became active on July 30, 1998.
Continuously since that date, Applicant, through its licensee, has used the mark

LAWY'ERS.COM in commerce in connection with an “online interactive database

featuring information exchange in the fields of law, lawyers, legal news, and legal

services" (hereaficr “Applicant‘s services“).

(4) I have no knowledge of any person using the phrase LAWYERSCOM as a source
designator for online information services, other than to refer to those services

provided by Martindale-Hubbell under license fiom Applicant.

(5) 4 Since the LAWYBRSBOM website was launched, Applicant, through
Marfindale-Hubbell, has extensively, substantially, and continuously promoted the

mark. From 1998 to the present, Martindale-Hubbell has spent tens ofmillions of

dollars, at the very least, in advertising and promoting the LAW'YEllS.COM

mark. Martindale-Hubbell has advertised and promoted the mark through such

varied, nationally distributed, media as television and radio broadcasts, printed

brochures, flyers, newspapers and magazines, including USA Today, Women’s

Day, The National Law Journal, and American Lawyer, billboards, bus shelters
and subway signs, throughout the United States and through promotion and

advertisement on the web sites of others. For example, in addition to television

commercials and other promotional efforts, in 2002 alone, Martindale-Hubbell ran
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generating over 371 million listener

 
279,000 radio spots over 2,100 stations,

impressions.

Applicant's mark also has been the subject of extensive third~party media(5)

coverage. Since 2000, Applicant's mark has enjoyed well over 350 third party

media mentions in television broadcasts, magazines, newspapers. and online

publications reaching a combined circulation of over 100,000,000 (one hundred

million) persons.

(7) As a result of the extensive use, advertising, and promotion ofthe mark
LAWYERS. COM, the. LAWYERSCOM site has achieved tremendous consumer

recognition. Since 1998, the LAWYERSCOM website has generated direct

revenues to Martindale-Hubbell of approximately 50 million dollars, at the very

least. Additional indirect revenues are generated that have not yet been

quantified. However, I approximate these revenues to be at least 200 million

dollars. Presently, the site enjoys approximately 500,000 searches per month, a

figure two times greater than any competitor's site. Over 2 million unique

customers visit the site per year.

(8) Further, the site has received substantial recognition in the industry. Specifically,
among other awards, the LAWYERS.COM site has been voted “Favorite Legal

Site" by Forbes magazine. “One of the 100 Best Websites" by Entrepreneur
Magazine, “One of the 50 Most Incredibly Useful Sites" by Yahoo! Internet Life,

for two consecutive years, and “Best Online Directory” by Simba Report on

Directory Publishing.

W: alonstcszntlbofll



 
 
 
 
 

 
 

 

 
(9) Additionally. Nielsen has conducted an independent survey chronicling the

(10) By reason of the substantially exclusive and continuous use thereof as a mark by
in behalf of Applicant in commerce, the extensive advertising and promotional

efiorts made by or on behalf of Applicant for the services carrying this mark. and

by reason of the extensive sales which have been generated under the mark over
that time, I believe that the LAW'YERS.COM mark has become distinctive as

applied to Applicant’s services. By distinctive, I mean that when consumers hear
or see or use the term LAWYER.S.COM, they understand and expect that term to .

refer exclusively to Applicant's services, as ‘provided by its licensee-, Martindale-

Hubbell.

Respectfully submitted,

Dated: Ill jfloci By: _@ .=«_ ._
Name: Carol Cooper
Company: Maitindale-I-Iubbell, a division of

Reed Elsevier Inc.

Title: Publisher and Senior Vice President

4
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A PROPER RESPONSE :TO OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID A.B.41\'DON1l{ENT.
For your convenience and to ensure proper hana'Itn‘g:"of-your response, a label has been enclosed
Please attach it to the upper right corner. ofyaur response." Ifthe label is not enclosed print or type
the  fiQ_M. SEMLYQ. andMark in the upper right corner ofyour response.

RE: Serial Number: 75 /53 0795

This letter responds to the applicant's communication filed on February 7, 2002.

The refusal under Section §(e)(1) is CONTINUED for the reasons stated in the first and ‘second
office actions. -- - ' ' « '

- The applicant's mark is highly descriptive as applied tothe services. The applicant's three and one
: halfyears of use alone: is insufficient evidence of distinctiveness. The applicant may submit actual

evidence to prove the distinctiveness of_the mark in commerce. The Office will decide each case
on its own merits. Th: examining attorney will consider the following principal factors in this
decision; (1) how long; the applicant has used the mark; (2) the type and amount ofadvertising of
the mark; and_(3) the applicant's’ efibrts to associate the mark with the goods/services. See Ramon
‘Purina Co. v. 772omasJ._Lzjpton, Inc., 341 F. Supp. 129. 173 USPQ 820 (S.D.N.Y. 1972); In re
Packaging Specialists, Inc., 221 USPQ 917 ('I'l‘AB 1984); 37 C.F.R §2.41;TMEP §§1:Zl2,
1212.01 and 1212.06 etseq.- This evidence may include specific dollar sales under the mark, .
advertising figures, sanples of advertising, consumer or dealer statements ofrecognition ofthe
mark and any other evidence that establishes the distinctiveness of the mark as an indie: tor of
source.

The following is a properly worded declaration under 37 C.F.R. §2.20. At the end ofthe: response,
the applicant should insert the declaration signed by a person -authorized to sign under 3'7 C.F.R.

- §2.33(a). - ' . " -  

DOCKETED LS L- l‘i~0?~
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The undersigned, being hereby warned that willfial false stetements and the like so mac e are .
punishable by fine or imprisonment, or both, under 18 'U,S.C. §l0O1, and that sueh wil .fi.1l false
statements may jeopafdize the validity ofthe apph,cafioit_or any resulting registration, declares that -
the facts set forth in this a'pplie'ation are true; all made ofhis/her own knowledge are
true; and all statements made on information and beliefare be_liev__ed to be true.

 

(Signature)

_ j (Printer Type Name and Posi-.ion)

 

V * (Date)

55113441/rw++
' Kathleen M, Vanston
Examining Attorney
Law Office 103 A

-(703) 3o§-9103 ‘ext. 138
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NOTICE won ‘APPLic;\N'rs FILING IN INTERNATIONAL CLASS 42 
Effective January 1. 23002." the 8th edition ‘of the’N'tee Agreement governing the
classification of goods and divided ptioir International Class 42 into four service
mark classes. In formation about revised Intenjational‘Clfiss 42 and new International _
Classes 43. 44,‘ end 45 is;mi1abIe'sa;=‘twm;u§g‘'t6"g"g’v/webioffices/tac/notices/notices.htm.

All applications /i1ed}au or ‘after Jiifiuary 1; _Vr_riuV.t.t-In :}:;$}}.p1_y with the new
cla5.n]'ica_tion schedule. Fpl.jappli_§ELti0nS_fil§Q=vb¢'fi)r¢_ January‘ 1. 2002, the new . t._

’‘ - classification sclieduleis optional’. ApplieanLs’:"6t$tit}ig to famend to the new schedule must

 advise: the assigned Examining Attorney.
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CARLA CALCAGNO

PARTNER

202.383.6830

ca1cagnoc@howrey.com

February 7, 2002 FILE: MDCA:16l

 
Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

RE: Response to Ofiice Action ofAugust 7, 2001, for Serial No. 75/530,795 -
IAWYERS. COM

Dear Sir:

Enclosed is a Response to Office Action of August 7, 2001 for Serial No. 75/530,795.

The Assistant Commissioner for Trademarks is hereby authorized to draw on the deposit account
of Howrey Simon Arnold & White, LLP, Account No. 01-2508, Order No. MDCA:161/CAC,
should a fee be necessary. A duplicate copy of this transmittal letter is_ enclosed for billing
purposes, if necessary.

Please call if there are any questions.

Very truly yours,

Howrey Simon Amold & White, LLP

Carla C. Calcagno» §
_ 1299 Pennsylvania Avenue, NW

Washington, DC 20004-2402

(202) 383-6830

CCC:ccr

Enclosures

cc: J. Paul Williamson, Esq.

W: l9l64(lSC0l!.DOC)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of: §
§

Reed Elsevier Properties Inc. §
§ Law Office 103

Serial No.: 75/530,795 §
§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.
§

Mark: LAWYERS.COM §
§

RESPONSE TO OFFICE ACTION OF AUGUST 7, 2001

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the Office Action dated August 7, 2001. Applicant is

pleased to note that the Examining Attorney has withdrawn the reference to Serial Number

75/505902 and the refusal on the ground that the mark is deceptively misdescriptive of

Applicant’s services.

The Office Action raises only one issue with respect to the application. The Trademark

Attorney continues to conclude that the mark is merely descriptive under § 2(e)(1) of the Statute.

Without waiving Applicant’s right to argue this issue on Appeal, and without conceding the

Examiner is correct, Applicant hereby amends this Application to claim the benefits of Section"

2(f) of the Lanham Act. In support of this Amendment, Applicant submits the Affidavit of

w: 191sa(ws@ou.noc) ' 



Renee P. Simonton attesting to the acquired distinctiveness, if necessary of the mark. Applicant

also points out that a Google Search for the mark LAWYERS.COM revealed only a response to

Applicant’s web page. See, Google search page attached as Exhibit A. Applicant also points out

that a link search shows that allegedly, there are 3,640 links to Applicant’s site. See, Google

search for linking sites attached as Exhibit B. These facts appear to show that Applicant’s use is

substantially exclusive and that given the years of use and number of links, consumers are fully

aware that LAWYERS.COM indicates source. Under such circumstances, Applicant respectfully

submits that, to the extent distinctiveness is required, Applicant’s mark has acquired

distinctiveness to the relevant consuming public and publication of Applicant’s mark is

respectfully requested.

Respectfully submitted,

Reed Elsevier Properties Inc.

9/(D1--<5/3- By: Q;-Z,o_a
J. Paul Williamson, Esq.

Carla C. Calcagno, Esq.
Arnold White & Durkee

750 Bering Drive

Houston, Texas 77057

(202) 383-6830

Attorneys for Applicant
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Showing web page information for lawyers.com

Attorneys - Lawyers - Law Firms - Find Hire an Attorney -
Find a lawyer - Learn about the law - Know your

legal options. Practice Area, OR.
Description: A simplified interface to the Martindale-Hubbell legal directory for consumers, also providing
legal...
Category: Society > Law > Services > Lawyers and Law Firms > Directories

Google can show you the following information for this URL:

Show Google's cache of lawyers.com
Find web pages that are similar to lawyers.com
Find web pages that link to lawyers.com
Find web pages that contain the term "lawyers.com"

 Search within results

Unsatisfied with your results? Help us improve.

Google Home - Advertise with Us - Add Google to Your Site - News and Resources - Language Tools - Jobs,
Press Cool Stuff... 

©2002 Google
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'.Goog1e Search: 1ink:h__oHfiSIEC:www.1awyers.com/ ’ Page 1 of 4

 
Searched for pages linking to h_oHmdsGSlEC:www.lawyers.comI.{ Results 1 - 30 of about 3,640. Search tool ‘

Will/Probate Personal |n'u Divorce Mal ractice Attorne s -

Here are links to resources on the web that might be useful in your

search for a lawyer and other legal services.

www.lawyers.com/Iawyers-com/content/Iegalresources/legalresources.htm| - 20k - §;_a_cl_'g_eq - §jm__i_la_r,pa__g,e_s_

 

Lawyerscom Firm Overview Page for Jeralyn E. Merritt
Jeralyn E. Merritt. Jeralyn Click here to view our Martindale-Hubbell
listing. This web site is

www.lawyers.comlmerritt/firmoverview.htm - 4k - Cached - Similar gages

Lav_vyers.com News Clips Page for Jeralyn E. Merritt
Jeralyn E. Merritt. Media Appearances. : MSNBC Legal
Analyst, 1997 - 1999. Appearances

www.lawyers.com/merritt/newsc|ips.htm - 3k - Cached - Similar pages

Lawyerscom Legal Links Page for Lisa L. Schneider &
Lisa L. Schneider & Associates, wvvw.ryans-edsi-arbitration-agreement-invalidated.com/3.htm|.

wvvw.lawyers.com/schneider&associatesllega|links.htm - 3k - Cached - Similar pages

Martindale-Hubbell's Lawyers.Com: About the Law: Criminal Law
Enter Practice Area, City, The Criminal Justice Process.

The criminal justice process

wvvw.lawyers.com/lawyers-com/content/aboutlaw/criminal_10.html - 31 k - Cached - §_imilar gages

Martindale-Hubbell's Law_yers.Com: About the Law: Animal Law
Enter Practice Area, City, State. AL, Equine Law. Equine

activities range from the hobby
wvvw.lawyers.com/lawyers-com/content/aboutlaw/animal_6.htm| - 17k - Cached - Similar gages‘

Martindale-Hubbell's Lawyers.Com: Legal Resources: Probono
Enter Practice Area, City, State. AL, Services Provided:

N/A Eligibility: N/A. Top of Page.
www.|awyers.com/lawyers-com/content/legalresources/georgia.html - 21k - Cached - Similar .
pages

Martindale-Hubbell's Lawyers.Com: Legal Resources: Probono
Marin County: Legal Aid of Marin City: San Rafael Telephone: (415) 492-0230 Area

Served: Marin county Services Provided: N/A Eligibility: N/A
wvvw.lawyers.com/Iawyers-com/content/legalresources/california.htm| - 50k - Cached - Similar
gages  

Martindale-Hubbell's Lamgers.Com: Legal Resources: Probono A163
Enter Practice Area, City, State. AL, requirements based
on federal poverty guidelines. Top of Page.
www.lawyers.com/lawyers-com/content/legalresources/southdakota.html - 15k - Cached - Similar
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Enter Practice Area, City, State. AL, Top of Page. .
Martindale-Hubbell Law Directory is
www.lawyers.com/lawyers-com/content/aboutlaw/judicial_2.htmI - 46k - Cached — Similar pages

FedLaw - How-to Legal-related Sites -
How-to Legal-related Sites. Certiorari (cert.) (Cornell Legal lnfonnation Institute).

Court personnel (US Courts). Evidence (Kentucky Dept. of Public Advocacy).
Description: Links to ‘how-to’ legaI—related sites from the US General Services Administration.
Category: Societ > Law > Le a_Llriformation > Resources > Diregt_qri_e_s_
vvww.lega|.gsa.gov/lega|92.htm - 4k - Cached - Similar pages

Spam Laws: Links .
Spam Laws: Links. Legal Information. FindLaw; Law.com;
LawOffice Information on the Internet. Spam.
wvvw.spamlaws.com/links.html - 4k - Cached - Similar pages

martindale.com .

Martindale-Hubbell Home Feedback,
TM. LawCommerce.com SM. Index of Ar
www.martindale.comIxp/Martindale/Lawyer_Locatorlaop-index.xml -

Visit our affiliates... lawyers.com. LexisNexis
eas of Practice for the United States.

30k - Cached - Similar pages

martindale.com
Banner Sponsorships Alliances and Affiliations. The

Lawyer Locator expands its reach. Through an
vvww.martinda|e.com/xp/Martindale/Site_|nfo/alliances.xml - 31 k - Cached - Similar pages

martindale.com
The effective way to promote your business to the

legal market. Whether you Expert Witness. top
wvvw.martindale.com/xp/MartindalelExperts_and_Services/adv_opp.xml - 26k - Cached - Similar
pages

martindale.com
John A. Lawler. President and CEO of Reed Elsevier New Providence

(RENP). which includes Martindale-Hubbell.
www.martindale.com/xp/Martindale/About__Us/Media/Bios/execbio_lawler.xml — 23k - Cached -
_$_imi|§£_Q§!Q§§

martindale.com
Add a free listing for a US law firm. Martindale-Hubbell

endeavors to discuss expanding my listing. top
wvvw.martinda|e.com/xp/Martindale/Lawyer_Locator/Add_ListingI add_firm_us.xml - 34k -
Qacheq -

martindale.com

Tips for the Corporate search form.
search the Lawyer Search form. Field Descriptions.
wvvw.martindale.com/xp/Martindale/Lawyer_Locator/Search_Lawyer_Locatorl tips__corp.xml — 29k
- Cached - Similar pages

Use the Corporate
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American Bar Association
Consumer's Guide to Legal Help on the lntemet and a little beyond .... ..

wvvw.abanet.org/legalservices/publicinfo.html - 18k - Cached - Similar pages

The Scout Report - August 7, 1998
go to text version The Scout Report. Volume 5, Number
15 August 7, 1998. New From Internet Scout.
scout.cs.wisc.edu/report/sr/1998/scout-980807.html - 27k - Cached - Similar pages

Scout Report Annotations Listed by Category: Law
A Publication of The Internet Scout. Comments, Suggestions, Feedback?

Use our feedback form or send email to scout@cs.wisc.edu.
scout.cs.wisc.edu/report/bimonth/lawIaugsep98.html - 5k - Cached - Similar p_a_g§§_

The Journalist's Toolbox: Expert Sources
Toolbox Customers. Order your books, CDs. etc. by clicking on this online
advertising. Save money and help The Journalist's Toolbox: BEATS.
www.geocities.com/mike__reilley_2000/newswriting/expert.html - 26k - Cached - Similar pages

SoftwareCEO--a free Web portal for software entrepreneurs
[ Privacy policy] [Linking to softwareCEO ] [ Post an event] [ Suggest

a link] [Contact us ] [Discounts] [ Forums].
www.softwareceo.com/ - 46k - Cached - Similar pages

Legal Services by Reguest, from |amers.com
Category Search (tips): How this works.

lawyers.respond.com/lawyers/search/buyerslsearchtips.html -

Duke University/Law Library/Research Guides/Directory of Lawyers
Download .pdf version of Guide. FINDING LAWYERS ON THE INTERNET. GENERAL
DIRECTORIES OF LAWYERS AND BAR ASSOCIATIONS.
wvvw.law.duke.edu/Iibllibser/publicat/researchGuidesllawyersl |awyers.htrn| - 25k - Cached - Similar pages

Find a Layger - Hire an Attorney - Lawsuit - Law Firms -
Hubbell Law Directory is the most complete.

Top of Page. Lawyers.Com, The Martindale-
trusted source for identifying qualified legal counsel.
cobranders.lawyers.com/commonlcontent/disclaimer/disclaimer.asp - 21 k - Cached - Similar pages .

16k - Cached - Similar_p_a_ge§_

Office Bearers
wvvw.saarc|aw.org, Welcome to SAARCLAW Homepage ! Home
> Office Bearers. SAARCLAW Office Bearers
www.saarcIaw.orgloffice_bearers.htm - 31 k - Cached - §i_r_nilar pages

SAARCLAW Patrons
www.saarclaw.org, Welcome to SAARCLAW Homepage
! Home > Patrons. SAARCLAW Patrons.
www.saarclaw.orglpatrons.htm — 18k - Cach_e_d_ - Similar pages

 

A165

httn://www.gooale.com/search?h1=en&num=30&q=1ink:h__oHmdsGSIEC:www.1awyers.com/ 2/7/O2



Google Search: 1ink:h_ol-WIEC:www.1awyers.com/ ” Page 4 of4

Untitled

New Search. . Paul D. Supnik. Member. Paul D. Supnik. 9595 Wilshire

Boulevard. Suite 201. Beverly Hills, California 90212-2512. New Search.

top -

lawyers.martindale.com/marhub/isln/903311166 - 26k - Cached - Simila_r_p_a_ge_s_

GOf)0G{)0Q7DODgl€
Result Page: 1 _2_ § 5 § § 1 3; gm Next

 Search within results

Unsatisfied with your results? Help us improve.

g3__c_>_og|e Home - Advertise with Us - Add Google to Your Site - News_gr_1d Resources - Language Tools - Jobs,
Press gool Stuff...
 

©2002 Google

A166

http://www.goog1e.com/search?h1=en&num=3O&q=1ink:h_oHmdsGSIEC:www.1awyers.com/ 2/7/02



‘ ' “
r¢':—:1a—a7-2aa2 13:39 REED EESEUIER INC.- 392 P 82

 
IN THE UNITED S!TATES PATENT AND TRADEMARK OFFICE

TRADEMARK EXAMINING OPERATION

 
In re Application of:

Kathleen Vanston, Esq.

Mark: LAWYERS.COM

I §
5 §

Reed Elsevier Properties Inc. § §
. 1 § Law Ofiice 103

Serial No.:75/530,795 1 § p
§ Trademark Attorney:

Filed: June 22, 1998 §

§

§

§ 
l

DECLARATION OE RENEE SINIONTON

 
 
 
 

 
 

 
 

 
 

I

i Renee jimonton, be‘ g warned statements made with the knowledge that
wlillful false statements and t e like are p 'shable by fine or imprisonment or both underI

Section 1001 of Title 18 of e United Stat ’ Code, and that such willful false statements

may jeopardize the validity f this application or any registratio A resulting therefrom

dTclares as follows; that sh-i is president 'pf Applicant and is authorized to make this
dTe1aration on its behalf; 1 she believes Eithat the mark LAWYERS.COM has become
djstinetive as applied to Ap 1icant’s servi es by reason of substantially exclusive andI

cpntinuous use thereof as a rk by the ApT1ieant in commerce for the three and=one-halfI

years preceding the execution} of this Decla tion; she further deel _ | s that all statementsI

{Tide herein of her own linowledge. in-T true and all statements made herein on
information and belief are be icved to be e I

REED ELSEVIER padpsnnes INC.
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   [:1 New TM/SM Al. As Follows: lj ITU [:1 Use-Based [:1 44
ecimens E] Drawin Class(es): El Check for$

E] AAU E] EOT # E] StmtofUse |:| Sec. 8Dec1. |:] Sec. 8& 15 Decl. E] RenewalA.
D Assinment FROM: TO:

Res onse to Office Action Dated: Au - ust 7, 2001 and Declaration of Renee Simonton

Other: ‘
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XI Hand Deliver C] Cert. of Timel Mailin

IDENTIFICATION .2,-.L'I.Y5.Vi T R

[Z] Serial No. 75/530,795 [] Re.No. [:1 osNo. E] Cancellation No.:
Mark or Case Title: LAWYERS.COM

 [:1 Ex. Mail No.

   

L
 

\

‘ FEB 0 7 W b
A licant or Reistrant: Reed Elsevier Proerties Inc. Attorne 2 Calcano

Client: Reed Elsevier Properties Inc. Firm File No.2’R4osw“ 11774.0161.TMUSO0

Mailed: Filed: Februar 7, 2002 Due Date: Februar 7, 2002

 

      

 
   Please indicate recei t of the below-identified

E] New TM/SM A 1. As Follows: E] ITU E] Use-Based
' ecimens El Drawin ; Class(es): E] Check for $

[:1 AAU I:] EOT # E] Stmt ofUse El Sec. 8 Decl. El Sec. 8 & 15 Decl. El Renewal A .
Assi nment FROM: TO
Res onse to Office Action Dated: Au ust 7, 2001 and Declaration of Renee Simonton
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Mark or Case Title: LAWYERS.COM 3 
  

'l
:1 InI IV

A licant or Reistrant: Reed Elsevier Pro erties Inc.  Attorne 2 Calcano

Client: Reed Elsevier Properties Inc. Q, éi‘ Firm File No.:
".2 _ a+ 11774.0161.TMUS00

Mailed: Filed: Februar 7,2002 - Due Date: Februar 7, 2002
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Plctuu: 'ltIl\'iIIA.' in all |.1nu;:[nnItl¢vIt.\:.
WRHPTD-l5'£5(5-W) U.8.DEPT.OFOO|l|l.&'|'MOFFiCE

I Filing Dal-=. Icaial numllct. mutt and
Am1lu=mt':I name.

2. Mnilmg date of this (lflla: action.
2|. l-lxarnining Auumefs name and

Law Olliur numlur.
‘I. Ymu Iaulqiiunu: uumhu uul '/-IP code. 

A PROPER RESPONSE TO THIIS ()I"FICI'.' ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID AIIANDONMENT.
For your cnnveniemw and la (.’l'l.\'llI'e proper handling qfyour re.s7x»I.w, a label has (well enclosed.
Please attach ii In the upper right corner ofyour re.symn.\'e. [flhe label is not tem'I0sed, print or type -;=
lhe 7'radt_€I_rtark Lgw Qflfce N0, Serial N_Q., alIdMat_‘/1' in the upper right comer Qf_wmr re.s])un.w. ‘ ‘

 

RE: Serial Number: 75/530795 .

'l‘he examiner will not cite Application Serial No. 75/505902 against the applicant.

The refusal to register because the mark is misdcscriptive of the identilicd services is
WITHDRAWN.

Registration was refused under Trademark Act Section 2(c)(l), I5 U.S.C Sectitm l052(e)(|).'
because the subject matter for which registration is sought is merely descriptive of the identified
services. '

The examining attorney has considered the applicant's arguments carefully but has found them
unpersuasivc. For the reasons below, the refiisal under Section 2(c)(l) is maintained and made
FINAL.

It is clear from specimens of record that the primary focus of the services is to provide information
about lawyers. As such,‘the term "LAWYI-JRS" is immediately descriptive of the subject mattcrof
the services.

3'd



. a* z

' 75/530795 ' -2.

Furthenrtore, as noted in the first Office action, the sullix lertn “.COM“ as used in the proposed
mark is merely one of the standard Alntcrnct “domains" which constitute a descriptive part of
Internet computer addresses or domain names. Domain names must have at least 2 parts: the part
on the lefi which names the organization, and the part on the right which identifies the highest
subdomain, such as the country (ft for France, uk for United Kingdom) or the type of organization
(com for commercial; edu [or educational. etc). See the attached definition of “domain“ from
httg;/13$’;cgntputemsgngm. Here, the “.C.OM" domain signifies a commercial entity accessible
on the lnternet. ~ .

Therefore, the combination of the descriptive term “I .AWYl-IRS" with the descriptive term " com“
in the form of a domain name “LAWYl;'RS.COM" remains descriptive in" its entirety of a
commercial entity which provides information about lawyers via a multi-user global computer
information network.

Accordingly, the refusal to register is hereby made I-'lNAl ..

Please note that the only appropriate responses to a linal action are either (I) compliance with the
outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal
Board. 37 C.F.K Section 2.(:4(a). If the applicant fails to respond within six months of the
mailing date of this refusal, this Ofliee will declare the application abandoned. 37 C.F.R. Section

 

  
 

  
 

       

 

2.65(a).

‘l{Hl2»/t\lA/L4 / ,t.. . 3-;'._'_1;~,t‘:-‘~._2 it "1 ‘.E':\..-—;—.
Kathleen M. Vanston “I ‘‘'’’“'l ‘‘‘‘‘*‘J‘-'‘-’ *5 '-“tilt
Examining Attorney \
Law 05.“ '03 N0! 0 7 2001 _,,
(703) 308-9I03 ex I88 ;';-2';-«;;§A_,j._4~3'h._:;§ Q55;-2-‘

/ - ..
DOCKETED E’ UPDATED El DOCKETED ,3/UPDATED D
Previous1y___ Not Required___ Prev5c,us13:____ Not Required
App1- Info Appl. Info ~ ""
Reg/Grant Info Rgg/Gram rm-0
Aciionfigquireég Agnonr; » -5; gy} ’ 42/

A I / ._, ‘I W". L,/» } -’., _ r ‘
Date Due/Done: _-‘SJ’ / of/is’-
By:_/i_ Checked__>l£l(l_..
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ign-_1‘ech Dictionary Definition

, Definition for: domain name

* 1

An Internet address in alphabetic form.DomaIn names must
have at least 2 parts: the part on the left which names the
organization, and the part on the right which Identities the
highest subdomain. such as the country (fr tor France. uk [or
United Kingdom) or the type of organization (oorn for
commercial; edu for educational. etc.).D|rectory levels can
be indlcated In other parIs.The lg address is translated Into
the domain name by the domain name‘ server.

.uf|

‘b‘O'd

hup:.-':‘w\w\v.ennIpIIts:ru.w'r.cuevurceoaidiclionutv."deI'|nitmn .htn nI"h mku;n-- $19

SEA_l3CHm~~o-- -4--

ltookupl
Put this 00.|1|¥£Iifs

Tell a Fr|end| I-M91
No Frames!
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Sl'A'l'I'.iS UIL'l’Al(l1VllL1V 1 U1‘ Lutvnivnnnxpn
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SERIAL NO. APPLICANT
75/530795 R-E-.-:1 Elsevier Prop-:-=.r't’1-as, In

MARK

ADDRESS

RENEE P SIMINTDN

REED ELSEVI R PROPERTIES INE
1105 N MARK T 57

19301
WILMI NGTCIN I-E

  pom p1'o.1525 (5.90) u.s. DEPT. or com. PAT. a TM OFFICE

RE: Serial Numbe : 75/530795

[] The examining a orney has searched the Office records and
has found no simil registered mark which would bar

registration under T ademark Act Section 2(d), 15 U.S.C.
Section l052(d). T EP section 1105.01.

[x] 1. Action on thi application is suspended pending the
disposition of:
[] Cancellation No).

[] Opposition No(s)

[] Civil Action No().

[] Concurrent Use o(s).
lfthe applicant is a any to the above proceeding, the
applicant should ad ise the Examining Attorney ofthe
outcome of the pr ceding when it is terminated.

[x] Application Ser al No(s). 75/505902

 

 

 

 

Since applicant's e‘ ective filing date is subsequent to the
effective filing dat of the above-identified application(s),
the latter, if and w n it registers, may be cited against this
application. See 3 C.F.R. §2.83. A copy of information
relevant to this pen - ing application(s) ‘I3 is attached Kwas
sent previously.

The applicant may equest that the application be removed
from suspension b presenting arguments related to the potential
conflict between t - relevant applications or
other arguments re ated the ground for suspension. The
applicant's electio to present or not to present arguments

LAWYERS . II‘-CW4
i ION No. Arlington, VA 22202-3513. I] -'_>

If no fees are enclosed, the address should include the
' words ‘Box R - nses - No Fee.‘

ILING DATE

V 01/14/00

[5] :

 
 

‘Patent and Tradema Office .

% PAPER NO.
Assistant Commissioner

for Trademarks

2900 Crystal Drive

Please provide in all comespondenoe:

1. Filing Date, serial number, mark and
Applicant's name.

2. Mailing date of this action.
3. Examining Attorney's name and

Law Office number.
4. Your tel hone number and ZIP code.

[] 2. Action on this application is suspended pending
. receipt of a certification or certified copy of the

registration in the country of foreign of applicant.
If the registration is in a foreign language, an English

‘ translation must be submitted. The certification or

' certified copy of the registration should be forwarded
to the Examining Attorney as soon as possible. If the

foreign application is abandoned, the Examining
' Attomey should be advised.

[] 3. It is noted that an assignment involving this
application is presently pending before the Office.

' Action is suspended on this application pending
' recordation of the assignment. This application will
. be removed from suspended status upon recordation o

the assignment. Notification of recordation is normall
done through Office channels. However, upon receip
of the reel and frame number of the assignment,

- applicant should advise the Examining Attorney. See
37 C.F.R. Part 3.

[] 4. Action on this application is suspended for
months until the Examining Attorney can determine

whether the cited registration will be canceled unde

§8 or expire under §9. 37 C.F.R 2.67.

[x] 5. The following refusals/requirements are
continued: 5

at this time will no affect the applicant's right to present ( . ‘ 9 -
arguments later.

Kathleen Vansto 703
EXAMlNlNG A ORNEY NAME LAW OF ICE PHONE

'2’... ; fl“’'’
T NEY SIGNATURE

EXAMlNlN A OR OJCI ,/ Z‘ I 0¢§orrnl’l'Ol.—373 (Re .3-94) 
V88’
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK EXAMINING OPERATION

Mark: LAWYERS.COM

In re Application of: §
§

Reed Elsevier Properties Inc. §
§ Law Office 103

Serial No.: 75/530,795 §

§ Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.
§

§

§

RESPONSE TO OFFICE ACTION OF APRIL 28, 1999

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the office action dated April 28, 1999. Applicant is

pleased to note that the Examining Attorney has found no registered mark that would bar

registration of Applicant’s mark under Section 2(d) of the Lanham Act.

The office action raises only two issues with respect to the application. First, the

Trademark Attorney concludes that the mark is merely descriptive under § 2(e)(l) of the Statute.

Specifically, the Trademark Attorney indicates that the mark merely describes the subject matter

of the Applicant’s services, i.e., that Applicant provides information about lawyers.

For the reasons noted below, the Trademark Attorney is urged to reconsider the refusal.

W: l0825(8CPOI l.DOC) 



As has been stated frequently, for a mark to be “merely descriptive” it must immediately

convey knowledge of the ingredients, qualities or characteristics of the goods or services with

which it is used. If imagination, thought or perception is required to reach a conclusion as to the

nature of the goods or services, then the mark is suggestive. As noted in McCarthy on

Trademarks, § 11:19, at page 11-26, if information about the product or service given by the term

sought to be registered is indirect or vague, then this indicates that the term is suggestive and not

descriptive.

To begin with, Applicant is seeking to register a unitary mark, LAWYERS.COM, and it

is the mark as a whole that must be analyzed, not its individual components, or combinations

within the whole, as it is the unitary whole that consumers will view.

When considered as a whole, the unitary mark LAWYERS.COM does not immediately

convey an idea of the ingredients, qualities or characteristics of these identified services. The

services in question are designed to offer information about the law, and to provide a forum for

discussing law, among other topics. Information about lawyers is not necessarily the whole or

even the primary emphasis of Applicant’s service. The unitary mark is vague, at best, in terms of

conveying any specific information about the total service package.

The Trademark Attorney has focused separately on the “LAWYERS” element of the

unitary mark to support the idea that the mark as a whole is somehow descriptive. Even

assuming, without conceding, that “lawyers” is somehow descriptive of Applicant’s services, the

Examining Attorney has not shown that “LAWYERS.COM” is merely descriptive. Apart from
e holding “.COM” to be merely

current office policy, the Examiner has not offered a single cas

W: l082$(8CP0l |.DOC)



descriptive of Applicant’s services. The cases cited by the Examiner do not speak to the

registration of marks including the form “.com,” let alone hold that all uses of “.com” are merely

descriptive. By way of example, if Applicant sought to register “.COM” alone as a mark for

Applicant’s services, would the Examiner really consider that mark merely descriptive of the

quality or characteristics of Applicant’s services?

For this reason, the Patent and Trademark Office has registered marks comprised of the

“.COM” formulation. These include: SOFTWARE.COM for computer software, and

PARENTS.COM for online magazines in the fields of child development and parenting.

Moreover, even assuming, without conceding, that “lawyers” and “.com” were separately

descriptive of Applicant’s services, this does not render the two-word combination merely

descriptive as a whole. See, e.g., In re Colgate Palmolive Co., 149 U.S.P.Q. 793 (TTAB 1966)

(HANDI-WIPES not merely descriptive of disposable wipes); In re Polflop Co;p., 167 U.S.P.Q.

383 (TTAB 1970) (LOCK-TOP not merely descriptive of bottle closures).

A mark does not have to be devoid of all meaning relevant to the goods or services in

connection with which it is used in order to be protectable. It can have the capacity to draw

attention to what the service is or to what are features of the service and still be suggestive, rather

than descriptive, when it requires an effort of the imagination of the consumer in order for the

mark to be understood as descriptive of a particular feature or aspect of the service. The Vision

Center v. Opticks, Inc., 202 U.S.P.Q. 333 (5th Cir. 1979), gt. denied, 444 U.S. 1016.

W: l03Z5(8CPO|l.DOC)



Applicant notes that the Examining Attorney advises Applicant of the current pendency

of a previously-filed application. Until the Examiner decides whether or not to initiate a refusal,

Applicant will defer response to that issue.

Respectfully submitted,

Reed Elsevier Properties Inc.

Dated: l0‘L$-jq By
J. Paul Williamson, sq.

Carla C. Calcagno, .

Arnold White & Durkee

750 Bering Drive

Houston, Texas 77057

(202) 289-0229

Attorneys for Applicant
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ADDRESS:
Assistant Commissioner

for Trademarks '
2900 Crystal Drive

MAILING DATE Arlington, VA 22202-3513
If no fees are enclosed, the address should include the
words "Box Responses ~ No Fee."

Please provide in all correspondence:

1. Filing Date, serial number, mark and
Applicant's name.

2. Mailing date ofthis Office action.
3. Examining Attome'y's name and

Law Office number.

4. Your telephone number and ZIP code.

FORM PTO-1525 (5-so) u.s. DEPT. or comm. PAT. & rm OFFICE

S OFFICE ACTION MUST BE RECEIVED WITHIN 6
ACTION IN ORDER TO AVOID ABANDONMENT.

r handling ofyour response, a label has been enclosed.

Please attach it to the upper right corner ofyour response. Ifthe label is not enclosed, print or type
the Trademark Law Ofice No., Serial No., and Mark in the upper right corner ofyour response.

A PROPER RESPONSE TO THI
MONTHS FROM THE DATE OF THIS

For your convenience and to ensure prope

RE: Serial Number: 75/530795

The assigned examining attorney has reviewed the referenced application and determined the
following.

ipal Register because the proposed markThe examining attorney refuses registration on the Princ
2(e)(1), 15 U.S.C. Section l052(e)(1);merely describes the services. Trademark Act Section

TMEP section 1209 et seq.

A mark is merely descriptive under Trademark Act Section 2(e)(l), 15 U.S.C. 1052(e)(1), if it
describes an ingredient, quality, characteristic, function, feature, purpose or use of the relevant
services. In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); In re Bed & Breakfast
Registry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986); In re MetPath Inc., 223 USPQ 88 (TTAB
1984); In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979); TMEP section 1209.01(b).

Here, the applicant seeks to register LAWYERS.COM. In effect, the proposed mark merely
combines the descriptive term LAWYERS with standard Internet top level domain COM. The

refix term LAWYERS is descriptive in that it appears to describe the subject matter of the



- 75/530795

0 0

Furthermore, as noted above, the suffix term “.COM” as used in the proposed mark appears to be
merely a standard top level domain name commonly used for on-line computer network addresses.
Therefore, prospective customers will be immediately led to believe by the suffix “.COM” that the
services are or would be provided through a multi-user global computer information network. As
such, the addition of the top level domain is not considered sufficient to overcome the inherently
descriptive significance of the remainder of the proposed mark.

-2-

Alternatively, to the extent that the proposed mark does not describe any aspect of the goods and/or
services, then the idea it conveys would be false because, given the nature of the goods and/or
services, it is plausible that the proposed mark would immediately be understood as describing
some aspect of the goods and/or services or the manner in which the goods and/or services are
provided.

If the idea conveyed by the mark is false, and also plausible, then the term is deceptively
misdescriptive and is unregistrable under Trademark Act Section 2(e)(l), 15 U.S.C. Section
l052(e)(l). In re Woodward & Lothrop Inc., 4 USPQ2d 1412 (TTAB 1987); In re Ox-Yoke
Originals, Inc., 222 USPQ 352 (TTAB 1983).

Therefore, to the extent that the proposed mark does not describe any aspect of the goods and/or
services or the manner in which they are provided, as indicated above, the examining attorney
concludes that the proposed mark would be deceptively misdescriptive and, therefore, in the
alternative, registration is refused on that basis as well.

Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

Although the examining the Office records and has found no similar
registered mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), the examining attorney encloses information regarding pending Application Serial No.
75505902. 37 C.F.R. Section 2.83.

There may be a likelihood of confusion between the applicant's mark and the mark in the above
noted application under Section 2(d) of the Act. The filing date of the referenced application
precedes the applicant's filing date. If the earlier-filed application matures into a registration, the
examining attorney may refuse registration under Section 2(d).

‘Jr t»/,' W ;,.l:f::»s.»;;s\_{gthlegn Vanston
Examining Attorney

Law Office 103

(703) 308-9103 ex 188
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V‘ User: kvanston *** Serial Number: 75505902 *** 4/23/99 11:04:03 AM
[Typed Drawing] Q

LAW.COM

loods and ServicesIC 042. US 100 101. G & S: providing information relating to legal
services, legal products and law

Iark Drawing Code
(1) TYPED DRAWING

Serial Number
75505902

?iling Date
19980622

Filed ITU
FILED AS ITU

Dwner Name and Address(APPLICANT) Law.Com, L.L.C. COMPANY ARIZONA 1201 South Alma School Road
Suite 400 Mesa ARIZONA 85210

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Live Dead Indicator
LIVE '
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