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Katherine M. DuBray, Tara M. Vold, and J. Paul Williamson
of Fulbright & Jaworski L.L.P. for Reed Elsevier
Properties, Inc.

Kathleen M. Vanston, Trademark Examining Attorney, Law
Office 103 (Michael Hamilton, Managing Attorney) .

Before Grendel, Rogers and Drost,

Administrative Trademark Judges.

Opinion by Rogers, Administrative Trademark Judge:

Reed Elsevier Properties Inc. [applicant] initially
applied to register LAWYERS.COM, in standard character
form, as a mark for services identifiéd as "providing
access to an online interactive database featuring
information exchange in the fields of law, lawyers, legal
news and legal services," in Class 42. The application

sought registration on the Principal Register and was based
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on applicant's claim of use of the designation in commerce,
with July 30, 1998 asserted as the date of first use and

first use in commerce.

Examination History/Evidence

The examining attorney refused registration, asserting
that the designation is merely descriptive for the
identified services, because it signifies only that
applicant provides information about lawyers via the
Internet.! See Lanham Act Section 2(e) (1), § 15 U.S.C.
1052 (e) (1). In addition, the examining attorney provided
applicant with information about a prior-filed application
which, the examining attorney reported, might present a bar
to registration of LAWYERS.COM if the prior-filed
application resulted in issuance of a registration. 1In a
subsequent action, however, the examining attorney stated
that no such refusal would be issued.

In response to the initial refusal under Section
2(e) (1), applicant refused to concede that either LAWYERS
or .COM is descriptive of its services and further argued
that the combination LAWYERS.COM, nconsidered as a whole ..

does not immediately convey an idea of the ingredients,

1 pq an alternative basis for refusal under Section 2(e) (1), the
examining attorney stated that the designation might be
deceptively misdescriptive. That refusal, however, was
subsequently withdrawn and is not a subject of this appeal.
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gualities and characteristics of these identified
services." Applicant explained that information "about
lawyers is not necessarily the whole or even the primary
emphasis of Applicant's service," and that the composite
designation "is vague, at best, in terms of conveying any
specific information."

Notwithstanding applicant's argument, the examining
attorney made the refusal under Section 2(e) (1) final.
Applicant then amended its application to seek registration
on the Principal Register under Section 2 (f) of the Lanham
Act, 15 U.S.C. §1052(f), but specifically stated that it
was not waiving its right to argue the Section 2 (e) (1)
refusal on appeal. The examining attorney maintained the
refusal under Section 2(e) (1) and rejected applicant's
evidence of acquired distinctiveness as insufficient, but
offered to consider any further evidence of distinctiveness
applicant might later submit.?

Applicant then submitted a declaration from Carol -
Cooper, the Publisher and Senior Vice President of
Martindale-Hubbell, a division of Reed Elsevier Inc., which

is licensed to use LAWYERS.COM by applicant. This

2 ppplicant had submitted the declaration of its president and
results of certain searches of the Internet by its counsel. The
examining attorney suggested applicant submit information about
the type of and expenditures for advertising, samples of




Ser No. 75530795

declaration provides specific figures regarding advertising
and sales, among other statements, and reports that
"Nielsen has conducted an independent survey chronicling
the consumer use of the mark." The declarant asserted that
relevant portions of the survey were attached to the
declaration, but they do not appear in the record.

Without mentioning the apparently missing survey
evidence, the examining attorney issued another office
action maintaining the refusal of registration under
Section 2(e) (1). The examining attorney asserted that
LAWYERS.COM is generic for the identified services and that
applicant's evidence of acquired distinctiveness was
therefore insufficient to overcome the refusal.

Applicant then amended the application to seek
registration on the Supplemental Register. Applicant also
amended the description of services to delete the word
"1awyers," so that the resulting identification was
"providing access to an online interactive database
featuring information exchange in the fields of law, legal
news, and legal services." (In a subsequent examiner's
amendment, the words "access to" also were deléted from the

ijdentification.) Applicant explained that its amendment of

advertising, the level of sales of applicant's services, and
consumer or other statements of recognition.
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the application to seek registration on the Supplemental
Register was made " [w]ithout waiving its right to argue" on
appeal against the examining attorney's refusal that
LAWYERS.COM is descriptive.

The examining attorney refused registration on the
Supplemental Register, referencing arguments and evidence
from the previous office action. In addition, the
examining aﬁtorney asserted that applicant's deletion of
the word "lawyers" from its identification of services was
a "transparent effort" to avoid Board precedent supporting
the refusal and that it was clear from reference to
applicant's specimens of use (reprints of numerous web
pages accessible through the LAWYERS.COM web site) "that
providing information about lawyers is one of the primary
purposes of the website."

Applicant responded by arguing that while a term may
be descriptive or generic for certain services, that does
not preclude its registration for other goods or services.
Also, applicant asserted that deletion of the term
"lawyers" from its identification was not, as the examining
attorney had contended, disingenuous, and applicant
explained that it "never argued that its services didn't
extend to providing information about lawyers, only that

the services now covered by the application don't cover
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such activity." 1In this response, applicant referenced its
earlier amendment of the application "to seek registration
on the Supplemental Register," stated that the application
nseeks registration of LAWYERS.COM on the Supplemental
Register," and concluded its remarks by stating "this
application is in condition for registration on the
Supplemental Register." Nowhere in the response does
applicant reference an alternative position that
LAWYERS.COM is registrable on the Principal Register, with
or without resort to Section 2(£f).

The examining attorney then issued a final refusal to
register the mark on the Supplemental Register, on the
pbasis that applicant's mark is generic and incapable of
identifying the source of applicant's services. Applicant
filed a notice of appeal. The examining attorney and
applicant have filed briefs, and an oral hearing was held.

In its reply brief, applicant affirmatively states
that it "does not now dispute that LAWYERS.COM is
descriptive" in connection with its services, and notes
that it had submitted evidence under Section 2(f) and an
amendment to the Supplemental Register in acknowledgment of

the descriptiveness of the designation.3 ‘While neither the

3 pursuit of registration under cection 2(f) is a concession that
the proposed mark is not inherently distinctive. See Yamaha
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applicant nor the examining attorney has specifically
discussed applicant's proffer of evidence undef Section

2 (f), applicant concluded both its main brief and reply
brief by requesting that its proposed mark be allowed to
register "on the Supplemental Register or under Section
2(f)." We find that the question of registrability on a
claim of acquired distinctiveness has been preserved for
appeél. Accordingly, we must determine in the first
instance, whether LAWYERS.COM is generic or otherwise
incapable of designating source. In making such
determination, we have considered the entire record,
including the two declarations offered by applicant to show
acquired distinctiveness. If we hold the designation not
to be generic and instead capable of registration, then we
may specifically discuss the arguments and the quantity of

evidence of acquired distinctiveness.

International Corp. v. Hoshino Gakki Co., 840 F.2d 1571, 6 UspPQ2d
1001, 1005 (Fed. Cir. 1988). A proposed amendment to seek
registration on the Supplemental Register, however, is not an
admission that the proposed mark has not acquired
distinctiveness. See 15 U.S.C. §1095. Thus, an applicant may
argue in the alternative that a non-distinctive designation has
acquired distinctiveness and is registrable on the Principal
Register or at least is capable of acquiring distinctiveness and
is registrable on the Supplemental Register. See Trademark
Manual of Examining Procedure §816.04 and Trademark Trial and
Appeal Board Manual of Procedure §1215.
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The Record

The record on which we must decide the question of
whether the proposed mark is generic includes a dictionary
definition submitted by the examining attorney of "lawyer"
as "one whose profession is to conduct lawsuits for clients
or to advise as to legal rights and obligations in other
matters."! The examining attorney also has included a
definition of "domain name," which explains that a "domain
name" is an Internet address "in alphabetic form," "must
have at least two parts," and "the part on the right ..
identifies the highest subdomain, such as the country (fr
for France, uk for United Kingdom) or the type of
organization (com for commercial, edu for educational,
etc.)."® 1In addition, the examining attorney submitted a
reprint of a web page showing the result of a search for

ncom" on searchWebServices.com, which reads "On the

Internet, 'com' is one of the top-level domain names that

can be used when choosing a domain name. It generally

4 The definition appears on a reprint of a web page titled
Merriam-Webster Online Dictionary. The examining attorney, in
the office action that introduced this definition into the
record, referenced it as having been retrieved from
www.yourdictionary.com. Applicant did not object to the source
of the definition and, in its brief, stated that it "does not
dispute that this is one definition of the word lawyer."

® From www.computeruser.com/resources/dictionary/definition.
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describes the entity owning the domain name as a commercial
organization." Finally, we take judicial notice of the
following definition of "TLD": “(Top-Level-Domain) The
highest level domain category in the Internet domain naming

system. There are two types: the generic top-level domains,

such as .com, .org, and .net...” McGraw Hill Computer

Desktop Encyclopedia 977 (9th ed. 2001) (emphasis added) .

To gauge the likely significance of LAWYERS.COM to
prospective consumers or users of applicant's services, the
examining attorney relies on the numerous pages from
applicant's web site that applicant submitted as specimens.
The examining attorney also relies on reprints of various
web pages from other entities that the examining attorney
views as "evidence demonstrating that web sites devoted to
law, legal news, and legal services also provide
information about and/or databases of lawyers." (May 18,
2004 office action, the last action prior to this appeal)

Also in the record are reprints of web pages submitted
by the examining attorney to show use, by entities other
than applicant, of the following domain names:

www.massachusetts-lawyers.com ("Massachusetts-Lawyers.com

is a Service of the Law Offices of K. William Kyros, PC in
Boston, Massachusetts. The law firm helping [sic] lawyers

and their clients use the internet to find gualified legal
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counsel."); www.truckerlawyers.com ("Trucker Lawyers Legal

Services for Truckers Nation Wide"); wWWw.new-jersey-

lawyers.com ("Our database covers the entire state of New

Jersey. Search to find a lawyer in your local area and to

suit your specific legal needs."); www.connecticut -

lawyers.com ("Connecticut-Lawyers.com is a service that

locates Connecticut Attorneys specific to your needs.");

www.lep-lawyers.com ("Welcome to the Web site of Levy,

Ehrlich & Petriello. This site is designed to provide
information about our firm and the services we offer. .. The
information you obtain at this site is not, nor is it
intended to be, legal advice. You should consult an
attorney for individual advice regarding your own

situation."); collectionlawyers.com ("We have been

collection attorneys for over 20 years. Find out why our

clients return again and again."); www.medialawyer.com

("International Entertainment, Multimedia & Intellectual
Property Law and Business Network Sponsored by Harris

Tulchin & Associates"); and www .wrongfuldeath-lawyers.com

("Wwrongful Death Lawyers is intended to provide up to date
references and resources for Wwrongful Death Lawyers. The
links and resources are provided as a public service for

attorneys and consumers.") .®

¢ The examining attorney also submitted a reprint of a web site

10

A10
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In essence, the examining attorney contends that these
domain names establish the need of competitors of applicant
to use a generic term, LAWYERS.COM, in their domain names
for their respective web sites.

As for the evidence applicant has submitted, there are
various submissions intended to establish acquired
distinctiveness of LAWYERS.COM, specifically, the two
previously-referenced declarations.and certain results of
an internet search by counsel. In addition, applicant has
proffered information about various registered marks
ncomposed of terms that can be considered generic in some
contexts, but have still been allowed to register in
connection with a narrower description of goods." Brief,
p. 15. This evidence was obtained from the USPTO TARR
database’, which includes information about pending and

registered trademarks.

Analysis
When a proposed mark is refused registration as

generic, the examining attorney has the burden of proving

from www.personalinjurylawyers.com.au but, because the site
appears to aid those searching for personal injury lawyers
located in Australia, it is of little, if any, relevance to the
question of how United States Internet users would perceive the
designation LAWYERS.COM.

7 TARR stands for Trademark Applications and Registrations
Retrieval.

11
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genericness by "clear evidence" thereof. See In re Merrill

Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4

UsSPQ2d 1141, 1143 (Fed. Cir. 1987); see also In re Gould

Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cir.

1987). The critical issue to determine is whether the
record shows that members of the relevant public primarily
use or understand the term sought to be registered to refer
to the genus of goods or services in question. H. Marvin

Ginn Corp. V. International Ass’'n of Fire Chiefs, Inc., 782

F.24 987, 228 USPQ 528, 530 (Fed. Cir. 1986); In re Women's

publishing Co. Inc., 23 UspQ2d 1876, 1877 (TTAB 1992).

Making this determination “involves a two-step ingquiry:
First/ what is the genus of goods or services at issue?
Second, is the term sought to be registered ... understood
by the relevant public primarily to refer to that genus of
goods or services?” Ginn, supra, 228 USPQ at 530.

Evidence of the public’s understanding of a term may be
obtained from any competent source, including testimony,
surveys, dictionaries, trade journals, newspapers and other

publications. See Merrill Lynch, supra, 4 UspPQ2d at 1143

(Fed. Cir. 1987), and In re Northland Aluminum Products,

Inc., 777 F.2d 1556, 227 UsSPQ 961, 963 (Fed. Cir. 1985).

12
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1. The Genus of Services

As for the genus of services involved in this appeal,
the examining attorney focuses on applicant's
identification of services but argues that "providing
information about law, legal news and legal services
includes providing information about lawyers. Accordingly,
the genus of services at issue includes providing
information about lawyers." Brief, p. 6. Applicant, on
the other hand, focuses less on the identification and
asserts, "the genus for its services may be more accurately
described as 'interactive database services focusing on a
variety of types of law-related information.'" Brief, p.

é. Neiﬁher is quite right, for neither acknowledges the
"online" nature of the identified services®, and applicant's
focus on only "law-related information" does not adequately
account for the identified information services related to
legal services.

In the Magic Wand case, the Federal Circuit stated, “a
proper genericness inquiry focuses on the description of

services set forth in the [application orl certificate of

® We take judicial notice of the following definition of
wonline": "..(2) Said of a person who is actively communicating
over a network. 'Online' in this sense means your computer is
connected to a network host or service and you can participate in
Internet activities such as discussion groups Or interactive talk
sessions." net.speak the intermet dictionary p. 138 (1994).

13 R
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registration.” Magic Wand Inc. v. RDB Inc., 940 F.2d 638,

19 USPQ2d 1551, 1552 (Fed. Cir. 1991). Applicant also

reminds us of the Allen Electric case, in which the Court

of Customs and Patent Appeals stated that "trademark cases
must be decided on the basis of the identification of goods

as set forth in the application." In re Allen Electric and

Equipment Co., 458 F.2d 1404, 173 USPQ 689, 6950 (CCPA

1972). Finally, applicant also reminds us of two Board
cases that focus on the significance of written

identifications: In re Vehicle Information Network Inc.,

32 USPQ2d 1542, 1544 (TTAB 1994) ("the question of
registrability must be determined .. on the basis of the
goods or services as set forth in the application") and In

re Datatime Corporation, 203 USPQ 878, 879 (TTAB 1979) ("it

is the goods as set forth in the application papers that
are determinative of the issue'").

The Magic Wand case involved a petition to cancel the
mark TOUCHLESS, on the ground that it was generic for
services identified as nautomobile washing services." The
petitioner in that case attempted to focus on a "relevant
public" unwarranted by the description of services,
specifically, "operators and manufacturers of car.wash
equipment, " rather than purchasers of automobile washing

services. Thus, the Federal Circuit's statement that "a

14
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proper genericness inquiry focuses on the description of
services set forth in the certificate of registration" must
be read in that context, i.e., as an explanation of the
error in petitioner's attempt to have the Board and, later,
the Federal Circuit focus on a relevant public not
warranted by the description of services. Further, the
quoted reference from the Magic Wand case is preceded by
the Federal Circuit's observation that "[tlhe description
in the registration certificate identifies the services in
connection with which the registrant uses the mark." Magic
Wand, 19 USPQ2d at 1552. The Federal Circuit also
observed, "According to the registration, the mark
TOUCHLESS is used in connection with automobile washing
services." Id. (emphasis added). Thus, it is clear that
the analytical focus on the description of services is
based on the premise that the description reflects actual

conditions of use of a mark. See also, In re American

Fertility Society, 188 F3d 1341, 51 UsSPQ2d 1832, 1836 (Fed.

Cir. 1999) ("The PTO must prove: (1) what the genus of the
services the Society provides is..."), and In re Web

Communications, 49 USPQ2d 1478, 1479 (TTAB 1998) ("We agree

with applicant that its services in the broadest sense
would be considered 'consulting services.' But there are

many varieties of consulting services and each would

15
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necessarily be further identified as to the particular
subject or focus of the services being offered. Here
applicant has described a major focus of its services in
the specimens of record as ‘publication and communication
via the World Wide Web...' Applicant's services enable its
customers to achieve this communication by assisting them
in setting up their own Web sites.") (emphasis added).

We do not view any of the other three decisions on
which applicant relies as stating precepts that run counter
to the premise that an identification is rooted in the
reality of use. Again, those decisions must be read in
context.

In both Allen Electric and Datatime, each applicant

was arguing that its goods were of a more specific type
than would be apparent from the identification. As the
Board explained in Datatime, because Section 7(b) of the

Lanham Act bestows upon the owner of a registration the

presumption of use of a mark for all goods or services
identified in a registration, the question of
registrability must be determined by considering any goods
or services falling within the literal scope of an
identification, and not merely the particular goods or
services an applicant may be marketing at the time when

registrability is determined. These decisions do not run

16
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counter to the presumption that an identification of goods
or services is rooted in the reality of use but, rather,
explain that the presumption extends to all goods or
services encompassed by an identification.

In the Vehicle Information case, the applicant was

essentially arguing that the relevant public would perceive
its services as somewhat different from what they actually
were, given the likely connotation of its mark for that
public. The Board then focused on the identification in
its discussion of possible meanings consumers might find in
the mark. This is nothing more than an example of the
well-settled rule that likely perception of a mark is not
evaluated as an abstract matter but in connection with the
identified goods or services.

In accordance with this analytical framework, while we
consider applicant's identification as largely defining the
genus of services involved in this case, we do so on the
premise that the identification is a required element of an
application precisely because it is expected to identify
the goods or services in connection with which an applicant
uses its mark and for which it therefore seeks registration
of the mark. We also note that in the recent

Steelbuilding.com decision, which involved a genericness

refusal, the Federal Circuit began its analysis of the

17
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genus by focusing on applicant’s amended recitation of '
services [“computerized on-line retail services in the
field of pre-engineered metal buildings and roofing
systems”], but interpreted the meaning of "computerized on-
line retail services" in light of the actual use being made
by the applicant on its web site. See In re

Steelbuilding.com, 415 F.3d 1293, 75 UspQ2d 1420, 1422

(Fed. Cir. 2005):
The applicant defined its goods and
services, in its amended application, as
“computerized on-line retail services in the
field of pre-engineered metal buildings and
roofing systems.” Although the definitions .
of the applicant and of the Board appear
nearly identical, the parties understand the
phrase “computerized on-line retail
services” differently. Applicant sells
steel buildings on line, but the record
indicates it provides services beyond mere
sales.

Id. at 1422.

In the case at hand, we have interpreted the nature of
applicant's "online interactive database featuring
information exchange in the fields of law, legal news and
legal services" in light of what the record shows the
database to include and, therefore, what type of
information about "law, legal news and legal services" is

exchanged between applicant and consumers or users of its

website.

18




Ser No. 75530795

As noted earlier, the specimens of use which applicant
submitted are copies of web pages from its web site.® The
first such page appears to be applicant's "home" page

[www.lawyers.com/site/default] and bears at the top the

exhortation "Locate a Lawyer with lawyers.com!" The

headline for the page portrays, in large print,

nlawyers.com” and adjacent thereto, in smaller print, "Your

connection to legal information & resources." Lower on the
page are links to other web pages, titled, respectively,
nabout The Law," "Ask A Lawyer," "Hiring A Lawyer" and "Law
Today."

The "About The Law" page presents a list of areas of
jaw that the viewer can click on to view "informative
articles about the most common consumer areas of law, as
well as background on the judicial system, important laws
and cases, and the U.S. Constitution." The page also
ekplains to the viewer "After a quick review of the
[selected] article, you'll be better prepared to choose a
lawyer by searching our database."

The "Ask A Lawyer" page explains "This area of
lawyers.com is designed to provide you with a unigque forum

in which to ask general guestions of our hosting

® Wwe note, too, that the Cooper declaration, in paragraph 3,
attests to use of "LAWYERS.COM in commerce in connection with an

19 — ]
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attorneys." The page also explains that the hosting
attorneys are practicing lawyers that maintain listings in
the Martindale-Hubbell Law Directory, that the information
provided through the page is for educational pﬁrposes, and
that the viewer in need of specific legal advice "should
obtain the services of a qualified attorney such as those
listed in the Law Directory."

The "Hiring A Lawyer" page contains information on

such topics as "Do I Really Need an Attorney?" "Thinking

Things Through," "Starting the Process," "Evaluating Your
candidates," "What Will it Cost?" "Your Attorney's
Responsibilities to You, the Client," "When Things Don't Go

As You Expected," and "Legal Resources."

Finally, the "Law Today" page contains links to
specific articles defining areas of the law, to cases in
the news or famous cases, and to legal headlines.

We agree with the examining attorﬁey's conclusion that
the specimen web pages applicant submitted demonstrate
"that applicant's information about the law includes
providing information about lawyers and, in fact, is
offered for the express purpose of assisting the individual

in selecting a lawyer." Brief, p. 4; emphasis added. The

ronline interactive database featuring information exchange in
the fields of law, lawyers, legal news, and legal services.'"

20 e
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examining attorney argues, too, that providing information
about legal news or legal services, particularly as
demonstrated by applicant's web site, involves providing
information about lawyers.

Applicant argues, however, that its deletion of the
word "lawyers" from its identification of services "limited
its covered services" by excising "online services relating
to information exchange in the field of 'lawyers.'" Brief,
p. 3. 1In addition, applicant argues that it "is not
seeking federal registration of its mark in connection with
all of the different types of content or services available
on Applicant's web site" and its mark "is capable of
distinguishing its narrower description of services."

Under the circumstances we find the genus of services
to be providing a web site!® with a database of information
covering the identified topics of law, legal news and legal
services and that a central and inextricably intertwined
element of that genus 1is information about lawyers and
information from lawyers.

2. What Will the Relevant Public Understand?

The next question is: who are the members of the

relevant public for such services, and what will they

10 The phrase "online interactive database" in the identification
is an apt synonym for "web site."

21
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understand when confronted with LAWYERS.COM? We conclude
that members of the relevant public include lawyers who may
be seeking legal information or who may be seeking other
lawyers to whom they may refer clients. The relevant
public also includes laypersons that may be seeking legal
information, legal representation, Or referrals.

As noted earlier, the examining attorney has made of
record a dictionary definition of "lawyer" that applicant
concedes 1is accurate as one definition of the word. In
addition, the examining attorney has put into the record
reprints of numerous web pages from web sites that include
information on the law, the nature of legal services and
information about obtaining a lawyer. These include many
of the previously-referenced web sites that utilize
"]awyers.com" in their web site domain names, and the web
site thelaw.com.

The relevant public, including both lawyers and non-
lawyers, when they consider LAWYERS.COM in conjunction with
the class of involved services, would readily understand
the term to identify a commercial web site providing access
to and information about lawyers. Some members of the
relevant public would think of a web site that would
provide information about lawyers, including their

specialties, contact information, and the like, which is
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part of what applicant's web site does. It is also likely
that some members of the relevant public would think of a
web site that allows site visitors to actually contact
other lawyers, as exemplified by applicant's "Ask a Lawyer"i
web page.

A lawyer member of the relevant public might
understand, better than a non-lawyer, that the web site
would have limitations, for example, that it would include
disclaimers and would not present information from lawyers
accessible via the site as "legal advice." This, however,
does not alter the likelihood that either type of member of
the relevant public would think of the web site in the ways
we have discussed.

In addition, the likelihood that some members of the
relevant public would think of a web site providing online
access to lawyers while others might think of a web site
providing online information about lawyers does not render
LAWYERS.COM non-generic. Either understanding of the term
would be generic and the fact that a texrm may have two
generic meanings when considered in connection with a
particular class of services does not mean it is not

generic. Compare Steelbuilding.com, supra, 75 USPQ2d at

1422-23 (the Federal Circuit found neither of two possible

meanings for the mark STEELBUILDING.COM to be generic) with
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Abercrombie & Fitch Company V. Hunting World, Inc., 537 F.

2d 4, 189 USPQ 759, 766 (2d Cir. 1976) (stating "a word may
have more than one generic use," the Second Circuit found
ngafari" to be generic in multiple contexts, although not

in all contexts). See also Northland Aluminum, supra (the

Federal Circuit found BUNDT generic for cakes and cake

mixes); and Gear Inc. V. L.A. Gear Califoxnia Inc., 670

F.Supp. 508, 4 UspQ2d 1192, 1197 (S.D.N.Y. 1987) ("A word
may have more than one generic use, and it is protected in
each of its generic uses from appropriation by any one
merchant."), vacated in part, dismissed, 13 USPQ2d 1655
(S.D.N.Y. 1989) (disposition of some claims by summary
judgment vacated by a settlement agreement of the parties
and all‘claims dismissed) .

Applicant has argued that a term that "may be
considered descriptive oOr generic for some goods or
services may still function as a mark in connection with
other goods or cervices or to other markets" and that it
nis not seeking to register its mark LAWYERS.COM for-
selling lawyers OY offering the services of lawyers, but
for the more limited services now covered by its
application.” Brief, pp. 8 and 15, respectively.

Reference to the decision of In re Seats, Inc., 757 F.2d

274, 225 USPQ 364 (Fed. Cir. 1985), is helpful in assessing
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this argument. That case involved an application to
register SEATS as a mark for "ticket reservation and
issuing services for various events by means of a
computer," and the Federal Circuit stated: "The term
'seats' may be generic in relation to chairs or couches or
bleachers. It is clearly not generic to reservation
services. Contrary to the Board's statements, Seats is not
selling seats, as would for example a furniture merchant,
but is selling a reservation service..." Id. at 367-68.

Just as Seats, Inc. was not selling seats, applicant here
is not selling lawyers,'' but it is there that the
similarity ends. Though the Federal Circuit noted the
Board's concern with "a need of others to use SEATS in
describing the present services," there is no indication in
the Seats decision that the Board actually had before it
evidence of use of the term by other purveyors of ticket
reservation and issuance services. In contrast, the record
in this case evidences use of "lawyers.com" as part of the
domain names of numerous hosts of web sites; and those web
sites provide information to lawyers and laypersons that is

the same as or very similar to that provided by applicant's

11 The record does not reveal whether applicant is actually
ngelling" anything, i.e., charging visitors to its web site.
Thus, the revenue figures reported in the Cooper declaration are
without context and the declarant does tie the figures to
particular services or activities of applicant. ‘
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web site. 1In short, this case does not involve a perceived
need for others to use a term, but involves a demonstrated
use of the term by others. The relevant public will,
therefore, perceive use of "lawyers.com" as indicating a
web site (an "online interactive database featuring
information exchange") focused on lawyers, legal services,
and the areas of the law in which lawyers practice or
render their services.

Applicant argues that its web site is different from
the sites of others that also employ the term "lawyers.com"
in their domain names. Specifically, applicant argues that
the other names and web sites are different, because the
other names add more specific terms to "lawyers.com" and
thus more immediately reveal the nature of the sites, as
well as because the lawyer "search or directory feature" of
applicant's site is not the site's "primary function, or
even the most prominent feature." Brief, p. 7.

Insofar as the first of these two arguments implies
that LAWYERS.COM cannot be generic for applicént's site
because it is more general and vague compared to such names
as truckerlawyers.com and massachusetts-lawyers.com, we do
not find the argument persuasive. The name for applicant's
site is simply broad in scope, and the content of its web

site appears to match that breadth. As for applicant's
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argument that its lawyer search or directory feature is not
a primary or prominent feature of its web site, we note the
exhortation "Locate a Lawyer with lawyers.com!' on
applicant's main web page; and even linked pages, such as
its "About the Law" page, explains "After a quick review of
the [selected] article, you'll be better prepared to choose
a lawyer by searching our database." In short, we agree
with the examining attorney that applicant's web site is
all about the law, obtaining information on the law from
lawyers, and finding lawyers that can help one with a legal
problem.

Another argument advanced by applicant is that its
LAWYERS.COM name is no less distinctive than many "arguably
generic terms" that the USPTO has approved for registration
on the Principal or Supplemental Registers. In support of
this argument, applicant relies on TARR printouts of
information on various registrations, many of which are
" _com" marks. There can be no doubt, however, that "the
Board .. must assess each mark on the record of public
perception submitted with the application.” In re Nett

Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed.

Cir. 2001). Accordingly, there is "little persuasive value
in the registrations" applicant has submitted. Id. See

also, In re First Draft, Inc., 76 UspPQ2d 1183 (TTAB 2005)
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(even when the applicant submitted copies of entire files
from other registrations, the Board did not find the
evidence persuasive).

The final argument applicant advances in its main
brief is that under the Federal Circuit's Oppedahl

decision, In re Oppedahl & Larson LLP, 373 F.3d 1171, 71

USPQ2d 1370 (Fed. Cir. 2004), the ".COM" portion of
LAWYERS.COM can only be considered descriptive, not
generic. By implication, then, applicant is arguing that
LAWYERS.COM cannot be generic if any portion of it is not.
As the Board noted in its decision in the Eddie Z's

case, In re Eddie 2's Blinds and Drapery Inc., 74 uspQ2d

1037 (TTAB 2005), we are cognizant of the Federal Circuit's
ruling in OEEeAahl, which cautions that while the "addition
of a TLD such as '.com' or '.org' to an otherwise
unregistrable mark will typically not add any source-
identifying significance," this "is not a bright-line, per
se rule" and that "exceptional circumstances" might yield a
different result. Oppedahl, 71 USPQ2d 1374. As the Board
also noted in Eddie Z's, it does not view Oppedahl as
creating a per se rule that addition of a TLD to an
unregistrable term always results in at least a potential
mark, i.e., a non-generic compound and, instead, views the

Oppedahl decision as leaving the door open for registration
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of combinations of unregistrable terms and TLDs in the
exceptional circumstances whereby the combination results
in a whole greater than the sum of its parts. Eddie 2's,
74 USPQ2d at 1042. While the Federal Circuit determined in

the Steelbuilding.com case that STEELBUILDING.COM had a

non-generic meaning and was therefore registrable, we do
not find the designation now before us to present such
exceptional circumstances.

Because we find LAWYERS.COM generic, we do not address
applicant's arguments that the designation is merely
descriptive and that there is sufficient acquired
distinctiveness to allow registration under Section 2(f).

Decision: The refusal of registration on the ground

of genericness is affirmed.
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United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

In re Reed Elsevier Properties Inc.
Serial No. 75530795

Mailed: April 18, 2005
Hearing Date: June 14, 2005

Time: 11:00am

Madison Building (East Wing)
600 Dulany Street
Alexandria, VA 22313-1450

The Board has scheduled an oral hearing in the above identified proceeding on the date and at the
time indicated above.

If any party, or its attorney, does not appear when the case is called, that party’s right to an oral
hearing will be considered to have been waived.

In the case of an oral hearing on an ex parte appeal, oral arguments will be limited to twenty
minutes for the applicant and ten minutes for the Examining Attorney, unless a longer period is
requested and permitted in advance of the date set. The applicant may reserve part of its time for
rebuttal. '

In the case of an oral hearing on an inter partes proceeding, oral arguments will be limited to thirty
minutes for the plaintiff and thirty minutes for the defendant. The plaintiff may reserve part of its
time for rebuttal. .

Any party who intends not to be present for the oral hearing should notify the Board in advance of
the hearing date.

Any party who intends not to be present for the oral hearing should notify the Board in advance of the hearing date.

The Board will reschedule an oral hearing, at the request of a party, if there is a reasonable basis for the request.

But, absent compelling circumstances or the consent of the opposing party, the Board will not change a hearing date
if the request to reschedule is made within two weeks of the scheduled hearing date. A party who wants to
reschedule an orai hearing should first notify the Board by telephone {(571) 272-8500] and then submit to the Board.
by fax [(571) 273-8500], a written request to reschedule, stating the reasons for the request and whether the opposing
party has consented to the rescheduling.

Bernadiné Abdi

Secretary o
Trademark Trial and Appeal Board -
(571) 272-6232 - :

A31







"" ‘I’

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: March 23, 2005

In re Reed Elsevier
Properties Inc.

Serial No. 75530795

Filed: 08/03/1998

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON, DC 20004-2623

Rochelle Ricks, Paralegal Specialist:

Applicant's request for oral hearing filed March 23,
2005 is noted and applicant will be contacted and a date for

the oral hearing will be scheduled in due course.

SECEIVED
MAR 2 5 2005
JLBRIGHT & JAWORSK!
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Trademark Trial and Appeal Board Electronic Filing System. hittp.://estta. uspto.gov

ESTTA Tracking number: ESTT A28910
Filing date: 03/23/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

75530795

Reed Elsevier Properties Inc.

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.

801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON, DC 20004-2623
UNITED STATES
wotrademark@fulbright.com

Request For Oral Hearing

Hearing Request.pdf ( 1 page )

Katherine M. DuBray

03/23/2005
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant:

Reed Elsevier Properties Inc.
Law Office: 103
Mark: LAWYERS.COM
Examining Attorney:

Serial No.: 75/530,795 Kathleen M. Vanston, Esq.
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Filed: August 3, 1998

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

REQUEST FOR ORAL HEARING

Applicant, pursuant to Trademark Rule 2.142(e)(1), hereby requests that an oral hearing

be granted in connection with the appeal filed in the above-identified application.

Respectfully submitted on behalf of

REED ELSEVIER PROPERTIES INC.

Dated: March 23, 2005 /Mﬂ&.ﬂ%}(

Katherine M. DuBrdy, Esq.
Tara M. Vold, Esq.

J. Paul Williamson, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.-W.
Washington, D.C. 20004-2623
Telephone: (202) 662-0200

Attorneys for Applicant

25516260.1




-

DuBray, Katherine M.

From: estta-server@uspto.gov

Sent: Wednesday, March 23, 2005 12:39 PM

To: DuBray, Katherine M.; Washington Office Trademark

Subject: ESTTA. Request For Oral Hearing confirmation receipt ID: ESTTA28910

Ex Parte Appeal No.: 75530795

Tracking No: ESTTA28910

ELECTRONIC SYSTEM FOR TRADEMARK TRIALS AND APPEALS Filing Receipt

We have received your Ex Parte Appeal No.: 75530795 submitted

through the Trademark Trial and Appeal Board's ESTTA electronic

filing system. This is the only receipt which will be sent for

this paper. If the Board later determines that your submission is

inappropriate and should not have been accepted through ESTTA, you will receive notification and
appropriate action will be taken.

Please note:

Unless your submission fails to meet the minimum legal
requirements for filing, the Board will not cancel the filing or
refund any fee paid.

If you have a technical question, comment or concern about your
ESTTA submission, call (703) 308-9300 during business hours or
e-mail at estta@uspto.gov.

The status of any Board proceeding may be checked using TTABVUE

which is available at http://ttabvue.uspto.gov Complete

information on Board proceedings is not available through the TESS or TARR databases. Please allow a
minimum of 2 business days for

TTABVUE to be updated with information on your submission.

The Board will consider and take appropriate action on your filing in due course.

Printable version of your request is attached to this e-mail

ESTTA server at http://estta.uspto.gov

ESTTA Tracking number: ESTTA28910
Filing date: 03/23/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding: 75530795

Applicant: Reed Elsevier Properties Inc.
Correspondence Address: J. PAUL WILLIAMSON
FULBRIGHT &amp; JAWORSKI L.L.P.




r

801 PENNSYLVANIA AVENUE, N.,
. WASHINGTON, DC 20004-2623
NITED STATES
otrademark@fulbright.com Phone:

ubmission: Request For Oral Hearing
ttachments: Hearing Request.pdf ( 1 page )
Filer's Name: Katherine M. DuBray
Filer's e-mail: kdubray@fulbright.com, wotrademark@fulbright.com

Signature: /Katherine M. DuBray/
Date: 03/23/2005




. United States Patent an‘ademark Office '
Home | Site Index | Search | Guides | Contacts | eBusiness | eBiz alerts | News | Help

Electronic System for Trademark Trials and Appeals

Receipt

Y bur submission has been received by the USPTO.
The content of your submission is listed below.
ou may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA28910
Filing date: 03/23/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 75530795 '
Applicant Reed Elsevier Properties Inc.
J. PAUL WILLIAMSON
FULBRIGHT & JAWORSKI L.L.P.
Correspondence | 801 PENNSYLVANIA AVENUE, N.W.
Address WASHINGTON, DC 20004-2623
UNITED STATES

wotrademark@fulbright.com

Submission Request For Oral Hearing

Attachments Hearing Request.pdf ( 1 page )

Filer's Name Katherine M. DuBray

Filer's e-mail kdubray@fulbright.com, wotrademark@fulbright.com

Signature | /Katherine M. DuBray/

Date 03/23/2005

Return to ESTTA home page Start another ESTTA filing
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant:
Reed Elsevier Properties Inc.

Mark: LAWYERS.COM
Serial No.:  75/530,795

Filed: August 3, 1998
Commissioner for Trademarks

P.O. Box 1451
Alexandria, VA 22313-1451
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Law Office: 103

Examining Attorney:
Kathleen M. Vanston, Esq.

REQUEST FOR ORAL HEARING

Applicant, pursuant to Trademark Rule 2.142(e)(1), hereby requests that an oral hearing

be granted in connection with the appeal filed in the above-identified application.

Dated: March 23, 2005

25516260.1

Respectfully submitted on behalf of

REED ELSEVIER PROPERTIES INC.

Vet

Katherine M. DuBray, Esq.

Tara M. Vold, Esq.

J. Paul Williamson, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.
Washington, D.C. 20004-2623
Telephone: (202) 662-0200

Attorneys for Applicant
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APPLICANT: Reed Elsevier Properties Inc.

CORRESPONDENT ADDRESS: " BEFORE THE
J. PAUL WILLIAMSON TRADEMARK TRIAL
FULBRIGHT & JAWORSKI L.LP, AND APPE
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MARK:  LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in all correspondence:

I 1. Filing date, serial number, mark and
: P %5’ % "i applicant’s name,
E@ @Eﬁ = 2. Date of this Office Action.
3. Examining Attorney's name and
Law Office number

MAR ﬂ ’ 2005 4. Y:d\:r telephone number and e-mail
FULBRIGHT & JAWORSK!

CORRESPONDENT EMAIL ADDR ‘{-3“&

EXAMINING ATTORNEY’S APPEAL BRIEF

The applicant has appealed the examining attorney’s final refusal under Trademark Act Section
23(c), 15 U.S.C. Section 1091(c), because the proposed mark is incapable of identifying the

applicant’s services and distinguishing them from those of others.

FACTS
Applicant filed an application seeking to register LAWYERS. COM for “providing access to an
online interactive database featuring information exchange in the fields of law lawyers legal news
and legal services,” in Class 42. The examining attorney 1ssued a refusal under Section 2(e)(1) of

the Trademark Act because the mark was descriptive and, in the alternative, misdescriptive of the

Ad1



services. The examining attorney also cited a prior pending application which could possibly

create a bar to registration under Section 2(d) of the Trademark Act.

The applicant responded, arguing against the refusal. The examining attorney suspended the

application pending the disposition of the prior pending application.

When the prosecution was resumed, the examining attorney indicated that she would not cite the
prior pending application against the applicant. The examining attorney withdrew the refusal under
Trademark Act Section 2(e)(1) because the mark was misdescriptive in relation to the identified
services. The examining attorney issued a final refusal under Section 2(e)(1) of the Trademark Act

because the mark described the services.

Applicant responded by claiming that the mark had acquired distinctiveness under Section 2(f) of
the Trademark Act. The examining attorney responded by noting the highly descriptive nature of

the mark and requesting more evidence of distinctiveness.

Applicant responded by submitting additional evidence of acquired distinctiveness. However, the
examining attorney determined that the mark was generic and incapable of distinguishing

applicant’s services from the services of others.

Applicant responded by amending the application to seek registration on the Supplemental
Register. Applicant also amended its services to “providing access to an online interactive

database featuring information exchange in the fields of law, legal news and legal services,” in

Class 42.
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The examining attorney refused registration under Section 23 of the Trademark Act because the

mark was incapable of distinguishing applicant’s services from the services of others. Applicant

argued against this refusal.

The recitation of services was amended to “providing an online interactive database featuring
information exchange in the fields of law, legal news, and legal services” in Class 42. The
examining attorney issued a final refusal under Section 23 of the Trademark Act. The applicant

has appealed this final refusal.

ARGUMENT

A proposed mark is unregistrable on the Supplemental Register if it consists of a generic term
combined with a top-level domain (TLD), such as .COM. TMEP §§1209.03(m) and 1215.05. The
TLD will be perceived by prospective customers as part of an Internet address, and, therefore, have
no source identifying significance. In re CyberFinancial Net Inc., 65 USPQ2d 1789 (TTAB 2002)
(“The public would not understand BONDS.COM to have any meaning apart from the meaning of
the individual terms combined™); In re Martin Container, Inc., 65 USPQ2d 1058 (TTAB 2002)
(“[T]o the average customer seeking to buy or rent containers, “CONTAINER.COM” would

immediately indicate a commercial web site on the Internet which provides containers.”).

Generic terms are terms that the relevant purchasing public understands primarily as the common
or class name for the goods or services. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57

USPQ2d 1807 (Fed. Cir. 2001); In re American Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832
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(Fed. Cir. 1999). Generic terms are by definition incapable of indicating a particular source of the
goods or services, and cannot be registered as trademarks; doing so “would grant the owner of the
mark a monopoly, since a competitor could not describe his goods as what they are.” In re Merrill

Lynch, 828 F.2d at 1569, 4 USPQ2d at 1142.

A two-part test is used to determine whether a designation is generic: (1) What is the class or
genus of goods or services at issue? (2) Does the relevant public understand the term primarily to
refer to the class or genus of goods or services at issue? See H. Marvin Ginn Corp. v. International

Ass'n of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cir. 1986); TMEP §1209.01(c)(i).

THE GENUS OF SERVICES IS INFORMATION, IN PART,
ABOUT LAWYERS.
With respect to the first portion of the genericness inquiry, applicant has identified its services as
information services pertaining to law, legal news, and legal services.' Since it has already been
established that “.com” has no source indicating significance, the issue is whether information
about lawyers is the class of services at issue, or more particularly, whether information services

about law, legal news and legal services include information about lawyers.

! Applicant’s services originally included information services pertaining to lawyers. The term “lawyers” was deleted

during the prosecution of the application. JE———
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In In re Cyberfinancial Net,Inc., the applicant sought to register BONDS.COM for “providing
information regarding financial products and services...” The applicant also stated in an affidavit
that the applicant did not buy or sell bonds. The Trademark Trial and Appeal Board (TTAB)
found, however, that “financial products” in the recitation of services inciuded bonds. In the same
way, providing information about law, legal news and legal services includes providing
information about lawyers. These topics are inextricably linked. Nowhere is this more clear than

on applicant’s web site.

The material that applicant has submitted for the record demonstrates that applicant’s information
about the law includes providing information about lawyers and, in fact, is offered for the express
purpose of assisting the individual in selecting a lawyer. For example the following is taken from
applicant’s specimen of record, consisting of material found on applicant’s website at

www.lawyers.com.

The more you know about the legal system and specific areas of

law, the easier it will be to select a competent attorney for your

particular situation....It’s advantageous if you have a basic understanding
of your legal issue, the legal system and how it can best serve
you....After choosing a topic below, you’ll see a brief description

of that section. After a review of the article, you’ll be better

prepared to choose a lawyer by searching our database.

Further on, the web site contains the following material.

This area of lawyers.com is designed to provide you with

a unique forum in which to ask questions of our hosting
attorneys. .. All information provided in this area is for
educational purposes only and should not be construed as legal
advice. For specific legal advice...you should obtain the services
of a qualified attorney such as those listed in the Law Directory.




The material of record demonstrates that applicant provides information about the law as a way of
educating individuals so that they can better assess the information about lawyers that the applicant

provides. Providing information about law includes providing information about lawyers.

Applicant’s web site also provides legal news about particular areas of law as a way of assisting
individuals in determining if legal issues exist and whether they need assistance from a lawyer.
For example, the following is of record.

Elder law is a fast growing area of the law. Many of us need some assistance

or have someone close to us who needs advice with the issues and problems

associated with aging.
Of course, one of the areas of law about which applicant provides more information is “Elder
Law.” Next to the heading “Areas of Law,” of which “Elder Law” is one, the web site states that
“[Alfter a quick review of the article, you’ll be better prepared to choose a lawyer by searching our

database.” It is apparent that providing legal news can include providing information about

lawyers.

Finally, applicant’s recitation of services indicates that it provides information about legal services.
A “lawyer” is one whose professions is to conduct law suits for clients or to advise as to legal

rights and obligations in other matters. (See http:/www.yourdictionary.com attached to the office

action of May 17, 2004). “Legal services, ” therefore, are provided by lawyers. It would be
impossible to provide information about legal services without providing information about
lawyers. Applicant’s information about legal services includes and references information about

lawyers.




Applicant’s web site contains a section titled “Hiring a Lawyer.” In that section, applicant
references “legal services” and provides some information to assist an individual in determining

whether he needs legal services. If he does need legal services, applicant notes the following.

You can search at lawyers.com for attorneys in your geographical area

who have experience in the legal field with which you are concerned. If

you have compiled a list of attorney candidates, lawyers.com

can help add to your list, provide you with important information

concerning the credentials of your candidates. ...
This particular section of applicant’s web site demonstrates beyond doubt that applicant’s
information about legal services includes information about lawyers. Therefore, providing
information about law, legal news and legal services includes providing information about lawyers.
Accordingly, the genus of services at issue includes providing information about lawyers.

THE PURCHASING PUBLIC UNDERSTANDS LAWYERS.COM
TO REFER TO THE CATEGORY OF SERVICES AT ISSUE.

The second issue is whether the relevant public understands the term LAWYERS.COM to refer to
the category of services at issue, namely, information services in the field of law, legal news and

legal services, including information about lawyers. The evidence of record demonstrates that the

public understands LAWYERS.COM to refer to these services.

A “lawyer” is one whose professions is to conduct law suits for clients or to advise as to legal

rights and obligations in other matters. (See http://www.yourdictionary.com attached to the office
action of May 17, 2004). In other words, lawyers provide legal services and information about the
law. As was demonstrated above, applicant’s information services pertain to the law, legal news

and legal services and include information about lawyers. Because lawyers constitute at least a
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portion of the subject matter of the information services provided by applicant, the term is a
generic name for the information services, themselves. Other entities wishing to provide
information about legal services, legal news and the law, including information about lawyers,
would need to use the generic term in connection with their services. Just as the TTAB found in /n
re Cyberfinanical that BONDS.COM should be freely available for others to adopt so that
designations such as ACMEBONDS.COM or UNITEDBONDS.COM could be used by

competitors, so LAWYERS.COM should be freely available for use by others as well.

To see how the purchasing public views term encompassing LAWYERS.COM, attention is
directed to how the term is already in use on the web. For example, the following are of record.
MASSACHUSETTS-LAWYERS.COM provides information about legal issues and assistance in

locating an attorney. (See http://www.massachusetts-lawyers.com attached to the office action of

December 3, 2002). TRUCKERLAWYERS.COM provide information about work-related legal

issues and assistance in locating an attorney. (See http://www.truckerlawyers.com attached to the

office action of December 3, 2002). CONNECTICUT-LAWYERS.COM provides legal

information and assistance in locating an attorney in Connecticut. (See http://www.connecticut-

lawyers.com attached to the office action of December 3, 2002). LEP-LAWYERS.COM.

provides information about lawyers and specific practice areas. (See http:.//www.lep-lawyers.com

attached to the office action of December 3, 2002).

All of this evidence demonstrates that the purchasing public has come to see LAWYERS.COM as
a reference to the category of services at issue, namely, information services in the field of law,

legal news and legal services, including information about lawyers.
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THE COMBINATION OF THESE TWO GENERIC TERMS
RESULTS IN A GENERIC TERM.

A combination of generic terms may result in a unitary designation that is registrable if the
juxtaposition of terms is incongruous or evokes a unique commercial impressioh. However, if the
combination of two or more generic terms is such that each term retains its generic significance,
then the combined expression is generic and thus incapable of denoting source. In re Gould Paper
Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987). See also Eastern Air Lines, Inc. v. New
York Air Lines, Inc., 559 F. Supp. 1270, 218 USPQ 71 (S.D.N.Y. 1983) (AIR SHUTTLE);
Surgicenters of America, Inc. v. Medical Dental Surgeries, Co., 196 USPQ 121 (D. Oregon 1976),

affd 202 USPQ 401 (Sth Cir. 1979) (SURGICENTER).

Applicant seeks to register a generic term, “lawyer” which cannot function as a source indicator in
connection with the recited services in combination with a top level domain indictor “.com” which
also has no source identifying significance. The combination of these two terms does not result in

a term with source indicating capability.
THIRD PARTY REGISTRATIONS ARE IRRELEVANT.

Applicant has made reference to a number of third party registrations in an attempt to argue that
they are somehow relevant to the registrability of the mark in this application. Third-party
registrations are not conclusive on the question of descriptiveness or genericness. Each case must
be considered on its own merits. A proposed mark that is merely descriptive or generic does not
become registrable simply because other similar marks appear on the register. In re Scholastic

Testing Service, Inc., 196 USPQ 517 (TTAB 1977); TMEP §1209.03(a).
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CONCLUSION

For the foregoing reasons, the refusal to register on the basis of Section 23(c) of the Trademark
Act, 15 U.S.C. Section 1091(c), for the reason that the mark is incapable of identifying applicant’s

services from the services of others, should be affirmed.

Respectfully submitted,

/Kathleen M. Vanston/
Examining Attorney
Law Office 103

(571) 272-9235

Michael Hamilton
Managing Attorney
Law Office - 103
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J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON, DC 20004-2623

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: January 18, 2005

In re Reed
Elsevier Properties Inc.

Serial No. 75530795

Filed: 08/03/1998

Rochelle Ricks, Paralegal Specialist:

Applicant's brief filed Janaury 17, 2005 is noted and

the application file is forwarded herewith to the Trademark

Examining Attorney for her brief in accordance with

Trademark Rule 2.142(b).

A request for an oral hearing, if desired, is due not

later than ten days after the due date for applicant's reply

brief.

RECEIVE
JAN2 1 2005
FULBRIGHT & JAWORSK!
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

MAILED: November 18, 2004

IN RE:
Reed Elsevier Properties Inc.

SERIAL NO. 75530795

APPEAL RECEIVED: 11/18/2004

BRIEF DUE: 1/17/2005

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON DC 20004-2623

ESTTA19498

The appeal and appeal fee in the above-entitlead application
were received on the date indicated above.

The Trademark Rules of Practice provide that the brief of
the applicant must be filed within sixty days after the
date of the appeal. Applicant must also indicate, not
later than ten days after the due date for applicant's
reply brief, if an oral hearing is desired.

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to
oppose, notices of opposition, petition for cancellation, notice
of ex parte appeal, and inter partes filings are now available




at http://estta.uspto.gov. Images of TTAB proceeding files can
be viewed using TTABVue at http://ttabvue.uspto.gov.

Parties should also be aware of changes in the rules affecting
trademark matters, including rules of practice before the TTAB.
See Rules of Practice for Trademark-Related Filings Under the
Madrid Protocol Implementation Act, 68 Fed. R. 55,748 (September
26, 2003) (effective November 2, 2003) Reorganization of
Correspondence and Other Provisions, 68 Fed. Reg. 48,286 (August
13, 2003) (effective September 12, 2003). Notices concerning the
rules changes are available at www.uspto.gov.
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DuBray, Katherine M.

From: ESTTA@QUSPTO.GOV

Sent: Thursday, November 18, 2004 10:59 AM
To: Washington Office Trademark

Subject: Exparte Appeal

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

MAILED: November 18, 2004
IN RE:

Reed Elsevier Properties Inc.
SERIAL NO. 75530795
APPEAL RECEIVED: 11/18/2004
BRIEF DUE: 1/17/2005

J. PAUL WILLIAMSON

FULBRIGHT & JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON DC 20004-2623

ESTTA19498

The appeal and appeal fee in the above-entitled application were received on the date indicated above.

The Trademark Rules of Practice provide that the brief of the applicant must be filed within sixty days after

1
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tHe date of the appeal. Applican’ust also indicate, not later than ten ,ys after the due date for
applicant's reply brief, if an oral hearing is desired.

ew Developments at the Trademark Trial and Appeal Board

AB forms for electronic filing of extensions of time to oppose, notices of opposition, petition for

ancellation, notice of ex parte appeal, and inter partes filings are now available at http://estta.uspto.gov.
Images of TTAB proceeding files can be viewed using TTABVue at http://ttabvue.uspto.gov.

Parties should also be aware of changes in the rules affecting trademark matters, including rules of
practice before the TTAB. See Rules of Practice for Trademark-Related Filings Under the Madrid Protocol
Implementation Act, 68 Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003)
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286 (August 13, 2003) (effective
September 12, 2003). Notices concerning the rules changes are available at www.uspto.gov.
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limes-Escamilla, Traci

rom: estta-server@uspto.gov

ent: Thursday, November 18, 2004 10:56 AM

o: Washington Office Trademark
Subject: _ ESTTA. Notice of Appeal. confirmation receipt ID: ESTTA19498
Notice of Appeal.

Tracking No: ESTTA19498

ELECTRONIC SYSTEM FOR TRADEMARK TRIALS AND APPEALS Filing-Receipt

We have received your Notice of Appeal. submitted through the

Trademark Trial and Appeal Board's ESTTA electronic filing system. This is the only receipt which will be sent for this
paper. If the Board later determines that your submission is inappropriate and '

should not have been accepted through ESTTA, you will receive

notification and appropriate action will be taken.

Please note:

Unless your submission fails to meet the minimum legal
requirements for filing, the Board will not cancel the filing or
refund any fee paid.

If you have a technical question, comment or concern about your
ESTTA submission, call (703) 308-9300 during business hours or
e-mail at estta@uspto.gov.

The status of any Board proceeding may be checked using TTABVUE

which is available at http:/ttabvue.uspto.gov Complete

information on Board proceedings is not available through the TESS or TARR databases. Piease allow a minimum of 2
business days for

TTABVUE to be updated with information on your submission.

The Board will consider and take appropriate action on your
request for an extension of time to file an opposition in due
course.

Printable version of your request is attached to this e-mail

ESTTA server at http://estta.uspto.gov
ESTTA Tracking number: ESTTA19498
Filing date: 11/18/2004

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No.:75530795
Applicant: Reed Elsevier Properties Inc.

Notice of Appeal

Notice is hereby given that appeal to the Trademark Trial and Appeal Board the refusal to register the mark depicted in
Application Serial No. 75530795.

jp—
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: Ad -
of «

he refusal to register has been appealed as to the following class of goods/services:
IC 042

Respectfully submitted,

J. PAUL WILLIAMSON

ljpw/

11/18/2004

J. PAUL WILLIAMSON

FULBRIGHT &amp; JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.

- WASHINGTON, DC 20004-2623

UNITED STATES
wotrademark@fulbright.com Phone:(202) 662-0200




USPTO. ESTTA. Receipt ’ L . Page 1 of 1

United States Patent and Trademark Office

Home | Site Index | Search | Guides | Contacts | eBusiness | eBiz alerts | News | Help

Electronic System for Trademark Trials and Appeals

Receipt

Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA19498
Filing date: . 11/18/2004

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application
Serial No. 75330795
Applicant Reed Elsevier Properties Inc.

Notice of Appeal

Notice is hereby given that Reed Elsevier Properties Inc. appeals to the Trademark Trial and
Appeal Board the refusal to register the mark depicted in Application Serial No. 75530795.

The refusal to register has been appealed as to the following class of goods/services:

o 1C 042

Respectfully submitted,

lipw/

11/18/2004

J. PAUL WILLIAMSON
FULBRIGHT & JAWORSKI L.L.P.
801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON, DC20004-2623
UNITED STATES
wotrademark@fulbright.com

(202) 662-0200

Return to ESTTA home page Start another ESTTA filing

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US { PRIVACY STATEMENT
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795

Y002 8 1 cvw
APPLICANT: Reed Elsevier Properties Inc.
CORRESPONDENT ADDRESS: RETURN ADDRESS:
J. PAUL WILLIAMSON Commissioner for Trademarks
FULBRIGHT & JAWORSKI L.L.P. 2900 Crystal Drive
801 PENNSYLVANIA AVENUE, N.W. Arlington, VA 22202-3514
WASHINGTON DC 20004-2623
MARK: LAWYERS.COM
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in all correspondence:

1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name.

2. Date of this Office Action.

3. Examining Attomey's name and
Law Office number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795
This letter responds to the applicant’s communication filed on January 29, 2004.
The refusal under Section 23 of the Trademark Act is CONTINUED and made FINAL.

Generic terms are terms that the relevant purchasing public understands primarily as the common
or class name for the goods or services. In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57
USPQ2d 1807 (Fed. Cir. 2001); In re American Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832
(Fed. Cir. 1999); In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ2d
1141 (Fed. Cir. 1987); H. Marvin Ginn Corp. v. Int'l Ass'n of Fire Chiefs, Inc., 782 F.2d 987, 228
USPQ 528 (Fed. Cir. 1986). Generic terms are by definition incapable of indicating a particular
source of the goods or services, and cannot be registered as trademarks; doing so “would grant the
owner of the mark a monopoly, since a competitor could not describe his goods as what they are.”
Inre Merrill Lynch, 828 F.2d at 1569, 4 USPQ2d at 1142.

A two-part test is used to determine whether a designation is generic:

(1) What is the class or genus of goods or services at issue? bR 200

Ag0 FULBiriT & JAWORSK!




(2) Does the relevant public understand the term primarily to refer to the class or genus of
goods or services at issue?

See H. Marvin Ginn Corp. v. International Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528
(Fed. Cir. 1986); TMEP §1209.01(c)(i).

The proposed mark is generic because it consists of the generic term or terms LAWYERS
combined with the top-level domain (TLD) .COM, and is therefore generic for applicant’s
services. Thus the proposed mark is unregistrable on the Supplemental Register, or on the
Principal Register under Trademark Act §2(f), 15 U.S.C. §1052(f. TMEP §§1209.03(m) and
1215.05. The TLD will be perceived by prospective customers as part of an Internet address, and,
therefore, has no source identifying significance. In re CyberFinancial.Net Inc., 65 USPQ2d 1789
(TTAB 2002) (“The public would not understand BONDS.COM to have any meaning apart from
the meaning of the individual terms combined”); In re Martin Container, Inc., 65 USPQ2d 1058
(TTAB 2002) (“[T]o the average customer seeking to buy or rent containers,
“CONTAINER.COM” would immediately indicate a commercial web site on the Internet which
provides containers.”).

With respect to the first part of the genericness inquiry, the class or category of services at issue
here is that of information services regarding law, legal news and legal services. Since legal
services are provided by lawyers, any information relative to legal services includes information
about lawyers. Applicant’s web site confirms this. It has options pertaining to “hiring a lawyer.”
It also states that [A]fter choosing a topic below, you’ll be better prepared to choose a lawyer by
searching our database.”  Applicant’s home page describes it as [Y]our connection to legal
information and resources,” with very obvious references to choosing lawyers. In addition,
attached is evidence demonstrating that web sites devoted to law, legal news, and legal services
also provide information about and/or databases of lawyers. In short, applicant’s argument that its
recitation of services demonstrates that its web site is not about lawyers is not persuasive. In the
first place, the web site itself contradicts that argument. Second, web sites containing information
about legal news and legal services almost always provide information about lawyers.

The second step of the Gin inquiry is whether the relevant public understands the term
LAWYERS.COM to refer to the category of services at issue, namely, information services
regarding law, legal news and legal services, including information about providers of legal
services, namely, lawyers. The term “lawyer” is defined as “one whose profession is to conduct
lawsuits for clients or to advise as to legal rights and obligations in other matters.” See
http://www.yourdictionary.com. “Providing information about the law and legal services almost
by definition includes information about lawyers. “Lawyer” identifies the provider of legal
services. Applicant’s information services relate to legal news, legal services, and clearly from its
website, lawyers. Therefore, the term is a generic term for the information services. Those
wishing to provide Internet information services involving law and legal services would need to
use the term lawyers, and are entitled to use the generic term in connection with these services.

“Lawyers” has no source-identifying significance in connection with applicant’s services. .Com
has no source-identifying significance either. The public would not understand LAWYERS.COM
to have any meaning apart from the meaning of the individual terms combined. In addition,
LAWYERS.COM should be freely available for others to adopt so that designations such as
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PERSONALINJURYLAWYERS.COM or WRONGFULDEATHLAWYERS.COM. can be used
by others. (See attachments to the office action of (December 3, 2002). See In re Cyber
Financial, 65 USPQ2d 1789 (TTAB 2002) (BONDS.COM should be freely available for others to
adopt so that designations such as ACMEBONDS.COM or UNITEDBONDS.COM could be used
by competitors...).

LAWYERS.COM is not capable of distinguishing applicant’s information services from the
information services of others. Therefore, registration is finally refused under Section 23 of the
Trademark Act.

Applicant may respond to this final action by either: (1) submitting a timely response that fully
satisfies any outstanding requirements, if feasible; (2) timely filing an appeal of this final action to
the Trademark Trial and Appeal Board; or (3) timely filing a petition to the Director if permitted by
37 C.FR. §2.63(b). 37 CF.R. §2.64(a); TMEP §715.01. Regarding petitions to the Director, See
37 C.FR. §2.146 and TMEP Chapter 1700.

i
L3V}

/Kathle M.a&é?lston/

Examining Attorney
Law Office 103
(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.




Serial ' Wumber 75530795
e

7 entfi_es found for lawyer.
To select an entry, click onit.

lawyer

canon lawyer
criminal lawyer-
jailhouse Iawsfer
Philadelphia lawyer
sea lawyer

Main Entry: lawyer € &)
Pronunciation: ' lo-ysr, 'loi-&r
Functon: noun.
one Whose professmn is to conduct lawsuits for clients.or to
advise as to legal fights and obligations in other matters
- lawyerlike #) /-7 11/ adjective
- law'yerly i) /- 1E/ adjective

2004 tMeriam\Webstar, Incotparated

Page 1 Of 1

Merriam-Wsbster Online
@ Dictionary
£ Thesaurus

L. ?
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Se’riahLluniber 75530795 . Attachment # 2 lawyer3 * Page 1 Of 4

vaxdmg In:emet Semvices for Lawyers and Chenzs Many at Na Cost, Including Custormzed E- Mail:
Addresses at ever 80 Legal Dorman Names, Prisctice-Ared Legal Dzscussmn Lists, an On-Line Atiorney
Da.f.abase, Individual Webpages, Practice Area: Webpages and More.

Specialized E-Mail Addresses

Let your e-mail address 1dent:fy your spec1a1ty not your internet provider. CounselWeb has
- registered:over 80 legal-related domain nameés and can upgrade your e-mail address to

yourname@ litigation.net

yourname@business law.net

yourname@familylaw.net

yourn ameeemploy!nent law.net

‘ yourname@criminallaw.net
and many others.
You need not change internet providers to use a customized CounselWeb e-mail address -- these
legal related e-mail addresses work with a7y e-mail account. Once you sign up, € e-mail sent to your
:CounselWeb-e-mail address will be instantly forwarded to:your existifig e-mail account. This ‘gives
you a professmnal e-mail name that works with any é-mail provider. Counsechb ¢-mail addresses
are also permanent, you can change your internet prowders without changmg your e-mail address: If

| you | later ‘change providers, we can simply forward your e-mail to your new address. Detmled
' ,mforma’aon here.

Matching Specialized Web Pages

CounselWeb also hosts specmhzed webpages that match your CounselWeb e-mad address. You
Webpage address can be

www. litigation.net/yourname
www.businesslaw.net/ yourname

www. familylaw.net/yourname

www. employment law. net /yourname A65




Lawyer:

| SEARCH E

“Practice:

WWW., crj_.‘_l. allaw.net/yourname .
Alternatively, we can register your -_ﬁfmnam_e_. Your Wébpagg;,address will be

www, yourfirm. com.

E-Mail Dﬂis_cussion Lists

Use the interriet to discuss topics with other lawyers in your pracuce areas. Couns elWeb has set up
over 2000 e-tail discussion lists covering 41 major areas of the law. There is no charge to-

- ~participate, and you can sign up usmg our on-hne registration form. Over 1,000 lawyers have already

signed up. For compte information, visit CounselWeb's Legal Discussion List Website.

“Looking for snap-on e-mail and webpages for non-lawyers? Check out IdentityWeb, home of over-
200 non-legal domain names. Now o&“enng free webpages

' ‘Send questions or comments to webmaster@counselweb.com
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Serial

lumber 75530795 Attachment # 3 lawyer4

Page 1 Of 1

‘Account Login' | About Us | Partners |

datJbase tool for lavyer at Business.com

Eind a Lawyer.
Research attorneys & local firms:. Search our convenlent database now.
Wt :wy-ux's o

Database Management Tools

.Manage.More Databases with Quest Central Download free: trlall
EUATN 'me*‘t -corvm

Database Tool

:Slmpllfy Database Management While Improvmg Your. Service Levels!-
Ptz (.(.rw L.J

Related Searches for database tool for lawyer

0 US Federal Law. Full Service Law Firms Law Practice Management Onlmé

Communities for Lawyers: Leqal Practice Areas Pra-Paid. Leqgal Sgrwce Ledal,
‘Software’ Solo Practitioners and Small Practice Law Firmns

Listings Results for database tool for lawyer (1-3 of 3)

1. Law Database Software
‘Category found in:> Legal softivare’
Offermg law database’ software.

2. Law Database Deslgn Services:
Category found in'> 1 Industry Database Design Serwces
Offering law’ database design services.

Listing found in > Law Database Admlnlstratnon Services
Offers Alpha Five database. development tool with intuitive, interface, Bmld database
-applications.that track report,. and manage any information.

[database tool for. lawyer

@ Directory € News. { Jobs

web Search Results for "database tool for lawyer" »

Spunso 2y Lm«s
Llst Your Slte

Lawyer Databage .
Over 269 DUO lawvyers. All
prectices Address Phone Fex

Databases for Lawyers .
Alpha’ 53 “Custom: database
desngn Fast easy, powarful
fFree trial. ‘

Powerful Database Tools
Powerful GUI adimin‘tools for-
MySQL PostgreSQL ancl
FireBird:servers:. ;

DbViguslizeér:

The Unlversal Database Tool
it's Database; OS mdependent
and Free.

MS:SQL:Toals'

Powerful-easy to use tools. for
SQL

Tools for Developers snd DBAS’

Lawyér Directory

area’ o'f';'m"eetlce and locetion:of
lawyer ..

BﬁSiﬁl’SS
foesiged sutience

(2] email this page

I

press Rooin | PPC Advertising | Advértise With Us | -Contact Business.com .
Featured Advertisers | Jobs | Pr'ivaci-_l'Terms.,Qf._Us'e‘ 1'® 2001 B'tlsine:s's'.veam, Inc: AII:Ri‘gHts,Ré.s'ervve:d

.
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| Nuniber 75530795 Attachment # 5 lawyer6 () Page 1 Of 2

Overview of LawyersQuotesFast.com

Whether you're a individual seeking & lawyer or.a multi-million doliar corporation seekmg extensive legal
sewices using outside. legal council or a public entity (munlt:lpallty -city, state, federal, utility, etc)

LawyersQuotesFast com is-the most ‘comprehensive source of market przced .fegaf quotations and !egai‘ fee
information in the world!

Our senice is 100% free. to you and lawyers pay only a very small semce fee By faw, we dom become
mvolved in lawyer-client fees-i in any way.

You're probably wondering how is it possible that a single web site cari'serve the needs of an person, privat
entity or public_entity at the same time?

‘The answer is that LawyersQuotesFast com has developed.an extensihle state-of the-art lawyer database ¢

clienf-to- Iawyer matching engine that was designed to handle. aver-10,000° 1st, 2nd, 3rd, 4th and- 5th level le
practice. categories (currently we have 290 total legal-practice categories), over 3000,000 lawyers and |
50,000,000 clients-worldwide! These numbers may seem large-but In the United: States alone - consider the
are over:90,000,000 Iegal cases processed every yearl ‘

In the LawyersQuotesFast competitive legal environment - each competing lawyer will sée exactly the sam
case information - but each lawyer. might have a different strategy, or perhaps have more ‘available time; or
perhaps more: expenence with rules, procedure.and case law. For-any number of reasons you could receive
wide range of prices and detailed strategies. Until you sign'a Iegal fee. contract, 'you are under no -obligatior
accept any ofthem

After. you receive your quotations and take the time to review.your quotations, you should- meet the lawyers
are most interested in for a final personal review.

Here are your selection: opﬁons for over 2?,000- 'I'awyels:-

select whether your case is either a persona! pnvate enitity( company) or pub!ac entity

select whether’ your legal matter.is-a litigation, fega.f sewice. or Jega! opinion

select from over 290 1st level, 2nd level and 3rd Ieve:‘ legal practice categones

select from a. geugraphlcal area X'miles from your loeation or incident - or perhaps you need to retait

legal council in another-state (because: the. entity resides there- or-the-event occured there)

o select the minimum quantity of cases already handled by the quoting. lawyers: for the ‘above- selected
Iegal practice category (to-guarantee the minimum experience leve! you require in that Iegal categor\

e select whether the quotmg lawyers must maintain a minimum of §1,000,000 of professional liability.
msurance {in case the lawyer himselitherself has, made strategic errors or is proved: incompetent) .-

e selectif you require quoting lawyers that speak a 2nd |anguage that of the client

o as'a‘public semwice - we even match indigent clients to pro. bono {waork for free) lawyers.

e note -'vwe do not accept lawyers that admit to guilt, for gross’ |mpropnet|es or incarceration based on
activities

—

Advantages: A69

e Easyto compare-ledal quotes emailed directly to you by. our subsctibed lawyers:




e Doin M!what used to take weeks to.do - if at alll!

o The same fity and. privacy as walking into-a lawyers'oilice if usmg
hittps://Awww.ziplip. comfnslann!semcesfhome jsp

o Standardized guotation form(sample) enabling. the client'to compare ‘quotes at a glance!

. _Suqqested fee agreementterms to protect you from unknown surprises from:your own lawyerl Ify

“and your lawyer have a fee dlsagreement it will automatlcally be sumitted to the American Arbitratic
Association.

o ClientQ uem" ™ guestion database system assures a simple and fast process!.
o ‘The only web-based legal quotation system that can handle any .category of legal semvice or [itigatior

Probable results using LawyersQuotesFast.comi in the basic 4 legal conditions:

If you are the defendant (targel) of a lawsuit

You will qunckly dlscoverthat bearing the burden of Iegal expenses involves a great deal-of money!
At the current rate lawyer's charge (typically $100/hr to $300/hr, orie-has-to think in terms of
$1000's". Using our competitive bidding system, you:may be able to reduce that hourly-fee or else

tum the hourly fee into a single flat fee and maybe have the lawyer waive the mdlrect costs as
- well!

If you.are the plaintiff (source) in a lawsuit with-a questionable outcome

If you have a ‘weak case (as determmed by your |awyer) you will also have to, thmk in terms of
system you‘\'mu probably be able to reduce that hourly fee or else tum the hourly fee intoa. single
flat fee and maybe have the lawyer waive the indirect costs as welll

If you're the plaintiff in a strong case (e.q.: personal injury, malpractice; etc.)

Even- though your IaWyer is your partner, you may be able to save ‘§1 [000's because Iawyers
compete to handle your case for-a- much lower % than you ever thought possible. Using our
competltlve blddmg system, you will probably be- able to- sngnlfcanﬂy reduce the % you will glve to
your lawyer and reduce % relative tothe- time invested or even-use a different: type of. contmgency
contract that is-stronger for you - weaker for your Iawyeﬁ

If you require a legal service. (no opponent) (e q wills, trusts, merqers contrac

etc.)

Yery. often the total legal fees:will cost many $100's or if the. case. is-involved - many $1,000's.
Using our competntwe blddlng system -you will. probahly be able to. reduce that hourly fee or else
‘tum the hourly fee into a single flat fee. and maybe have the lawyer waive the indirect costs as
~welll

At the very least, because of the quotation process, you will be more comfortable
with the lawyer you do select!

overview| fags | tall me morse | our promise:| privacy policy | contact us |- siternap.| home

Please direct corrections and technical lnqumes to webmasfer@lay_ugersguotesfast :6om.

Copyright @2002 [LawLogi%, Inc). Trademarks "LawyersQuotesFas’t com”, LawyerQuotesFast.com” AttorneysQuotesFast corn"
Aﬂorney@uotesFast com" and "LegalQuotesFasi com" are all tradenames of Lawl ogix, lnc Allrights reserved.

‘Revised: March 1st, 2004
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TheLaw.com - Terms Of Service
TERMS AND CONDITIONS OF USE

TheLaw.com and its network of web sites:is a
service of TheLaw.com, Inc. (TheLaw.com, Inc., its
network of web sites, subsidiaries, affiliates, '
officers, employees, agerits, independernit
contractors, clients, sponsors; and .service.
providers, are collectively referred to.as
"provider") and.all information on' this:web site and
its affiliated web sites (collectively "web site"),
including but not limited: to.the underlying code,
images;. contents of this web site, may be'used
solely under-the following terms and -conditions.
This Site and these Terms and Conditions may be
changed by Thelaw.com with or without notice.
Please review these terms and conditioris regularly..
Your use of this Site following any change -
constitutes your acceptance of the change.

IF' THESE TERMS AND CONDITIONS ARE NOT
ACCEPTABLE IN-FULL, YOU MUST IMMEDIATELY
TERMINATE YOUR USE OF THIS SITE.

1. PURPOSE OF THELAW NETWORK

The purpose of this web site is to give you a
general understanding of the law, is for your,
educational.purposes only, and.is ‘provided to you
on an "AS IS" basis. The information cantained-on
this web site’'may not be current and. the _
statements, thoughts, analyses, conclusions, or
other recommendations that may be made on this
site. may differ from the opinions of authorities, and
is also dependant upon local, state and federal
laws' and regulations and court cases. The law’

constantly changes, varies in each jurisdiction, and-

is subject to varying interpretations. This web site.
does not provide any legal advice.

Provider does:not offer any-legal advice,
recommendations, mediation or counseling under
any circumstance. This web site does not
provide any legal advice of any kind and should

not be used as a substitute for competent legal.

advice with professional legal counsel. If you

Page 1 Of 5




F’assmnal legal counsel, _. -
2. THE LAWYER DATABASE

The information contained in TheLaw.com's Lawyer:
Database is provided by the firms, entities, or other.
individuals entering. data into the database:
Provider does not check, authenticate, validate or
review the information. Accordingly, Provider does
not warrant the validity of the information and'is
not. responsnble for-any | misinformation provided-as a
result of the Lawyer Database, ‘nor responsible as a
result of -any materials or information provided to
you through the Lawyer Database. A description or-
specification of practice by an attorney does .not
mean that the attorney: or firm is:more’ specnahzed
possesses a greater.degree of- skill or competence
than- another attorney or firm; nor does it mean
that any -agency or board has:certified the

attorney or.firm. Users of the Lawyer Database .
urged. to make'their own independent investigation
and evaluation of any. information. obtained from the
Lawyer Database.

3. OUR PRIVACY POLICY

Your privacy is extremely important: to us and.we
understand how very.important it is to.you., We
aren't interested in being a part of the problem and
are more concerned with being a part of the
solution. A more detailed. policy will follow shortly,
Wwe, the' Provlder, will ot share. your personally .
identifiable information with any third party ‘without.
your permission {which obviously does not include
our contractors, service providers. and" agents that
we use and which may provide services in
con_]unctmn with the web site.and TheLaw
Network, for example, the hosting company for this:
web site) without your consent.

4. LICENSE AND RESTRICTIONS

All. rlghts, tltle, and mterest in the information
contained on this web site are reserved by Prowder
unless expllcnt written authorization.is given to. you
that states the contrary. Nothing contained. herein
shall be construed to confer any right, title or
interest, whether lmplled by -estoppel, or
otherwise, under copyright or.other: intellectual
property laws. You are granted a nonexclusive,
nontransferable, nonsublicenseable, revokable, -
limited license. to view the information from this
web site in your browser, provided that you do not.
remove or obscure any copyright or other Iegal
notices or disclaimers. Except as autharized '
exphcntly within a signed writing, no part of this
web site,-including the . underlymg code, images, .or
any other material contained on this web site, may
be copied, distributed, stored, republlshed
transmitted, or distributed in any form or by any
means:
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D.JUK LUNIENI AND PARIIGVIFAL IU.

You.are solely responSIble for your content, and we
act as apassive conduit for-your online dnstnbution
and pubhcatlon However, we reserve the right to

take any action with respect to your content if we

believe it may create liability for us.or may cause
us to lose the services of.our ISPs or other
supphers, or.if we deem it to'be lnappropnate The
content you distribute-or request to receive
(dlrectly or indirectly): (a) shall not infringe any
third partyscopynght ‘patent; ‘trademark, ‘trade
secret or other proprietary rights or rlghts of
publicity orprivacy; (b) shall not violate any law or.
regulation;-(c) shall not be defamatory or trade
libelous; (d) shall not be indecent, ‘obscene or
pornographic; (e) shall not-contain any viruses,
trojan horses, worms, time bombs, cancelbots or
other computer-programming routines ‘that are
intended to damage; detnmentally interfere with,
surreptitlously intercept or expropnate any- system,
data orpersonal information; You- -may not
distribute-unsolicited commercial messages. ("spam“)
through your Membershlp or take any other action
which imposes. an unreasonable or
dlsproportionately large load .on our; infrastructure,
Doing so may result in ‘termination of your
messages without delwery or prevent messages
from reaching you. In addition, you hereby grant: to
us a-worldwide, perpetual,. irrevocable, royalty-
free; sublicensable (through multiple tiers) right to
exercise-all’ rlghts ‘under. copynght pubhmty and
related rights; in any media now known or not
currently known; with respect to any content you-
provide to us in any public space on-our
TheLaw.com, TheLawNetwork, and affiliated sites.

6. HYPERLINKING TO THIS WEB SITE.

If you wish to provide hyperlinks for another web’
site‘to this web. site, you agree to all of the
following terms and conditions: (i) you. will notny us
of the hyperlink by sending email to us by using. our
contact form; (i) if you wish to provide a hyperlink:
to pages other than the-home page you will include
the pages you wish to hyperlink to'in the
aforementioned e-mail; .(iii) you will discontinue the
hyperlink upon receiving timely notice from
TheLaw.com; (iv) you will not: frame, obscure,
remove information, or otherwnse tamper with the
display of the web site’in any manner; (v) you
warrant that your web site does not contain illegal
or infringing materials.

7. DISCLAIMERS

ALL INFORMATION, SERVICES, AND MATERIALS
PROVIDED AS A RESULT OF THIS WEB SITE ARE
PROVIDED STRICTLY ON AN "AS 1s” BASIS AND
PROVIDER EXPRESSLY DISCLAIMS ANY AND ALL .
WARRANTIES INCLUDING THE WARRANTIES OF
MERCHANTABILITY, FITNESS FOR A PARTICULAR
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OSE AND NONINFRINGEMENT FUR,'RMORE
P IDER DISCLAIMS ALL RESPONSIBIL FOR
ANY LOSS INJURY, -CLAIM, LIABILITY, OR DAMAGE
OF ANY KIND RESULTING FROM, ARISING OUT OF
OR ANY WAY RELATED 7O (A) ANY ERRORS: IN OR
OMISSIONS FROM THIS SITE AND ITS CONTENT,
INCLUDING BUT NOT LIMITED TO TECHNICAL
INACCURACIES AND TYPOGRAPHICAL ERRORS , (B)
ANY THIRD PARTY WEBSITES OR CONTENT
THEREIN DIRECTLY OR INDIRECTLY" ACCESSED
THROUGH LINKS IN, THIS SITE, INCLUDING BUT NOT
LIMITED TO-ANY ERRORS IN OR OMISSIONS
THEREFROM, (C) THE UNAVAILABILITY' OF THIS.
SITE OR ANY PORTION THEREOF, (D) YOUR USE OF-
THIS SITE, OR (E) YOUR USE OF ANY- EQUIPMENT
OR SOF TWARE IN CONNECTION WITH THIS SITE.

8. LIMITATION. OF LIABILITY

PROVIDER AND PROVIDERS SUPPLIERS SHALL NOT
BE LIABLE FOR ANY DIRECT INDIRECT
INCIDENTAL, SPECIAL, OR- CONSEQUENTIAL
DAMAGES OF ANY KIND WHATSOEVER- (INCLUDING,
WITHOUT. LIMITATION, ATTORNEYS' FEES. AND
LOST PROFITS OR SAVINGS) IN ANY WAY: DUE TO,
RESULTING FROM OR ARISING IN CONNECTION
WITH THIS SITE, INCLUDING ITS CONTENT,
REGARDLESS OF ANY NEGLIGENCE OF ANY
COVERED _PARTY. PROVIDER'S LIABILITY AND THE
LIABILITY. OF PROVIDER'S SUPPLIERS, TO YOU OR-
ANY THIRD PARTIES IN ANY :CIRCUMSTANCE 1S
LIMITED TO THE GREATER OF (A) THE AMOUNT OF
FEES YOU PAY TO US IN THE 12. MONTHS: PRIOR TO
THE ACTION GIVING RISE TO LIABILITY, OR’ (B)
$100.

9. GOVERNING LAWS IN CASE OF DISPUTE
JURISDICTION

These Terms and Conditions shall be governed. by
and construed in accordance with the laws of the'
State of New York, USA, as they apply to
agreements made and solely performed therein,
Disputes- arising hereunder. shall be exciusively
subject to the jurisdiction of the state. or federal.
courts of the USA and/or New York County, New'
York, USA and jurisdiction for any. dispute shall be
solely brought within:New York County, New York,
USA.

10. INDEMNITY "

Upon Provider's, request you-agree to defend,
indemnify and hold harmless Provider from all
l|ab|l|t|es, claims, costs and expenses, including
attorney. fees, that arisé out of or’in connection
with. your use of the web site, ‘including but not
limited to’merchants .or professionals that appear,
or your posting, downloadlng or transmission .of all.
communications or material.on the web site,

11. MISCELLANEOUS PROVISIONS:

s
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T.termS' contained within these Term!ﬁj

Conditions .incorporate by reference ‘any notices
contained on this: Site and-constitute the entire
agreement. with respect to your access to-and use
of this Site. If any provision of these Terms and
Conditions is: unlawful, void or.unenforceable, then
that provusnon shall be deemed severable from the’
remaining ‘provisions and shall not. affect their
validity and enforceability.

11. COPYRIGHT AND TRADEMARKS

Material available on this. web site-are protected by
copyright law, Copyright ©® 1995-2004
TheLaw.com, Inc. All rights reserved. TheLaw.com
is a.trademark trademark of TheLaw.com; Inc.
Nothing contained on this site' should be construed
as-granting any license or rlght to use any
Trademark d|splayed on this site without the
express written permission of TheLaw.com, Inc.

You can contact ThelLaw,com, Inc. at. PO Box

237137 New York, NY 10023, by telephone at (212)

580-6630, by fax at (212)-580-6997, and by ‘e-mail
using our contact form.
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795 AR

|

APPLICANT: Reed Elsevier Properties Inc.

o

CORRESPONDENT ADDRESS: RETURN !

*+Please place on Upper Right Corner**
*+of Response to Office Action ONLY.**

Examining Attorney: VANSTON, KATHLEEN M.

J. PAUL WILLIAMSON Commissione: S e
FULBRIGHT & JAWORSKI L.L.P. 2900 Crystal =y =
801 PENNSYLVANIA AVENUE, N.W. Arlington, Vi 0
WASHINGTON DC 20004-2623 3
g .=
!f no fees are ¢ [
include the words * 3
MARK: LAWYERS.COM z
. [}
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide” - &

1. Filing date, i 7
CORRESPONDENT EMAIL ADDRESS: nppliiam's name.
: 2. Date of this Office Action.
3. Examining Attomey's name and
Law Office number.
4. Your telephone number and email
address.

RE: Serial Number 75/530795

EXAMINER’S AMENDMENT

In accordance with the authorization granted by Paul Williamson on April 5, 2004, the application
has been AMENDED as indicated below. Please note that if the identification of goods or services
has been amended below, any future amendments must be in accordance with 37 C.F.R. 2.71(a);
TMEP section 1402.07(¢). No response is necessary unless there is an objection to the
amendment. If there is an objection to the amendment, the applicant should notify the examining
attorney immediately.

The identification of goods is amended to read as follows: “Providing an online interactive
database featuring information exchange in the fields of law, legal news and legal services,” in
" Class 42. ;

A final refusal will follow the amendment.

APR 175 2004
FISLBRIGHT & JAWORSKI




* ¢

The examining attorney has searched the Office records and has found no similar registered or
pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C.

§1052(d). TMEP §704.02.

W,MA/[/ a4 v

/Kathleen M. Vanston/
Examining Attorney
Law Office 103

(703) 308-9103 ex 188
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Aaey Docket: MDCA:161/10301038

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of:

§
Reed Elsevier Properties Inc. §
S §  Law Office 103
Serial No. 75/530,795 § . .

' § Trademark Attorney:
Filed: June 22, 1998 § Kathleen Vanston, Esq.
Mark: LAWYERS.COM §

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3514
TRANSMITTAL LETTER

Dear Sir:

~ We enclose the following documents for filing in connection with the above-referenced

~ service mark application.

-- ‘Response to Office Action of July 29, 2003.

- The Comrmssmner is hereby authorized to charge any fee assessed in connection with
this ﬁhng to Deposit Account No. 06/2375 ‘Order No. MDCA:161/10301038. A duplicate copy

of this transmittal letter is attached for accountmg purposes.

Respectfully submitted,

)2y

3. Paul Wlllxamso{{)isq
‘Katherine M. DuBray, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.
Washington, D.C. 20004- 2623
(202) 662-0200

Dated: J énuary 29, 2004 , ‘Attorneys for Applica.nt

25370074.1 AT9



A&ey Docket: MDCA:161/10301038

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION :

In re Application of:’ §
Reed Elsevier Properties Inc. §
' ' § Law Office 103
Serial No. 75/530,795 §
: § Trademark Attorney:

Filed: June 22, 1998 § Kathleen Vanston, Esq.
§ .
§

Mark: LAWYERS.COM

RESPONSE TO OFFICE ACTION OF JULY 29,2003

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-351 4

Dear Sir:
This paper is submitted in response to the Office Action dated July 29, 2003.

RE

In its Response to Office Action of December 3', 2002, Applicant amended its application
to seek registration on the Supplemental Register and amended the descripti‘oﬁ of services to
exclude those services for which the Trademark Attorney had argued that the mark was merely
descriptive of or incapable of functioning as a mark when used in connection w1th thosé spéciﬁc
services. Applicant respectfully reqﬁests that the outstanding refusal be reconsidered in view 6f

the remarks that follow.

A Mark May. Be Descriptive For Some Services And Not For Othefs
As the Trademark Attorney states in the Office Action dated July 29, 2003, it is true that
a “registraﬁon should be refused if the term is descriptive of any of the goodsA for which

registration is sought.” McCarthy on Trademarks, 4 Edition, §11:51. 1t is also true, hbwever,

25370074.1 ’ 1



AQney Docket: MDCA:161/10301038

that a mark’s registrability is determined by those goods and services actually listed in the

application and not other goods or services on which the mark is used or intended to be used. Id.

In the case of In re Datatzme Corp., 203 US.P.Q. 878 (T.T.A.B. 1979), the Trademark |
Tnal and Appeal Board sustained the trademark attorney’s ﬁndmg that the mark MONTE
CARLO was geographrcally deceptlvely misdescriptive of electronic digital watches The
* applicant had submitted specimens displaying the mark in connection with digital watches with
electronic gaming capabilities. The Board found that‘ while the mark would have been
suggestive of the goods deplcted in the specimens, the mark was geographically deceptively -
mrsdescnptlve of the goods as they were more broadly identified in the application. The
objection to registration was withdrawn after the applicant limited its description of goods to

~cover only those watches with gaming capabilities. Id. at 880.

Applicant has taken the same step here in limiting its covered services to exclude those
services relating to information exchange regardirrg lawyers — to which the Trademark Attorney
had objected to in the prevrous Office Action. Applicant is now not seeking registration of its
mark in connection with services relating to obtammg a lawyer searchmg for a lawyer,
employmg a lawyer or other “lawyer mformatlon services.” Apphcant is, however, seeking to
reglster its mark in connection with those servrces specrfically descnbed in the application,
namely, ¢ provrdmg access to an online mteractlve database featurmg information exchange in
the fields of law, legal news and legal services.” The Applicant, contrary to the Office Action of
July 29, 2003, never argued that its services didn’t_extend to providing information about
lawyers, only that the services now covered hy the application don’t cover such acfiyity.. There

is nothing disingenuous about this position.

25370074.1 2 A81




AQley Docket: MDCA:161/10301038

Applicant has restricted its deséﬁption of services to moot the Trademark Attorney’s
assertions that its mark is incapable of functioning as a mark in connection with certain of its |
services as identified in the original application. In narrowing its description of services,
Applicant has abided by the well-known tenet that the fact that a term may be considered
descriptive or generic of some goods and services, does not prohibit that term from functioning
as a mark in connection with other goods and services or to other markets.. Séwéco, Inc. v. Shell

Oil Company, etc., 617 F.2d 1178, 1183, 207 U.S.P.Q. 278 (5" Cir. 1980).

In Burger King Corporation v. Pﬂgrim 's Pride Corporation, 705 F. Supp. 152.2,.12'
U.S.P.Q. 2d 1526 (S.D. Fla. 1988), the court affirmed that the plainﬁff’s mark “CHICKEN
TENDERS” could be the generic' name for a part of a chicken within the chicken processing

. industry and at the same time could be a protectable trademark to the retall ~purchasing public.
Apphcant recogmzed that arguments existed that its mark might be cons1dered descnptlve or,
from the Trademark Attorney’s viewpoint, generic of certain types of services concerning
lawyers. Accordingly, Applicant amended its récitaﬁon of services so that it is not seeking
federal registration for any services fbr which its mark fnight be argued to be generic or

incapable of functioning as a mark.

Applicant’s Mark Must Be Examined In Connection With Those Services Plrese tlz
Identified In The Application

In light of Applicant’s limitation to its recitation of services, the Trademark Attorney’s
statements in the july 29, 2003, Office Action miss the mark. Applicaht has narrowed the -
coverage of its application to withdraw all reference to “lawyers.” The Trademark Attorney’s
comments reflected that shé has based her objections to Applicant’s inark on the oﬁginally

broader — and different — recitation of services. Applicant respectfully requesfs that the

25370074.1 3




Attorney Docket: MDCA:161/10301038

Trademark Attorney focus on registrability in connection with only those services now listed in

the application.

' The application seeks registration of LAWYERS.COM on the Supplemental Register for |
‘providing access to an online_interactive database featuring information exchange in the fields of
law, legal news and legal services. At most, “lawyers” describes one of the intended audiences

" for the recited services.

“LAWYERS.COM” does not refer to a genus of products or services. The registrability
of LAWYER.S.COM must be determined on the basis of the recited services. See, In re Allen
Electric and Equipment Company, 173 U.S.P.Q. 689, 690 (C.C.P.A. 1972)v,.where the mark
SCANNER for antennas was refused registrétion as being descriptive of scanning antennas. The

| applicant had argued that examination of its mark shouid have been based on the actual use of its
mark as shown by the specimens submitted with its application and not on the identification of
goods contained in the application. This argument was rejected by the court (and the Patent and
_Trademark Qfﬁc_e) even though it was clear that the applicant’s goods were not the type of
antennas known as “scMng antennas.” The court affirmed that “trademark..ca'ses must be
decided on the basis of the identiﬁéation of the goods as set forth in the application.” Id.; see
also, In re Datatime, 203 U.S.P.Q. at 880; Genesee Brewing Company, Inc. v. Stroh Brewing

Company, 124 F. 3d 137, 147, 42 U.S.P.Q. 2d 1734 (2" Cir. 1997).

' Appliéant’s Mark Is Capable Of Distinguislﬁng It's Narrower Descriptibn Of Services
As explained in the Response to Office Action of December 3, 2002, Apphcant s mark is,
at most descnptlve of its services. Applicant’s services exist in an online 1nteract1ve database
that prov1des information on a variety of topics of interest to both lay people and professmnals in

the legal field. If Applicant’s recited services were merely the providing of a d1rectory of

25370074.1 4




. Attorney Docket: MDCA:161/10301038

lawyers or primarily a search tool for consumers to find a lawyer, then Applicant’s mark fnight

well be questioned in terms of its ability to distinguish the services. In reality, however, the
services for which Applicant seeks registration are the providing of database services focusing

on a variety of types of information for which the mark LAWYERS.COM is, at rhost, merely

descriptive. The database services offer detailed information on legal topics, updates on case

law, sources of legal research, information for legal support staff and on numerous other areas

géared toward both lay members of the public and legal professionals. In fact, the 'true'merely o

descriptive names for Applicant’s services might be Legalresources.com, Legalnews.com,

Lawresources.com or Legalencyclopedia.com — not LAWYERS.COM.

Applicant seeks to register its mark in connection with services for which this mark is
capable of functioning as a service mark, specifically, “providing access to an online interactive

database featuring information exchange in the fields of law, legal news and legal servicés.”

CONCLUSION

In view of the foregoing remarks, Applicant respectfully submits that this application is-

in condition for registration on the Supplemental Register.

Respectfully submitted,

J.'Paul WilliamsonCEsq.
Katherine M. DuBray, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.
Washington, D.C. 20004-2623
(202) 662-0200

Dated: January 29, 2004 Attorneys for Applicant

25370074.1 _ 5 -
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; Applicant Reed Elsevier Properties Inc.

The stamp of the TRADEMARK OFFICE, plaeéd hereon, acknowledges receipt of:

By Katherine M. DuBra

Application No. 75/530,795

Deposit/Mail Date January 29 2004

Atty Docket MDCA:161
Matter # 10301038 -

- . Amendment/Response
[ Amendment to Allege Use
O Application for TM/SM
O UseBased [J ITU
O __ Specimens
O Application for Renewal
[J Assignment, Check for$_____

O Assignment Cover Sheet (F
1596 . (Form PTO-

O Cert. Of Mailing under 37 CFR § 1.8(a)
Express Mail No. _____

! O Checkfor$

? [0 Dedaration [] Specimens

O Other

[0 Declaration under Sections 0 8 & C1 15

[0 Extension of Time to File Statement of Use,
[0 Checkfor$ '

[ Postcard
O __Specimens

[0 Statement of Use, Check for §
O __Specimens .

X Transmittal Letter (in duplicate)

TTAB: -

[ Ext. of Time to File Not. Of Opposition,
Check for $

O Not. Of Opposition (in duplicate)

O Check for $600.00

The stamp of the TRADEMARK OFFICE, placed hereon, acknowledges receipt of:

Applicant Reed Elsevier Properties Inc.

By Katherine M. DuBra

Application No. 75/530,795
Deposit/Mail Date January 29, 2004

Atty Docket MDCA:161
Matter #__ 10301038

X Amendment/Response
O Amendment to Allege Use
O Application for TM/SM
[0 useBased [ ITU
O __ Specimens
O Application for Renewal
[0 Assignment, Check for $

[0 Assignment Cover Sheet (Fo
1594)

[ Cert. Of Mailing under 37 CFR § ¥.8(2)

Express Mail No. JAN 19 ;]
O Checkfor $
[0 Declaraton [J] Specimens

P g

”‘mm&."'

[ Other

Q
& Check for §
6 :

[0 Declaration under Sections 18&0 15

[0 Extension of Time to File Statement of Use,
O Checkfor$

0 Postcard
O __ Specimens

[0 Statement of Use, Check for $
[0 __Specimens

[ Transmittal Letter (in duplicate)

AB:
Ext. of Time to File Not. Of Oppositon,

[0 Not. Of Opposition (in duplicate)
[0 Check for $600.00
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UNITED STATES PATENT AND TRADEMARK OFFICE

Jbe 8 2003
SERIAL NO: 75/530795
APPLICANT: Reed Elsevier Properties Inc.
CORRESPONDENT ADDRESS: RETURN ADDRESS:
J. PAUL WILLIAMSON Commissioner for Trademarks
ARNOLD WHITE & DURKEE 2900 Crystal Drive ,
801 PENNSYLVANIA AVENUE, N.W. Arlington, VA 22202-3514
WASHINGTON DC 20004-2623 ecom103@uspto.gov
MARK: LAWYERS.COM
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in all correspondence:
1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: _ applicant's name.

2. Date of this Office Action.

3. Examining Attorney's name and
Law Office number.

4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795
This letter responds to the applicant’s communication filed on May 23, 2003.
The amendment to the recitation of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed
mark is incapable of identifying the applicant’s services and distinguishing them from those of
others. Trademark Act Section 23, 15 U.S.C. §1091; In re A La Vieille Russie, Inc., 60 USPQ2d
1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB
1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999); In re Web Communications,
49 USPQ2d 1478 (TTAB 1998); In re Conus Communications Co., 23 USPQ2d 1717 (TTAB
1992); In re Crown Zellerbach Corp., 229 USPQ 318 (TTAB 1985); In re Hask Toiletries, Inc.,
223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984),
TMEP §1209.01(c).

The examiner reiterates the arguments contained in the final office action. Applicant seeks to
register the generic term “lawyers” which has no source identifying significance in connection with
applicant’s services, in combination with the top level domain indicator “.com.” Combining these




two generic terms does not create a term capable of identifying and distinguishing applicant’s
services. See In re Martin Container, Inc., ___ USPQ2d (TTAB June 11, 2002); In re
CyberFinancial.Net, USPQ2d (TTAB August 28, 2002).

Applicant’s amendment to its recitation of services is a transparent effort to bypass the applicability
of these two recent TTAB decisions. Applicant has deleted the term “lawyers” from its
information services despite the fact that the specimens of record indicate that providing
information about lawyers is one of the primary purposes of the website. For example, the
specimen indicates that “[T]he Martindale-Hubbell Law Directory is the most complete, trusted
source for identifying qualified legal counsel.” It also states that “[A]fter a review of the article,
you’ll be better prepared to choose a lawyer by searching our database.” There is also a section
called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now
argue that applicant’s services do not pertain to providing information about lawyers is
disingenuous at best.

Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

Z% iot—

eén M. Vanston/
Examining Attorney
Law Office 103
(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htni
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http:/tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795

APPLICANT:Reed Elsevier Properties Inc.

CORRESPONDENT ADDRESS: i Joonl vl “‘ ; . RETURN ADDRESS:
J. PAUL WILLIAMSON Fg. s ot® S & % Loy b Commissioner for Trademarks
FULBRIGHT & JAWORSKI L.LP. 2900 Crystal Drive
' 801 PENNSYLVANIA AVENUE, N.W. 21 o003 Aﬂmg“i';;’A 22202t-3514
WASHINGTON DC 20004-2623 S ecom103@uspto.gov

FULBRIGHT & JAWORSK!
MARK:  LAWYERS.COM

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in all correspondence:

1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name.
2. Date of'this Office Action.
3. Examining Attorney's name and
Law Office number.
4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795
This letter responds to the applicant’s communication filed on May 23, 2003.
The amendment to the recitation of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed
mark is incapable of identifying the applicant’s services and distinguishing them from those of
others. Trademark Act Section 23, 15 U.S.C. §1091; In re A La Vieille Russie, Inc., 60 USPQ2d
1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB
1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999), In re Web Communications,
49 USPQ2d 1478 (TTAB 1998); In re Conus Communications Co., 23 USPQ2d 1717 (TTAB
1992); In re Crown Zellerbach Corp., 229 USPQ 318 (TTAB 1985); In re Hask Toiletries, Inc.,
223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984)
TMEP §1209.01(c).

The examiner reiterates the arguments contained in the final office action. Applicant seeks to
register the generic term “lawyers” which has no source identifying significance in connection with
applicant’s services, in combination with the top level domain indicator “.com.” Combining these
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two generic terms does not create a term capable of identifying and distinguishing applicant’s
services. See In re Martin Container, Inc., USPQ2d ____ (TTAB June 11, 2002); In re

CyberFinancial Net, USPQ2d (TTAB August 28, 2002)

Applicant’s amendment to its recitation of services is a transparent effort to bypass the applicability
of these two recent TTAB decisions. Applicant has deleted the term ‘“lawyers” from its
information services despite the fact that the specimens of record indicate that providing
information about lawyers is one of the primary purposes of the website. For example, the
specimen indicates that “[T]he Martindale-Hubbell Law Directory is the most complete, trusted
source for identifying qualified legal counsel.” It also states that “[A]ﬁer a review of the article,
you’ll be better prepared to choose a lawyer by searching our database.” There is also a section
called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now
argue that applicant’s services do not pertain to providing information about lawyers is
disingenuous at best.

Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

Vsl Uy —
/Kathleen M. Vanston/
Examining Attorney
Law Office 103
(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htm
and follow the instructions. ‘

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/ '

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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UNITED STATES PATENT Al

SERIAL NO: 75/530795
APPLICANT: Reed Elsevier Properties Inc.
CORRESPONDENT ADDRESS:
J. PAUL WILLIAMSON
ARNOLD WHITE & DURKEE

801 PENNSYLVANIA AVENUE, N.W.
WASHINGTON DC 20004-2623

MARK: LAWYERS.COM
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A

CORRESPONDENT EMAIL ADDRESS:

**Plaase place on Upper Right Corner**
**of Response to Office Action ONLY."*

Examining Attorney: VANSTON, KATHLEEN M.
Serial Number: 75/5630795

RETURN ADDRESS:
Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514

ecom103@uspto.gov

Please provide in all correspondence:

1. Filing date, serial number, mark and
applicant's name.

2. Date of this Office Action.
3. Examining Attomney's name and
Law Office number.

4. Your telephone number and e-mail

address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795
This letter responds to the applicant’s communication filed on May 23, 2003.
The amendment to the recitation of services is acceptable and made of record.

The examining attorney refuses registration on the Supplemental Register because the proposed
mark is incapable of identifying the applicant’s services and distinguishing them from those of
others. Trademark Act Section 23, 15 U.S.C. §1091; In re A La Vieille Russie, Inc., 60 USPQ2d
1895 (TTAB 2001); Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 1385 (TTAB
1999); In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999); In re Web Communications,
49 USPQ2d 1478 (TTAB 1998); In re Conus Communications Co., 23 USPQ2d 1717 (TTAB
1992); In re Crown Zellerbach Corp., 229 USPQ 318 (TTAB 1985); In re Hask Toiletries, Inc.,
223 USPQ 1254 (TTAB 1984); In re Brock Residence Inns, Inc., 222 USPQ 920 (TTAB 1984),
TMEP §1209.01(c).

The examiner reiterates the arguments contained in the final office action. Applicant seeks to
register the generic term “lawyers” which has no source identifying significance in connection with
applicant’s services, in combination with the top level domain indicator “.com.” Combining these




two generic terms does not create a term capable of identifying and distinguishing applicant’s
services. See In re Martin Container, Inc., ___ USPQ2d (TTAB June 11, 2002); In re
CyberFinancial.Net, USPQ2d (TTAB August 28, 2002).

Applicant’s amendment to its recitation of services is a transparent effort to bypass the applicability
of these two recent TTAB decisions. Applicant has deleted the term “lawyers” from its
information services despite the fact that the specimens of record indicate that providing
information about lawyers is one of the primary purposes of the website. For example, the
specimen indicates that “{T]he Martindale-Hubbell Law Directory is the most complete, trusted
source for identifying qualified legal counsel.” It also states that “[Alfter a review of the article,
you’ll be better prepared to choose a lawyer by searching our database.” There is also a section
called “Hiring a Lawyer” which provides information about choosing a good lawyer. To now

argue that applicant’s services do not pertain to providing information about lawyers is
disingenuous at best.

Although the examining attorney has refused registration, the applicant may respond to the refusal
to register by submitting evidence and arguments in support of registration.

g s

/Kathleen M. Vanston/
Examining Attorney
Law Office 103

(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.htmi and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http:/tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of: §
Reed Elsevier Properties Inc. §
§ Law Office 103
Serial No. 75/530,795 §
§ Trademark Attorney:
Filed: June 22, 1998 § Kathleen Vanston, Esq.
§ )
Mark: LAWYERS.COM §
Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513
TRANSMITTAL LETTER

Dear Madam:

We enclose the following documents for filing in connection with the above-referenced

service mark application.

- Response to Office Action;
-- Revocation and Substitution Power of Attorney; and
-- Exhibit A.

The Commissioner is hereby authorized to charge any fee assessed in connection with

this filing to Deposit Account No. 06/2375, Order No. MDCA:161/10301038. A duplicate copy

of this transmittal letter is attached for accounting purposes.

Respectfully submitted,

iy~

J. Paul WilliamsmUEsq.
Katherine M. DuBray, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.
Washington, D.C. 20004-2623
(202) 662-0200

Dated: May 23, 2003 Attorneys for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of: §
Reed Elsevier Properties Inc. §
§ Law Office 103
Serial No. 75/530,795 §
§ Trademark Attorney:
Filed: June 22, 1998 § Kathleen Vanston, Esq.
§
§

Mark: LAWYERS.COM

RESPONSE TO OFFICE ACTION OF DECEMBER 3, 2002

Box Responses/NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Madam:

This paper is submitted in response to the Office Action dated December 3, 2002.
AMENDMENTS
Pursuant to 37 C.F.R. § 2.71, Applicant requests that the following amendments be

entered into the application.

Amendment Under 37 C.F.R. § 2.75

Kindly amend the application to seek registration on the Supplemental Register.

Description of Services

Applicant respectfully requests that the description of services contained in the

application be amended to read as follows:

Providing access to an online interactive database featuring
information exchange in the fields of law, legal news and legal
services, in International Class 42.

25291164.1 1



Correction of Clerical Error in Applicant’s Name

Pursuant to TMEP § 1201.02(c), Applicant respectfully requests that the spelling of its
name be corrected to remove the comma from before the word “Inc.” so that it appears as
follows:

Reed Elsevier Properties Inc.

It is believed that a verification or declaration is not necessary to correct an obvious mistake of
this nature (the original application correctly displayed Applicant’s name). The Trademark
Attorney is invited to contact the undersigned attorney at the telephone number and address
listed below if she desires a separate declaration or verification.

REMARKS

Descriptiveness Refusal

The Trademark Attorney has refused to register the application on the grounds that
LAWYERS.COM is merely descriptive under Trademark Act Section 2(€)(1). Without waiving
its right to argue this issue on appeal, if necessary, Applicant has now amended the application to
seek registration on the Supplemental Register pursuant to Section 37 C.F.R. § 2.75 (sinée the
application was filed as a use-based application, no change in the “filing date” is necessary).
Accordingly, Applicant believes the rejection on the grounds that the mark is merely descriptive
is now moot. The Amendment is a proper response to the “Final” refusal to register and it is

respectfully submitted that the application is now ready to be passed to registration.

25291164.1 2



Applicant’s Mark is Capable of Distinguishing Applicant’s Services

The Trademark Attorney has indicated in the Office Action that she believes the
Applicant’s mark is incapable of distinguishing Applicant’s services. Applicant respectfully

disagrees.

“[TThe critical question in genericness cases is whether members of the relevant public
primarily use or understand the term sought to be protected to refér to the genus of goods or
services involved.” Hunter Publishing Co. v. Caulfield Publishing Ltd.,' 1 U.S.P.Q. 2d 1996,
1998 (TTAB 1986). The Supreme Court has clarified the rule as follows, “[a] generic term is
one that refers to the genus of which the particular product is a species.” Park ‘N Fly v. Dollar.
Park and Fly, Inc., 469 U.S. 189, 194, 224 U.S.P.Q. 327, 329 (1985). Applicant respectfully

submits that under this rule, any conclusion that Applicant’s mark is generic would be incorrect.

In Hunter Publishing, the TTAB found that while the title of the applicant’s magazine,
«gYSTEMS USER,” might be used to describe individuals in the computer industry or data
processing field, there was “no evidence that the relevant public would refer to a publilcation
about the computer and/or the data processing industry as SYSTEMS USER.” 1 U.S.P.Q. 2d at
1998 (emphasis added). Likewise, neither “LAWYERS.COM” nor “LAWYERS” is the genus
of Applicant’s services. Applicant’s services do not include selling or promoting lawyers.
Rather, Applicant’s services focus on offering information about how to find and select a lawyer,
the mechanics of employing a lawyer, tips and advice for legal professionals, and current topics
of interest in the legal field. No one in the legal field or general public is likely to refer to an on-

line database as a “LAWYER” or “LAWYERS,” much less as a “LAWYERS.COM.”

As in Hunter Publishing, at most, the term “LAWYERS” describes a feature of the

Applicant’s services, specifically, an element of the intended audience for Applicant’s database.

25291164.1 3



The evidence provided by the Trademark Attorney, in the form of Internet pages from various
web sites incorporating the name “LAWYERS” in their domain names and reflecting pages
limited to directories to be used by the general public for obtaining legal counsel in specific
geographic or subject matter areas, supports this cqnclusion. Unlike these Internet pages, the
services Applicant provides in connection with the LAWYERS.COM mark are distinguishable
from a mere directory of lawyers. In fact, a truly generic identifier for Applicant’s services
would be “directory of legal topics” or perhaps “legal encyclopedia” services, not

LAWYERS.COM.

Applicant’s Mark is, At Most, Descriptive

As distinguished from a generic term, a ‘descriptive term “describes the qualities or
characteristics of the goods or service.” Park ‘N Fly, 224 U.S.P.Q. at 329. For example, in In re
Carlson Dolls Co., 31 U.S.P.Q. 2d 1319, 1320 (TTAB 1994), MARTHA WASHINGTON was
held to be merely descriptive of the Applicant’s dolls because “a key feature, quality or
characteristic of the dolls is that they portray Martha Washington.” Like the mark in In re
Carlson Dolls, LAWYERS.COM communicates a feature of Applicant’s database, namely, that
the content is broadly related to lawyers. Thus, the mark is not generic. At the very worst, the

mark is descriptive of Applicant’s services in the same way that the marks of the registrations

identified below are also descriptive.

CRUISE.COM, Reg. No. 2,684,818, for travel agency services,
namely, making reservations and bookings for transportation;

OPINIONJOURNAL.COM, Reg. No. 2,684,851, for computer
services, namely, providing an on-line newspaper column featuring
general news and news relating to current events, technology,
business, finance and the economy;

25291164.1 4
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SALESFORCE.COM, Reg. No. 2,684,824, for providing
temporary use of on-line non-downloadable software for storing,
managing, tracking and analyzing data in the field of marketing,
promotion, sales, customer information management, customer
support services and employee efficiency; providing temporary use
of on-line non-downloadable software to create statistical and
management reports on marketing, promotion, sales, customer
information management, customer support services and employee
efficiency; providing temporary use of on-line non-downloadable
multimedia computer program for communicating with peer
professionals; computer  services,  namely, designing,
implementing, and maintaining computer software for others;
providing internal company computer networks; providing search
engines for obtaining a wide variety of data on a global computer
network;

CRIMINALSUPERSEARCH.COM, Reg. No.. 2,710,256, for
performing investigations on individuals, namely, performing
criminal background checks;

LOSTANDFOUND.COM, Reg. No. 2,696,872, for electronic
transmission of data and documents concerning misplaced and
located personal property via a global network of computer
terminals;

MORTGAGE-INVESTMENTS.COM, Reg. No. 2,647,595, for
providing an on-line computer database featuring information in
the field of the procurement and brokerage of home and
commercial mortgages;

HOMES.COM, Reg. No. 2,562,661, for providing home
improvement information via a global communications network;

DOG.COM, Reg. No. 2,568,605, for toys and games, namely, dog
robot toys; _

NETHOSTING.COM, Reg. No. 2,497,383, for hosting the web
site on [sic] others on a computer server for a global computer
network;

WEATHEREXPERTS.COM, Reg. No. 2,489,705, for retail store
services and online retail store services in the fields of
meteorological equipment, instruments, maps, and images;

CULINARYPRO.COM, Reg. No. 2,542,013, for kitchen cutlery,
namely knives;




COURTREPORTERS.COM, Reg. No. 2,545,478, for providing a
website on global computer networks featuring information in the
field of court reporters, namely, court reporters listings, listing of
court reporting equipment and supplies, employment listings,
classified ads, schools, books, and other court reporting resources;

DISCOUNTCOUPONS.COM, Reg. No. 2,486,399, for computer
services, namely providing coupons for the goods and services of
others; providing information regarding discounts, coupons and
special offers for the goods and services of others;

POKER.COM, Reg. No. 2,470,729, for providing computer
gaming services accessed via a global computer network.

Copies of the TARR Reports for these Registrations are attached as Exhibit A.

These Registrations demonstrate that the Patent and Trademark Office routinely finds
that marks of a similar nature to LAWYERS.COM are not generic. ~MORTGAGE-
INVESTMENTS.COM has been registered for information services about procurement and
brokerage of mortgages. COURTREPORTERS.COM has been registered for information
services about and directed to couﬁ reporters. HOMES.COM has been registered for
information services relating to homes. Likewise, LAWYERS.COM should be allowed to

register for information services about the law, legal news and legal services.

Revocation of Previous Powers of Attorney and Appointment of New Attorneys

Applicant advises the Trademark Attorney that it has authorized new counsel to prosecute
this application on its behalf. Enclosed herewith is a document entitled “Revocation and
Substitution Power of Attorney” indicating that J. Paul Williamson, Esq., Tara M. Vold, Esq.,
Cynthia C. Henderson, Esq. and Katherine M. DuBray, Esq. and all other attorneys of the law
firm of Fulbright & Jaworski L.L.P., are now authorized by Applicant to correspond with the

office regarding this application, with full powers of substitution and revocation. Accordingly,

25291164.1 6



Applicant respectfully requests the Trademark Attorney update office Records to reflect the
contact information for Applicant’s new counsel.

CONCLUSION

In view of the foregoing amendments and remarks, Applicant respectfully submits that

this application is now in condition for registration on the Supplemental Register.

Respectfully submitted,

J. Paul Wllhamscgng

Katherine M. DuBfay, Esq.
Fulbright & Jaworski L.L.P.

801 Pennsylvania Avenue, N.W.

Washington, D.C. 20004-2623
(202) 662-0200

Dated: May 23, 2003 Attorneys for Applicant

25291164.1 vi
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Tn Re Application of: §
Reed Blsevier Properties Inc.

Law Office 103
Serial No. 75/530,795 :
Trademark Attorney:
Filed: June 22, 1998 Kathleen Vanston, Esq. )

LYy CON CON O WO O O

Mark: LAWYERS.COM

Commissioner for Trademarks

United States Patent and Trademark Office
2900 Crystal Drive .

Arlington, VA 22202-3513

REVOCATION AND SUBSTITUTION POWER OF ATTORNEY

Applicant hereby revokes all previous powers of attorney and appoints Fuibright &
Jaworski L.L.P., having an address at 801 Pennsylvania Avenue, N.W., Washington, DC 20004-
2623, and J. Paul Williamson, Tara M. Vold, Cynthia C. Henderson and Katherine M. DuBray,
all members of the District of Columbia bar, as its attomneys with full power of substitution or
revocation, to prosecute this application, to make al_terations and amendments therein, to handle

all matters in the Patent and Trademark Office in connection therewith and to receive the

registration certificate.

Please address all correspondence to:

1. Paul Williamson
FULBRIGHT & JAWORSKIL.L.P.
801 Pennsylvania Avenue, N.W.
Washington, DC, 20004-2623
Phone: (202) 662-0200
Fax: (202) 662-4643

REED ELSEVIER PROPERTIES INC.

b Mt 1512003 oy LD COIONN
v Refiee Simonton
President

TOTAL P.@G2




Latest Status Info Page 1 of 2
Thank you for your request. Here arc the latest results from the TARR we”erver.

This page was generated by the TARR system on 2003-05-14 10:32:37 ET

erial Number: 75731748
egistration Number: 2684818
ark (words only): CRUISE.COM
urrent Status: Registered.
ate of Status: 2003-02-04
iling Date: 1999-06-18
egistration Date: 2003-02-04
aw Office Assigned: TMEG Law Office 103

f you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
ssistance Center at TrademarkAssistanceCenter@uspto

urrent Location: 900 -Warehouse (Newington)

ate In Location: 2003-03-18

CURRENT APPLICANT(S)/OWNER(S)

1. OMEGA WORLD TRAVEL, INC.

Address:

OMEGA WORLD TRAVEL, INC.

3102 Omega Office Park

Fairfax, VA 22031

United States

State or Country of Incorporation: Virginia
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

travel agency services, namely, making reservations and bookings for transportation

International Class: 039
First Use Date: 1996-12-09
First Use in Commerce Date: 1996-12-09

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

—_— - — o
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Llatest Status Info
. ® °

Page 2 of 2

PROSECUTION HISTORY

1.603-02-04 - Regiéiéred - Supplemental Register

2002-07-15 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2002-06-25 - Previous allowance count withdrawn

2002-06-17 - Approved for Pub - Principal Register (Initial exam)
2002-06-03 - Report petition to revive - granted

2'001-10-24 - Petition to revive - Received

2001-09-04 - Abandonment - Failure to respond

2001-01-22 - Final refusal mailed

2000-06-19 - Letter of suspension mailed

2000-04-27 - Communication received from applicant
1999-10-29 - Non-final action mailed

1999-10-19 - Case file assigned to examining attorney

1999-09-23 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
LISA K. DACOSTA (Attorney of record)

LISA K. DACOSTA

ROBERTS & HUNDERTMARK LLP
35 WISCONSIN CIRCLE

SUITE 350

CHEVEY CHASE, MD 20815

United States
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atest Status Info Page 1 of 2
Ch nk you for your request. Here are the latest results from the TARR web server. |

This page was generated by the TARR system on 2003-05-14 10:32:56 ET

Serial Number: 76081074

‘ Registration Number: 2684851

Mark (words only): OPINIONJ OURNAL.COM
Current Status: Registered.

1 Date of Status: 2003-02-04

Filing Date: 2000-06-30

gistration Date: 2003-02-04

aw Office Assigned: TMEG Law Office.109

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

ssistance Center at TrademarkAssistanceCenter@uspto.gov
urrent Location: 900 -Warehouse (Newington)

ate In Location: 2003-03-19

CURRENT APPLICANT(S)/OWNER(S)

200 Liberty Street

New York, NY 10281

United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

COMPUTER SERVICES, NAMELY, PROVIDING AN ON-LINE NEWSPAPER COLUMN FEATURING
GENERAL NEWS AND NEWS RELATING TO CURRENT EVENTS, TECHNOLOGY, BUSINESS, FINANCE
AND THE ECONOMY '

International Class: 042

First Use Date: 2000-07-27
First Use in Commerce Date: 2000-07-27

Basis: 1(a) A105

ADDITIONAL INFORMATION

- - nelt ANnng




atest Status Info ‘ . Page 2 of 2
OT AVAILABLE)

PROSECUTION HISTORY

2003-02-04 - Registered - Supplemental Register
2002-11-23 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2002-11-23 - Amendment to Use approved
2002-09-29 - Report petition to revive - granted
2002-05-22 - Petition to revive - Received
2002-05-22 - PAPER RECEIVED

2002-03-16 - Abandonment - Failure to respond
2001-07-05 - Non-final action mailed

2001-01-17 - Case file assigned to examining attorney
2000-12-28 - Case file assigned to examining attorney
2000-10-24 - Communication received from applicant
2000-12-14 - Amendment to use processing complete

2000-10-24 - Amendment to Use filed

CONTACT INFORMATION

Correspondent (Owner)
DANA R. KAPLAN (Attorney of record)

DANA R. KAPLAN

KENYON & KENYON

ONE BROADWAY

NEW YORK, NEW YORK 10004
United States

A106

.. 11 e e cecdn memmohmmesl b b nerDmn e Av—sa vt atents A Pramtrm r—YLKQAQK 1 Nn&/1 AINNN2




LEJlteSf Status Info Page 1 of 2

Thaik you for your request. Here z& the latest results from the TARR web server.
This page was generated by the TARR system on 2003-05-14 10:36:00 ET

Serial Number: 75836332

Registration Number: 2684824

ark (words only): SALESFORCE.COM
urrent Status: Registered.
ate of Status: 2003-02-04
iling Date: 1999-10-29
egistration Date: 2003-02-04
aw Office Assigned: TMEG Law Office 105

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov
Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-04-14

CURRENT APPLICANT(S)/OWNER(S)

1. salesforce.com, inc.

Address:

alesforce.com, inc.

101 Spear Street, Suite 203

San Francisco, CA 94105

United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Providing temporary use of on-line non-downloadable software for storing, managing, tracking and analyzing data in
the field of marketing, promotion, sales, customer information management, customer support services and employee
efficiency; providing temporary use of on-line non-downloadable software to create statistical and management reports
on marketing, promotion, sales, customer information management, customer support services and employee
efficiency; providing temporary use of on-line non-downloadable multimedia computer program for communicating
with peer professionals; computer services, namely, designing, implementing, and maintaining computer software for
others; providing internal company computer networks; providing search engines for obtaining a wide variety of data
on a global computer network
International Class: 042

First Use Date: 1999-09-27

First Use in Commerce Date: 1999-09-27

A107
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Lagest Stat'tis Info ‘ .

Basis: 1(a)

Page 2 of 2

ADDITIONAL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2003-03-10 -vEx parte appeal tenninated

003-02-04 - Registered - Supplemental Register
2002-11-25 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
»002-10-30 - Jurisdiction restored to examiner
0002-10-30 - Ex parte appeal - Instituted
2002-08-09 - Non-final action mailed
2002-06-17 - Letter of suspension mailed
2001-11-13 - Communication received from applicant
2001-09-10 - Final refusal mailed
2001-08-24 - Report petition to revive - granted
2000-12-18 - Petition to revive - Received
2001-09-07 - Previous action count withdrawn
2000-04-07 - Non-final action mailed
2000-03-29 - Case file assigned to examining attorney

2000-03-24 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
BRUCE J. GOLDNER, ESQ. (Attorney of record)

BRUCE J. GOLDNER, ESQ.

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
FOUR TIMES SQUARE

NEW YORK, NY 10036-6522

United States

- -~ A~ e
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Latest Status Info Page 1 of 2
'I?pa‘nk you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-05-14 10:39:24 ET

erial Number: 78138176

egistration Number: 2710256

ark (words only): CRIMINALSUPERSEARCH.COM
Current Status: Registered.

Date of Status: 2003-04-22‘

Filing Date: 2002-06-24

Registration Date: 2003-04-22

Law Office Assigned: TMO Law Office 110

ff you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

lAssistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-04-28

CURRENT APPLICANT(S)/OWNER(S)

1. RentGrow, Inc.

Address:

RentGrow, Inc.

275 Wyman Street, Suite 14

Waltham, MA 02451

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Performing investigations on individuals, namely, performing criminal background checks

International Class: 045
First Use Date: 1999-12-31
First Use in Commerce Date: 1999-12-31

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE) | |
A109
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I.:atésf Status Info Q ‘

Page 2 of 2

PROSECUTION HISTORY

2003-04-22 - Registered - Supplemental Register

1003-03-02 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

003-01-09 - Communication received from applicant
003-01-09 - PAPER RECEIVED
002-11-19 - Non-final action e-mailed

0002-11-04 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Charles E. Weinstein, Esq. (Attorney of record)

CHARLES E. WEINSTEIN, ESQ.
FOLEY HOAGLLP

WORLD TRADE CENTER WEST
155 SEAPORT BOULEVARD
BOSTON MA 02210-2600

United States
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Latest Status Info Page 1 of 2

Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2003-05-14 10:42:04 ET

Serial Number: 78027029

Registration Number: 2696872

Mark (words only): LOSTANDFOUND.COM

Current Status: Registered.‘

Date of Status: 2003-03-11

Filing Date: 2000-09-21

Registration Date: 2003-03-11

I.aw Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-04-02

CURRENT APPLICANT(S)/OWNER(S)

1. Consumer Product Recovery and Finance Company, Inc.

Address:
Consumer Product Recovery and Finance Company, Inc.

50 Trinity Place Ste 300
New York, NY 10006

United States
State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

" ELECTRONIC TRANSMISSION OF DATA AND DOCUMENTS CONCERNING MISPLACED AND
LOCATED PERSONAL PROPERTY VIA A GLOBAL NETWORK OF COMPUTER TERMINALS

International Class: 038
First Use Date: 1998-12-01
First Use in Commerce Date: 1998-12-01

Basis: 1(a) A1

ADDITIONAL INFORMATION

(NOT AVAILABLE)
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Tatest Status Info ‘ ‘ Page 2 of 2

PROSECUTION HISTORY

2003-03-11 - Registered - Supplemental Register
2003-01-13 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2002-12-04 - Communication received from applicant
2002-10-02 - Case file assigned to examining attorney
2002-06-07 - Non-final action mailed

2002-05-17 - Communication received from applicant
2001-12-06 - Non-final action mailed

2001-12-06 - Case file assigned to examining attorney
2001-10-09 - Communication received from applicant
2001-10-09 - Communication received from applicant
2001-04-09 - Non-final action mailed

2001-03-12 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
CONSUMER PRODUCT RECOVERY AND FINANCE CO

50 TRINITY PL STE 300
' NEW YORK NY 10006-2508
United States .

A112
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Latest Status Info Page 1 of 2
hank you for your request. Here ale the latest results from the TARR Wt?server.

- his page was generated by the TARR system on 2003-05-14 10:45:43 ET
erial Number: 78106233
egistration Number: 2647595
ark (words only): MORTGAGE-INVESTMENTS.COM
Current Status: Registered.
Date of Status: 2002-11-05
Filing Date: 2002-02-01
Registration Date: 2002-11-05
Law Office Assigned: TMO LAW OFFICE 116

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov
Current Location: 900 -Warehouse (Newington)

Date In Location: 2003-01-06

CURRENT APPLICANT(S)/OWNER(S)

1. Mortgage-Investments.com, Inc.

Address: ‘
Mortgage-Investments.com, Inc.

4905 34th Street S #5600

Saint Petersburg, FL 337114511

United States

State or Country of Incorporation: Florida

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Providing an on-line computer database featuring information in the field of the procurement and brokerage of home
and commercial mortgages
International Class: 036

First Use Date: 1997-12-01
First Use in Commerce Date: 1997-12-01

Basis: 1(a) A113

ADDITIONAL INFORMATION

(NOT AVAILABLE)
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I;.atest. Status Info ’ .

Page 2 of 2

PROSECUTION HISTORY

2002-11-05 - Registered - Supplemental Register

2002-08-12 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2002-07-25 - Communication received from applicant

002-06-03 - Non-final action mailed

N

2002-05-15 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
MORTGAGE-INVESTMENTS.COM, INC.
4905 34TH STREET S

#5600
AINT PETERSBURG FL 33711-4511

nited States
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LJstest' Status Info Page 1 of 2

Thank you for your request. Here agthe latest results from the TARR web server.
This page was generated by the TARR system on 2003-05-13 19:46:37 ET

Serial Number: 76135604

Registration Number: 2562661

Mark (words only): HOMES.COM

Current Status: Registered.

Pate of Status: 2002-04-16

Filing Date: 2000-09-26

Registration Date: 2002-04-16

Law Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Fate In Location: 2002-04-24

CURRENT APPLICANT(S)/OWNER(S)

1. Homes.com, Inc.

Address:

Homes.com, Inc.

2470 Camino Real, Suite 210

Palo Alto, CA 94306

United States

State or Country of Incorporation: Delaware

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

providing home improvement information via a global communications network

International Class: 037
First Use Date: 1999-10-00
First Use in Commerce Date: 1999-10-00

Basis: 1(a)

ADDITIONAL INFORMATION

Prior Registration Number(s):
2226864 A113
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Latest Status Info . ‘ Page 2 of 2

PROSECUTION HISTORY

2003-02-03 - PAPER RECEIVED

2002-04-16 - Registered - Supplemental Register

£F001-10-22 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2001-08-20 - Communication received from applicant

2001-03-15 - Non-final action mailed

2001-02-26 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
RANDALL C BROWN (Attorney of record)

RANDALL C BROWN

AKIN GUMP STRAUSS HAUER & FELD LLP
PO BOX 688

DALLAS TX 75313-0688

United States

A116
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Latest Status Info Page 1 of 2

Thank you for your request. Here alt the latest results from the TARR wegerver.
'][‘his page was generated by the TARR system on 2003-05-13 19:46:57 ET

Serial Number: 76076745 |
Registration Number: 2568605

Mark (words only): DOG.COM

Current Status: Registered.

Date of Status: 2002-05-07

Eling Date: 2000-06-26
egistration Date: 2002-05-07
Law Office Assigned: TMEG Law Office 106

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-05-21

CURRENT APPLICANT(S)/OWNER(S)

1. TOMY COMPANY, LTD.

Address:

TOMY COMPANY, LTD.

No. 9-10, Tateishi 7-chome
Katsushika-ku, Tokyo,

Japan

State or Country of Incorporation: Japan
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

TOYS AND GAMES, NAMELY, DOG ROBOT TOYS
International Class: 028

'First Use Date: 2000-07-12

First Use in Commerce Date: 2001-05-15

Basis: 1(a)

ADDITIONAL INFORMATION

‘ VAILABL
(NOT AVAILABLE) - A117
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I:,. est Status Info ' ’ .

Page 2 of 2

PROSECUTION HISTORY

2002-05-07 - Registered - Supplemental Register
2001-10-30 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER

2001-10-30 - Amendment to Use approved

20001-10-30 - Case file assigned to examining attorney
2001-10-23 - Amendment to use processing complete
2001-08-15 - Amendment to Use filed

2001-08-15 - Communication received from applicant
»001-06-29 - Communication received from applicant
001-01-02 - Non-final action mailed

0000-12-18 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
JAMES D HALSEY JR (Attorney of record)

JAMES D HALSEY JR
STAAS & HALSEY

700 11TH STNW
WASHINGTON DC 20001
United States

Domestic Representative
JAMES D. HALSEY, JR.
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Latest Status Info Page 1 of 2

T ank you for your request. Here are the latest results from the TARR wegerver.
This page was generated by the TARR system on 2003-05-13 19:47:09 ET

Serial Number: 78011468

Registration Number: 2497383

Mark (words only): NETHOSTING.COM

Current Status: Registered.

Date of Status: 2001-10-09

Filing Date: 2000-06-06

Fegistration Date: 2001-10-09
Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-11-09

CURRENT APPLICANT(S)/OWNER(S)

1. Fibernet Corp.

Address:

Fibernet Corp.

1455 South State Street Suite G

Orem, UT 84097

United States

State or Country of Incorporation: Utah

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

hosting the web site on others on a computer server for a global computer network

International Class: 042
First Use Date: 1996-07-01
First Use in Commerce Date: 1996-07-01

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE) A1
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Latest Status Info . . Page 2 of 2

PROSECUTION HISTORY

2‘001-10-09 - Registered - Supplemental Register
#001-08-02 - Approved for Pub - Principal Register (Initial exam)
2001-02-05 - Communication received from applicant

000-11-21 - Non-final action mailed

D000-10-20 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Christopher J. Day (Attorney of record)

CHRISTOPHER J. DAY

LAW OFFICE OF CHRISTOPHER DAY
340 EAST PALM LANE, STE 282
PHOENIX, AZ 85004

United States

A120
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Latest Status Info Page 1 of 2
Thank you for your request. Here aIt the latest results from the TARR wemgerver.

This page was generated by the TARR system on 2003-05-13 19:47:20 ET
Serial Number: 78018642

egistration Number: 2489705

ark (words only): WEATHEREXPERTS.COM

urrent Status: Registered.

ate of Status: 2001-09-11

jling Date: 2000-07-27

egistration Date: 2001-09-11

aw Office Assigned: TMO Law Office 112

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-10-09

CURRENT APPLICANT(S)/OWNER(S)

1. MORCOM INTERNATIONAL, INC.

Address:

MORCOM INTERNATIONAL, INC.
14018-G SULLYFIELD CIRCLE
CHANTILLY, VA 20151

United States

State or Country of Incorporation: Virginia
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

RETAIL STORE SERVICES AND ONLINE RETAIL STORE SERVICES IN THE FIELDS OF
METEOROLOGICAL EQUIPMENT, INSTRUMENTS, MAPS, AND IMAGES

International Class: 035 ' ‘

First Use Date: 2000-05-01

First Use in Commerce Date: 2000-05-01

Basis: 1(a) A121

ADDITIONAL INFORMATION

(NOT AVAILABLE) |
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Latest Status Info ‘ . Page 2 of 2

PROSECUTION HISTORY

2001-09-11 - Registered - Supplemental Register
2001-07-12 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2001-06-04 - Communication received from applicant

2001-01-02 - Non-final action mailed

2000-12-22 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
RALPH M. TENER (Attorney of record)

RALPH M. TENER
MCCANDLISH & LILLARD
11350 RANDOM HILLS ROAD,
SUITE 500

FAIRFAX, VA 22030-7429
United States

A122
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Latest Status Info Page 1 of 2
hank you for your request. Here are the latest results from the TARR web server. |

: his page was generated by the TARR system on 2003-05-14 17:24:11 ET
erial Number: 78047146

egistration Number: 2542013

Mark (words only): CULINARYPRO.COM
Current Status: Registered.

Date of Status: 2002-02-19

Filing Date: 2001;02-07

Registration Date: 2002-02-19

Law Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov
Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-03-08

CURRENT APPLICANT(S)/OWNER(S)

1. National Housewares Corporation

Address:

National Housewares Corporation

13 Grove Street

Darien, CT 06820

United States

State or Country of Incorporation: Connecticut
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

kitchen cutlery, namely knives
International Class: 008

First Use Date: 2000-01-01

First Use in Commerce Date: 2000-01-01

Basis: 1(a) A123

ADDITIONAL INFORMATION

(NOT AVAILABLE)
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PROSECUTION HISTORY

2 02-0.2-19 - Registered - Supplemer;tél Register
2001-11-14 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2001-10-15 - Communication received from applicant

001-10-15 - Communication received from applicant

001-07-10 - Non-final action mailed

2001-06-22 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
JAMIE J. FITZGERALD (Attorney of record)

JAMIE J. FITZGERALD
CUMMINGS & LOCKWOOD
PO BOX 1960

NEW HAVEN CT 06509-1960
United States

A124
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atest Status Info Page 1 of 2

‘hank you for your request. Here a’the latest results from the TARR web server.

o |

'j‘his page was generated by the TARR system on 2003-05-13 19:48:06 ET
Serial Number: 78034626 |

Registration Number: 2545478

Mark (words only): COURTREPORTERS.COM

Current Status: Registered.

F)ate of Status: 2002-03-05

Filing Date: 2000-11-09

Registration Date: 2002-03-05

Law Office Assigned: TMO Law Office 110

If you are the applicant or applicant's attorney and have questions about this file, p]easé contact the Trademark

Assistance Center at TrademarkAssistanceCenter@uspto.gov
Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-03-15

CURRENT APPLICANT(S)/OWNER(S)

1. MIRANDA, BERTHA

Address:

MIRANDA, BERTHA

P.O. BOX 365

NEWBURY PARK, CA 91319

United States

Country of Citizenship: United States
Legal Entity Type: Individual

GOODS AND/OR SERVICES

Providing a website on global computer networks featuring information in the field of court reporters, namely, court
reporters listings, listing of court reporting equipment and supplies, employment listings, classified ads, schools, books,
and other court reporting resources :

International Class: 009 '

First Use Date: 2001-01-10
First Use in Commerce Date: 2001-01-10

Basis: 1(a) A125

ADDITIONAL INFORMATION
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Liatest Status Info . . Page 2 of 2
OT AVAILABLE)

PROSECUTION HISTORY

2002-03-05 - Registered - Supplemental Register
001-12-16 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
001-12-11 - Amendment to Use approved

2001-11-14 - Amendment to use processing complete

2001-09-20 - Amendment to Use filed

2001-09-20 - Communication received from applicant

2001-04-23 - Non-final action mailed

2001-04-18 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
BERTHA MIRANDA

PO BOX 365
NEWBURY PARK CA 91319-0365

United States

A126
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_atest Status Info ' Page 1 of 2
Chiank you for your request. Here aTe the latest results from the TARR wcgerver.

is page was generated by the TARR system on 2003-05-13 19:48:17 ET

rial Number: 78015760

\vZi

Registration Number: 2486399

Mark (words only): DISCOUNTCOUPONS.COM
urrent Status: Registered.

ate of Status: 2001-09—04

iling Date: 2000-07-07

egistration Date: 2001-09-04

aw Office Assigned: TMO Law Office 112

f you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark

ssistance Center at T rademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-09-28

CURRENT APPLICANT(S)/OWNER(S)

1. Zitsman, Charles B.

Address:

Zitsman, Charles B.

3575 US 1 South

St. Augustine, FL 32086

United States

State or Country of Incorporation: Florida

Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Computer services, namely providing coupons for the goods and services of others; providing information regarding
discounts, coupons and special offers for the goods and services of others ' :

International Class: 042 :

First Use Date: 1997-10-15

First Use in Commerce Date: 1997-10-15

Basis: 1(a) A127

ADDITIONAL INFORMATION

(NOT AVAILABLE)
. . AAOIANN Nn&/12/70N




Latest Status Info
. @ o

Page 2 of 2

PROSECUTION HISTORY

2002-04-11 - TEAS Change of Correspondence Received

2001-09-04 - Registered - Supplemental Register

2001-07-02 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2001-05-23 - Communication received from applicant

2001-05-23 - Communication received from applicant

000-12-01 - Non-final action mailed

| ]

000-11-01 - Case file assigned to examining attorney

.

CONTACT INFORMATION

Correspondent (Owner)v
BRIAN R. GIBBONS (Attorney of record)
BRIAN GIBBONS
3936 S. SEMORAN BLVD., SUITE 330
ORLANDO FL 32822-401
United States :
A128
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Latest Status Info Page 1 of 2

Thank you for your request. Here are the latest results from the TARR web server.

i‘ is page was generated by the TARR system on 2003-05-13 19:48:25 ET
Serial Number: 75849777

Registration Number: 2470729

ark (words only): POKER.COM

urrent Status: Registered.

ate of Status: 2001-07-17

iling Date: 1999-11-15

f you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
ssistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-08-17

CURRENT APPLICANT(S)/OWNER(S)

1. Poker.com, Inc.

Address:

Poker.com, Inc.

#1502 - 1166 Alberni Street

Vancouver, V6E 3Z3

Canada ,
State or Country of Incorporation: Florida
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

PROVIDING COMPUTER GAMING SERVICES ACCESSED VIA A GLOBAL COMPUTER NETWORK
International Class: 041

First Use Date: 1999-06-15

First Use in Commerce Date: 1999-08-09

Basis: 1(a) A129

ADDITIONAL INFORMATION

(NOT AVAILABLE)

-~ e e O .. AATmAAAN ng/12/70nN02




Latest Status Info . . Page 2 of 2

e
»

PROSECUTION HISTORY

22061-07-17 - Registefed - Suppléx;aeﬁtal Regisfér

2001-02-26 - APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
2000-10-26 - Communication received from applicant

2000-04-26 - Non-final action mailed

2000-04-06 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Richard L. Morris, Jr. (Attorney of record)

RICHARD L. MORRIS, JR.
TRADEMARK SERVICES
1000 WEST AVE STE 512
MIAMI BEACH FL 33139
United States

Domestic Representative NOT AVAILABLE)

A130
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e stamp of the TRADEMARK OFFICE, placed

Applicant Reed Elsevier Properties Inc.

, acknowledges receipt of:
By Katherine M. DuBray

Application No. 75/530,785

Atty Docket MDCA:161

Deposit/Mail Date May 23, 2003

Matter #__10301038

Ig Amendment/Response — with Exhibit A D Dedd i Y
] Amendment to Allege Use aration under Sections 0 8 & O
1 Application for TW/SM O Extension of Time to File Statement
O Use-Based 0 Ty = E Check for $
O __Specimens ostard
O Application for Renewal O O _Specmens .
[0 Assignment, Check for § étatem;m of Use, Check for §
O Assignment Cove — Specimens
r Sheet (Fom PT e .
1594) o- Transmittal Letter (in duplicate)
[ Cert. Of Mailing under 37 CFR § 1.8(a)
Express Mail No. TTAB:
[0 Checkfor$ 0 Ext. of Time to File Not. Of Oppositic
O Dedaration [] Specimens Checkfor$_____
g Not. Of Opposition (in duplicate)
. Check for
X Other Revocation and Substitution Power of Attomey $600.00
The stamp of the TRADEMARK OFFICE, placed hereon, acknowledges receipt of:
Applicant Reed Elsevier Properties INc. By Katherine M. DuBray
Application No. 75/530,795 Atty Docket MDCA:161
Deposit/Mail Date May 23, 2003 Matter #__10301 038
Amendment/Response — with Exhibit A [0 Declaration under Sections D 8 &0O15
[0 Amendmentto Allege Use [0 Extension of Time to File Statement of Use,
(O Application for TM/SM [0 Checkfor$
[0 Use-Based o mu Postcard
[0 __Specimens [0 __Specimens
O Application for Renewal [0 Statement of Use, Check for $
[0 Assignment, Check for $ [0 __Specimens
[0 Assignment Cover Sheet (Form PTO- X Transmittal Letter (in duplicate)
1594) \
[J Cert. Of Mailing under 37 CFR § .@) TTAB:
Express Mail No. .\ Ext. of Time to File Not. Of Opposition,
{3 Checkfor$ Check for §
] Declaration [1 Specimens y &/ Not. Of Opposition (in duplicate)
[0 Check for $600.00
/







UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/530795

APPLICANT:Reed Elsevier Properties, Inc.

CORRESPONDENT ADDRESS: RETURN ADDRESS:
J. PAUL WILLIAMSON Commissioner for Trademarks
ARNOLD WHITE & DURKEE 290,0 Crystal Drive )
750 BERING DR . Arl:ngtirB;’A 22202-3513
ecom uspto.gov
HOUSTON TX 77057-2149 REC'D HOWREY S%ON KRNO%D & WHITE
: DEC 6 2002
MARK: LAWYERS.COM ‘
HOUSTON DOCKETING DEPT,

CORRESPONDENT’S REFERENCE/DOCKET NO: N/A W774.c1¢1.Thmsces  Please provide in all correspondence:

1. Filing date, serial number. mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name. .
N/A 2. Date of this Office Action.
3. Examining Attorney's name and
Law Office number.
4. Your telephone number and e-mail
address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

RE: Serial Number 75/530795
This letter responds to the applicant’s communication filed on November 7, 2002.

Registration was refused under Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1), because the
subject matter for which registration is sought is merely descriptive of the identified services.

The examining attorney has considered the applicant’s arguments carefully but has found them
unpersuasive. For the reasons below, the refusal under Section 2(e)(1) is maintained and made
FINAL. The applicant’s evidence of acquired distinctiveness is insufficient to overcome the stated
refusal because the mark is incapable of distinguishing applicant’s lawyer information services
from the lawyer information services of others.

If matter is generic, the matter is unregistrable. See, e.g., In re Bongrain International

Corp., 894 F.2d 1316, 1317 n.4, 13 USPQ2d 1727, 1728 n.4 (Fed. Cir. 1990) (“If a mark is

generic, incapable of serving as a means ‘by which the goods of the applicant may be

distinguished from the goods of others’ ... it is not a trademark and can not be registered

under the Lanham Act.”); H. Marvin Ginn Corp. v. International Association of Fire P
Chiefs, 782 F.2d 987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986), and cases cited therein (“A /

J

f\“.'
A132
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generic term ... can never be registered as a trademark because such a term is ‘merely
descriptive’ within the meaning of §2(e)(1) and is incapable of acquiring de jure
distinctiveness under §2(f).)

The determination of whether a term is generic involves a two-part inquiry. The first part
relates to the category of the goods or services at issue. The second part relates to whether
the term sought to be registered is understood by the relevant public primarily to refer to
that category of goods or services. H. Marvin Ginn Corp. v. International Association of
Fire Chiefs, 782 F.2d 987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986).

In this instance, the class or category of services at issue here is that of information
services, pertaining to lawyers, provided via the Internet. With respect to the second part,
“Jawyers” identifies the subject matter of the Internet information services. See

http://www.lawyers.com. Because “lawyers” identifies, in part, the subject matter of

applicant’s information services, the term is likewise generic name for the information
services. See Inre A L Vieille Russie, Inc., 60 USPQ2d 1895 (TTAB 2001). Those
wishing to provide Internet information services pertaining to lawyers would need to use

the generic term in connection with such services. (See http://www.massachusettes-

lawyers.com; www.truckerlawyers.com; www.personalinjurylawyers.com;

www.newjersey-lawyers.com; www.connecticut-lawyers.com; www.lep-

lawyers.com; www.collectioniawyers.com; www.medialawyer.com;

www.wrongfuldeath-lawyers.com. )

Applicant seeks to register the generic term “lawyers” which has no source identifying
significance in connection with applicant’s services, in combination with the top level
domain indicator ".com,” which also has no source-identifying significance. See

www.whatis.com. Combining the two terms does not create a term capable of identifying
and distinguishing applicant’s services.

This issue has been recently addressed by the Trademark Trial and Appeal Board. See Inre .
Martin Container, Inc., ___ USPQ2d ___ (TTAB June 11,2002) [CONTAINER.COM
found generic for “retail store services and retail services offered via telephone featuring
metal shipping containers”]; Inre CyberFinanical.Net, ____ USPQ2d __ (TTAB August
28, 2002) [BONDS.COM found generic for “providing information regarding financial
products and services via global computer network...”]. Applicant’s situation fits squarely
within the parameters of these two decisions. Accordingly, registration is refused under
Section 2(e)(1) of the Trademark Act. The evidence applicant has submitted in support of
its amendment to Section 2(f) of the Trademark Act is not sufficient to overcome the

refusal.




Please note that the only appropriate responses to a final action are either (1) compliance with the
outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal
Board. 37 C.F.R. §2.64(a). If the applicant fails to respond within six months of the mailing date
of this refusal, this Office will declare the application abandoned. 37 C.F.R. §2.65(a).

%@{W—
Kathleen M. Vanston

Examining Attorney
Law Office 103
(703) 308-9103 ex 188

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htm
and follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address
listed above and include the serial number, law office and examining attorney’s name on the upper
right corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s
web site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.
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pin - a searchWebServices definition

Explore the TechTarget Network at SearchTech Activate your FREE membership today | Log-in

FREE Conferences >>

- VENDOR OFFE

@ FREE Web Services Decisions Conference solves integration hurdles with legacy ¢
&/ TechTarget process standards, security stumbling blocks and more!

-
whatis.com: searchWebServices.com Definitions - com [=7] EMAIL THIS PAGE TO A FRIEND

SearchWebServiCe.om Definitions - powered by whatis.com

BROWSE WHATIS.COM DEFINITIONS: [IFNCER - 4Rctel

BROWSE |

com powered by/@

The term you searched for is being presented by searchWebServices.com, a TechTarget site for Web Services pt

SITE SPONSOR On the Internet, "com" is one of the top-level domain names that can be
TR used when choosing a domain name. It generally describes the entity
' 3 : | owning the domain name as a commercial organization. Along with the
second-level domain name (for example: "whatis" in whatis.com), the
top-level domain name is required in Web and e-mail addresses.

| EXTEND YOUR CORBA
RIS B The Internet Corporation for Assigned Names and Numbers (ICANN) has

== overall responsibility for domain names (as well as for Internet Protocol
addresses and many other Internet parameters). Day-to-day responsibility
is delegated to specific registrars, such as Network Solutions and a number of competing
companies for .com, .org, .net, and .edu top-level domains.

Specific criteria are set forth for the use of the top-level domain name in RFC 1591 - Domain Name
System Structure and Delegation.

The top-level domain names administered by ICANN and its delegate agencies are: com, edu, gov,
int, mil, net, and org. In addition to these, domain name applicants within the United States may
also be able to register a name under a U.S. top-level domain name based on geography. See
RFC 1480 - The US Domain and visit the U.S. Domain Registry for registration procedures.

Top-level domain names for countries other than the United States are administered by each
country and are based on the ISO-3166 list of country codes.

Read more about it:

>> RFC 1480 - The US Domain specifies the use of U.S. geoqraphic top-level domain names
>> RFC 1591 - Domain Name System Structure and Deleqation sets forth specific criteria for

top-level domain names.

use of

Last updated on: May 31, 2001

<< Back to previous page Go to whatis.com home page >>
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on searchWebServices

1. Jeff Hanson answers your J2EE guestions
2. Innovator Awards nominations begin!

3. Click for free Web services white papers
4. Help us improve SearchWebServices.com

JAP, Security anc

EXTEND YOUR CORBA INFRASTRUCTURE
USING WEB SERVICES

PARTNER LINKS
> Visit the new V|sual Studlo NET Info Center on SearchVB cc>ml Swag code and find the Iatest
. VS.NET news and tips. Click. ¢ here! e

<l
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|
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E SearchSolaris.com
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‘Nassachusetts Lawyer Finder: Massachuse...line: Fin& Attorney in Massachusetts

ﬁsiwyg://n/http://www. massachusetts-lawyers.com/

Locate a lawyer in Massachusetts.

Massachusetts Lawyer Finder. Massachusetts-Lawyers.com has contacts with prominent
Massachusetts personal injury lawyers as well as attorneys handling estate planning,
criminal defense, divorce and most legal matters. Please use our form for guidance in
selecting a Massachusetts lawyer or use the categories listed below. Call 617-292-4536

Find Attorneys for Divorce and Family Law Matters and Child Custody.
Featured Topics:
Clergy Sexual Abuse Cases

Plane Crash and Aviation Accidents Victims of commercial and military plane accidents

PPH- Primary Pulomonary Hypertension related to diet drugs '

Baycol Drug Recall- Kidney Damage Cases.

Sulzer Hip Implant Recalled 17'500 implants recalled

Phenylpropanolamine PPA Stroke Injury Cases

Firestone Tire Recall Injury cases caused by Ford Explorer Rollover accidents from defective tires.
St Jude Heart Valve Recall- Work with the firm handling litigation on behalf of the first Massachusetts
woman affected by the defective valve.

Ephedrine & Ephedra Heart attack and stroke cases.

Mesothelioma Cases. Find Massachusetts lawyers specializing in asbestos cases.

LASIK Eve Surgery Malpractice Claims

Car Accident Lawyers and Attorneys Slip and Fall Accident Cases
Personal Injuries caused by auto accidents. Serious injuries caused by dangerous conditions such as
Massachusetts Medical Malpractice Law ice, slippery floors, inadequate railings, stairs not up to

Injuries and damages caused by a doctor/hospital or staff co.de. o
including birth injury and misdiagnosis of cancer cases. Birth Injuries & Cerebral Palsy

‘[Whistleblower Cases Injuries at childbirth including Erb's palsy.
Federal False Claims Act cases, including Big Digand  { [Medication Errors
health care industry fraud. Precription errors and medical malpractice from
Crime Victims medication including anesthesia resulting in serious injury
Rape, sexual assault and childhood and adult abuse cases. | [or disability. ] )
Construction Site Accidents 1 egal and Professional Malpractice

Injuries sustained at a construction site including death, Injuries caus'ed by the negllgence or wrongdoing of an

lamputation, quadrapelgia and serious personal injury attorney or licensed professional.

" IDefective Products Misdiagnosis of Cancer Cases .

Injuries caused by dangerous and defective products Fail.ure to fietect Breast Qancer or cervical cancer despite

including drugs, machines and air bags. testing or.madequate testing.

Electrical Accident Lawsuits Head Injury and Brain Injury

Injury related to defective electrical equipment, ladders |[Serious head and brain injury cases caused by car

land cranes coming into contact with power lines. accndent.s, falls or negligence.

Workers' Compensation & Workplace Injuries {Dog Bite Law |

Issues involving people injured at work including third | [Injuries caused by dogs who.are related to a home owner.
party actions that allow more than Workers' Comp. 'Wrongful Death Lawsuits

' Death caused by the wrongful act or negligence of

lanother.

A137
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Massachusetts Lawyer Finder: Massachuse.. line: Fin& Attorney in Massachusetts

For all Personal Injury Inquiries including those above you may use_this form.

Drunk Driving  Drug Computer Crimes  White Collar Crimes Serious

Law and OUI. Cases-Including & Internet Cases.  and Professional Crimes-
Possession and Misconduct- Federal Major Vi
Trafficking. Cases. Crimes.

For all Criminal Defense Inquiries including those above you may use this form.

Employment Law  Guardianship, Wills & Basic Bankruptcy. Debtor For all Inq
issues. Conservatorship Estate Planning.  and creditor practice. including 1
Discrimination, sexual  and elder care. -Drafting wills, here you
harassment cases. trusts and estates. use this f¢

Real Estate Internet and Divorce and Consumer For all Inqu
-Including Closings  Technology Family Law Protection. including tl
and title work. Law-Including Matters & Child ~ Lemon law, chapter 93A  here you ma
software issues and Custody. unfair and deceptive this forn
domain name dispute business practices. -

issues

Massachusetts-Lawyers.com is a Service of the Law Offices of K. William Kyros, PC
in Boston, Massachusetts. The law firm helping lawyers and their clients use the internet to
find qualified legal counsel.

“siwyg:/ﬂ 2/http://www.massachusetts-lawyers.com/
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Trugker Law'y-ers - Good advice for Injured Truckers ‘ http://www.truckerlawyers.com/

Welcome

COMMON QUESHONS

AVOIDING HISTAKES This website is _almed at' helping truckers who have suffered a
work-related injury or sickness.

ANDTHER FARTY &% FAULY

In even the best of cases Workers Compensation and injury claims are

complicated legal problems requiring a thorough knowledge of state law, n

ABCUT U8 and procedures.

FIND A LAWYER

CONTATT U For truckers, the difficulty is compounded by differences in state laws and

LEGAL LINKS fact that the laws of several different states may apply.
TRUCKING LNKS Truckerlawyers.com is designed to help you learn about your rights and fir
OPEN FORUM: legal help you need.

TRUCKER LEGAL ISSUES

Using this Site

As a trucker, you will find this web site helpful in:

s Getting answers to common = Avoiding mistakes that often
questions about work injury and truckers from collecting full i
illness claims. fair benefits.

Click here for common Click here to avoid mistak
questions

] Learning what to do if your injury  ® Finding a qualified lawyer to
resulted from an accident where handle your work injury or il
another party was at fault. claim.

Click here if another party Click here to find a lawye!

was at fault

There is no charge for using any portion of this site.

Feel free to take all the time you need to fully explore Truckerlawyers.com
please contact us if you have questions.

This site contains legal advertising material.
Last modified: October 16, 2002

de WireBuilt |
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siwyg://75/ttp://www.personalinjurylawyers.com.au/

'sonalnlnjlh:y Lawyers. accident compensation advﬁ\ustralia

Find a Lawver S
‘in your area ————
Search by State & Suburb

. Case ?*St‘udi'eé_;-ﬂ*} o

,95.'1'|,'|J-:t_|ry_E Rehabilitation

here

Full page professional
listings are available to all
Lawyers, Injury Rehabilitation
Providers, and Finance,
Insurance & Investment
advisers across Australia.
Simply list your services
below, or view the Samples
first before Joining.

® Support Groups

ical Examination

TAS -

1f you are already a Search by Injury Expertise

Expert Witness

Member, you can 'Log In’' Please choose a category and click 'Search’ "
below to edit your existing dlrectory
listings as required. | Animal Bites r,J

R Spasvd

Looking for an
Expert or
Consultant Witness
in Australia?

Search by Posteode

Please enter your postcode and click 'Search'.

i

ot

T

or;

To view our latest TV commercial elick
here.

Copyright ©2002 www.PersonalinjuryLawyers.com.au a Division of Online Referral Networks Australia. All rights reserve:
Use of www.PersonalinjuryLawyers.com.au is bound by our Terms of Use.
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“New Jersey L-awyers is the New Jersey La...nd law awrs with new jersey lawyers. http://'www.new-jersey-lawyers.com/

The Fastest Way to Find a Layer!

New-Jersey-Lawyers.com is your resource
for finding Lawyers Online. Our database
covers the entire state of New Jersey.

Search to find a lawyer in your local areaand  Attention A'ﬂOﬂHE_YS:

Get Your Free

to suit your specific legal needs.

To begin, click "Find a Lawyer Now!".

-+ Find a Lawyer Now!

Learn More 24

- AR vibes
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onnecticut lawyers/ Personal Injury Attorneys in Cﬁcticut/ Find an attorney

Connecticut-Lawyers.com

. Find Connecticut Lawyers

www.connecticut-lawye-rs.com

How to Find a Lawyer in Connecticut

Connecticut-Lawyers.com is a service that locates Connecticut Attorneys specific to your

needs. Whether you have been in a car accident or accused of a crime we can help you find
an attorney or law firm in Connecticut.

Find a lawyer using our Case Submission Form here.

Personal Injury Cases

Car Accidents
Personal Injuries and damages caused by car accidents.
Read about bringing Legal claims and how auto insurance works in Connecticut.

Primary Pulmonary Hypertension
PPH cases related to Phen-fen and diet drugs.

Slip and Fall Cases

Injuries caused by the negligence improper building construction and dangerous conditions.

Mesothelioma
Cases involving asbestos exposure and rare form of cancer Mesothelioma.

Medical Malpractice
Injuries caused by a doctor/hospital including birth injury and misdiagnosis of cancer cases.

Cerebral Palsy
Birth injuries and medical malpractice related to Cerebral palsy

Workers' Compensation & Workplace Injuries
Issues involving people injured at work.

Construction Site Accidents
Injuries and damages sustained at construction sites.

Maritime Injury Cases
Injuries at sea under the Jones act.

Benzene Leukemia Cases

wysiwyg://82/http://www.connecticut-lawyers.com/

Cancer relate fto Benzene Exposure —_—
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Welcome to Tevy, Ehrlich & Petriello

1 of 2

http://www.lep-lawyers.conV/

Ehrlich & Pe tl’lello

\ Professional Corporation

Levy, Ehrlich & Petriello

A Professional Corporation

60 Park Place 875 Avenue of the Americas
Suite 1016 Suite 500
Newark, NJ 07100 New York, NY 10001

Phone: (973) 643-0040 Phone: (212) 643-2503
Fax: (973) 596-1781

Firm E-mail: info@lep-lawyers.com

Founded in 1955, a full service law firm with offices in Newark,
New Jersey, and New York, New York.

Welcome to the Web site of Levy, Ehrlich & Petriello. This site is
designed to provide information about our firm and the services we
offer. We are glad you have chosen to visit our Web site. We hope
you enjoy your visit and return often as the site is expanded and
updated.

Please select an area of interest from the buttons to the left.

Home | Firm Overview | Practice Areas | Attorney Profiles
E-mail Links | Representative Clients | What's New | Articles | Guest Book

The information you obtain at this site is not, nor is it intended to be, legal
advice. You should consult an attorney for individual advice regarding your
own situation.

Copyright ©2002 by Levy, Ehrlich & Petriello. All rights reserved.

You may reproduce materials available at this site for your own personal
use and for non-commercial distribution. All copies must include the
above copyright notice.

This FirmSite® is designed and hosted by West Legal

WES Directory®, a service of West Group, Eagan, Minnesota.
GROUP
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’Cabection Lawyers - Welcome to CollectionLawyer%m

http://collectionlawyers.com/

We have been collection attorneys for over 20 years.
Find out why our clients return again and again.

S

Please call our Client Services Department
at (800) 653-5720 for more information

Home Top 10 Reasons Why Use a Collection Law Firm Time to Sue Creditor
Bankruptcy

Client Testimonials Contact Us  Submit Claim Submit judgment Legal (Small Print)

Following are search terms to keep the search engines happy:

home.htm, We provide efficient, prompt and effective collection and legal services to our clients. We
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‘Megdial.awyer.com - Splash
*

1of1

International Entertainment, Multimedia & Intellectual Property
Law and Business Network.

http://www.medialawyer.com/
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‘..V\.i wngful [reath Lawyers - accidental inj...er links - isters - injury attorneys
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-

http://www.wrongfuldeath-lawyers.com/

PR N = 2SN SBARSBER B HS MO EGRENNRST LR T

Welcome to Wrongful Death Lawyers (WrongfulDeathLawyers.com)
Sponsored by Consultwebs.com, a Raleigh, North Carolina Web
consulting firm, Wrongful Death Lawyers is intended to provide up to
date references and resources for Wrongful Death Lawyers. The
links and resources are provided as a public service for attorneys and
consumers.

To suggest a link or provide a suggestion about this Wrongful Death
law site, please click here. Please drop by and visit or post to our

Bulletin Boards. If you are interested in helping to sponsor Wrongful ™
Death Lawyers or would like a free site listing, please fill out our site listing form or contact

DeEATH LAWYERS

Free and sponsor
- listings available...

LiveFeed

Letestlaw

Consultwebs.com. Attorneys - wrongful death domains and sites for other personal injury
areas of practice are for available for purchase and can be revised as desired.

Cerebral Palsy Legal Help Mesothelioma Legal Help
Help  Rezulin Law Fen-Phen Lawyers Diet Drug Lawyers
Redux Lawyers Hip Implant Lawyers Aviation Disaster
Wrecks Major Accidents  Product Liability
Death  Malpractice  Toxic Mold Oxycontin Lawyers

Prempro Legal Help  Add a Link FAQ's

Canada International

Asbestos Law
Thimerosal Legal Help
Personal Injury
Workers Compensation
Supplements Lawyers

Baycol Legal

Vehicle
Wrongful

Consultwebs.com does not provide legal advice. Our goal is to provide resources for

consumers and attorneys.

Wrongful death law - a tort law - is designed to compensate for harm to a person
resulting in death. A wrongful death lawsuit holds that the decedent was killed as a result of
negligence or other liability, and that the surviving dependents or beneficiaries are entitled
to monetary damages as a result of the defendant's conduct. Each state in the United

States has passed "wrongful death statutes" unique to its own jurisdiction.

In the loss of a loved one, these damages may be sued for by the deceased's estate or
heirs. Medical bills - physician bills, hospital bills, therapy and ambulance bills - can be
overwhelming, causing untold mental anguish for the family as well as the victim. Loss of
income and loss of future income can be devastating for a dependant who is already
suffering the emotional loss of a parent or guardian. Sometimes the financial hardship is
such that they must abandon plans for education or give up the home they know.

A civil wrong, or a tort, is recognized by law as grounds for a lawsuit.
wrongs are considered crimes and are punishable with imprisonment,
of tort law is to provide relief through compensation to injured parties for the damages

Sometimes these
but the primary aim
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HOWREY 1299 PENNSYLVANIA AVE., NW

SIMON H Ow REY : WasHINGTON, DC 20004-2402

AR ot PHONE 202.783.0800
ATTORNEYS AT LAW Fax 202.383.6610

A LiviTeD LiaBiLiTy PARTNERSHIP

November 07, 2002 Carra CALCAGNO
_ PARTNER

202.383.6830
calcagnoc@howrey.com

FILE:  11774.0161.TMUSO0

VIA HAND DELIVERY

Cofnmissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

RE:  Response to Office Action for Lawyers.com, Serial No. 75/530, 795

Dear Sir/Madam:

We enclose for appropriate action by the U.S. Patent and Trademark Office (PTO) the
following documents regarding Serial No. 75/530,795:

1. Transmittal Letter (in duplicate);
2. Response to Office Action of May 5, 2002;
3. A postcard verifying receipt by the PTO

It is our understanding that no fee is required. If a fee is required, however, the
Commissioner for Trademarks is hereby authorized to draw on the deposit account of Howrey
Simon Amnold & White, Account No. 08-3038, Order No. 11774.0161.TMUS00. A duplicate
copy of this letter is enclosed for billing purposes.

Very truly yours,
/1

Carla C. Calcagno, E

Enclosures

W: 21115(G@J01.DOC)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Mark: LAWYERS.COM

In re Application of: §
§
Reed Elsevier Properties Inc. §
§ Law Office 103
Serial No.:  75/530,795 §
§ Trademark Attorney:
Filed: June 22,1998 § Kathleen Vanston, Esq.
8
§
§

RESPONSE TO OFFICE ACTION OF MAY 7, 2002

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the Office Action dated May 7, 2002.

The Office Action raises only one issue with respect to the application. The Trademark
Attorney continues to conclude that the mark is merely descriptive under § 2(e)(1) of the Statute
and has requested additional evidence.

As requested by the Examining Attorney, Applicant hereby submits the Declaration of
Carol Cooper attesting to the acquired distinctiveness, if necessafy of the mark. As requested by
the Examining Attorney, in addition to the evidence previously submitted, Applicant’s evidence

reflects that the mark has been used for four and one half years, enjoying revenues ranging from

Ww: 21116(G@K011.DOC) A148



50 million to 200 million dollars. 2 million unique customers visit the site each year. This
means that one out of ten persons in the United States has visited Applicant’s site. These
customers perform 500,000 searches per month. Thus, Applicant’s service is the number one site
of its kind in America, enjoying twice as many searches as any of Applicant’s competitors.

Applicant has spent tens of millions of dollars advertising and promoting the mark,
through every conceivable form of media. These include television commercials, radio
commercials, printed brochures, bus shelters, subway signs and web sites, distributed nationally.

As a result of Applicant’s extensive promotion,. and the effort it has expended in creating
a quality service, Applicant’s site has received numerous awards and numerous third party
references. In the past two years alone, Applicant has enjoyed hundreds of third party references,
not only in newspapers and the like but also on radio and television shows. These third party
references have reached a combined circulation of 100,000,000, (one hundred million) persons,
i.e. approximately one-half of the population of the United States.

The quality and character of evidence sufficient to prove distinctiveness depends on the
circumstances surrounding the use of the term. The Board has expressly held that some terms
may acquire distinctiveness in less than five years. See e.g. Hunter Publishing Co, v. Caulfield
Publishing Ltd. 1 USPQ2d 1996, 1999 (TTAB 1986) [holding that SYSTEMS USER was not
generic and had acquired distinctiveness for a magazine title]. See also, McCarthy, J. Thomas
McCarthy on Trademarks and Unfair Competition, at 15:56.

In In re Callaway Golf Company, 2001 TTAB LEXIS 599 (TTAB 2001), the Board
found that the mark STEELHEAD for steel headed golf clubs had acquired distinctiveness,

despite having been used for only three years. In that case the Applicant’s sales exceeded 134

W: 21116(G@K011.D0C) A149




million dollars and had appeared prominently in advertisements. Further the mark had appeared
in tens of millions of catalogs and numerous unsolicited articles.

Under the Hunter and Callaway standards, the LAWYERS.COM mark has acquired
distinctiveness. The Applicant’s revenue figures exceed those in Callaway, as have the
advertising figures. Under such circumstances, Applicant respectfully submits that, to the extent
distinctiveness is required, Applicant’s mark has acquired distinctiveness to the relevant
consuming public and publication of Applicant’s mark is respectfully requested.

Wherefore Applicant respectfully requests that the Examiner withdraw the refusal to
register and permit Applicant’s mark to proceed to publication.

Respectfully submitted,
Reed Elsevier Properties Inc.

Dated: ((’Q’] ~S> 9~ By: &“&”- C‘f’"ﬂﬂ

J. Paul Williamson, Esq.

Carla C. Calcagno, Esq.

Howrey Simon Arnold & White
1299 Pennsylvania Avenue, NW
Washington, DC 20004

(202) 383-6830

Attorneys for Applicant

W: 21116(G@K011.DOC)




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMININ

G OPERATION
Applicant: Reed Elsevier Properties Tnc.
Serial No.: 7 5/530,795 Trademark Attorney:
Kathleen Vanston, Esq.

Filed: June 22, 1998
Mark: LAWYERS.COM

O O WO YOI W3 WO WO

DECLARATION OF DISTINCTIVENESS UNDER SECTION 26)

Carol Cooper, being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States
Code, and that such willful false statements may jeopardize the validity of the application or any
regisfration resulting therefrom, and declaring that ell the facts set forth in this application and
declaration are true and all statements made upon information and belief are believed to be true,
declares as follows:

(1) Iam Publisher and Senior Vice President of Marﬁndale—Hubbell, a division of

Reed Elsevier Inc. and I have been anthorized to execute this instrument on behalf
of Martindale-Huhbell and Applicant, Reed Elsevier Properties Inc. Reed
Elsevier Properties Inc. owns the LAWYERS.COM mark and licenses that mark
to Reed Elsevier Inc, whose division, Martindale-Hubbell, uses the mark on
behalf of, and under the control of, Reed Elsevier Properties Inc.

(2) 1havebeen employed by Reed Elsevier Inc. since 1987 and by Martindale-

Hubbell since 1995. Asa regult of these positions, I am intimately familiar with

Wi 21095(G52011.DOC)
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Applicant's promotion and use of the LAWYERS.COM mark, through its
licensee, Martindale-Hubbell,

Applicant, through its licensee, first promoted the mark LAWYERS.COMin
April 1998, The LAWYERS.COM website became active on July 30, 1998.
Continuously since that date, Applicant, through its licensee, has used the mark
LAWYERS.COM in commerce in connection with an “online interactive database
featuring information exchange in the fields of law, lawyers, legal news, and legal
services” (hereafter ‘;Applicant‘s services”).

I have no knowledge of any person using the phrase LAWYERS.COM as a source

designator for online information services, other than to refer to those services

provided by Martindale-Hubbell under license from Applicant.

~ Since the LAWYERS.COM website was Jaunched, Applicant, through

Martindale-Hubbell, has extensively, substantially, and continuously promoted the
mark. From 1998 to the present, Martindale-Hubbell has spent tens of millions .of
dollars, at the very least, in advertising and promoting the LAWYERS COM
mark. Martindale-Hubbell has advertised and promoted the mark through such
varied, nationally distributed, media as television and radio broadcasts, printed
brochures, flyers, newspépers and magazines, including USA Today, Women’s
Day, The National Law Journal, and American Lawyer, billboards, bus shelters
and subway signs, throughout the United States and through promotion and
advertisement on the web sites of others. Fof example, in addition to television

commercials and other promotional efforts, in 2002 alone, Martindale-Hubbell ran
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279,000 radio spots over 2,100 stations, generating over 371 million listener
jimpressions.

Applicent’s mark alsq has been the subject of extensive third-party media
coverage. Since 2000, Applicant’s mérk has enjoyed well over 350 third party
media mentions in television broadcasts, magazines, newspapers, and online
publications reaching a combined circulation of over 100,000,000 (cne hundred
million) persons.

As a result of the extensive use, advertising, and promotion of fhe mark
LAWYERS., COM, the LAWYERS.COM site has achieved tremendous consumer
recagnition. Since 1998, the LAWYERS.COM website has generated direct
revenues to Martindale-Hubbell of approximately SO million dollars, at the very
least. Additional indirect revenues are generated that haye not yet been
quantified. However, I approximate these revenues o be at least 200 million
dollars. Presently, the site enjoys approximately 500,000 searches per month, a
figure two times greater than any competitor’s site. Over 2 million unique
customers visit the site per year.

Further, the site has received substantial recognition in the industry. Specifically,
among other awards, the LAWYERS.COM site has been voted “Favorite Legal
Site” by Forbes magazine, “One of the 100 Best Websites” by Entrepreneﬁr
Magazine, “One of the 50 Most Incredibly Useful Sites™ by Yahoo! Internet Life,

for two consecutive years, and “Best Online Directory” by Simba Report on

Directory Publishing
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Additionally, Niclsen has conducted an independent survey chromnicling the
consumet use of the mark. A copy of relevant portions of this survey is attached.
By reason of the substantially exclusive and continvous use thereof as a mark by
or on behalf of Applicant in commerce, the extensive advertising and promotional
efforts made by or on behalf of Applicant for the services carrying this mark, and
by reason of the extensive sales which have been generated under the mark over
that time, I belicve that the LAWYERS.COM mark has become distinctive as
applied to Applicant’é services. By distinctive, [ mean that when consumers hear
or see or use the term LAWYERS.COM, they understand and expect that term to.

sefer exclusively to Applicant’s services, as 'provided by its licensee, Martindale-

Hubbell,

Respectfully subrmitted,

Dated: 1//7'/0& By: __@lﬁka&%fk/

W: 21095(G9Z01 L.DOC)
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Name: Carol Cooper
Company: Martindale-Hubbell, a division of
Reed Elsevier Inc.
Title: Publisher and Senior Vice President
4
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FORM PTO-1525 (5-60)

— UNITED ST..1%5 PATENT ANR ERAPEDL .8 OFFICE. -
Pl : : . POCKETDEPT. ! YN T us
o PAPER MO. 0
| AN 1 8 8
SERIAL NO. APPLICANT _ T ."
S InLNTEE Sead Zlzaviz o Froparhias, E-WON.D@.
MARK ADDRES!:
e e R — : .. o b Comin TOHEF YOI THR RS ™
P St AR > - ) ’ ZSODChyWHﬂlDﬁVe
ADDRESS_ . .- ACTION NO. Arlington, VA 22202-3513
STNET ¢ S IMOMTON . o TR ‘WWW.USPLo.gov
SIOT CLAIVIER PRIFINCIZTS ING o oot .
$13L NomeRRET BV MAILING DATE o werts B sponsea - No Fom
ToAINETEN TE prag 3507/ 0Z
REF.NO. Plcasc provids in all correspondence:
' v 1. Filing Ditte, serial number, mark and
’ : Applicant’s sama.
U.S. DEPT. OF COMM. & TM OFFICE 2. Mailing dat1 of this Office action.

13

3. Examining Antomey's name and
Law Office number.
4. Your telcphsne number and ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
nsure proper handling of your response, a label has been enclosed
t corner.of your response. If the label is not enclosed, print or type

the Trademark Law O;¥ice No,, Serial No., and Mark in the upper right corner of your response.

For your convenience and 1o e
Please attach it to the upper righ

RE: Serial Number: 7£/530795

This letter responds to the applicant’s communication filed on February 7, 2002.

The refusal under Sec

office actions. -

- The applicant’s
. half years of use alo
evidence to prove the distinctiveness of the
on its own merits. The examining attorney
decision: (1) how long; the applicant has use

-Purina Co. v. Thomas .J. Lipton,
Packaging Specialists, Inc., 221
1212.01 and 1212.06 ef seq.- This
advertising figures, sariples of advertising,
mark and any other evidence that establishes

source.

The following is a properly worded declaration
the applicant should iniert the declaration signe

- §2.33(a).

DOCKETED L5 G-19-02

tion 2(c)(1) is CONTINUED for the reasons stated in the first and second

mark is highly descriptive as applied to the services. The applicant’s three and one
ne is insufficient evidence of distinctiveness. The applicant may submit actual
mark in commerce, The Office will decide :ach case
will consider the following principal factors in this

d the mark; (2) the type and amount of advertising of
the mark; and (3) the applicant’s efforts to associate the mark with the goods/services. .jee Ralston
Inc., 341 F. Supp. 129, 173 USPQ 820 (S.D.N.Y. 1972); Inre
USPQ 917 (TTAB 1984); 37 CFR. §2.41; TMEP §§1:212,
evidence may include specific dollar sales under the raark, -
consumer or dealer statements of recognition of the

the distinctiveness of the mark as an indicetor of

under 37 C.F.R. §2.20. At the end of the response,
d by a person authorized to sign under 37 C.F.R.
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The undersigned, being hereby warned that willful false statements and the like so mace are
punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such wil ful false
statements may jeopa-dize the validity of the application or any resulting registration, cleclares that
the facts set forth in this application are true; all statements made of his/her own knowledge are
true; and all statemens made on information and belief are believed to be true.

(Signature)

~ (Print or Type Name and Posi:ion)

B - (Date)

Youai~
- Kathleen M, Vanston
Examining Attorney
Law Office 103 :
(703) 308-9103 ext. 188
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NOTICE CE ITOR APPUCANTS FILIVG IN INTERNATIONAL CLASS 42

Et‘fectxvc J anuary 1 200 thc Sth cdmon of the Nlce Agrcement governing the

classification of goods and services divided prior International Class 42 into four service
mark classes Irformation about revxscd Intemational Class 42 and new International
Classes 4;. ; ..nd 45 is avmlablc at www uspm‘fggv/web/oft' ces/tac/nonces/notlces htm,

All applications ﬁled 'on or aﬂer January 1. 2002 must camply with the new

classification schedule. For applications filed befare January 1, 2002, the nev - :

| classification schedule is optional. Applicants’ Opnng to;amend to the new schedule must
advise the assxgncd Emmmmg Anomey :







1299 PENNSYLVANIA AVE., NW
WasHmNGToN, DC 20004-2402
Puxone 202.783.0800

Fax 202.383.6610
A Livrrep LIABRITY PARTNERSHIP

CarrLA CALCAGNO
PARTNER
202.383.6830
calcagnoc@howrey.com
February 7, 2002 FILE: MDCA:161

Assistant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

RE: Response to Office Action of August 7, 2001, for Serial No. 75/530,795 -
LAWYERS.COM

Dear Sir:

Enclosed is a Response to Office Action of August 7, 2001 for Serial No. 75/530,795.

The Assistant Commissioner for Trademarks is hereby authorized to draw on the deposit account
of Howrey Simon Armold & White, LLP, Account No. 01-2508, Order No. MDCA:161/CAC,
should a fee be necessary. A duplicate copy of this transmittal letter is enclosed for billing
purposes, if necessary.

Please call if there are any questions.

Very truly yours,

Howrey Simon Amold & White, LLP

Carla C. Calcagno: ( ;

- 1299 Pennsylvania Avenue, NW
"Washington, DC 20004-2402
(202) 383-6830
CCC:ccr

Enclosures

cc: J. Paul Williamson, Esq.

W: 19164(#SCO1LDOC) _ A159




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of:
Reed Elsevier Properties Inc.

Law Office 103
Serial No.:  75/530,795

Trademark Attorney:

Filed: June 22, 1998 Kathleen Vanston, Esq.

Mark: LAWYERS.COM

R LOR COR LON LR L0 LD 0N 0P P

RESPONSE TO OFFICE ACTION OF AUGUST 7, 2001

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the Office Action dated August 7, 2001. Applicant is
pleased to note that the Examining Attorney has withdrawn the reference to Serial Number
75/505902 and the refusal on the ground that the mark is deceptively misdescriptive of
Applicant’s services.

The Office Action raises only one issue with respect to the application. The Trademark
Attorney continues to conclude that the ma§k is merely descriptive under § 2(e)(1) of the Statute.
Without waiving Applicant’s right to argue this issue on Appeal, and without conceding the

Examiner is correct, Applicant hereby amends this Application to claim the benefits of Section’

2(f) of the Lanham Act. In support of this Amendment, Applicant submits the Affidavit of

W: 19162(#S@011.DOC)




Renee P. Simonton attesting to the acquired distinctiveness, if necessary of the mark. Applicant
also points out that a Google Search for the mark LAWYERS.COM revealed only a response to
Applicant’s web page. See, Google search page attached as Exhibit A. Applicant also poiﬁts out
that a link search shows that allegedly, there are 3,640 links to Applicant’s site. See, Google
search for linking sites attached as Exhibit B. These facts appear to show that Applicant’s use is
substantially exclusive and that given the years of use and number of links, consumers are fully
aware that LAWYERS.COM indicates source. Under such circumstances, Applicant respectfully
submits that, to the extent distinctiveness is required, Applicant’s mark has acquired
distinctiveness to the felevant consuming public and publication of Applicant’s mark is
respectfully requested.

Respectfully submitted,

Reed Elsevier Properties Inc.

Dated: o1 By: &*-Z»O—‘ %‘Q"\/

J. Paul Williamson, Esq.
Carla C. Calcagno, Esq.
Arnold White & Durkee
750 Bering Drive
Houston, Texas 77057
(202) 383-6830
Attorneys for Applicant

W: 19162(#5@011.DOC)
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Showing web page information for lawyers.com

Attorneys - Lawyers - Law Firms - Find Hire an Attorney - ...
... Find a lawyer  Learn about the law * Know your

legal options. Practice Area, OR. ...
Description: A simplified interface to the Martindale-Hubbell legal directory for consumers, also providing

legal...
Category: Society > Law > Services > Lawyers and Law Firms > Directories

Google can show you the following information for this URL:

Show Google's cache of lawyers.com

Find web pages that are similar to lawyers.com

Find web pages that link to lawyers.com

Find web pages that contain the term "lawyers.com”

2l Search within results

Iﬁwyers .com

Unsatisfied with your results? Help us improve.

Gooqlé Home - Advertise with Us - Add Google to Your Site - News and Resources - Language Tools - Jobs,
Press, Cool Stuff...

©2002 Google
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'_ Google Search: link:h__onSIEC:www.lawyers.com/ . Page 1 of 4

Advanced Search Preferences Languagq Tools .Search Tips

RIS

Searched for pages linking to h,_oHmdsGSlEC:www.lawyers.com/.{ Results 1 - 30 of about 3,640. Search toolﬁ‘

Will/Probate Personal Injury Divorce Malpractice Attorneys - ...

... Here are links to resources on the web that might be useful in your

search for a lawyer and other legal services. ...
www.lawyers.com/lawyers-com/content/legalresources/lega|resources.htm| - 20k - Cached - Similar pages

Lawyers.com Firm Overview Page for Jeralyn E. Merritt
Jeralyn E. Merritt. Jeralyn ... Click here to view our Martindale-Hubbell
listing. This web site is ...

www lawyers.com/merritt/firmoverview.htm - 4k - Cached - Similar pages

Lawyers.com News Clips Page for Jeralyn E. Merritt
Jeralyn E. Merritt. Media Appearances. : MSNBC Legal

Analyst, 1997 - 1999. Appearances ...
www.lawyers.com/merritt/newsclips.htm - 3k - Cached - Similar pages

Lawyers.com Legal Links Page for Lisa L. Schneider & ...
Lisa L. Schneider & Associates, ... www.ryans-edsi-arbitration-agreement-invalidated.com/3.html.

www lawyers.com/schneider&associates/legallinks.htm - 3k - Cached - Similar pages

Martindale-Hubbell's Lawyers.Com: About the Law: Criminal Law

Enter Practice Area, City, ... The Criminal Justice Process.

The criminal justice process ...

www.lawyers.com/lawyers-com/contentlaboutlawlcriminal_10.html - 31k - Cached - Similar pages

Martindale-Hubbell's Lawyers.Com: About the Law: Animal Law

Enter Practice Area, City, State. AL, ... Equine Law. Equine

activities range from the hobby ...
www.lawyers.com/lawyers-com/contentlaboutlaw/anima|_6.html - 17k - Cached - Similar pages -

Martindale-Hubbell's Lawyers.Com: Legal Resources: Probono

Enter Practice Area, City, State. AL, ... Services Provided:

N/A Eligibility: N/A. Top of Page. ... :
www.lawyers.com/lawyers-com/content/legalresources/georgia.html - 21k - Cached - Similar .

pages

Martindale-Hubbell's Lawyers.Com: Legal Resources: Probono

... Marin County: Legal Aid of Marin City: San Rafael Telephone: (415) 492-0230 Area
Served: Marin county Services Provided: N/A Eligibility: N/A ...
www.Iawyers.com/lawyers-com/contentllegalresources/california.html - 50k - Cached - Similar

pages

Martindale-Hubbell's Lawyers.Com: Legal Resources: Probono A163
Enter Practice Area, City, State. AL, ... requirements based

on federal poverty guidelines. Top of Page. ...
www.lawyers.com/lawyers-com/content/legalresources/southdakota.html - 15k - Cached - Similar

http://www. google.com/seaxch?hl=en&num=30&q=link:h_ondsGS]EC:www.lawyers.corn/ 2/7/02




] Google Search: link:h_oH“SIEC:www.lawyers.com/ . Page 2 of 4

pages

Bankruptcy Criminal Personal Injury Will/Probate Attorneys - ...
Enter Practice Area, City, State. AL, ... Top of Page. ... The

Martindale-Hubbell Law Directory is ...
www.lawyers.com/lawyers-com/content/aboutlaw/judicial__2.html - 46k - Cached - Similar pages

FedLaw - How-to Legal-related Sites :

.. How-to Legal-related Sites. Certiorari (cert.) (Cornell Legal Information Institute).

Court personnel (US Courts). ... Evidence (Kentucky Dept. of Public Advocacy). ...
Description: Links to ‘how-to’ legal-related sites from the US General Services Administration.
Category: Society > Law > Legal Information > Resources > Directories

www.legal.gsa.gov/legal92.htm - 4k - Cached - Similar pages

Spam Laws: Links .
Spam Laws: Links. Legal Information. FindLaw; Law.com;
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

In re Application of: !

Reed Elsevier Propertics Inc. |
v Law Office 103
Serial No.:75/530,795
Trademark Attorney:

Filed: Junc 22, 1998 Kathleen Vanston, Esq.

€N COD U L7 UDN QI LN U Uon o

" Mark: LAWYERS.COM |

i
:

DECLARATION OF RENEE SIMONTON

|

Renee Tmonton, beipg warned statements made with) the knowledge that

w1llful false stal emcnts and tl}e like are punishable by fine or impris;c1 nment or both under
Section 1001 of Title 18 of the United States Code, and that such willful false statements

may jeopardizc‘ the validity of this application or aﬁy registratio | resulting therefrom

declares as follows; that shé is president pf Applicant and is authorized to make this
declaration on its behalf; { she believes that the mark LAWYERS.COM has become
distinctive as applied to Applicant’s services by reason of substémially exclusive and

continuous use thereof as a mark by the Applicant in commerce for the three and-one-half

‘ .
years preceding the executio of this Declaration; she further decla bs that all statements

| o |
ade herein of her own knowledge a.rT true and all Statements made herein on

iqfonnation and belief arc bc]}icved to be tnﬁe '
REED ELSEVIER PROPER'I'IES INC.

By: /%,ULU,S\ manen

Reénee P. Simonton, President
Date:__ &) 7[DE

. , . A167
W 13400(G2CHO1L.10L) ; |
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] New TM/SM Appl. As Follows: []ITU [[] Use-Based [] 44 [] Priority
[ Specimens [[] Drawing Class(es): [[] Check for $
[] AAU [] EOT # [[] Stmt of Use [] Sec.8Decl. [] Sec. 8 & 15Decl. [ ]| Renewal App.
[] Assignment FROM: TO:
X Response to Office Action Dated: August 7, 2001 and Declaration of Renee Simonton

] Other:

X Hand Delivery | [ Cert. of Timely Mailing | [] Exp. Mail No.

IDENTIFICATION O TER
B Serial No. 75/530,795 [ ] Reg. No. [J Oppos.No. & [] Cancellation No.:
Mark or Case Title: LAWYERS.COM R ‘é,\
i = 34 7 ZQL;
Applicant or Registrant: Reed Elsevier Properties Inc. \Z ©' | Attorney: Calcagno
Client: Reed Elsevier Properties Inc. % *Q"" ’ Firm File No.:
ZRapgws® 11774.0161.TMUS00
Mailed: Filed: February 7, 2002 Due Date:  February 7, 2002
Please indicate receipt of the below-identified paper:
[] New TM/SM Appl. As Follows: (] Iru [] Use-Based [] 44 [] Priority
- [] Specimens [l Drawing Class(es): [] Check for $
[ 1 AAU [] EOT # [] Stmt of Use [] Sec.8Decl. [ ] Sec. 8 & 15Decl. [ | Renewal App.
| [ ] Assignment FROM: TO:
DX Response to Office Action Dated: August 7, 2001 and Declaration of Renee Simonton
[ Other:

X Hand Delivery

| [] Cert. of Timely Mailing

[ [] Exp. Mail No.

IDENTIFICATION OE #TTER

DX Serial No. 75/530,795 _ [] Reg. No. [] oppsd.No.& [] Cancellation No.:
Mark or Case Title: LAWYERS.COM VCE
! FEB u »*
Applicant or Registrant: _Reed Elsevier Properties Inc. \L o Attorney: Calcagno
Client: Reed Elsevier Properties Inc. \% é‘t Firm File No.:
€ 7o ""&A‘}* 11774.0161. TMUS00
Mailed: Filed: February 7, 2002 - Due Date:  February 7, 2002
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UNITED STATES PATENT AND TRADEMARK OFFICE

PAPER NO.

SERIAL NO. APPLICANT v
S A BTOTL Reed Ll wecvien Mroper Lies, Irel. &_
MARK

L e ER S, L3
— .| ADDRESS:

DRESS . _ . AC’;!}Q‘N NO. . Commissiuner for Trudemairks
trelzl U CIRR L 0T 2900 Crystul Drive
FEED &1 SEVIER SRLUSEM IS Ty Arlingtun, VA 22202-3513
DiNS M MARKET si : MAILING DATE www.usptogoy
WILMINGTOM DE L 0807 01

1 1o foen antele mvf, e atdrins Jpwld inehadhy the
REF.NO. wards *Iox Respanses « N Fee

Pleas: provide: in all umicspondence.

FORM PTO-1525 (5-00) U.8. DEPT. OF COMM. & TM OFFICE

gy - 1 Filing Oate, xcaial numbe, mark snd
Applcant's name.

2. Mailing dote of Lhis Ofliee adtion.

L. Examining Attorney's name and
Law Officr number,

4 Youw tlophimie nunidy sl ZIP code.

A PROPER RESPONSE TO THIS OFFICE ACTION MUSI BF RECEIVED WITIHIN 6
MONTHS FROM THE DATE OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.

I'or your convenience and to ensure proper handling of your response, a label hay been enclosed,
Please attach it to the upper right corner of yonr response. If the tabel is not enclosed, print or ype -
the Lrademark Law Qffice No., Serial No., and Mark in the upper right corner of vour response. v

RE: Serial Number: 75/530795 .
The examiner will not citc Application Serial No. 75/505902 against the applicant.

The refusal to register because the merk is misdescriptive of the identified services is
WITHDRAWN,

Registration was refused under ‘I'rademark Act Section 2(cKD), 15 US.C Section 1052(e)(1),
because the subject matter for which registration is sought is merely descriptive of the identificd

services.

The examining attorey has considered the applicant’s arguments carefully but has found them
unpersuasive. For the reasons below, the refusal under Section 2(c)(1) is maintained and made
FINAL. J

ILis clear from specimens of record that the primary focus of the services is to provide information
about lawyers. As such, the term “LAWYERS” is immediarcly descriptive of the subjcct matter-of

the services.




‘ . .
- E3

‘75530795 2.

Furthermore, as notcd in the first Office action, the sullix lerm *.COM"™ as uscd in the proposed
mark is merely one of the standard internet “domains” which constitute a descriptive part of
Internet computer addresses or domain names. Domain names must have at least 2 parts: the part
on the left which names the organization, and the part on the right which identifics the highest
subdomain, such as the country (fr for France, uk for United Kingdom) or the type of organization
(com for commercial; edu for educational, ctc.). Sce the attached definition of “domain” from
hutp://www computeruser.com. Here, the « COM” domain signifies a commercial entity accessible
on the Internet. :

Therefore, the combination of the descriptive term “I AWYERS” with the descriptive term ¥ com”

i the form of a domain mamc “LAWYLRS.COM” remains descriptive in its cntircty of a
commercial entity which provides information about lawyers via a multi-user global computer
information nétwork.

Accordingly, the refusal to register is hereby made FINAL.,

Pleasc note that the only appropriate responscs to a [inal action arc cither (1) compliance with the
outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal
Buard. 37 C.F.R. Scction 2.64(a). If the applicant fails to respond within six months of the
mailing date of this refusal, this Office will declare the application abandoned. 37 C.F.R. Scction

2.65(a).
Kathleen M, Vanston R RIS A ARSI T
Lixamining Attorney \
Law Office 103 NOV 0 7 2001,
(703) 308-9103 ex 188 HOUSTGN DO A6 DEPT
P g .

DOCKETED i UPDATED [ DOCKETED (3" UPDATED []

Previously___ NotRequired___. Previousiy ___ Not Required

Appl. Info Appl. Info ~ —

Reg/Grant Info Reg/Grant Info

5

Aciion Required: J
70 772’%}7/’)&0"7‘//1/2’.{{ i
Date Due/Done:__x= 7 — i
By: _&ﬁ_ Checked_- 4

Action K : s
Ees ‘2'/ "y " 4
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1
igh-Tech Dictivary Detinitiva . hupzwavv.compiterser.cu 'un;eﬁidicli onaryidefinition. el ok $79

hd <

_ Definition for: domain name SEARCH
An Internet address in alphabstic form.Domain names must ]
have at least 2 parts: the part on the left which names the [ Lookup]
organization, and the part on the right which identifies the Put this on, my_site
highest subdomain, such as the country (fr for France, uk for  Tell a Friend | Help!
United Kingdom) ar the type of organization {com for No Frames!

commercial; edu for educational, etc.).Directory levels can
be indicated In other parts.The |P address is translated into
the domain name by the domain name seiver.
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UNITED STALTED DLY Al(llVll!zl:#t UE ULV

— .Patent and Trademark Office ‘
SERIAL NO. APPLICANT PAPER NO.
26/ 530795 Ré=sd Elsevier Proparties. Inc.
MARK Assistant Commissioner
o for Trademarks
LAWYERS . COM 2900 Crystal Drive
ADDRESS AQTION NO. Arlington, VA 22202-3513
RENEE P SIMONTON n2 |
REED ELSEVIER FROFERTIES INC - s “Box Respomses Mo Feg o
1105 N MARKET ST MAILING DATE Please provide in all correspondence:
WILMINGTON F'E 19201 n1/14/700
i 1. Filing Date, serial number, mark and
RHF. NO. Applicant’s name.
4 2. Mailing date of this action.
3. Examining Attomey’s name and
FORM PTO-1525 (5-90) U.S. DEPT. OF COMM. PAT. & TM OFFICE 4 ﬁj,‘fj,";ﬁ,:,‘“:‘,‘,’;;w and ZIP cods.

RE: Serial Numbef: 75/530795

[] The examining
has found no similar registered mark which would bar
registration under T ademark Act Section 2(d), 15 U.S.C.
Section 1052(d). TMEP section 1105.01.

[x] 1. Action on thig application is suspended pending the
disposition of:

{] Cancellation No(s).
[) Opposition No(s)
[] Civil Action No(s).
[} Concurrent Use No(s).
If the applicant is a party to the above proceeding, the
applicant should adyise the Examining Attorney of the
outcome of the progeeding when it is terminated.

[x] Application Serjal No(s). 75/505902

orney has searched the Office records and

Since applicant's effective filing date is subsequent to the
effective filing date of the above-identified application(s),
the latter, if and when it registers, may be cited against this
application. See 37 C.F.R. §2.83. A copy of information
relevant to this penfling application(s) i is attached % was
sent previously.

The applicant may request that the application be removed

from suspension by presenting arguments related to the potential

conflict between the relevant applications or

other arguments refated the ground for suspension. The
applicant's election to present or not to present arguments
at this time will not affect the applicant's right to present

arguments later.

Kathleen Vanston.

| receipt of a certification or certified copy of the

[ translation must be submitted. The certification or
' certified copy of the registration should be forwarded

' Attorney should be advised.

' Action is suspended on this application pending
" recordation of the assignment. This application will
| be removed from suspended status upon recordation o

- applicant should advise the Examining Attorney. See

[1 2. Action on this application is suspended pending

registration in the country of foreign of applicant.
If the registration is in a foreign language, an English

to the Examining Attorney as soon as possible. If the
foreign application is abandoned, the Examining

[] 3. It is noted that an assignment involving this
application is presently pending before the Office.

the assignment. Notification of recordation is normail
done through Office channels. However, upon receip
of the reel and frame number of the assignment,

37 C.FR. Part 3.

[] 4. Action on this application is suspended for
months until the Examining Attorney can determine
whether the cited registration will be canceled unde
§8 or expire under §9. 37 C.F.R 2.67.

{x] 5. The following refusals/requirements are
continued: '

EXAMINING ATTORNEY NAME
| "#81 4 Mﬂf/
EXAMINING ATTORNEY SIGNATURE

( i .
l
I
|
(703) [
LAW OFHICE PHONE

e / >\ I > ¢5orm PTOL-373 (Rey. 8-94)

Ne==o






IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Mark: LAWYERS.COM

In re Application of: §
Reed Elsevier Properties Inc. g
§ Law Office 103
Serial No.:  75/530,795 §
§ Trademark Attorney:
Filed: June 22, 1998 § Kathleen Vanston, Esq.
§
§
§

RESPONSE TO OFFICE ACTION OF APRIL 28, 1999

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Dear Sir:

This paper is filed in response to the office action dated April 28, 1999. Applicant is
pleased to note that the Examining Attorney has found no registered mark that would bar
registration of Applicant’s mark under Section 2(d) of the Lanham Act.

The office action raises only two issues with respect to the application. First, the
Trademark Attorney concludes that the mark is merely descriptive under § 2(e)(1) of the Statute.
Specifically, the Trademark Attorney indicates that the mark merely describes the subject matter

of the Applicant’s services, i.e., that Applicant provides information about lawyers.

For the reasons noted below, the Trademark Attorney is urged to reconsider the refusal.

W: 10825(8CP011.DOC)




As has been stated frequently, for a mark to be “merely descriptive” it must immediately
convey knowledge of the ingredients, qualities or characteristics of the goods or services with
which it is used. If imagination, thought or perception is required to reach a conclusion as to the
nature of the goods or services, then the mark is suggestive. As noted in McCarthy on
Trademarks, § 11:19, at page 11-26, if information about the product or service given by the term

sought to be registered is indirect or vague, then this indicates that the term is suggestive and not

descriptive.

To begin with, Applicani is seeking to register a unitary mark, LAWYERS.COM, and it
is the mark as a whole that must be analyzed, not its individual components, or combinations
within the whole, as it is the unitary whole that consumers will view.

When considered as a whole, the unitary mark LAWYERS.COM does not immediately
convey an idea of the ingredients, qualities or characteristics of these identified services. The
services in question are designed to offer information about the law, and to provide a forum for
discussing law, among other topics. Information about lawyers is not necessarily the whole or
even the primary emphasis of Applicant’s service. The unitary mark is vague, at best, in terms of
conveying any specific information about the total service package.

The Trademark Attorney has focused separately on the “LAWYERS?” element of the
unitary mark to support the idea that the mark as a whole is somehow descriptive. Even
assuming, without conceding, that “lawyers” is somehow descriptive of Applicant’s services, the
Examining Attorney has not shown that “LAWYERS.COM” is merely descriptive. Apart from

current office policy, the _Examiner has not offered a single case holding « COM” to be merely

W: 10825(8CP011.D0C) A174



descriptive of Applicant’s services. The cases cited by the Examiner do not speak to the
registration of marks including the form “.com,” let alone hold that all uses of “.com” are merely
descriptive. By way of example, if Applicant sought to register “.COM” alone as a mark for
Applicant’s services, would the Examiner really consider that mark merely descriptive of the
quality or characteristics of Applicant’s services?
For this reason, the Patent and Trademark Office has registered marks comprised of the
« COM” formulation. These include: SOFTWARE.COM for computer software, and
PARENTS.COM for online magazines in the fields of child development and parenting.
Moreover, even assuming, without conceding, that “lawyers” and “.com” were separately
descriptive of Applicant’s services, this does not render the two-word combination merely

descriptive as a whole. See, e.g., In re Colgate Palmolive Co., 149 U.S.P.Q. 793 (TTAB 1966)

(HANDI-WIPES not merely descriptive of disposable wipes); In re Polytop Corp., 167 U.S.P.Q.
383 (TTAB 1970) (LOCK-TOP not merely descriptive of bottle closures).

A mark does not have to be devoid of all meaning relevant to the goods or services in
connection with which it is used in order to be protectable. It can have the capacity to draw
attention to what the service is or to what are features of the service and still be suggestive, rather
than descriptive, when it requires an effort of the imagination of the consumer in order for the
mark to be understood as descriptive of a particular feature or aspect of the service. The Vision

Center v. Opticks, Inc., 202 U.S.P.Q. 333 (5th Cir. 1979), cert. denied, 444 U.S. 1016.

W: 10825(8CPO11.DOC) A175




Applicant notes that the Examining Attorney advises Applicant of the current pendency

of a previously-filed application. Until the Examiner decides whether or not to initiate a refusal,

Applicant will defer response to that issue.

Respectfully submitted,

Reed Elsevier Properties Inc.

Dated: lO‘L?-‘ij' By:

J. Paul Williamson, Bsq.
Carla C. Calcagno, Bsq.
Arnold White & Durkee
750 Bering Drive
Houston, Texas 77057
(202) 289-0229
Attorneys for Applicant

W: 10825(8CP011.DOC) A176






) UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office
PAPER NO.
SERIAL NO. APPLICANT ‘?, _\{’)‘
GEINTEE Resd DlseviEar o U
MARK
AWYERS, TG ADDRESS:
ADDRESS ACTION NO. Assistant Commissioner
o RS TGN TN for Trademarks
e - 2900 Crystal Drive
o Arlington, VA 22202-3513

105 N MARKET =T

JILMINGTON DE 198201

FORM PTO-1525 (5-90)

U.S. DEPT. OF COMM. PAT. & TM OFFICE

MAILING DATE

REF. NO.

If no fees are enclosed, the address should include the
words "Box Responses - No Fee."

1.

2.
3.

4.

Please provide in all correspondence:

Filing Date, serial number, mark and
Applicant's name.

Mailing date of this Office action.
Examining Attorney's name and

Law Office number.

Your telephone number and ZIP code.

A PROPER RESPONSE TO THI
MONTHS FROM THE DATE OF THIS
For your convenience and to ensure prope
Please attach it to the upper right corner of yo
the Trademark Law Office No., Serial No., and Mark in

RE: Serial Number: 75/530795

S OFFICE ACTION MUST BE RECEIVED WITHIN 6

ACTION IN ORDER TO AVOID ABANDONMENT.
r handling of your response, a label has been enclosed.
ur response. If the label is not enclosed, print or type
the upper right corner of your response.

The assigned examining attorney has reviewed the referenced application and determined the

following.

The examining attorney refuses registration on the Princ
merely describes the services. Trademark Act Section

TMEP section 1209 et seq.

A mark is merely descriptive under Trademark A
describes an ingredient, quality,
services. In re Gyulay, 820 F.2d 1216,
Registry, 791 F.2d 157, 229 USPQ 818
1984); In re Bright-Crest,

Here, the applicant seeks to regi
combines the descriptive term LAWYERS
prefix term LAWYERS is descriptive in

characteristic, fun

Ltd., 204 USPQ 591 (TTAB 1979

ster LAWYERS.COM.

information provided by the applicant namely, information about lawyers.

ipal Register because the proposed mark
2(e)(1), 15 U.S.C. Section 1052(e)(1);

ct Section 2(e)(1), 15 U.S.C. 1052(e)(1), if it
ction, feature, purpose or use of the relevant
3 USPQ2d 1009 (Fed. Cir. 1987); In re Bed & Breakfast
(Fed. Cir. 1986); Inre MetPath Inc., 223 USPQ 88 (TTAB
); TMEP section 1209.01(b).

In effect, the proposed mark merely
with standard Internet top level domain COM. The
that it appears to describe the subject matter of the

A177




« 75/530795 -2- ’
Furthermore, as noted above, the suffix term « COM” as used in the proposed mark appears to be
merely a standard top level domain name commonly used for on-line computer network addresses.
Therefore, prospective customers will be immediately led to believe by the suffix “.COM” that the
services are or would be provided through a multi-user global computer information network. As
such, the addition of the top level domain is not considered sufficient to overcome the inherently
descriptive significance of the remainder of the proposed mark.

Alternatively, to the extent that the proposed mark does not describe any aspect of the goods and/or
services, then the idea it conveys would be false because, given the nature of the goods and/or
services, it is plausible that the proposed mark would immediately be understood as describing
some aspect of the goods and/or services or the manner in which the goods and/or services are
provided.

If the idea conveyed by the mark is false, and also plausible, then the term is deceptively
misdescriptive and is unregistrable under Trademark Act Section 2(e)(1), 15 U.S.C. Section
1052(e)(1). In re Woodward & Lothrop Inc., 4 USPQ2d 1412 (TTAB 1987); In re Ox-Yoke
Originals, Inc., 222 USPQ 352 (TTAB 1983).

Therefore, to the extent that the proposed mark does not describe any aspect of the goods and/or
services or the manner in which they are provided, as indicated above, the examining attorney
concludes that the proposed mark would be deceptively misdescriptive and, therefore, in the
alternative, registration is refused on that basis as well.

Although the examining attorney has refused registration, the applicant may respond to the refusal

to register by submitting evidence and arguments in support of registration.

Although the examining attorney has searched the Office records and has found no similar
registered mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), the examining attorney encloses information regarding pending Application Serial No.
75505902. 37 C.F.R. Section 2.83.

There may be a likelihood of confusion between the applicant's mark and the mark in the above
noted application under Section 2(d) of the Act. The filing date of the referenced application
precedes the applicant's filing date. If the earlier-filed application matures into a registration, the
examining attorney may refuse registration under Section 2(d).

A y v ;;,)LT:Z.'i-v Ju
{th){'e(gn Vanston
Examining Attorney

Law Office 103
(703) 308-9103 ex 188
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-t TRADEMARK APPLICATION SERIAL NO.

08/14/71998 VJONES 00000156 75530795
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