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(I) 

QUESTION PRESENTED 

Section 2(a) of the Lanham Act, 15 U.S.C. 1052(a), 
provides in pertinent part that a trademark shall be  
refused registration if it “[c]onsists of or comprises  
immoral  * * *  or scandalous matter.”  The question 
presented is as follows: 

Whether Section 1052(a)’s prohibition on the federal 
registration of “immoral” or “scandalous” marks is  
facially invalid under the Free Speech Clause of the 
First Amendment. 

 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


(III) 

TABLE OF CONTENTS 

Page 

Opinions below .............................................................................. 1 
Jurisdiction .................................................................................... 1 
Constitutional and statutory provisions involved ...................... 2 
Statement ...................................................................................... 2 
Summary of argument ............................................................... 11 
Argument: 

The scandalous-marks provision in 15 U.S.C. 1052(a)  
is facially constitutional under the First Amendment...... 14 

A. This Court’s decision in Tam is limited to 
trademark-registration criteria that 
discriminate based on viewpoint ............................ 15 

B. Because the scandalous-marks provision is a 
viewpoint-neutral condition on a government 
benefit whose availability necessarily turns on 
the content of an applicant’s speech, the court 
of appeals erred in subjecting that provision to 
strict scrutiny .......................................................... 19 
1. The scandalous-marks provision does not 

restrict speech, but simply imposes a 
condition on the availability of a 
government benefit .......................................... 20 

2. Administration of the federal trademark-
registration program inherently and 
necessarily requires the government to 
draw distinctions based on the content of 
applicants’ marks .............................................. 25 

3. The scandalous-marks provision is 
viewpoint-neutral .............................................. 26 

C. The scandalous-marks provision is reasonably 
related to legitimate government interests and 
does not reach outside the federal trademark-
registration program .............................................. 31 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IV 

 

Table of Contents—Continued:                                                Page 

1. A ban on registration of scandalous marks 
is a longstanding and reasonable means of 
vindicating legitimate government 
interests ............................................................. 32 

2. The scandalous-marks provision does not 
subject respondent or similarly situated 
persons to any adverse legal consequences 
outside the trademark-registration 
program ............................................................. 38 

D. The court of appeals’ contrary reasoning is 
erroneous .............................................................. 40 
1. The court of appeals erred in treating the 

scandalous-marks provision as a restriction 
on speech ........................................................... 40 

2. The court of appeals erred in treating as 
irrelevant this Court’s decisions involving 
government-established subsidies and 
forums ................................................................ 41 

3. A decision sustaining the scandalous-marks 
provision against respondent’s First 
Amendment challenge would have no 
necessary implications for the 
constitutionality of analogous limits  
on copyright registration ................................. 43 

4. The court of appeals’ concern that the 
scandalous-marks provision has been 
applied inconsistently provides no basis  
for invalidating that provision ......................... 45 

Conclusion ................................................................................... 48 
Appendix  —  Statutory provisions ........................................... 1a 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


V 

 

TABLE OF AUTHORITIES 

Cases: Page 

Abood v. Detroit Bd. of Educ., 431 U.S. 209 (1977) ............ 42 

Agency for Int’l Dev. v. Alliance for Open Soc’y Int’l, 
Inc., 570 U.S. 205 (2013) ........................ 12, 23, 31, 32, 38, 40 

American Freedom Def. Initiative v. Washington 
Metro. Area Transit Auth., 901 F.3d 356  
(D.C. Cir. 2018), petition for cert. pending,  
No. 18-1000 (filed Jan. 28, 2019) ........................................ 30 

B & B Hardware, Inc. v. Hargis Indus., Inc.,  
135 S. Ct. 1293 (2015) ............................................. 2, 3, 4, 20 

Bethel Sch. Dist. No. 403 v. Fraser, 478 U.S. 675 
(1986) .................................................................................... 29 

Boulevard Entm’t, Inc., In re, 334 F.3d 1336  
(Fed. Cir. 2003) ....................................................... 23, 27, 46 

Broadrick v. Oklahoma, 413 U.S. 601 (1973) ...................... 47 

Central Hudson Gas & Elec. Corp. v. Public Serv. 
Comm’n, 447 U.S. 557 (1980) ....................................... 10, 37 

Christian Legal Soc’y Chapter of the Univ. of Cal., 
Hastings Coll. of the Law v. Martinez,  
561 U.S. 661 (2010)........................................................ 22, 24 

Cohen v. California, 403 U.S. 15 (1971) .............................. 29 

Cornelius v. NAACP Legal Def. & Educ. Fund, Inc., 
473 U.S. 788 (1985)........................................................ 23, 35 

Dastar Corp. v. Twentieth Century Fox Film Corp., 
539 U.S. 23 (2003) ............................................................... 44 

Davenport v. Washington Educ. Ass’n, 551 U.S. 177 
(2007) ............................................................. 19, 22, 23, 41, 42 

De Walt, Inc. v. Magna Power Tool Corp.,  
289 F.2d 656 (C.C.P.A. 1961) ............................................. 46 

Eldred v. Ashcroft, 537 U.S. 186 (2003) ............................... 44 

FCC v. Pacifica Found., 438 U.S. 726 (1978) ............... 28, 33 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


