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(i) 

QUESTION PRESENTED 

Whether laches is available as a defense under the 
Patent Act to bar claims for damages. 
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(ii) 

CORPORATE DISCLOSURE STATEMENT 

First Quality Baby Products, LLC; First Quality 
Hygienic, Inc.; First Quality Products, Inc.; and First 
Quality Retail Services, LLC are privately held com-
panies, and no publicly held company owns 10% or more 
of the stock of any of them. 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

(iii) 

TABLE OF CONTENTS 
Page 

QUESTION PRESENTED ............................................... i 

CORPORATE DISCLOSURE STATEMENT ............. ii 

TABLE OF AUTHORITIES .......................................... vi 

INTRODUCTION .............................................................. 1 

STATEMENT ..................................................................... 2 

A. Statutory Background .......................................... 2 

B. Factual Background ............................................. 7 

C. Prior Proceedings ................................................. 9 

SUMMARY OF ARGUMENT ....................................... 13 

ARGUMENT ..................................................................... 16 

I. CONGRESS CODIFIED LACHES AS A DE-

FENSE TO DAMAGES CLAIMS IN § 282 OF 

THE PATENT ACT ....................................................... 16 

A. Before 1952, The Federal Courts Uni-
formly Recognized Laches As A Bar 
To Recovering Damages For Patent 
Infringement ........................................................ 17 

1. Laches barred recovery of patent 
damages before the merger of law 
and equity ...................................................... 17 

2. Laches was also available as a de-
fense in the rare patent actions 
brought at law .............................................. 21 

3. The consensus view of laches as a 
bar to damages persisted after the 
1938 merger of law and equity ................... 23 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv 

TABLE OF CONTENTS—Continued 

Page 

 

4. SCA’s attempt to rebut this judi-
cial consensus fails ....................................... 24 

B. The Text, Purpose, And History Of 
The 1952 Act Demonstrate That Con-
gress Intended To Preserve Laches As 
A Defense To Damages ...................................... 28 

C. Since 1952, Congress Has Altered The 
Patent Act Repeatedly Without Dis-
turbing Laches ..................................................... 33 

II. SCA MISREADS PETRELLA AND MISCON-

STRUES § 286 OF THE PATENT ACT ......................... 36 

A. Petrella’s Concern For Respecting 
Legislative Intent Supports Retaining 
Laches Here ......................................................... 37 

B. Congress Had Good Reason For A Dif-
ferent Approach To Laches In Patent 
Law ........................................................................ 40 

1. Section 286 is not a statute of limi-
tations and does not measure a pa-
tentee’s delay ................................................ 40 

2. SCA’s other textual arguments 
premised on § 286 are unfounded .............. 42 

3. SCA ignores numerous other dis-
tinctions between patent and copy-
right law ........................................................ 44 

C. SCA’s Policy Arguments Are Un-
founded ................................................................. 49 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


