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I. INTRODUCTION

Google LLC (“Petitioner”) respectfully requests that the Board review and
cancel as unpatentable under 35 U.S.C. § 103 claims 1-17 (“challenged claims”) of

U.S. Patent No. 10,600,046 (“the *046 Patent,” GOOG-1001).

II. MANDATORY NOTICES
A. Real Party-in-Interest

The real parties-in-interest are Google LLC! and Google Payment Corp.

B. Related Matters

Pursuant to 37 C.F.R. § 42.8(b)(2), to the best knowledge of the Petitioner,

the *046 Patent is or was involved in the following cases (“Related Litigation”):

Case Heading Number Court Filed

RFCyber Corp. v. Google LLC et al. | 2:20-cv-00274 | EDTX | Aug. 21, 2020
RFCyber Corp. v. LG Electronics, 2:20-cv-00336 | EDTX | Oct. 16, 2020

Inc.
RFCyber Corp. v. Samsung 2:20-cv-00335 | EDTX | Oct. 16, 2020
Electronics Co., Ltd. et al.

"' Google LLC is a subsidiary of XXVI Holdings Inc., which is a subsidiary of
Alphabet Inc. XX VI Holdings Inc. and Alphabet Inc. are not real parties in interest

to this proceeding.
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Petitioner is also concurrently filing a petition for post-grant review of the

’046 Patent that challenges claims 1-17 under 35 U.S.C. §§ 112(a) and 101

(PGR2021-00028).

C. Lead and Back-up Counsel and Service Information

Lead Counsel

Andrew S. Ehmke

HAYNES AND BOONE, LLP
2323 Victory Ave. Suite 700
Dallas, TX 75219

Back-up Counsel

Scott T. Jarratt

HAYNES AND BOONE, LLP
2323 Victory Ave. Suite 700
Dallas, TX 75219

Jonathan R. Bowser

HAYNES AND BOONE, LLP
2323 Victory Ave. Suite 700
Dallas, TX 75219

Angela M. Oliver

HAYNES AND BOONE, LLP
2323 Victory Ave. Suite 700
Dallas, TX 75219

Phone: (214) 651-5116
Fax: (214) 200-0853

andy.ehmke.ipr@haynesboone.com
USPTO Reg. No. 50,271

Phone: (972) 739-8663

Fax: (214) 200-0853
scott.jarratt.ipr@haynesboone.com
USPTO Reg. No. 70,297

Phone: (202) 654-4503
Fax: (214) 200-0853

jon.bowser.ipr @haynesboone.com
USPTO Reg. No. 54, 574

Phone: (202) 654-4552
Fax: (214) 200-0853

angela.oliver.ipr@haynesboone.com
USPTO Reg. No. 73,271

Please address all correspondence to lead and back-up counsel. Petitioner

consents to electronic service via email.
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III. GROUNDS FOR STANDING

Petitioner certifies that the 046 Patent is eligible for post-grant review
because it contains at least one claim with an effective filing date after March 16,
2013, as described below in Section V. See AIA §§ 3(n)(1) and 6(f)(2)(A).
Petitioner is not barred or estopped from requesting post-grant review challenging
the patent claims on the grounds identified in this petition. Petitioner has not filed

a civil action challenging the validity of any claim of the 046 Patent.

IV. THE ’046 PATENT?
A. Overview of the 046 Patent

The *046 Patent pertains to a method of presenting and settling an invoice.
GOOG-1001, Abstract. While the specification describes many different
embodiments, the challenged claims generally correspond to Figures 1A and 1B
(but with several important differences). Figures 1A and 1B describe a method in
which a restaurant waiter delivers a bill/invoice to a customer via a “tag” or

“contactless card,” rather than on paper. GOOG-1001, 7:19-26. The customer uses

2 Unless otherwise specified, all bold and bold italics emphasis below has been

added.
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a mobile device (e.g., a smartphone) to read the invoice, select a payment method,
and settle the invoice by sending a payment request to a payment server (e.g., a
“payment gateway”’). GOOG-1001, 7:25-8:24. Figure 1A illustrates the system for
carrying out this method:

100

102
A

i Payment Authorization Request

Payment ¥ Point-of-sale
— ’
gateway Smart Bill Payment Gateway device
Payment Authorization
Payment info with Response
electronic bill
POS with contactless
Personal NFC device reader OR NFC device with
with wallet software SE (such as Mobile POS)
110
\ Contactless smart Electronic bill
Signed electronic bill card (or secure
element in NFC
’ i i . . .
Customer’s devices) with smart | e—_| Tag storing invoice
. . bill applet 108
mobile device

GOOG-1001, Fig. 1A (annotated); GOOG-1003, {39.
Figure 1B illustrates that the merchant’s point-of-sale (POS) device 106
generates a bill that is written to the tag 108 (step 122). When the tag 108 is
presented to the customer (step 124), an application on the mobile device reads the

tag 108 (step 126), and the bill is displayed on the mobile device. GOOG-1001,
4
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7:19-33. The user can optionally add a tip (step 128). GOOG-1001, 7:59-61. The
mobile device user selects a payment instrument, such as “an electronic wallet or
purse (a.k.a. e-purse) already created in the mobile device” (step 130). GOOG-
1001, 7:48-50, 7:57-59. The mobile device then transmits a payment request to a
payment gateway 104 (step 132). GOOG-1001, 7:62-65. The payment gateway
104 verifies whether the payment request authorized by the customer is sufficient
to cover the amount on the bill (step 134), and, if so, authorizes the payment with a
financial payment network (step 136). Once the transaction is approved or denied,
the payment server notifies the merchant as to whether payment has been
authorized (step 138). GOOG-1001, 7:65-8:15; GOOG-1003, {40.

The methods in independent claims 1 and 12 fundamentally differ from the
embodiment of Figures 1A and 1B in that they each require an e-purse balance
verification on the mobile device before sending the payment request to the
payment gateway. The claims require that, after the mobile device calculates the
total amount (invoice amount + tip), it “verif[ies] the total amount with a balance
in the e-purse...without sending the payment request to a payment gateway.”
GOOG-1001, 25:47-51. “|W]hen the balance is less than the total amount,” the
mobile device “display[s] a denial of the payment request.” GOOG-1001, 25:52-

53. Alternatively, when “the balance is sufficient to honor the payment request,”

_5_



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

the mobile device “send[s] the payment request from the mobile device to the

payment gateway.” GOOG-1001, 25:55-56; GOOG-1003, {41.

B. Prosecution History

The *046 Patent issued on March 24, 2020 from U.S. Patent Application No.
14/728,349 (“the *349 application”) filed June 2, 2015.

During a prolonged prosecution, the Examiner repeatedly rejected the claims
of the 349 application over various references. GOOG-1002, 622, 468, 370, 266,
166. After each rejection, the applicants amended the claims to avoid the prior art.
GOOG-1002, 561, 451, 357, 253, 153. To gain allowance, the applicants added the
concept of an “e-purse” and related functionality to the claims (“the E-Purse
Amendment”) (discussed in Section V.B below). GOOG-1002, 153-58. The
Examiner issued a notice of allowance after the E-Purse Amendment. GOOG-

1002, 7-20.

V. THE ’046 PATENT IS ELIGIBLE FOR POST-GRANT REVIEW

The 046 Patent is eligible for post-grant review (PGR) because it contains
at least one claim with an effective filing date that is later than March 16, 2013, the
AlA effective date. See AIA § 3(n)(1). The 046 Patent issued from an application
filed on June 2, 2015 (post-AIA). Although the application is in a chain of

continuations and continuations-in-part, some of which were filed before the AIA

_6—
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effective date, the claims of the 046 Patent contain limitations that were not
disclosed in those earlier-filed patent applications. See Inguran, LLC v. Premium
Genetics (UK) Ltd., PGR2015-00017, Paper 8, at 10-11 (PTAB Dec. 22, 2015) (a
patent granted from a “transitional application” is PGR-eligible if it contains at
least one claim that was not disclosed in compliance with § 112(a) in any pre-AIA
priority application).

Claims 1-17 contain limitations that were either (i) not disclosed in the pre-
AIA patent applications due to a broken priority chain or (i1) not disclosed in any
application due to unsupported amendments made during prosecution of the 046
Patent. Just one of these post-AIA claims renders the 046 Patent eligible for PGR.
See AIA § 3(n)(1).

A. The ’046 Patent’s Broken Priority Chain Creates PGR Eligibility.

As illustrated below, the 046 Patent claims priority to three pre-AIA
applications—the *832 application, the 653 application, and the *802 provisional

(“the pre-AIA applications™).
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US 8,118,218
(US App 11/534,653)
Filed: 9-24-06

lCIP

US App 13/350,832 US Prov. 61/618,802
Filed: 1-16-12 Filed: 4-1-12

AlA Effective Date

Non-Prov.

US 9,047,601
Filed: 3-29-13

Con.

A

US 10,600,046
(US App 14/728,349)
Filed: 6-2-15

The applications filed after the AIA effective date—the applications for the
’046 Patent and 601 Patent (“the AIA Patents”)—contain figures and description
not found in the pre-AIA applications. The two pre-AIA non-provisional
applications (the *832 and ’653) do not include Figures 1A-1B and the associated
description contained in the AIA Patents (GOOG-1001, 5:29-8:30). These figures
and description were first introduced together in the 601 Patent. GOOG-1026
(comparison of the 601 Patent specification and *832 application specification).
While Figures 1A-1B of the AIA Patents were included in the pre-AIA *802
provisional, the associated description in the AIA Patents was not. GOOG-1027

(comparison of the 802 provisional and the 601 Patent specifications). Instead,

_8_
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the *802 provisional includes a brief, high-level overview of the figures that was
not incorporated by reference into the 046 Patent. These differences in disclosure

are depicted below:

US 8,118,218

Lack Figs.1A (US App 11/534,653)

and 1B and / Filed: 9-24-06

description cIp

found in AlIA v J Lapfs .

Patents US App 13/350,832 US Prov.61/618,802 | - 0000 O
Filed: 1-16-12 Filed: 4-1-12 Igs. 1A an
found in AIA
AIA Effective Date Patents

CIP

Non-Prov.

Description of
. US 9,047,601
Figs. 1Aand 1B——>|  Fjjeq: 3.29-13
first added

Con.

US 10,600,046
(US App 14/728,349)
Filed: 6-2-15

GOOG-1003, q53.
As discussed below, claims 1, 6, and 15 of the 046 Patent recite subject
matter supported only in the description of Figures 1A-1B first filed with the 601

Patent on March 29, 2013, after the AIA effective date.

1. The “displaying a denial” step in claim 1 lacks written
description support in the pre-AIA applications.

The *046 Patent is PGR-eligible because claim 1’s “displaying a denial” step
lacks written description in the pre-AIA applications. Claim 1 recites “displaying a

denial of the payment request when the balance is less than the total amount.”
—9_
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GOOG-1001, 25:52-53. There is no written description supporting this limitation
in any of the pre-AIA applications because such support first appeared in the post-
AIA °601 Patent.

The two pre-AIA non-provisional applications, the 653 and the *832, lack
written description support for the step of “displaying a denial” based on a failed
balance verification, as recited in claim 1. GOOG-1003, 56. The earlier 653
application (U.S. 8,118,218) lacks any disclosure of a display step. GOOG-1028;
GOOG-1003, {55-56. The *832 application (US 2012/0130838, GOOG-1029) also
lacks any disclosure of a display step; while it generally describes comparing the
balance of an e-token with a purchase amount in association with Figures 6C and
6D, but it fails to describe displaying a denial within the mobile device when the
balance is insufficient. See GOOG-1029, Figs. 6C-6D, [0173]-[0177]; GOOG-
1003, 56. In the embodiment of Figure 6C, shown below, when the balance is
insufficient at step 656, the process displays an option to “top-up” the balance, but

does not display a denial. GOOG-1029, Fig. 6C, [0174].

—10 -
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| START |

A
Retrieve an e-token from a purchaser —J— 652

Valid e-token? END J

Point-of-sale (POS)
verifies balance

.

Perform a top-up _|
or virtual top-up

~— 658

s there enough
balance in e-
token?

Offer real
time top-up?

657

Deduct purchased amount from e-token-~— 660 If insufficient
b

+ offer top-up
Upload transactions to backend server
(each transaction or in batch) T~ 662

[ END }:

GOOG-1029, Fig. 6C (annotated); GOOG-1003, {56.

In the embodiment of Figure 6D, shown below, when the balance is
insufficient at step 674, the process 670 simply ends after a “return message”
denying the purchase is received by the POS manager 623. GOOG-1029, Fig. 6D,
q0177]. No denial is displayed in the mobile device. Even if process 670
disclosed “displaying a denial” (which it does not), any such denial would not be

based upon the balance being less than a “total amount” (i.e., the invoice amount

—11 =
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plus an additional amount from the user). Process 670 does not contemplate a user

entering an additional amount.

START
672 —

S?ﬁd an initial purchase request to e-
token enabled device of a purchaser

(0]
\‘
o

674
Enough balance

in e-token
enabled device?

676
B . . .
Forward the received response from the e- I‘f lnsufﬁ CIent’
token enabled device to POS SAM end without
78 . : — display
Receive a debit request containing a

MAC from POS SAM

680 — J

§_end the debit request to e-token
enabled device to debit e-token

682 = ’
Receive debit confirm message including additional
MACs for transaction verification and settlement

684 ~ v
Forward the debit confirm message to
POS SAM for verification

686 — l

Display transaction after POS SAM
has recorded the transaction

FIG. 6D

GOOG-1029, Fig. 6D (annotated); GOOG-1003, {56.

Because none of the pre-AlA applications provide § 112 support for

“displaying a denial of the payment request when the balance is less than the total

— 12—
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amount,” claim 1 has an effective filing date after March 16, 2013. GOOG-1003,

1q55-57.

2. The ‘“account and bank information of the registered
merchant” limitation in claims 6 and 15 lacks written
description support in the pre-AIA applications.

The *046 Patent is PGR-eligible because claims 6 and 15 lack written
description support in the pre-AIA applications. Claims 1 and 12 recite a tag with
“data” that is captured by the mobile device. Dependent claims 6 and 15 define the
recited “data” to include “account and bank information” of the merchant.

The idea that the tag (or “contactless card”) includes “account and bank
information” of the merchant is supported only in the description of Figures 1A-1B
added to the 601 Patent specification after the AIA effective date. GOOG-1001,
7:33-40 (corresponding to GOOG-1031 ("601 Patent), 7:14-22). Figures 1A-1B
(filed with the pre-AIA ’802 provisional) disclose only that the contactless card
carried from the POS to the mobile device includes an “electronic card,” as shown

below:

— 13 —
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100 Merchant POS prepares an electronic bill and writes to a 120
smart bill applet on his contactless smart card or SE on NFC
device 122
Payment Network 7
102 N - ;
Customer service delivers the contactless smart bill card (or
SE) to customer 124

y

Customer with NFC device installed with a smart bill enabled
wallet application retrieves the electronic bill signed by the

A
Payment Authorization Request

v smart bill applet 126
Smart Bill Payment Gateway 104 Electronic bill is displayed on the NFC device screen for
. . customer to verify the amount and add a tip if he wishes 128
Payment Authorization
Payment info with Response y
electronic bill Customer can choose a payment method that he has enrolled
in his wallet application to initiate the payment 130
POS with contactless 106 \I/
Personal NFC device reader OR NFC device with
with wallet software SE (SUCh as Mobile POS) Smart bill enabled appli.cation sends the trans.action information 122
110 to the backend smart bill gateway for processing

\ Contactless smart Electronic bill Smart bill gateway verifies the electronic bill and rejects if the
bill card (OT secure payment amount is less than the billed amount. 134
element in NFC I

devices) with smart

Signed electronic

bill applet 108 Smart bill gateway uses the traditional financial payment network

flow to send payment request and get payment response. It also
can use new online payment method such as Paypal or Alipay to 136
complete transaction.

Once the transaction is approved or denied, the payment

FIG 1A authorization response will return to the payment gatewaytobe | 138
» forwarded back to the merchant
FIG. 1B

GOOG-1001, Figs. 1A, 1B (GOOG-1003, ]60).

The two pre-AlIA applications, the *653 and the *832, necessarily lack
written description support for storing “account and bank information” of the
“merchant” in the tag because each application fails to disclose storing any
merchant information on a tag. GOOG-1003, {61. At best, the pre-AIA
applications disclose storing customer information in a mobile device tag that is
read by the merchant POS device. See, e.g., GOOG-1029, [0113] (“The cell phone
is equipped with a contactless interface (e.g., ISO 14443 RFID) that allows the cell

phone to act as a tag.”), [0174]; GOOG-1003, 61.
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The pre-AIA *802 provisional also does not disclose “account and bank
information” on the tag. As mentioned above, the disclosure is limited to Figures
1A and 1B and a different (high-level) description than the description introduced
in the post-AIA *601 Patent. This general description includes a bulleted list of
information stored on the “Contactless Smart Card” (i.e., tag) shown in Fig. 1A
(Fig. 1 in the provisional), but “account and bank information” of the merchant is
not on that list.> See GOOG-1030, 8-11; GOOG-1003, J62.

Accordingly, because none of the pre-AIA applications provide § 112
support for claims 6 and 15, these claims have an effective filing date after March

16, 2013. GOOG-1003, q]59-62.

3 The only disclosure of anything remotely related to “account and bank
information” is a bullet point noting that “necessary information needed to conduct
the payment” is included in the “Payment Information.” GOOG-1030, 10-11. But,
as shown in Fig. 1A, such “Payment info” flows from the “Personal NFC device”
(i.e., consumer’s mobile device) to the “Payment Gateway,” and is not included in
the “Contactless Smart Card” (i.e., tag). Id. at 8; GOOG-1003, 62.
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B. The ’046 Patent’s lack of written description for subject matter
added by amendment creates PGR eligibility.

The 046 Patent is eligible for PGR for the independent reason that
limitations added to claim 12 during prosecution lack written support in any
application, pre-AIA or otherwise. As part of the E-Purse Amendment during
prosecution, the applicants added subject matter to claim 12 that lacks written
description support in the as-filed specification of the 046 Patent. Claim 12 (and
its dependents) are only entitled to the filing date of the ’046 Patent itself, June 2,
2015 (post-AIA). See PGR2015-00023, Paper 8 at 2-3 (PTAB Feb. 22, 2016)
(under 35 U.S.C. § 100(1)(1)(A), the effective filing date of a claim with an

unsupported amendment is the “actual filing date of the application™).

1. The specification does not describe a payment gateway
configured to cause the balance in the e-purse to be
reduced, as required by claim 12.

In the E-Purse Amendment, applicants amended claim 12 to recite: “wherein
the payment gateway is configured to cause the balance in the e-purse reduced by
the amount.” GOOG-1002, 156. Prior to the amendment, the payment gateway’s

role post-payment was limited to sending a message to the POS device:
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12.(Currently amended) A method for mobile payment, the method comprising:

generating a set of data in a point of sale (POS) device, the data including an
electronic invoice and settlement information with a merchant associated with the
POS device;

embedding the data directly to a tag;

presenting the tag to i:e-a mobile device;

causing the mobile device to capture the data from the tag, wherein the mobile
device executes an installed application therein to retrieve an amount in the
electronic invoice from the data and generate a payment request in response to
the captured data, the payment request is deniad in the mobiie device when the

amourtd is more than a balance of an electronic purse {e-purse’ maintained lccally

in the mobiie device, the payment request is beirg-sent to a payment gateway

whern the amount is less than a balance of an elecironic purse {(e-purse)

maintzined locally in the mobile device-nsiidas-a-iatabamaunt-combirungan

sagdadifioaien ol aninen oay caad saedadoa ol Bang en oocmeene ol Shaan s aabaaia eden: saenen anpn ol S
S R e R e e e e e e e R LR R 2 ) S PSR BO s 3

Armannt. axaras e
AT ORI N

e eneraadeanania Dy et d
- the-slestronis invaies; an

receiving a message in the POS device directly from the payment gateway that the
electronic invoice has been settled &t ferihindaial-ameunt Mora-Hsa-He-amaust
sxprossadan-the-elaskonic-invesss, wherein the payment gateway is configured to
cause the balance in the e-purse reduced by the amountssend-hemessage diveatiy

16-Re-RES devicswhon-an-armaunt sguivaisntiohalalalamountis-dadusted

FOAT AN ABEEEHT HEAHERIGE WIS par- el e e ie daviaee.,

GOOG-1002, 156 (annotated); GOOG-1003, [166. The as-filed specification does
not support the idea that the payment gateway causes the e-purse balance to be
reduced. GOOG-1003, {[166-167, 161-164.

Neither of the two embodiments in the 046 Patent that describe e-purse

payments—Figures 1A-1B and Figures 6 A-6D—support the concept of the
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payment gateway reducing the e-purse balance. Only the former embodiment even
discloses a payment gateway (element 104 in Fig. 1A), but such disclosure is
devoid of any suggestion that the payment gateway 104 reduces the balance in the

e-purse on the mobile device 110, as shown below:

100 Merchant POS prepares an electronic bill and writes to a 120
smart bill applet on his contactless smart card or SE on NFC
device 122
Payment Network »L
102 - : ]
Customer service delivers the contactiess smart bill card (or
SE) to customer 124

y

Customer with NFC device installed with a smart bill enabled
wallet application retrieves the electronic bill signed by the 126
smart bill applet

i Payment Authorization Request

v

Smart Bill Payment Gateway 104 Electronic bill is displayed on the NFC device screen for
. customer to verify the amount and add a tip if he wishes 128
Payment Authorization
Payment info with Response v
electronic bill Customer can choose a payment method that he has enrolled
in his wallet application to initiate the payment 130
POS with contactless 106 7
Personal NFC device reader OR NFC device with
i | . Smart bill enabled application sends the transaction information
with wallet software 110 SE (SUCh as Mobile POS) to the backend smart bill gateway for processing 132

\ Contactless smart Electronic bill Smart bill gateway verifies the electronic bill and rejects if the
bill card (or secure payment amount is less than the billed amount. 134
element in NFC 7

devices) with smart

bill app]et 108 Smart bill gateway uses the traditional financial payment network
flow to send payment request and get payment response. It also

can use new online payment method such as Paypal or Alipay to 136

complete transaction.

Once the transaction is approved or denied, the payment

FIG 1A authorization response will return to the payment gateway tobe | 138
b forwarded back to the merchant
FIG. 1B

Signed electronic

GOOG-1001, Figs. 1A and 1B
Figure 1B describes only that the payment gateway receives a payment
request (132), verifies the amount against a balance (134), forwards the payment
request to a payment network (136), and forwards an authorization response to the

merchant (138). GOOG-1001, Fig. 1B; 7:54-8:24; GOOG-1003, {169. There is no
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disclosure of the payment gateway sending any sort of communication to the
mobile device, much less reducing the balance in the mobile device’s e-purse. See,
e.g., Fig. 1A (showing the only one-way communication from the mobile device to
the payment gateway). The embodiment of Figures 1A-1B is silent with respect to
a balance maintained in the customer’s e-purse. GOOG-1003, 169. An e-purse is
mentioned only to the extent that it is a payment option on the mobile device.
GOOG-1001, 7:48-52 (“[T]he customer may choose to settle the charge with an
electronic wallet or purse (a.k.a., e-purse) already created in the mobile
device....”).

Even if the embodiment of Figures 6A-D included a payment gateway
(which it does not), it lacks support for the balance-reduction amendment in claim
12. As described in association with step 660 in Figure 6C, the POS manager
632—mnot the payment gateway—*‘‘deducts or debits the purchase amount from the
e-token of the e-token enabled device 636 at 660.” GOOG-1001, 20:41-44; 20:13-
14 (process 650 is “performed by the POS Manager”); GOOG-1003, {170. As
described in association with step 680 in Figure 6D, the e-purse applet debits the e-
token. Id., Fig. 6D, Step 680 (“‘Send the debit request to e-token enabled device to

debit e-token.”); id., 21:51-55.
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The as-filed specification does not disclose a payment gateway “configured
to cause the balance in the e-purse reduced by the amount,” as recited in claim 12.
Because this concept was added to claim 12 after the 046 Patent application was
filed, claim 12 is only entitled to the filing date of the 046 Patent itself, June 2,

2015. 35 U.S.C. § 100(1)(1)(A).

C. Summary of Effective Filing Dates

For the reasons in Sections V.A.-V.B above, independent claims 1 and 12
(and thus claims 1-17) of the 046 Patent each have a post-AIA effective filing

date. Each cited reference below predates the AIA effective date. See Section IX.

VI. CLAIM CONSTRUCTION

In a PGR, claims shall be construed “in accordance with the ordinary and
customary meaning of such claim as understood by one of ordinary skill in the art
and the prosecution history pertaining to the patent.” 37 C.F.R. § 42.200(b). The
Board only construes the claims to the extent necessary to resolve the underlying
controversy. See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868
F.3d 1013, 1017 (Fed. Cir. 2017). All terms should have their plain and ordinary

meaning.

A.  ‘“e-purse”
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Claims 1 and 12 recite the term “e-purse.” The 046 Patent does not provide
an express definition of the term “e-purse.” GOOG-1003, 66. For purposes of
resolving the underlying controversy of this proceeding, the claim language
sufficiently describes the requirements of the “e-purse.” Claims 1 and 12 recite that
the e-purse is “maintained locally in the mobile device.” GOOG-1001, 25:42-43
(claim 1), 27:2-3 (claim 12). Claims 1 and 12 recite that there is a “balance in the
e-purse.” GOOG-1001, 25:47 (claim 1), 25:62 (claim 1), 27:1-2 (claim 12), 27:10
(claim 12). Claim 12 further recites that the e-purse balance may be “reduced” by
the payment gateway. GOOG-1001, 27:11-13 (claim 12); id., 26:26-29 (claim 7).

When the claims were amended to recite the “e-purse,” the applicants noted
that “[a]s described in Para [0033] and [0037], a customer may choose to settle the
charge with an electronic wallet or purse (a.k.a., e-purse) already created in the
mobile device.” GOOG-1002, 160. Paragraphs [0033] and [0037] (corresponding
to GOOG-1001, 7:46-52 and 8:25-30) do not distinguish between or ascribe any
special meanings to “e-wallet” and “e-purse.” Accordingly, “e-purse” does not
have a special meaning other than what is required by the claims.

The prior art cited in this petition discloses the claimed characteristics of an

“e-purse,” so the underlying controversy—whether claims 1-17 are unpatentable—
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can be resolved without the need to provide an express construction. See Nidec

Motor Corp., 868 F.3d at 1017.

VII. LEVEL OF ORDINARY SKILL IN THE ART

A POSITA, as of March 29, 2013, would have had a working knowledge of
mobile payment techniques pertinent to the 046 Patent, including art describing
mobile payment techniques.* A POSITA would have had a bachelor’s degree in
computer science, computer engineering, or an equivalent, and one year of
professional experience relating to mobile payment. Lack of professional

experience can be remedied by additional education, and vice versa. GOOG-1003,

q16-20.

*To the extent the Board finds some claims have an effective filing date of March
29, 2013, rather than June 2, 2015, Mr. Gray’s analysis of all claims is based upon
the earlier date. For the purposes of the challenges in this petition, there is no
meaningful difference in the knowledge of a POSITA between those two dates.

GOOG-1003, q18.
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VIII. RELIEF REQUESTED AND THE REASONS FOR THE
REQUESTED RELIEF

Petitioner asks that the Board institute a trial and cancel the challenged

claims as unpatentable in view of the analysis below.

IX. IDENTIFICATION OF CHALLENGES

This petition challenges the patentability of claims 1-17 of the 046 Patent as

follows:
Challenge | Claims Ground
#1 1-5and 12-14 | 35 U.S.C. § 103 over Moshal in view of Jogu and

Dessert

#2 6, 15, and 16 35 U.S.C. § 103 over Moshal in view of Jogu,
Dessert, and Ohlhausen

#3 7-11 and 17 35 U.S.C. § 103 over Moshal in view of Jogu,
Dessert, Ohlhausen, and Aabye

US 2014/0310117 to Moshal (GOOG-1005, “Moshal’’) was published on
Oct. 16, 2014, was filed on Nov. 12, 2012, and is prior art under 35 U.S.C. §
102(a)(2).

Japanese Patent No. 4901053 B2 (GOOG-1014) was published on March
21, 2012 and is prior art under 35 U.S.C. § 102(a)(1). A certified English language
translation of Japanese Patent No. 4901053 B2 is referenced herein as “Jogu”

(GOOG-1006).
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US 9,027,827 to Dessert (GOOG-1007, “Dessert”) was issued on May 12,
2015 and filed Feb. 3, 2012. Dessert is prior art under at least 35 U.S.C. §
102(a)(2).

US 2014/0365371 to Ohlhausen (GOOG-1008, “Ohlhausen”) was
published on Dec. 11, 2014, was filed on December 7, 2012, and is prior art under
35 U.S.C. § 102(a)(2).

US 2010/0211507 to Aabye (GOOG-1009, “Aabye”) was published on

Aug. 19, 2010 and is prior art under 35 U.S.C. § 102(a)(1).

X. THE BOARD SHOULD INSTITUTE POST-GRANT REVIEW

A.  The challenges presented in this petition are not cumulative to
prosecution of the ’046 Patent

The Board should not deny institution under § 325(d). None of the prior art
asserted in the grounds was presented to or considered by the Examiner during
prosecution. Under the first part of the Advanced Bionics framework, the Board
should not deny institution. [IPR2019-01469, Paper 6 at 8-9 (PTAB Feb. 13, 2020)
(precedential).

During prosecution, different “Dessert” and “Aabye” references (US
2013/0246528 (GOOG-1032), US 8,601,266 (GOOG-1033), and US
2010/0211504 (GOOG-1034)) were cited by the Examiner. GOOG-1001, code

(56); GOOG-1002, 577-578. Petitioner cites to teachings of Dessert (GOOG-
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1007) (e.g., Figures 10C and 10D in the analysis of limitations [1.4] and [1.11],
and in Section XI.A.4) that are not contained in the other Dessert publication
(GOOG-1032). The different “Aabye” references do not contain the combined
teachings of a “secure channel” between the mobile device and a payment
gateway, and the mobile device having a secure data storage element, as cited in
the analysis for claims 7, 9, 10, and 17 below (see Challenge 3). Therefore, none

of the prior art cited in the grounds was presented to the Examiner.

B. The Fintiv factors favor institution

The Patent Owner has asserted the 046 Patent against Petitioner in the
Eastern District of Texas. The Board balances six factors in considering
discretionary denial under § 314(a) when there is parallel litigation. Apple Inc. v.
Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential).
None of the Fintiv factors weigh in favor of discretionary denial.

1. Factor 1 is neutral (possibility of a stay).

A stay pending the outcome of an IPR in the co-pending district court
litigation has not been requested. If an IPR is instituted, a stay would be
appropriate under the legal standard in the Eastern District of Texas. See Cypress
Lake Software, Inc. v. Samsung Elecs. Am., Inc., No. 6:18-cv-00030 (E.D. Tex.

Aug. 28, 2019) (order granting stay).
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The litigation is at a very early stage. Patent Owner filed its litigation
Complaint on August 21, 2020, and served Petitioner on September 16, 2020.
GOOG-1041, GOOG-1042. This Petition was filed within approximately three
months of Petitioner being served, and within four months of the filing of the
Complaint. At the time of filing, the District Court had not yet held a scheduling
conference or issued a scheduling order. Therefore, a stay pending IPR would be
appropriate due to the early stage of the district court trial.

The Board should not infer the outcome of a motion to stay. Intel Corp. v.
VLSI Tech. LLC, IPR2020-00158, Paper 16, at 7 (PTAB May 20, 2020); Apple Inc.
v. Fintiv, Inc., IPR2020-00019, Paper 15, at 12 (PTAB May 13, 2020). Thus, this

factor is neutral on discretionary denial.
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2. Factor 2 favors institution (proximity of trial date to final
written decision).

No trial date has been set in the district court litigation. The district court
has not issued a Docket Control Order yet.> Therefore, this factor favors
institution.

To the extent that the district court schedules a trial near the time when the
Board would issue a final written decision, Fintiv states that this factor does not
implicate the decision whether to institute “if the trial date is at or around the same
time as the projected statutory deadline.” IPR2020-00019, Paper 11, at 6. Further,
Judge Gilstrap has postponed all jury trials that were scheduled to occur between
December 2020 and February 2021 due to the COVID health crisis. GOOG-1043—
GOOG-1045 (representative orders). The postponement of jury trials for three
months may have a cascading effect on trials scheduled after February 2021.
Further, Petitioner filed a Motion to Transfer the litigation to the Northern District

of California, where Google is head-quartered and where the majority of the named

> If the district court issues a Docket Control Order before the Board issues its
institution decision, Petitioner respectfully requests an opportunity to address the

impact of the schedule set forth in the Docket Control Order.
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inventors reside. That motion remains pending. If granted, the transfer would
further extend the trial schedule. Because of the uncertainty of the trial date, this
factor weighs against discretionary denial. See Sand Revolution, IPR2019-01393,
Paper 24 (June 16, 2020) (informative) (uncertainty over trial date weighed against
discretionary denial).

3. Factor 3 favors institution (investment in parallel proceeding).

The litigation is in its early stages, and the investment in it has been
minimal. The parties have not exchanged preliminary positions on claim
construction, invalidity, or alleged infringement, and fact and expert discovery
have not begun. Further, there is no evidence that the district court will conduct a
Markman hearing or issue a Markman ruling before the prospective date for the
institution decision in this proceeding. The early stage of the litigation weighs
against discretionary denial.

4. Factor 4 favors institution (overlap in issues).

Petitioner has not served its preliminary invalidity contentions in the district
court proceeding (nor has a date been set for service of such contentions).
Accordingly, there is no overlap between this proceeding and the district court
proceeding. Consequently, this factor weighs in favor of institution, or is at the

very least neutral.
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5. Factor 5 is neutral (overlap in parties).

Petitioner is a defendant in the litigation. GOOG-1041, as is true of most
Petitioners in IPR and PGR proceedings. In Google LLC v. Parus Holdings, Inc.,
IPR2020-00846, Paper 9 (Oct. 21, 2020), the panel noted that this factor “could
weigh either in favor of, or against, exercising discretion to deny institution,
depending on which tribunal was likely to address the challenged patent first.” Id.
at 21. This factor is neutral because it is unknown which tribunal will address the
validity of the 046 Patent first.

6. Factor 6 favors institution (other circumstances).

As discussed in Section XI, the prior art presented in this Petition renders the
challenged claims unpatentable as obvious. The merits of Petitioner’s arguments
are strong, and this factor favors institution. Fintiv, Paper 11 at 14-15 (“[1]f the
merits of a ground raised in the petition seem particularly strong on the preliminary
record, this fact has favored institution.”)

As such, because each of the Fintiv factors are either neutral or weigh
against discretionary denial, and because Petitioner diligently filed this Petition
within approximately three months of service in the District Court litigation,

institution should not be denied on discretionary factors.

XI. IDENTIFICATION OF HOW THE CLAIMS ARE UNPATENTABLE
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A.  Challenge #1: Claims 1-5 and 12-14 are rendered obvious by
Moshal in view of Jogu and Dessert.

1. Overview of Moshal

Like the ’046 Patent, Moshal is directed to a bill payment system and
method in which a customer uses a payment instrument such as an e-wallet on a
mobile device to pay a bill. GOOG-1005, Abstract, 42 (customer can use an e-
wallet on a mobile device as a payment instrument). With reference to Figure 1
below, Moshal discloses that a mobile device (“code scanner”) 106 (e.g.,
smartphone (GOOG-1005, {38)), scans a tag (payment QR code) provided by a
POS device 104 to obtain merchant information and invoice information to pay for
a transaction. GOOG-1005, {438, 54-55. The mobile device transmits a payment
request to a payment gateway (application server) 102 upon the customer’s
verification of the invoice and selection of a payment instrument on the mobile
device, and the payment gateway notifies a merchant terminal 108 and the
mobile device whether a requested transaction is successful. GOOG-1005, {38,

55-57.
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GOOG-1005, Fig. 1 (annotated); GOOG-1003, {179

With reference to Figure 7 below, Moshal discloses that a scanner
application of the mobile device scans a tag (QR code) (step 708) provided by the
POS terminal (step 700), and decodes the tag to obtain all the merchant and invoice
information contained in the tag (step 710). GOOG-1005, {54-55. The scanner
application of the mobile device then displays the invoice, including all the bill
details (step 712) for the customer to (i) review and amend the bill as necessary
(e.g., add a tip) (step 714), (i1) select a payment instrument such as an e-wallet
(step 716), and (iii) accept the bill for payment (step 718). GOOG-1005, {55.

Then, after the user accepts the bill for payment, the mobile device transmits a
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payment request to the payment gateway (step 720). GOOG-1005, 55. Like the
’046 Patent, Moshal discloses that the payment gateway determines whether
payment is successful or unsuccessful, notifies the mobile device of this
determination (step 728 or step 732), and notifies the merchant terminal when

payment is successful (step 734). GOOG-1005, {56-57.

I;(()JOS / Merchant Terminal Code Scanner |  Application Server
d Provide QR code }--«»[ Scan QR code LHOS 750
703{ Scan QR code | | [ Decode QR code }\1\71 0 /

70€L Decode QR code | | [ Display bl" details | | 712

70Q{Create Unpald bill | | | Review, amend bill details }\7 14
71 6/1 Select payment instrument | '
Accept bill for
7181-—[ pt bill for payment | | 722,
7201'{ Transmit payment data |—» Process payment |

Yes

Paymen

| | 73g—Successful2
I ' | __No
Display payment | Notify unsuccessful
732 unsuccessful, re-attempt payment
| l .
72 8«{—Qsplay payment successf% N°t'2'a?;?ecgf sful
— I 7261 | ¥
73§LRetneve bill details |« T T Transmit bill number,
738 Wark bill “Paid” I FIGURE 7 734]’-4 amount paid

GOOG-1005, Fig. 7
With reference to Figure 8 below, Moshal discloses that the mobile device
user may select an e-wallet (e-purse as claimed in the *046 Patent) to pay the

amount (including optional tip) for an invoice 800 displayed on the mobile device
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by selecting this payment option (icon 824 on displayed invoice 800). GOOG-

1005, 159 (“Icon 824 can be used to select an e-wallet with which to pay....”).

802 l -
T The Eatery | 804
| WestEnd Lane NWS //
‘ Merchant iD: 483221 8C6
s
| waiter 10: Frank —"""'—-#1
808 e Table 1D 17 |

Cptional Gratuity @ : 10 % | 814
£ 2.21

816 818 820

Tip ¢ {;0% }fu 5%] ; 15% |

824 \L{ (i6ther L. 822
| Pay Bill with eWai‘elJ
| =

826 ,.-Hj’ay with Cther: ]
v FEED O BT

800
GOOG-1005, Fig. 8 (annotated); GOOG-1003, 181

' itemized Bl : .

| O 1%chicken £ 975 |

I 1% Chicken £ 385 | 810

O 1pina E 7.05 |

i O 1 PeriDips £ 030 |

[ Olmed.msde £ 0.45 ',

} subtotal £18.42 }
Tax £ 368 |

812 ""T—’ Total £22.10

1

t

|

|

l

2. Overview of Jogu

Like the *046 Patent, Jogu discloses a mobile payment system and method in

which a customer uses an e-wallet application on a mobile device to conduct a
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transaction. GOOG-1006, 3 (“[T]he user can make a payment by using the mobile
phone like a wallet.”). Figure 6 of Jogu below shows use of the mobile device 13
at a brick-and-mortar store 26 to conduct a transaction with a POS terminal 27.
GOOG-1006, 6. If payment is successful, a payment gateway (mobile phone

server) 10 notifies the POS terminal 27 of completion of the payment. GOOG-

1006, 6.
FIG. 6
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GOOG-1006, Fig. 6 (annotated); GOOG-1003, 182
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Like the 046 Patent, Jogu discloses that a balance is maintained locally on
the mobile device. GOOG-1006, 4 (“The mobile phone stores the balance of the
transmitted virtual account. The user uses this mobile phone instead of a wallet to
make a payment at a virtual store or at a brick-and-mortar store on the Internet.”).
With reference to Figure 21 below, Jogu discloses that the mobile device informs
the user of the current balance before conducting a transaction (step 714 in Fig.
21). GOOG-1006, 14. The current balance on the mobile device is updated by the

payment gateway 30, which informs the mobile device of the current balance (step

905 in Fig. 21). GOOG-1006, 13.
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GOOG-1006, Fig. 21 (annotated excerpt); GOOG-1003, |184.

Like the 046 Patent, Jogu discloses that when the mobile device initiates a
transaction, the mobile device first performs a local balance check without sending
a payment request to the payment gateway 10. As shown in the excerpts of
Figures 22 and 23 below, Jogu discloses the following operations performed in the
mobile device:

(1) the mobile device determines whether the balance maintained locally on
the mobile device is sufficient for a transaction (step S718 in Fig. 22; screen D18
displayed on mobile device in Fig. 23);

(2) if the balance is insufficient, the transaction is denied by the mobile
device (S719 in Fig. 22; screen D19 displayed on mobile device in Fig. 23); and

(3) if the balance is sufficient, the mobile device initiates a payment request
by transmitting the mobile phone number and a payment code to the POS terminal
(8720 in Fig. 22; screen D20 displayed on mobile device in Fig. 23). GOOG-

1006, 14.
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GOOG-1006, Figs. 22 and 23 (annotated excerpts); GOOG-1003, 185.
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Like the 046 Patent, Jogu discloses that the balance on the mobile device is
reduced by the payment gateway (server) 30 after a successful transaction. As
shown in Figure 22 below, after a payment is successfully made with the balance
on the mobile device, the payment gateway 30 sends the updated balance to the
mobile device (step 913), causing the balance to be reduced on the mobile device

(step S729 in Fig. 22). GOOG-1006, 14-15.

Pl 22
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{5600
sklesiesiesiesiesk
S0 po s ; 1
Y S Mnﬂniﬁ 13913
Update prepaid .
balance and clear -.4.'-—_—:-—-—--—“—7 Send prepaid
un-notified data l el Iy amount ’

GOOG-1006, Fig. 22 (annotated excerpt); GOOG-1003, |186.

As another example, with reference to Figure 73 below, Jogu discloses that

the mobile device, upon being notified of an updated balance by the payment
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gateway 30, displays confirmation of a successful transaction, and the updated
balance (step S432). GOOG-1006, 34 (“[T]he data processing unit 131 displays the
remittance completion on the display device 137 together with the virtual account

balance after the remittance (S432).”).

FIG. 73
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GOOG-1006, Fig. 73 (annotated excerpt), GOOG-1003, 187
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3. Overview of Dessert

Like the 046 Patent, Dessert is directed to a bill payment system and
method in which a customer uses a payment instrument such as an e-wallet on the
customer’s mobile device to conduct a transaction upon scanning tags containing
information about a desired product or service. With reference to Figure 1 below,
the mobile device (portable computing device (PCD) 100) utilizes a personalized
shopping/payment application 113 to scan machine-readable tags 124 located
within the premises of a merchant and/or coupled to products for sale. GOOG-
1007, 4:67-5:3 (application 113 stored on mobile device), 5:4-16 (mobile device
uses application 113 to scan machine-readable tags 124), 6:1-14 (tags provided in

merchant premises and/or on products).
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GOOG-1007, Fig. 1 (annotated); GOOG-1003, Section X.C

Dessert discloses that it was well known to use tags 124 that are to be
scanned by a camera of the mobile device 100, or tags 124 that are to be read using

RFID or near field communication (NFC).

The machine-readable tag 124 may comprise a machine-readable code
222 which may be scanned with a camera 848 (See FIG. 8) of the
PCD 100....[O]ther machine-readable codes are included within the
scope of the invention and may include contactless technologies, such
as near-field communications (NFC),...and RFID cards as understood

by one of ordinary skill in the art.

GOOG-1007, 6:20-34.
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4. Motivation to Modify Moshal with Jogu and Dessert

As described above in Sections XI.A.1, Moshal discloses an e-wallet that is
maintained locally on the user’s mobile device, selectable by the user to conduct a
transaction with the mobile phone, and used by the mobile device to submit a
payment request to a payment gateway. GOOG-1005, Jf52-59. Moshal does not
explicitly disclose the implementation details of its e-wallet because such details
were well known in the art. GOOG-1003, {[189. Jogu, for example, discloses many
of these e-wallet implementation details already known to POSITAs. Dessert
further illustrates that it was well known to conduct wireless transactions with a
mobile device by interchangeably using either scannable tags or NFC/RFID tags.
GOOG-1007, 6:20-34. Moshal, Jogu, and Dessert are analogous art to the 046
Patent because they are each in the same field of endeavor as the ’046 Patent
(method and system for mobile payments), and they are each pertinent to a
particular problem allegedly solved by the 046 Patent (“using a mobile device to
quickly settle the payment at a point of sale (POS)”). GOOG-1001, 1:40-44;

GOOG-1003, q190.

_ 42 —



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

a. A POSITA would have been motivated to modify
Moshal to include a local balance verification, as
taught by Jogu.

Moshal does not explicitly disclose some of the implementation details of its
e-wallet because such features were well known in the art. Jogu discloses that one
such known e-wallet technique is local balance verification. GOOG-1006, Fig. 22
(S718). A POSITA would have been motivated to utilize Jogu’s local e-wallet
balance verification technique in Moshal’s e-wallet. GOOG-1003, {191.

Jogu teaches that its e-wallet maintains a balance on the mobile device that
may be used for brick-and-mortar store purchases. GOOG-1006, 4 (“The mobile
phone stores the balance of the transmitted virtual account. The user uses this
mobile phone instead of a wallet to make a payment....”); GOOG-1003, {192.

As described above in Section XI.A.2, Jogu discloses that, before a payment
request is transmitted, the mobile device verifies whether the amount of the
transaction is more than the balance maintained on the mobile device (step S718 in
Fig. 22). GOOG-1006, 14. This verification occurs locally on the mobile device
without sending a payment request to the payment gateway. Id. If the balance is
insufficient to pay for the transaction, the transaction is denied (step S719 in Fig.
22, screen D19 displayed on the mobile device). GOOG-1006, 14-15; GOOG-

1003, q193.
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A POSITA would have been motivated to modify Moshal to utilize the
conventional e-wallet techniques taught by Jogu in the operation of Moshal’s e-
wallet. GOOG-1003, 194. Modifying Moshal so that the mobile device conducts
a local balance verification before transmitting a payment request to a payment
gateway or a merchant terminal, as taught by Jogu, would save time and frustration
for the user if the e-purse has insufficient funds to conduct a transaction. For
example, as disclosed by Jogu (step S718 in Fig. 22 (“Balance Verification™)), it
was known for a user’s mobile device to first check the balance of a payment
option in an e-wallet before a payment request is transmitted from the mobile
device. Further, checking to see whether the e-purse has sufficient funds to pay for
a transaction prevents unnecessary communications between the user’s mobile
device and the POS terminal or payment gateway. GOOG-1003, 194-195. For
example, modifying Moshal to perform Jogu’s local-balance-verification feature in
Moshal’s mobile device before step 720 (transmit payment request) would make
steps 720, 722, 724 and 730 unnecessary when the mobile device determines that
the balance 1s insufficient for the amount on the invoice, as shown in annotated

Figure 7 below.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 195

Accordingly, it would have been obvious to incorporate the well-known balance-

check feature of Jogu in Moshal’s e-wallet to beneficially inform the user of the

mobile device if the e-purse has sufficient funds to pay for a requested transaction.

GOOG-1003, [q196-198 (citing GOOG-1007, 39:29-42, Figs. 10C and 10D (user

informed on mobile device display whether the balance of the user’s account is

sufficient to pay for a requested transaction)).

Modifying Moshal to check the balance of Moshal’s e-wallet (pay with e-

wallet icon 824 in Fig. 8) before the mobile device transmits a payment request

(step 720 in Fig. 7 of Moshal) involves the combination of prior art elements (an e-
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wallet with a updatable balance, as taught by Jogu, with Moshal’s e-wallet
payment options that are managed on a user’s mobile device) according to known
methods (checking the balance before payment, as taught by Jogu) to yield
predictable results (checking the balance before payment, as taught by Jogu). KSR
Int’l. Co. v. Teleflex Inc., 550 U.S. 398, 416 (2007). Further, this obvious
modification involves the use of a known technique (an e-wallet with a balance
that is checked before a payment request is made) to improve similar methods
(Moshal’s method of contactless payment with a mobile device) in the same way.
See KSR, 550 U.S. at 401. In addition, Jogu’s teaching of an e-wallet with a
balance provides a teaching, suggestion, and motivation in support of the
combination, because Jogu teaches a mobile device performing a local balance
verification before transmitting a payment request, and thereby provides a
motivation to implement an e-wallet in this way. Id., 418-19. Accordingly, a
POSITA would have been motivated to modify Moshal to check the balance of
Moshal’s e-wallet before the mobile device transmits a payment request, as taught
by Jogu. GOOG-1003, 199. A POSITA would have had a reasonable expectation
of success in making this modification because Jogu teaches how to perform this
local balance verification. GOOG-1006, Fig. 22 (step S718), 14 (“[T]he data

processing unit 131 [of the mobile device] determines whether or not the received
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payment amount is within the current balance (S718).”). Further, with reference to
Figure 7 below, Moshal discloses that a verification is performed (by the user)
(step 718) before a payment request is transmitted from the mobile device to the
payment gateway (step 720). GOOG-1005, {55. Therefore, a POSITA would
have had a reasonable expectation of success in implementing the local balance
verification taught by Jogu before Moshal’s mobile device transmits a payment

request to the payment gateway (step 720). GOOG-1003, ]200.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, {200.
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b. A POSITA would have been motivated to modify
Moshal so the payment gateway reduces the e-wallet
balance of the mobile device, and the mobile device
displays the updated balance.

As described above in Section XI.A.4.a, a POSITA would have been
motivated to modify Moshal so that the mobile device’s e-wallet has a balance, as
taught by Jogu. GOOG-1003, 201. With reference to Figure 7 below, Moshal
discloses that the payment gateway determines whether payment is successful (step
724), and the mobile device displays when payment is successful (step 728) after
being notified by the payment gateway (step 726). Moshal, however, does not
expressly indicate what specific information is displayed when payment is
successful. In view of Jogu’s disclosure of conventional e-wallet techniques
including maintaining a balance on a mobile device, a POSITA would have been
motivated to modify Moshal so that the payment gateway reduces the balance upon
a successful payment, as taught by Jogu, and the mobile device displays the
updated (reduced) balance, as part of the notification of a successful payment, as

also taught by Jogu. GOOG-1003, q202.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 202

As described above in Section XI.A.2, Jogu discloses that (i) the current
balance is displayed on the mobile device before a transaction is conducted (step
S714 in Fig. 21), (i1) the payment gateway updates (reduces) the balance after a
transaction is successfully conducted and notifies the mobile device (S913 in Fig.
22), and (iii) the mobile device displays the balance after it is updated by the
remote gateway (step S729 in Fig. 22, step S432 in Fig. 73). GOOG-1006, 14, 34;
GOOG-1003, q203.

A POSITA would have been motivated to utilize the conventional e-wallet

techniques taught by Jogu with Moshal’s e-wallet, for the reasons presented above
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in Section XI.A.4.a. As part of this, a POSITA would have been motivated to
modify Moshal such that the payment gateway (application server) reduces a
balance in Moshal’s e-wallet when a successful transaction is made, as taught by
Jogu. GOOG-1006, 14, steps S913 and S729 in Fig. 22. Doing so provides a
number of advantages that would be recognized by a POSITA. GOOG-1003, 204.
First, providing an accurate balance on the mobile device provides more
information to the user of the mobile device to conduct transactions within the
user’s desired spending limits. With reference to Figure 21 below, Jogu discloses
that the current balance is displayed on the mobile device (S714) upon being
notified of the current balance by the payment gateway (S905). GOOG-1006, 14-

15; GOOG-1003, §204.
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GOOG-1006, Fig. 21 (annotated); GOOG-1003, 204
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Below is an enlarged version of the pertinent portion of Fig. 21:
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GOOG-1006, Fig. 21 (enlarged, annotated excerpt)

Further, with reference to Figure 73 below, Jogu discloses that after the
payment gateway updates the balance of a mobile device following a successful
transaction, and notifies the mobile device of the updated balance, the mobile device
displays both (1) a confirmation of the successful transaction and (2) the updated
balance (step S432). GOOG-1006, 34 (“[T]he data processing unit 131 displays the
remittance completion on the display device 137 together with the virtual account

balance after the remittance (S432).””); GOOG-1003, ]205.
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FIG. 73
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GOOG-1006, Fig. 73 (annotated excerpt), GOOG-1003, 205

As another example, Dessert discloses that the current balances for several
accounts are displayed on the user’s mobile device to assist the user in determining
which account to use to pay for a transaction. In particular, with reference to Fig.
10C below, Dessert discloses that available balances for payment method #1 and
payment method #2 are displayed on screen 202J of the mobile device in
association with the bill received by the mobile device. GOOG-1007, 39:29-42
(“FIG. 10C is a diagram of a screen 202]J that shows merchant information 228
relevant to a transaction and payment options 218B for a purchase along with a

plurality of payment options that may be selected by an operator of the PCD
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100...The payment options may also provide or display any remaining
balances available with credit card accounts as well as balances available for
debit accounts so that the operator will know if there are sufficient funds in

respect of accounts to pay for the final bill.”). GOOG-1003, 206.
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GOOG-1007, Fig. 10C (annotated); GOOG-1003, 4206

In view of Jogu’s disclosure that the current balance on the mobile phone is
reduced by the payment gateway (S913 in Fig. 22) in response to a successful
transaction, and the well-known feature of displaying the current balance on a

mobile phone, as disclosed by Jogu (step S432 in Fig. 73) and Dessert (“Bal.” in
_54 —



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

Fig. 10C), a POSITA would have been motivated to modify Moshal to display a
confirmation in the mobile device that the balance in the e-purse of the mobile
device has been reduced by the total amount of the conducted transaction. GOOG-
1003, §207. Displaying such a confirmation would advantageously inform the
user of the mobile device that the transaction was successful, which Moshal
teaches (step 728 in Fig. 7), and would also inform the user of the current balance
(after the successful transaction) so that the user knows whether the e-purse has a
sufficient balance to conduct another transaction. GOOG-1003, 208 (citing
GOOG-1009, qq51-53 (user receives notification of current balance on user’s
mobile device after a transaction is conducted)).

Accordingly, a POSITA would have been motivated to modify Moshal to
display confirmation in the mobile device that the balance in the e-purse has been
reduced by the total amount, as disclosed by Jogu and Dessert, because doing so
not only provides confirmation to the mobile device user that the transaction was
successfully completed, but it also advises the mobile device user how much
remains in the user’s balance so that the user can make more informed decisions

about conducting future transactions with the user’s mobile device. GOOG-1003,

1209.
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Modifying Moshal to update (reduce) the balance maintained in the mobile
device after the completion of a successful transaction involves the combination of
prior art elements (an e-wallet with a updatable balance, as taught by Jogu, with
Moshal’s e-wallet payment options that are managed on a user’s mobile device)
according to known methods (updating the balance after payment, as taught by
Jogu) to yield predictable results (checking the balance before payment, as taught
by Jogu). KSR, 550 U.S. at 416. Further, this obvious modification involves the
use of a known technique (an e-wallet with a balance that is updated after a
transaction with the e-wallet is conducted) to improve similar methods (Moshal’s
method of contactless payment with an e-wallet on a mobile device) in the same
way. KSR, 550 U.S. at 401. In addition, Jogu teaches a payment server updating
the balance maintained on the mobile device, and thereby provides a motivation to
implement an e-wallet with an updatable balance in this way. Id. at 418-19.
Accordingly, a POSITA would have been motivated to modify Moshal to update
(reduce) the balance in the mobile device after the completion of a successful
transaction. GOOG-1003, 210. A POSITA would have had a reasonable
expectation of success in making this modification because Jogu teaches how to
perform this balance update after a transaction is conducted. GOOG-1006, 14,

steps S913 and S729 in Fig. 22; GOOG-1003, q211.
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c. A POSITA would have been motivated to modify
Moshal to utilize different types of conventional,
machine-readable tags.

As described above in Section XI.A.1, Moshal discloses that the mobile
device scans a tag provided by a POS device to obtain merchant information and
invoice information to pay for a transaction. GOOG-1005, ]38, 54, 55. A
POSITA would have been motivated to modify Moshal to utilize any type of
conventional, machine-readable tags, including QR codes, RFID tags, or NFC tags.
These types of machine-readable tags were known to be interchangeable and
functionally equivalent, as disclosed by Dessert, for example. GOOG-1003, ]212,
218-219 (citing GOOG-1007, 6:20-34; GOOG-1010, 452, 137).

With reference to Figure 4 below, Moshal discloses that the mobile device
(code scanner) 106 includes a scanner 156 and a scanner app 164, which is
installed in the data storage 158 of the mobile device and executed on the mobile

device. GOOG-1005, 941; GOOG-1003, q213.
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160
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152 User Interface Processor 150
- Network
1581  Seanner Interface  [152
CRPI ~162

Scanner App. }~164
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User Profile  }~110
Data Storage Device
Code Scanner
1\ 06

GOOG-1005, Fig. 4 (annotated); GOOG-1003, 213

With reference to Figure 3 below, Moshal discloses that the mobile device
uses the scanner 156 and the scanner app 154 to scan QR (Quick Response) codes
999, which “can be encoded as a payment QR code,” to conduct a transaction (e.g.,

pay a restaurant bill at the end of a meal). GOOG-1005, |47, 48, 54-55; GOOG-
1003, q214.
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GOOG-1005, Fig. 3

Moshal discloses that the mobile device uses the scanner 156 and scanner
app 154 to scan tags that include QR codes. GOOG-1005, qq47, 48, 54-55. A
POSITA would have understood that a QR code is a “tag” that can be read
(scanned), as taught by Moshal. GOOG-1003, q215. It was well known in the art
to read other types of tags that, like the QR tags utilized in Moshal, contain
encoded information to be read for use in conducting contactless transactions. For
example, in the mobile payment context, Dessert refers to QR tags interchangeably
with both RFID tags and NFC tags. With reference to Figure 1 below, Dessert
discloses that a mobile device (PCD) 100 with a personalized shopping/payment

application 113 installed thereon scans machine-readable tags 124 that are
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provided on the premises of a merchant or coupled to individual products within a

merchant’s premises. GOOG-1007, 5:4-16, 6:1-14; GOOG-1003, |216.

18 4101 20A 208

Alternative Payment|
System(s) 1 | Credit Card(s) | Bank Card(s)l

10

Merchant Acquirer

16

Merchant Enterprise
System

i 12

|
|
|
Central Mobile |
Payment Controller |

14

GATEWAY

22

26 Offer/Coupon Mesrcgtf‘;’:; (Z())S
Mobile Payment System ¥’ 107
Enroliment Portal
28
Consumer Mobile 44
Payment Portal
Y 90A Good(s)/Service(s)
30 Loyalty System Check-In System
Merchant Store- 103A 124
Specific Mobile TAG
Payment Portal
2 e FIG. 1
Merchant Store- Portable/Mobie | __ !
L{ " wide Mobile Computing Device i~ 908
Payment Portal 13| Check-Out System
872 Personalized 14 124
Shopping /Payment TAG
Application

GOOG-1007, Fig. 1 (annotated); GOOG-1003, 216

Dessert discloses that the tags 124 may be physical tags to be scanned by a

scanner of the PCD 100, or physical tags to be read using RFID or NFC. GOOG-

1007, 6:20-34 (“The machine-readable tag 124 may comprise a machine-

readable code 222 which may be scanned with a camera 848 (See FIG. 8) of the

PCD 100....[O]ther machine-readable codes are included within the scope of

the invention and may include contactless technologies, such as near-field

communications (NFC),...and RFID cards as understood by one of ordinary

skill in the art.”). Thus, a POSITA would recognize that scannable tags of Moshal
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are functionally equivalent and interchangeable with tags that are to be read by
other contactless technologies such as RFID or NFC. GOOG-1003, q217.
Therefore, a POSITA would have been motivated to modify Moshal so that the
mobile device, utilizing the scanner app and scanner, would be configured to read
any other conventional tags such as RFID tags or NFC tags, in view of the
interchangeability of these conventional types of tags, as taught by Dessert.
GOOG-1007, 6:20-34, 7:17-20, 9:60-66, 11:65-12:7; GOOG-1003, 219-220. A
POSITA would have been motivated to modify the scanner app and scanner
(hereinafter referred to as “modified scanner’”’) on Moshal’s mobile device to
scan/read different types of conventional, machine-readable tags (hereinafter
“modified tag”) (e.g, QR codes, RFID tags, NFC tags), as disclosed by Dessert. Id.
Such a modification of utilizing functionally equivalent conventional tags achieves
the same result of encoding information in a readable format. GOOG-1003, 220
(citing GOOG-1010, q952, 137 (describing interchangeable use of QR tags, RFID

tags, and NFC tags)).

S. Analysis

Claims 1-5 and 12-14 are obvious over Moshal in view of Jogu and Dessert.

GOOG-1003, ]178.
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a. Claim 1
[1.0] A method for mobile payment, the method comprising:

With reference to Figure 7 below, Moshal discloses a method “to carry out
payment of a bill at a merchant establishment.” GOOG-1005, 21. In Moshal’s
method, a user utilizes a “mobile smartphone handset” (code scanner) to carry out

the payment. GOOG-1005, {38, 52-57; GOOG, {222.

Smartphone
I;(())OS / Merchant Terminal ' Code Scanner | Application Server
J Provide QR code }-+ -»[ Scan QR code LI‘ 750
0 708 %
€ Scan QR code | | [ Decode QR code }\F71 0
70‘3{ Decode QR code | | [ Display bnll details m71 9
706»{ Create “Unpaid’ bill] ' | Review, amend bill detan_}\7 14
71 6”{ Select payment instrument | !
71 81—-{ Accept bill for payment | I 722\
7201 —|_Transmit payment datj—r;% Process payment |
I ' Paymen N Yes
| 1736 Successful

\__No

l Display payment l | Notify unsuccessful
732 unsuccessful, re-attempt payment
I !

- Notify successful
Displ
728+( isplay payment successﬂ%;—:— payment

7 R = 2—
3§LRetr|eve bill detallskI I Transmit bill number,

738\1’ Mark bill “Paid” I | FIGURE 7 734'r amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, {222
Therefore, Moshal teaches [1.0]. GOOG-1003, {223.
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[1.1.1] causing a mobile device to capture data directly from a tag
physically presented thereto,

Limitation [1.1.1] is rendered obvious by Moshal and Dessert. Moshal
teaches a mobile device 106 that captures transaction data directly from a tag (QR
code 999) (Fig. 3) presented to the mobile device (Fig. 7). Dessert teaches that it
was known for mobile devices to capture data directly from conventional tags such
as QR codes, RFID tags, and NFC tags. GOOG-1003, 224.

As described above in Sections XI.A.1 and XI.A.4.c, Moshal discloses that
the mobile device 106 includes a scanner 156 and a scanner app 164 (Fig. 4) to
scan QR codes 999 (Fig. 3) that are “encoded as a payment QR code.” GOOG-

1005, q941-42, 47-48; GOOG-1003, 225.

160 '
4521 User Interface Processor | LS // V|
54 150 4
——— Network ] é‘ // % B
156 Inteface  [152 & / %
- g AN
/] .
CRPI  |-162 77777 AL
.7 '
Scanner App. 164 -
158 Z — / V%
User Profile  }~110 724 4
Data Storage Device \
Code Scanner 999

FIGURE 3

FIGURE 4
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GOOG-1005, Fig. 4 (annotated), Fig. 3; GOOG-1003, 4225

As shown in Figure 7 below, which is a set of functions that “can be

performed to pay the restaurant bill” (GOOG-1005, {52), the mobile device scans a

tag (step 708) that is physically presented to the mobile device user (step 700).

GOOG-1005, 55 (*“...At block 708, the user can use the scanner app 164 and

the scanner 156 to scan the payment QR code on the hardcopy of the bill.”),

54 (tag includes, inter alia, “all the details contained in the bill.”); GOOG-1003,

1226.

l;(())os / Merchant Terminal Code Scanner Application Server
J Provide QR code }- T > Scan QR code }‘I‘708 750
702L Scan QR code | | |___ Decode QR code j\l\ﬂo /

7044 Decode QR code | | [ Display blll details ]\L712
70E:"{Create “Unpaid” bill | l | Review, amend bill detaals}\
71 6’4 Select payment instrument | '

71 81—{ Accept bill for payment | ’ 722

I I

I 17303

I Display payment | | Notify unsuccessful
732 unsuccessful, re-attempt payment

I l -
72 8+—Qsplay payment successf@ﬂ—- NOt'ga?;feC:ts sful

P — 7267 3
{ Retrieve bill details J« T I Transmit bill number,

v .
3 Warkbil Paid ] | FIGURE 7 7347-___amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 226
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Thus, Moshal teaches that the mobile device is caused to capture data
directly from a tag physically presented thereto. GOOG-1003, 227.

As described above in Section XI.A.4.c, to the extent that claim 1 is
interpreted as requiring an unrecited feature of RFID tags or NFC tags, a POSITA
would have been motivated to modify Moshal so that the mobile device, utilizing
the modified scanner, would be configured to read any conventional tags such as
QR tags, RFID tags or NFC tags, in view of the interchangeability of these
conventional types of tags, as taught by Dessert. GOOG-1007, 6:20-34, 7:17-20,
9:60-66; GOOG-1003, 228 (citing GOOG-1010, 452, 137 (describing
interchangeable use of QR tags, RFID tags, and NFC tags)). A POSITA would
have found it obvious to utilize an RFID tag or NFC tag, as taught by Dessert, to
store Moshal’s invoice and merchant information so that it may be read by
Moshal’s modified scanner. GOOG-1003, {4228-230.

Accordingly, [1.1.1] is rendered obvious by Moshal in view of Dessert.

GOOG-1003, q231.

[1.1.2] wherein the tag receives the data directly from a POS
device and allows the mobile device to capture the data,

Limitation [1.1.2] is rendered obvious by Moshal and Dessert. Moshal

teaches that the POS terminal produces the tag, and the tag is presented to the
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mobile device for the mobile device to scan and capture the data encoded in the
tag. As discussed above in Section XI.A.4.c, it would have been obvious to
modify Moshal to utilize conventional types of contactless tags (“modified tag”)
such as QR codes, RFID tags, and NFC tags, as taught by Dessert. GOOG-1003,
232.

With reference to Figure 7 below, Moshal discloses that the POS terminal
104 prepares and presents the tag at step 700. GOOG-1005, {54-55 (tag provided
to diner with bill). At step 708, the mobile device user “uses the scanner app 164
and the scanner 156 to scan [capture] the payment QR code on the hardcopy of the

bill.” GOOG-1003, 55; GOOG-1003, 233.

F;(())OS / Merchant Terminal Code Scanner Application Server
d Provide QR code }----»L Scan QR code L\r
702 * 708 0
€ Scan QR code | | | Decode QR code H710 i
'’
70‘3{ Decode QR code | | [ Display bill details I\L7 12
2
70§{Create “Unpaid” bill | I | Review, amend bill details ]\7 14
71 S/Lelect payment instrument | l
71 81——] Accept bill for payment | l 722‘
7207 —{  Transmit payment data |—,—_;£4 Process payment |
: : SPaymefn » Ye
uccessfu
Ewr

| Display payment I Notify unsuccessful
732 unsuccessful, re-attempt payment
| l
Notify successful
72 8+~@lsplay payment successf%

7267 ] payment
730 Retiove — | l —3
*{ Retrieve bill details j«7 7| Transmit bill number,
138 Mark bl Paid_] | FIGURE 7 7341-1___amount paid
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 4233

Thus, Moshal and Dessert render obvious [1.1.2]. GOOG-1003, {234.

[1.1.3] the data embedded in the tag includes an electronic invoice
and settlement information with a merchant associated with the
POS device;

Moshal and Dessert render obvious [1.1.3]. Moshal discloses that the data
embedded in the modified tag (see Section XI.A.4.c) includes encoded data of “the
merchant identification code, the bill identification number and the bill details.”
GOOG-1005, [454-55. The merchant identification code is uniquely assigned to
the merchant terminal. GOOG-1005, J45; GOOG-1003, {235-236.

Thus, Moshal and Dessert render obvious [1.1.3] because Moshal teaches
that the data embedded in the modified tag includes (1) an electronic invoice (“bill
identification number and the bill details”) and (2) settlement information with a
merchant (unique merchant identification code) associated with the POS device.

GOOG-1003, 237.

[1.2.1] extracting the electronic invoice from the captured data in
the mobile device;

Moshal teaches [1.2.1] because the mobile device 106 extracts (decodes) the

electronic invoice from the captured data in the tag. GOOG-1003, 238.
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With reference to Figure 7 below, Moshal discloses that “[a]t block 710, the
scanner app 164 decodes the scanned payment QR code to recover the encoded

data that it contains namely, the merchant identification code, the bill identification

number and the bill details.” GOOG-1005, {55; GOOG-1003, 238.

POS / Merchant Terminal Code Scanner

709{ Provide QR code }--~->L Scan QR code J\I‘708
70%[ Scan QR code | | [ Decode QR code ﬁ\'\ﬂ 0 e
70‘1{_ecode QR code | | [ Display bl" details I\L7 12

7()(i’{Create “Unpaid” bill| | | Review, amend bill details }\7 14
I

Application Server
750

71 S/Lelect payment instrument |

Acce tbllf
71 ST—{ pt bill for payment | l 722]
72071 —{  Transmit payment data |—» Process payment |

l I73

' Display payment I Notify unsuccessful
732 unsuccessful, re-attempt payment

| !
798 Display payment successﬁ@«f—

__ | 7267 T
73§LRetr(eve bill details}#I | Transmit bill number,

' .
73§£ Mark bill “Paid” l | FIGURE 7 734'['4 amount paid

Notify successful
payment

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 238

Moshal thus teaches [1.2.1]. GOOG-1003, 239.
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[1.2.2] displaying the electronic invoice on a display of the mobile

device to show an amount to be paid by a user of the mobile
device,

Moshal teaches [1.2.2] because the mobile device displays the electronic

invoice, including all the details on the invoice (e.g., the amount to be paid), on a

display of the mobile device. GOOG-1003, 240.

With reference to Figure 7 below, Moshal discloses that after the mobile

device decodes the tag, “[a]t block 712, the scanner app 164 displays a page 800 on

the user interface 154 with all the bill details.” GOOG-1005, {55; GOOG-1003,

241.

POS / Merchant Terminal

Code Scanner Application Server

Provide QR code }-- -»L Scan QR code LHOB

750

Y
702 Scan QR code | | [ Decode QR code }\;\710 e
¥

Decode QR code | | [ Display bl" details I\L7 12

Create Unpald bill] | | Review, amend bill detaals]\

714

— Select payment instrument | '
716 | '3

Acce tb'llf
71 81—-[ pt bill for payment | l 722\
7201 —{  Transmit payment data |—» Process payment |

Paymen Ye
| | 730, Sl\tlJccessful’?

Q
' Display payment I Notify unsuccessful
732 unsuccessful, re-attempt payment
I !
Notify successful

72 8+@|splay payment successf%;—:— payment

I
73QLRetrieve bill details |«

¥
I | Transmit bill number,

' .
138 Mark bl Paid_] | FIGURE 7 7341-1___amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 241
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As shown in Figure 8 below, Moshal discloses that the displayed invoice
800 shows an amount to be paid (£22.10) by the user of the mobile device. GOOG-

1005, 958; GOOG-1003, 242.
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GOOG-1005, Fig. 8 (annotated); GOOG-1003, 9242

Thus, Moshal teaches [1.2.2]. GOOG-1003, q243.
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[1.2.3] wherein the mobile device is configured to execute an
installed application therein to capture the data from the tag;

Moshal and Dessert render obvious [1.2.3] because Moshal teaches that the
mobile device executes an installed application (scanner app 164) (modified
scanner) to capture the data from the modified tag. GOOG-1003, ]244.

With reference to Figure 4 below, Moshal discloses that at step 708 of
Figure 7, the mobile device user “can use the scanner app 164 and the scanner 156
to scan the payment QR code on the hardcopy of the bill....” GOOG-1005, {55.
Moshal discloses that the scanner app 164 is installed on the mobile device.
GOOG-1005, ]48. As described above with respect to [1.2.1], the mobile device
uses the scanner app to extract (decode) the data encoded in the tag. GOOG-10035,

I55. GOOG-1003, q245.
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GOOG-1005, Fig. 4 (annotated); GOOG-1003, 245

Thus, Moshal and Dessert render obvious [1.2.3]. GOOG-1003, {246.

[1.3] receiving an entry by the mobile device, the entry including

the amount for the invoice and optionally an additional amount
from the user;

Moshal teaches [1.3], because Moshal discloses that its “‘user interface”
receives “data pertaining to the amount due on the bill,” including “data adding a
tip to the bill.” GOOG-1005, {175-180; GOOG-1003, ]247.

With reference to Figure 7 below, Moshal teaches that after the mobile

device displays the invoice 800, including all the bill details, the scanner app
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allows the user to review the details of the bill, amend the details as appropriate,

and add an optional tip (step 714). GOOG-1005, 55. GOOG-1003, |248.

I;(?OS / Merchant Terminal Code Scanner | Application Server
d Provide QR code }-- -)L Scan QR code LI‘ 7
€]  Scan QR code | ; [ Decode QR code }\;\710

70‘3{ Decode QR code | | [ Display blll details 1 712

705—{Create Unpald bill| | | Review, amend bill details }\71 4

~
71 6”1 Select payment instrument | '
71 81——[ Accept bill for payment | | 722\
72071 —|  Transmit payment data |—» Process payment |
724
' el
| |730] S&J;:cessful

l Display payment I Notify unsuccessful
732 unsuccessful, re-attempt payment
| l
Notify successful
79 8':{'Splay payment successf%;—:— payment
. £y +
73§[Retrleve bill details } ] Transmit bill number,

¥ | :
73§{ Mark bill “Paid” l | FIGURE 7 734]"4 amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, {248
With reference to Figure 8 below, the invoice 800 displayed on the mobile
device includes several options for the user to add an optional tip. GOOG-1005,
158 (displayed invoice 800 includes icons 816, 818, 820 and 822 for the user to
add an optional tip). In Figure 8 below, the “Total” amount (£22.10) is the original

invoice amount (i.e., before tip is added). GOOG-1003, 4249.
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GOOG-1005, Fig. 8 (annotated); GOOG-1003, 249
As explained by clauses 36-38 below, Moshal teaches that the mobile device
receives an entry including (1) the amount for the invoice and (2) optionally an
additional amount from the user (combination of (1) and (2) is contained in clause
38).

“Clause 36—The code scanner of clause 35,

wherein the user interface [of the mobile device] is configured to
receive the data pertaining to the amount due on the bill.
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Clause 37—The code scanner of any of clauses 35 through 36,

wherein the user interface is configured to receive data modifying
an amount due on the bill.

Clause 38—The code scanner of any of clauses 35 through 37,

wherein the user interface is configured to receive data adding a
tip to the bill.”

GOOG-1005, J9175-180; GOOG-1003, 4250. Thus, Moshal teaches [1.3].

GOOG-1003, q251.

[1.4] calculating a total amount by adding the additional amount
to the amount in the electronic invoice;

Moshal teaches [1.4] by disclosing that a total amount is calculated by
adding an additional amount (e.g., tip) to the original invoice amount. GOOG-
1003, 252.

As described above with respect to [1.3], the user may add an optional tip at
step 714 and amend the displayed data. GOOG-1005, {55. With reference to
Figure 8 below, Moshal discloses that the “service charge 814 [] is automatically
added to the amount due,” and the user also is provided “with an option to add a
service charge to the amount due on the bill if not already included in the bill

total.” GOOG-1005, 58; GOOG-1003, ] 253.
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GOOG-1005, Fig. 8; GOOG-1003, 253
With reference to Figure 7 below, Moshal discloses that after the user has
added a tip (step 714), selected a payment instrument (716), and accepted the bill
for payment (including the added tip amount) (step 718), the mobile device then
transmits payment data including the total amount to be paid (step 720) to the
payment gateway. GOOG-1005, {55 (“The scanner app then transmits to the

application server 102, at block 720, ... the amount due and the details of a
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payment instrument to be used for payment...”). By transmitting the “the
amount due,” the mobile device transmits the total amount for the transaction,
including the original invoice amount (“Total” in Fig. 8) plus the added gratuity
(gratuity 814 or other gratuity amounts entered with icons 816, 818, 820 or 822 in
Fig. 8). GOOG-1003, ]254.

Thus, Moshal teaches calculating a total amount by adding the additional
amount to the amount in the electronic invoice. GOOG-1003, {255.

To the extent that Moshal does not explicitly disclose that the total amount is
calculated by adding the additional amount (tip) to the original amount in the
electronic invoice, this feature was well known, as disclosed by Dessert. With
reference to Figure 10C below, Dessert discloses that screen 202J displayed on the
user’s mobile device includes (i) the total amount ($63.92) to be paid, which
includes (ii) a 20% tip amount ($10.65). As shown in Figure 10D, the original
invoice amount (“Subtotal”) was $53.25, and a 20% tip of $53.25 amounts to
$10.65, as shown in Figures 10C and 10D. Thus, Figures 10C and 10D show that
the total amount was calculated by adding the additional amount (20% tip of
$10.65) to the amount in the electronic invoice ($53.25). GOOG-1007, 39:29-54

(““...The electronic receipt 220B may list...the tip for service selected, a total bill
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amount, and the payment method which was selected for the transaction.”);

GOOG-1003, q256.

2024 202K
\\ . 206 .

o —— e ———
m A ~ /ﬂ
Restaurant #1 i Restaurant #1 ™

Maiing Address Mailing Address I
Phone Number L 08 Phone Number e
Date: Aprit 25, 2010 8:33PM Date: April 25, 2010 8:36PM J
Server: Jamie e. 7 Server. Jamie  Table. 7
Tip: (420%$1065 E-RECEIPT ™
TOTAL: 63.92 Entree# 1-830.25
l \ Entree #2 - $22.00
paymen .ga00
[methm‘ #t Bl j Sublotal: - $53.25 {
- 218B TR T b 2208
[E?J&E‘L’«z Bal. - $160 } N EEN
. ) TOTAL: 63.92
payment i
[ method 43  Credit- $1000 ) Payment Method #3 Selected
b -/) ——
- % 8 8/

NP o
\— 0 J \_o0 _
FIG. 10C FIG. 10D

GOOG-1007, Figs. 10C and 10D (annotated); GOOG-1003, 4256

A POSITA would have been motivated to modify Moshal to, as taught by
Dessert, provide confirmation to the mobile device user that the total amount to be
paid reflects the original invoice amount plus the added gratuity. GOOG-1003,
1257.

Thus, Moshal teaches [1.4]. Additionally, Moshal in view of Dessert

renders obvious [1.4]. GOOG-1003, 4258.
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[1.5] generating a payment request in the mobile device in
response to the electronic invoice after the user has chosen an
electronic purse (e-purse) maintained locally in the mobile device;

Moshal discloses an e-wallet (e-purse as claimed in the 046 Patent) that is
maintained locally in a mobile device and used to conduct transactions. As shown
in Figure 8 below, an e-wallet is one of the payment options (icon 824 in Fig. 8)
that a user may select to conduct a transaction. Moshal teaches the following
sequence of operations: (1) a user sets up local payment options (including an e-
wallet) on the mobile device when creating a user profile, (2) the user may select
an e-wallet as a payment option (icon 824 in Fig. 8), and (3) after selecting a
payment option, the mobile device generates and submits a payment request to the
payment gateway. GOOG-1003, q 259.

(1) User sets up local payment options (including e-wallet) on mobile
device

First, Moshal discloses that when the user of mobile device installs the
scanner app and creates a user profile 110 (Fig. 1), the user specifies various
payment options for use in the scanner app, including credit cards, debit cards, and
e-wallets. GOOG-1005, 42 (user profile 110 includes “particulars of one or
more payment instruments such as credit cards, debit cards, e-wallets and the

like.”); GOOG-1003, 9260.
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160
154~ User Interface Processor 150
Scanner f Network "
1 5@ Interface 162
CRPI L ~162

Scanner App. {164

User Profile }~110

Data Storage Device

Code Scanner

N
106

GOOG-1005, Fig. 4 (annotated); GOOG-1003, 260
(2) User selects e-wallet as a payment option (icon 824 in Fig. 8)

With reference to Figure 7 below, Moshal discloses that after the user
reviews the bill and makes any adjustments (e.g., adding tip) (step 714), the user
selects one of the available payment options (i.e., in user profile 110) (step 716).

GOOG-1005, I55; GOOG-1003, q 261.
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POS / Merchant Terminal Code Scanner | Application Server

7004 Provide QR code }-+3 Scan QR code J\f‘
s = | T 708 750
€|_ScanQRcode | | [__Decode QR code l\"710 "
¥

Y
7044 Decode ?R code | | [ Display bill details | | 712
k2
708(Create “Unpaid bil] | [Review amend bil details L

¥
71 Gf:lﬁelect payment instrument | !
v

71 81’{ Accept bill ior payment | | 722,

7201-—LTransmit payment data j—H Process payment |
| |724

’ | SPaymeip » Ye
uccessfu
9 TG

I Display payment | Notify unsuccessful
732 unsuccessful, re-attempt payment

| !
- 8+@|splay payment successful

£ I —— 726] 3
q Retrieve bill details T T Transmit bill number,

738\4' Mark bill “Paid” l | FIGURE 7 734'[‘-4 amount paid

Notify successful
payment

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 261
Moshal teaches that an e-wallet is a different payment option from credit
cards or debit cards. GOOG-1005, 42 (the user adds “payment instruments
such as credit cards, debit cards, e-wallets and the like.”). This is shown in Fig.
8 below, where “[i]Jcon 824 can be used to select an e-wallet with which to pay,

while icon 826 can be used to select a debit card or a credit card with which to

pay.” GOOG-1005, 159; GOOG-1003, qq262-263.

81—



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

802 . The Ealery ’ | 804

' West £nd Lane NW6 /
[ Merchant iD: 483221
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808 b= TableID: 17

l

¥

! itemized Bill : !

| O 1% Chicken £ 975 |
| Oanchieken £ 395 | 810

O 1pina £ 7.05 |

| O 1rendips £ 080 |

i imedumside £ 045 |

| subtotal £18.42 |
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|
E 616 s 820!
|

Tip ;0% “;2 5% { 153% t

824 \L( Othe L 822
, Pay Bilf with eWal‘elJ L__J

826 ..._«h Pay with Other : J
| wEmeulz

800

GOOG-1005, Fig. 8 (annotated); GOOG-1003, 9263

(3) Generating and Sending Payment Request

With reference to Fig. 7 below, Moshal discloses that after the user has
selected the payment option (e.g., e-wallet icon 824) in step 720, the mobile device
generates and transmits a payment request (payment data) to the payment gateway.

GOOG-1005, I55; GOOG-1003, q264.
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PGS / Merchant Terminal
7004 Provide QR code }-T+L 750
702 - 3 '
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¥
70‘1{ Decode QR code | | [ Display bill details I\L7 12
¥
706\4 Create “Unpaid” billl | | Review, amend bill details }\|7 14
¥
71 6T1 Select payment instrument |
¥
71 ST_[ Accept bill ‘fpor payment_| I 722,

72071 —{__Transmit payment data_|—»_ Process payment |
l I 724
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| | 730, Successful?

Code Scanner

I
Scan QR code —j\(‘708

Application Server

No
I Display payment I Notify unsuccessful
732 unsuccessful, re-attempt payment
| l
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728':—(‘39 lay payment successf% payment
2R }
7"‘\5{Retrieve jbﬂ details1$I T Transmit bill number,
738 WMark il Paid” ] | FIGURE 7 734,-L__amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 264

Moshal thus discloses that (i) a payment request is generated for
transmission to the payment gateway, (i1) the payment request is generated in
response to the invoice when the e-wallet is chosen by the user, and (iii) the e-

wallet is maintained locally on the user’s mobile device. GOOG-1003, {265.

[1.6] displaying the electronic invoice on the display of the mobile
device for the user to verify the payment request

Moshal teaches [1.6] because Moshal discloses that the mobile device

displays the invoice, and the user verifies the payment request before transmitting

it to the payment gateway. GOOG-1003, {266.
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With reference to Figure 8 below, Moshal discloses that the mobile device
displays the invoice 800 (step 712 in Fig. 7), and the invoice 800 includes “all the

bill details” for the user to verify. GOOG-1005, {55; GOOG-1003, {267.

f v
"sl-\ The Ealery | 804
| WestEnd Lane NW§ /1/
} r wiD: 4 1
e 806
Waiter [D: Frank (
808 e Table ID: 17

(

! itemized Bl : !
| O 1nchicken £ 875 | 810

© 1%chicken £ 385 |

O 1rira £ 7.05 |

| O 1 Peri Dips £ 050 |

1 medium side £ 045 }

subtotal £18.42 ;

o Tax £ 368 |

812 =" 1ota £2210 |
Cptional Gratuity @ : 10 % | 814

ptional Gratuity @ ! A

£ 221 7
816 13 820|

Tia: | 10% ,;ﬁj}ﬂ | 15%

824 \L{ [ O[He [R— 822
| ?a\/ Bill with ewall elJ
=

826 ,...«n?ay with Other: }
v FEED GO B

800

GOOG-1005, Fig. 8
With reference to Figure 7 below, Moshal discloses that while the invoice
800 is displayed, “the user can review the bill details displayed on page 800 and

amend the displayed data, if necessary” (e.g., adding a tip) at step 714, and select a
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payment instrument (e.g. selecting e-wallet using icon 824 in Fig. 8) in step 716.
GOOG-1005, J55. Then, before the user causes the mobile device to transmit a

payment request at 720, the user first verifies the payment request at step 718 by
accepting the bill for payment. GOOG-1005, 55 (““At block 718 the user can

accept the bill for payment.”); GOOG-1003, ]268.

F;(()JOS / Merchant Terminal ' Code Scanner | Application Server

d Provide QR code }-- "L Scan QR code LI*?OS 750
70‘?:{*Scan QR code | | [ Decode QR code '\l\71 0 '
70‘1{ Decode QR code | | [ Display bl" details ]\L712

706»{Create “Unpaid” bill| | | Review, amend bill detanls}\
~{ Select payment instrument | '

714

716

71 ST_[ Accept bill for payment l 722\

720—1—{ Transmit payment daﬁ—p{ Process payment |

| 724
I Paymen Ye
| | 730\ Successful?
I i | _No
Display payment Notify unsuccessful
732 unsuccessful, re-attempt payment
| !
- Notify successful
12 84—@|splay payment successf%

payment
736 mer =, | 7261 5
] Retrieve bill detar@,ﬁ Transmit bill number,

[——Yﬁ [ :
738 Mark bill “Paid” | FIGURE 7 734'r amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 268
Thus, Moshal teaches [1.6]. GOOG-1003, ]269.
Limitations [1.2.2] and [1.6] do not require separate or distinct displaying
steps. The intended results recited in [1.2.2] (“to show an amount of to be paid by

a user of the mobile device”) and [1.6] (“for the user to verify the payment
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request”) are accomplished while the invoice is displayed, as taught by Moshal for
the reasons presented above with respect to [1.2.2] and [1.6]. The *046 Patent does
not disclose separate, distinct displaying steps for performing the intended results

recited in [1.2.2] and [1.6]. GOOG-1003, 270.

[1.7] verifying the total amount with a balance in the e-purse,
wherein said verifying the total amount with a balance in the e-
purse is performed within the mobile device without sending the
payment request to a payment gateway;

Limitation [1.7] is rendered obvious by Moshal and Jogu. GOOG-1003,
1271.

Moshal teaches that after the selected gratuity “is automatically added to the
amount due” (to arrive at a total amount) ({58), the user selects an appropriate
payment instrument (step 716) before the user accepts the bill for payment (step

718) in Figure 7 below. GOOG-1005, 55; GOOG-1003, ]272.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 272

One of the payment options the user may choose is an “e-wallet” (“Pay Bill
with eWallet” icon 824 in Fig. 8). A POSITA would have been motivated to
modify Moshal to verify whether the balance of the e-wallet is sufficient to cover
the total amount (bill + gratuity) before the payment request is transmitted (step
720) to the payment gateway, as discussed above in Section XI.A.4.a. This was a
common e-wallet technique, as described by Jogu. GOOG-1003, 273.

As shown in the excerpt of Figures 22 and 23, Jogu discloses that the mobile
device determines whether the balance in the mobile device is sufficient for a

transaction (step S718 in Fig. 22; screen D18 displayed on mobile device in Fig.
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23); GOOG-1006, 14 (“the data processing unit 131 [of the mobile device]
determines whether or not the received payment amount is within the current

balance (S718).”); GOOG-1003, ]274.
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GOOG-1006, Figs. 22 and 23 (annotated excerpts); GOOG-1003, {274.
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Thus, Jogu discloses verifying the total amount with a balance in the e-
purse, where the verification of the total amount with an e-purse balance is
performed within the mobile device without sending the payment request to a
payment gateway. GOOG-1006, 14; GOOG-1003, |§275-276.

Therefore, Moshal and Jogu render obvious [1.7]. GOOG-1003, q275-276.

[1.8] displaying a denial of the payment request when the balance
is less than the total amount;

Limitation [1.8] is rendered obvious by Moshal and Jogu. GOOG-1003,
1277.

As described above in Section XI.A.4.a, and with respect to limitations [1.5]
and [1.7], a POSITA would have been motivated to modify Moshal to utilize an e-
wallet with an updatable balance as an available payment option, based on the
disclosure of Jogu, where the mobile device verifies whether there is a sufficient
balance before proceeding with the transaction. GOOG-1006, 14, Fig. 22 (step
S718); GOOG-1003, 278.

Jogu discloses that when the mobile device 13 determines there is an
insufficient balance to conduct the transaction (step S718 in Fig. 22), the mobile
device 13 displays a notification that there are insufficient funds to conduct the

transaction (i.e., the transaction is denied) (step S719 in Fig. 22, screen D19 in Fig.
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23), as shown in the excerpts of Figures 22 and 23 below. GOOG-1006, 14
(“When the payment amount exceeds the balance, the data processing unit 131 [of
the mobile device] displays the screen D19 shown in FIG. 23 on the display device
137 and notifies the user 12 of the insufficient balance (S719).”). In the obvious
modification of Moshal, a denial of a payment request based on an insufficient

balance would be displayed on Moshal’s mobile device, based on the teachings of

Jogu. GOOG-1003, 4279.
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GOOG-1006, Figs. 22 and 23 (annotated excerpts); GOOG-1003, {279
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[1.9] sending the payment request from the mobile device to the
payment gateway, wherein the balance is sufficient to honor the
payment request,

Limitation [1.9] is rendered obvious by Moshal in view of Jogu. GOOG-
1003, q280.

With reference to Fig. 7 below, Moshal discloses that after the mobile device
user has reviewed and verified the information on the displayed bill 800, the
mobile device transmits a payment request (step 720 in Fig. 7) to the payment
gateway 102. GOOG-1005, {55 (payment request includes “the amount due”). By
transmitting “the amount due,” Moshal teaches that the mobile device has
sufficient funds to pay the bill. This is confirmed by Moshal’s disclosure that the
payment gateway determines whether the payment is successful (step 724), and
sends a notification of successful payment to the mobile device (step 726) when

the amount sent by the mobile device is sufficient to honor the payment request.

GOOG-1005, I56; GOOG-1003, q281.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 281

In the obvious modification of Moshal using Jogu’s balance verification
before a payment request is sent, Moshal’s payment would be sent from the mobile
device to the payment gateway (at step 720 in Fig. 7) after the mobile device
verifies that the balance is sufficient to pay the bill (i.e., the amount is less than the
balance of the e-purse maintained in the mobile device). As shown in the
annotated excerpt of Figure 22 below, Jogu discloses that the mobile device
transmits a payment request (S720) following positive verification in step S718

that the balance 1s sufficient. GOOG-1006, 14; GOOG-1003, {282.
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GOOG-1006, Fig. 22 (excerpt); GOOG-1003, 282
In the obvious modification of Moshal using Jogu’s balance verification
before a payment request is sent, Moshal’s mobile device would send a payment
request to the payment gateway (at step 720 in Fig. 7) after the mobile device has
locally verified that the transaction amount does not exceed the balance in the

mobile device (step S718 in Fig. 22 of Jogu). GOOG-1003, {283.

[1.10] the payment gateway sends a message directly to the POS
device that a monetary transaction per the payment request sent
from the mobile device has been successfully completed; and

Limitation [1.10] is rendered obvious by Moshal and Jogu. GOOG-1003,

284.
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With reference to Fig. 7 below, Moshal discloses that in step 734, the
payment gateway sends a message (successful payment notification including “the

bill identification number and the amount paid”) directly to the POS/merchant

terminal. GOOG-10053, {57; GOOG-1003, q285.

I;(()JOS / Merchant Terminal Code Scanner Application Server
d Provide QR code }-- -)L Scan QR code ]\I‘708 750
70@{ Scan QR code | | | Decode1QR code j\l\n 0 ¥
70‘3{ Decode QR code | | [ Display bl" details ]\L7 12
70@1 Create “Unpaid” bill] l | Review, amend bill detaalv]\7 14
71 6/1 Select paymem instrument | '
71 81——[ Accept bill for payment | | 722,
720—1‘[ Transmit payment data 1—1—7’&4 Process payment |
I I e
| |730\ Sl\;chessful'?

l Display payment l | Notify unsuccessful
732 unsuccessful, re-attempt payment
| [
. Notify successful
- 84—@lsplay payment successf@ﬁ—

— payment
736 - - . 726}

Y Retrieve ?lll details |« T Transmit bill number,
73§£ Mark bill “Paid” l | FIGURE 7 734'r amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 285
With reference to Fig. 6 below, Jogu discloses that the payment gateway 10
sends a payment confirmation message (‘“Settlement complete”) directly to the
POS terminal 27. GOOG-1006, 6 (“[T]he [payment gateway] 10...notifies the

POS terminal 27 of the completion of the payment.”); GOOG-1003, {286.
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GOOG-1006, Fig. 6; GOOG-1003, 9286

Below is an enlarged version of the pertinent portion of Fig. 6:
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GOOG-1006, Fig. 6 (enlarged, annotated excerpt); GOOG-1003, {286
Similarly, with reference to Fig. 22 below, Jogu discloses that the payment
gateway 10 “transmits the payment completion information to the POS terminal 27

(S907).” GOOG-1006, 15; GOOG-1003, ]287.
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GOOG-1006, Fig. 22 (annotated); GOOG-1003, 287

Below is an enlarged version of the pertinent portion of Fig. 22:
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. — 4_' — é
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Payment processing |
toreal stores
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GOOG-1006, Fig. 22 (enlarged, annotated excerpt)

Thus, it was known to transmit a successful payment notification from a
payment gateway directly to a POS device, as disclosed by Jogu. GOOG-1003,
9288-291 (citing GOOG-1013, {28, Fig. 3, and GOOG-1011, Fig. 4A, {62, as
additional prior art examples and advantages of transmitting a successful payment
notification from a payment gateway to a POS device).

A POSITA would have been motivated to modify Moshal to send a message
from Moshal’s payment gateway directly to the POS device 104 indicating that a
monetary transaction per the payment request sent from the mobile device has been
successfully completed. GOOG-1003, 292. This direct notification would

simplify and accelerate processing by the POS device 104, which provides the tag
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including “a bill identification code or number, and all the details contained in the
bill.” GOOG-1005, {54. Moshal discloses that the payment gateway transmits the
bill identification and the amount paid when transmitting the successful payment
notification at step 734 in Fig. 7. GOOG-1005, {55, 57; GOOG-1003, 292.
While Fig. 1 of Moshal suggests that the POS terminal 104 and merchant
terminal 108 are distributed devices, the use of “POS / Merchant Terminal” in Fig.
7 (annotated below) suggests to a POSITA that they can be integrated. GOOG-
1003, 293. Moshal implicitly discloses that the POS terminal 104 and merchant
terminal 108 are provided in the same location, explaining that “[a]t block 702 the
waiter or merchant can use the merchant app 178 and the scanner 171 on the
merchant terminal 108 to scan the payment QR code provided by the POS terminal

104.” GOOG-1005, 154; GOOG-1003, 9293.
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E;(())OS / Merchant Terminal Code Scanner Application Server

d Provide QR code }-- ->[ Scan QR code J\I*708 750
702L Scan QR code | | | DecodeER code '\’710 “
70&[ Decode QR code | | [ Display blll details ]\L7 12

70§{

Create “Unpaid” bill | | | Review, amend bill details }\7 14
I

71 6,1 Select paymem instrument |

Acce tbllf
718T1 pt bill for payment | | 722,
7201{ Transmit payment data }—1—4 Process payment |

I | Paymen Yes
| | 730, Successful'?

I Display payment ' , Notafy unsuccessful
732 unsuccessful, re-attempt payment
| !

Notify successful
728+@|splay payment successﬁ;lzk--f—-6 l payment

: : | ¥
73§LRetrleve S(Il details Je Ny | Transmit bill number,
38 Warkbil Paid ] | FIGURE 7 734—|___amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 293

As described in Mr. Gray’s declaration, it was well known in the art to make
a POS terminal and a merchant terminal into one integrated component in a
contactless payment system. GOOG-1003, ]294-295 (citing GOOG-1012, Figs.
2-3,4:7-12, 4:23-32, 5:35-40).

A POSITA would have been motivated to modify Moshal so that the
payment gateway 102 sends a message directly to the POS device that a monetary
transaction per the payment request sent from the mobile device has been
successfully completed, because then the POS device is informed of a successful

transaction, as disclosed by Jogu. GOOG-1003, §296. It was known that sending a
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notification of a successful transaction directly from the payment gateway to the
POS device may reduce the risk of fraud. GOOG-1003, 296 (citing GOOG-1011,
162 (““Sending the result to the [POS terminal] 16b from the [payment] gateway 14,

rather than from the [mobile device] 16a, may reduce the risk of fraud.”)).

[1.11] displaying a confirmation in the mobile device that the
balance in the e-purse has been reduced by the total amount.

Limitation [1.11] is rendered obvious by Moshal and Jogu. GOOG-1003,
1297.
With reference to Fig. 7 below, Moshal discloses that the mobile device

displays confirmation of successful payment (step 728). GOOG-1005, {56;

GOOG-1003, 298.
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I;(C)JOS / Merchant Terminal Code Scanner Application Server
d Provide QR code }-— - Scan QR code F\HOS 750
70@L Scan QR code | | | DecodeBR code }\{\710 /
703{ Decode QR code | | [ Display gl" details I\L7 12
70§{Create “Unpaid” bill] | | Review, amend bill details }\7 14
71 6L1 Select paymem instrument | l
71 81-—[ Accept bill for payment | | 722,

7201—{ Transmit payment data |—> Process payment |

| |72
Paymen Ye
| | 73g—~—Successful2
| : | 1 __No
Display payment | Notify unsuccessful
732 unsuccessful, re-attempt payment
l l Notif:
Display payment successﬂ@«—f— olify successful

728 T payment
736 s | 726
{ Retrieve ol details j«| 7 Transmit bill number,
73§[ Mark bill “Paid” l | FIGURE 7 734]’4 amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 9298

When using the e-wallet payment option in Moshal, it would have been
obvious as part of this successful payment display to also display the reduced
balance in the e-wallet, as doing so was a conventional e-wallet technique. GOOG-
1003, 299. Jogu teaches that when a transaction has been successfully conducted,
the balance on the mobile phone is updated to reflect the completed transaction
(§729 in Fig. 22). As shown in Figure 22 below, Jogu discloses that the payment
gateway 10 sends the updated balance to the mobile device 13 (step S913), and the
mobile device 13 updates the balance stored on the mobile device 13 (step S729).

GOOG-1006, 14-15; GOOG-1003, Iq300-301.
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GOOG-1006, Fig. 22 (annotated excerpt); GOOG-1003, {300

Further, Jogu discloses that the updated balance is displayed on the mobile
device as part of the confirmation that payment with the account balance was
successful (S432 in Fig. 73). With reference to Fig. 73 below, Jogu discloses that
the updated (reduced) balance is displayed as part of the confirmation that payment
with the account balance was successful. GOOG-1006, 34 (“In mobile phone 13,
the transmission / reception unit 135 receives the remittance completion
notification sent from the payment institution 90 via the mobile phone company 10

(S431), and further, the data processing unit 131 displays the remittance

- 105 -



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

completion on the display device 137 together with the virtual account balance

after the remittance (S432).”). GOOG-1003, 302.

FIG. 73

PC 40/ I .
Mobile | ) . Server 30 (mobile 5 92 t Server 50
phone device' I Mobile phone device 13 (user) phone company) t} er\.r;anrstitu{tpigir;ﬁen (virtual store) '
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5413 527 &0 147
Receive —-ﬁ ; o Forward
[
a4 8297 40 51348

Input money .
transfer detal 4571 b Forward # Receive

—— |
]
Money transfer desti nationb

3

Reguest money
transfer detail E*

|

merchant No
Transfer amount

11 8275 3)3&]

l_’_"_[" l""""_L Money transfer
b |

é
H complete notification 2
Receive *"'%:n Forward & e 1y

o

Display money w© Update deposit
transfer complete L____ withdrawal history

(display balance) 31321

Update payment Iﬁ
history '

3

:

Update virtual account Eﬁ
balance

5

:

Update payment H
histos

5 ;w 5615

Payment notification ] "‘é Receive
——— I e

GOOG-1006, Fig. 73 (annotated); GOOG-1003, 4302

g

Below is an enlarged version of the pertinent portion of Fig. 73:

- 106 —



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

WAl

Display money
transfer complete
(display balance)

GOOG-1006, Fig. 73 (enlarged, annotated excerpt); GOOG, 1003, 302

Thus, Jogu discloses that when using a balance in a mobile device’s e-
wallet, it was known that the payment gateway reduces the balance in response to a
successful transaction, and the balance is updated (reduced) in the mobile phone
(step S729 in Fig. 22, step S432 in Fig. 73). This updating is advantageous
because the mobile device user would have contemporaneous confirmation that a
transaction was successfully conducted and would know the current balance before
deciding whether the e-purse has sufficient funds to use that balance for another
transaction. A POSITA would have been motivated to modify Moshal to provide

this confirmation of a reduction in the balance completion of a successful
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transaction for the reasons presented above in Section XI.A.4.b. GOOG-1003,
303.
Accordingly, claim 1 is obvious over Moshal, Jogu, and Dessert. GOOG-

1003, q304.

b. Claim 2

[2.0] The method as recited in claim 1, wherein said causing a
mobile device to capture data directly from a tag physically
presented thereto includes placing the mobile device near the tag.

Moshal teaches [2.0]. With reference to Figure 7 below, Moshal discloses
that the waiter presents the tag to the consumer with the restaurant bill (step 700),
and the consumer uses the scanner app 164 and scanner 156 (Fig. 4) on the
consumer’s mobile device to scan the tag when the mobile device is near the tag
(step 708). GOOG-1003, [954-55. Thus, Moshal discloses placing the mobile
device near the modified tag (see Section XI.A.4.c) to scan it. GOOG-1003,

9305-306.
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I;(()JOS / Merchant Terminal Code Scanner

d Provide QR code }-- ~>L Scan QR code 1‘!‘708
70@L Scan QR code | | | Decode QR code j\kno i
70‘3{ Decode QR code | | [ Display blll details I\L712
70§{Create “Unpaid” bill | ! | Review, amgnd bill details ]\7 14
L{ Select payment instrument | '

Application Server
750

716

Acce tbllf
7181-{ pt bill for payment | | 722,
720—;{ Transmit payment data |—» Process payment |

I 1736

l Display payment I | Notify unsuccessful
732 unsuccessful, re-attempt payment
l !
- Notify successful
Displ
728«f{lsp ay payment successf@ﬂ— payment

736 5= — | 726 ¥
q Retrieve bill detarEl‘Ll I Transmit bill number,

738 Mark il Paid ] | FIGURE 7 734—|___amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 305
C. Claim 4

[4.0] The method as recited in claim 1, wherein said displaying the
electronic invoice on the display of the mobile device comprises:

As described above with respect to [1.6], Moshal discloses that the
electronic invoice is displayed on the mobile device’s display. GOOG-1005, {55,

Figs. 7, 8 (step 712, displayed invoice 800); GOOG-1003, J315.

[4.1] allowing the user to verify the amount in the electronic
invoice and make a change to the amount when needed; and

Moshal teaches [4.1]. With reference to Fig. 7 below, Moshal teaches that

the user reviews (verifies) the amount in the displayed invoice 800 (step 712) and
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“[a]t block 714 of FIG. 7 the user can review the bill details displayed on page

800 and amend the displayed data, if necessary.” GOOG-1005, {55; GOOG-

1003, q316.

POS / Merchant Terminal Code Scanner
70(\}_lgrowde QR code }-- -)L Scan QR code }\|‘708

70%L Scan QR code | | | Decode QR code l\"710 "
703{ Decode QR code | | [ Display bl" details m7 12
70@1 Create Unpald bill| ! | Review, amend bill details ]\

71 614 Select payment instrument | '
'7181—‘-' Accept bill for payment | | 722,

714

I Application Server

750

7201»LTransm|t payment data |—» Process payment |

| |
No

Z 4
730\ Successful

I Display payment ' | Notify unsuccessful
732 unsuccessful, re-attempt payment

Notify successful

Displ
728 isplay payment successful H; payment

726 |

736

738\4 Mark bill “Paid” ! | FIGURE 7 734]’— amount pa‘d

¥
I Retrieve bill details J« ] T Transmit bill number,

GOOG-1005, Fig. 7 (annotated); GOOG-1003, {316

[4.2] paying the total amount with the e-purse.

Moshal teaches [4.2]. As shown in Fig. 8 below, the mobile device user

may pay for the invoice with the e-wallet (e-purse as claimed in the 046 Patent)

using icon 824 displayed on the mobile device. GOOG-1005, {58; GOOG-1003,

317.
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GOOG-1005, Fig. 8 (annotated); GOOG-1003, 317
d. Claim 5

[5.0] The method as recited in claim 1 further comprising: causing
the mobile device to execute an installed module upon detecting
the POS device in a near field of the mobile device,

Limitation [5.0] is taught by Moshal and Dessert. GOOG-1003, {318.
Moshal discloses that the mobile device 106 executes an installed module

(scanner app) to scan a modified tag (see Section XI.A.4.c) when the mobile
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device is in a near field of the POS device (e.g., the mobile device user is presented
with the tag at a restaurant). GOOG-1005, 55; GOOG-1003, {319.

With reference to Figure 4 below, Moshal discloses that the scanner app 164
is installed on the mobile device to scan a tag in connection with the scanner 156.

GOOG-1005, qq41-42, 55; GOOG-1003, 320.

160
~J \ ol
154 User Interface Processor 750
- Network
1581  Scanner Interface  [152
CRPI ~162

Scanner App. }~164

158
User Profile }~110
Data Storage Device
Code Scanner
1\ 06

GOOG-1005, Fig. 4 (annotated); GOOG-1003, 320
It was well known for readable tags to be coupled to equipment and/or

products at a merchant’s business. Dessert discloses that the application 113 of the
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mobile device 100 scans machine-readable tags 124 “coupled to an electronic cash
register (ECR) 412 at a merchant’s retail store 12 (check-out system 90B), as
shown in Figure 4 below. GOOG-1007, 5:4-14, 6:1-14 (tags provided in merchant
premises and/or on individual products). Dessert discloses that the scan tag
module 316A of the mobile device’s application 113 automatically activates the
mobile device’s camera 848 to focus and scan on a tag 124. GOOG-1007, 15:9-10.
Thus, Dessert discloses that the mobile device application 113 is executed upon
detecting that a POS device (e.g., tag coupled to ECR) is in a near field of the

mobile device 100. GOOG-1003, {321.
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GOOG-1007, Fig. 4 (annotated); GOOG-1003, 321
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[5.1] wherein the installed module is executed to receive the data
directly from the tag carrying the electronic invoice and the
settlement information.

Moshal teaches [5.1] because, as explained in [1.2.3], Moshal discloses that

the installed module (scanner app) 164 of the mobile device receives the data

directly from the tag carrying the electronic invoice and the settlement information.

GOOG-1003, 322.

With reference to Fig. 7 below, Moshal’s scanner app 164 decodes the tag

(step 710) to obtain the electronic invoice and settlement information (“merchant

1dentification code, the bill identification number and the bill details”) from the

scanned tag (step 708). GOOG-1005, {55; GOOG-1003, 323.

POS / Merchant Terminal Code Scanner Application Server

u{ Provide QR code }-- -b[ Scan QR code ’\WOB 750
7024 Scan QR code | | | Decode QR code 1\5\710 /
704

| Decode QR code | | [ Display blll details l\L712

70@{@ate Unpald bill] | | Review, amgnd bill details }\71

71 6HLeIect paymeint instrument | '

71 81——[ Accept bill ior payment | I 722,

7201 —{_Transmit payment data_}—»{_ Process payment |

Paymen Ye
| 1736 Successful?
I i I 1__NO
Display payment Notify unsuccessful
732 unsuccessful, re-attempt payment
| |
728 Display payment successf%

Notify successful

payment
736 726
“{Retrieve bill defails J«| | Transmit bill number,
738{ Mark bl" “Paid” ] | FIGURE 7 734'r amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 323.
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e. Claim 12
[12.0] A method for mobile payment, the method comprising:

Limitation [12.0] is identical to [1.0] and is disclosed by Moshal for the

same reasons presented above with respect to [1.0]. GOOG-1003, 324.

[12.1] generating a set of data in a point of sale (POS) device, the
data including an electronic invoice and settlement information
with a merchant associated with the POS device;

Moshal teaches [12.1]. With reference to Fig. 7 below, Moshal discloses
that the POS device 104 creates and provides a set of data (in the form of a QR
code) to be scanned by the user’s mobile device 106 to pay the transaction (step
700). GOOG-1005, ]54-55. To create the QR code, the POS terminal 104 at step
700 generates a set of data including an electronic invoice (“all the bill details™)
and settlement information (“merchant identification code” and ‘“bill identification
code”) with a merchant associated with the POS device. GOOG-1005, |54;

GOOG-1003, qq325-326.
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l;(())(;s / Merchant Terminal Code Scanner |  Application Server
Y Provide QR code }--I«bL Scan QR code }\f 750
¢ _ScanQRcode || [ Decode QR code 4 710

70‘1{_Qecode:QR code | | [ Display gill details ]\L712
7081 Ereate “Unpaid Bi] | [Review amend Bl deGTs o i,
71 6—:f@elect paym%nt instrument | '
71 81—-[ Accept bill ior payment | | 722\
7201-—{ Transmit payment data |—>{ Process payment |
I [

l Display payment ' | Notify unsuccessful
732 unsuccessful, re-attempt payment
I !

- Notify successful
Displ
7284{'5‘) ay payment successﬂ;lz);—f—f payment

— l ¥
"3 Refrieve bill details j« 7| Transmit bill number,
38 Wark il Paid ] | FIGURE 7 734 amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 325

As described above in Section XI.A.4.c, a POSITA would have been
motivated to modify Moshal to utilize conventional tags such as QR, RFID and
NFC tags. Accordingly, [12.1] is rendered obvious by Moshal and Dessert.

GOOG-1003, qq327-328.

[12.2] embedding the data directly to a tag;

Limitation [12.2] is rendered obvious by Moshal and Dessert, because
Moshal discloses that the data is embedded (encoded) directly to the modified tag.

GOOG-1003, 329.
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With reference to Figure 7 below, Moshal discloses that at step 700, the POS
terminal 104 provides a tag that “encodes the merchant identification code 140 in
the merchant profile 142, a bill identification code or number, and all the details
contained in the bill.” GOOG-1005, |54; id., {55 (mobile device scans and decodes
the tag at steps 708 and 710). Thus, Moshal discloses embedding the data directly

to a tag. GOOG-1003, 330.

I;(())OS / Merchant Terminal Code Scanner Application Server
d Provide QR code }----»[ Scan QR code H?OS 750
70%L Scan QR code || | Decode‘bR code l\l\710 /
703{ Decode QRcode | | [ Display blll details j\l\_/. 12
70Eé{Create “Unpaid” bill] | | Review, amend bill details ]\7 14
71 6/LeIec’t payment instrument | l
71 81——[ Accept bill for payment | l 722,

7201 —{__Transmit payment data |—» Process payment |

l | Paymen Yes
| | 730] Successqu

l Display payment l ‘ Notlfy unsuccessful
732 unsuccessful, re-attempt payment
I l
Notify successful
7 8+—C|splay payment successf@«f— payment

736 e | 7261 £
q Retrieve bill deta|P,¢I I Transmit bill number,

' .
73§{ Mark bill “Paid” l | FIGURE 7 734"——‘ amount pald

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 330
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[12.3] presenting the tag to a mobile device;

Moshal and Dessert render obvious [12.3]. With reference to Figure 7
below, Moshal discloses that at step 700 the modified tag is presented to the
mobile device, which scans the modified tag (step 708). GOOG-1005, {55;

GOOG-1003, q331.

I;OS / Merchant Terminal Code Scanner Application Server
00\4 Provide QR code }--«»[ Scan QR code J\I*7O8 750
70‘2{ Scan QR code | | | Decode QR code j\kﬂ 0 /

7044 Decode QR code | | [ Display bl|| details ]\L712

70§{Create Unpald bill] l | Review, amend bill details ]\7 14
I

71 6’—1 Select payment instrument |
71 81——{ Accept bill ior payment | | 722

I I
I I
' Display payment | Notify unsuccessful
732 unsuccessful, re-attempt payment
I !

- Notify successful
Displ
728T{ isplay payment successﬂ%;—:——- hayment
- kY - l
73§LRetneve bill details T T Transmit bill number,

' .
73 Mark Bl Paid_] | FIGURE 7 734-|___amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, 331

[12.4.1] causing the mobile device to capture the data from the
tag,

Limitation [12.4.1] is rendered obvious by Moshal and Dessert. With
reference to Figure 7 below, Moshal discloses that the mobile device “use[s] the

- 119 -



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

scanner app 164 and the scanner 156 to scan the payment QR code” (step 708), and
at step 710, “the scanner app 164 decodes the scanned payment QR code to recover
the encoded data that it contains.” GOOG-1005, {55. Thus, Moshal discloses that

the mobile device captures the data from the modified tag. GOOG-1003, 332.

POS / Merchant Terminal Code Scanner

709{ Provide QR code }-—--»L Scan QR code ]\I*?OS
70@L Scan QR code | | | DecodebR code ]\"710 /
70€[~ecode QRcode | | [ Display gl" details ]\L712

106 | .
ACreate “Unpaid” bill] ! [Review, amend bill details ]\7 14
|

Application Server
750

~——1 Select payment instrument |

716)
- 8T_l Accept bill ior payment | | 722,

7201»{ Transmit payment data _|—»{ Process payment |

aymen Yes
| | 7301 Successful’?

I Display payment l Notafy unsuccessful
732 unsuccessful, re-attempt payment
I !

Notify successful
l
728+—(lsp ay payment successﬁ%;—:—— payment

2

73§LRetrieve bill details 1'%[ 7| Transmit bill number,
73§£ Mark bill “Paid” I | FIGURE 7 734]"4 amount paid

GOOG-1005, Fig. 7 (annotated); GOOG-1003, | 332

[12.4.2] wherein the mobile device executes an installed
application therein to retrieve an amount in the electronic invoice
from the data and generate a payment request in response to the
captured data,

Moshal’s mobile device executes the scanner app 164 (Fig. 4) (modified

scanner) installed on the mobile device (GOOG-1005, J48) to retrieve an amount
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in the electronic invoice from the data and generate a payment request in response

to the captured data. GOOG-1003, {333.

With reference to Figure 7 below, Moshal discloses that the mobile device
executes the scanner app (modified scanner) to to decode the tag (step 710) and
retrieve an amount in the electronic invoice (““all the bill details™) from the data

contained in the tag. GOOG-1005, {55; GOOG-1003, {334.

I;(())OS / Merchant Terminal Code Scanner |  Application Server
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 334
Figure 8 illustrates the invoice 800 that is created by decoding the tag (step
710) and displayed on the mobile device (step 712, GOOG-1005, {55), where the

invoice 800 includes, inter alia, ““all the details” contained in the bill. GOOG-
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1005, q9(54-55, 58. The invoice 800 includes a “Total” amount (£22.10) contained

in the tag (i.e., the original invoice amount); GOOG-1003, {335.
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GOOG-1005, Fig. 8 (annotated); GOOG-1003, 335

As shown in Figure 7 above, after the user has accepted the bill for payment
(step 718), the mobile device’s scanner app generates and transmits a payment
request (step 720) that includes “the merchant identification code, the bill
identification number, the amount due and the details of a payment instrument to
be used for payment....” GOOG-1005, {55. Thus, Moshal discloses [12.4.2].

GOOG-1003, q336.
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[12.4.3] the payment request is denied in the mobile device when
the amount is more than a balance of an electronic purse (e-purse)
maintained locally in the mobile device,

Limitation [12.4.3] is taught by Jogu. As shown in the excerpts of Figures
22 and 23 below, Jogu discloses the following operations performed in the mobile
device:

(1) the mobile device determines whether the balance maintained locally on
the mobile device is sufficient for a transaction (step S718 in Fig. 22; screen D18
displayed on mobile device in Fig. 23); and

(2) if the balance is insufficient, the transaction is denied by the mobile
device (S719 in Fig. 22; screen D19 displayed on mobile device in Fig. 23).

GOOG-1006, 14 (“[TThe data processing unit 131 [of the mobile device]
determines whether or not the received payment amount is within the current
balance (S718). When the payment amount exceeds the balance, the data
processing unit 131 displays the screen D19 shown in FIG. 23 on the display
device 137 and notifies the user 12 of the insufficient balance (S719).”); GOOG-

1003, q[337.
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GOOG-1006, Figs. 22 and 23 (annotated excerpts); GOOG-1003, {337.
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Jogu discloses that a payment request is denied in the mobile device when
the amount of the transaction is more than the e-purse balance maintained locally
in the mobile device (steps S718 and S719 in Fig. 22, and screen D19 in Fig. 23).
GOOG-1003, J338. As described above in Section XI.A.4.a, a POSITA would
have been motivated to utilize Jogu’s conventional balance-check technique before
a transaction is conducted with Moshal’s e-wallet to confirm the e-purse has
sufficient funds to conduct the transaction. GOOG-1003, {338.

Thus, Moshal and Jogu render obvious [12.4.3]. GOOG-1006, 14; GOOG-

1003, q[339.

[12.4.4] the payment request is sent to a payment gateway when
the amount is less than a balance of an electronic purse (e-purse)
maintained locally in the mobile device; and

Limitation [12.4.4] is similar to the features of [1.9] above, and is rendered
obvious by Moshal and Jogu for reasons similar to those presented above with
respect to [1.9]. As described above with respect to [12.4.3], Jogu teaches that the
mobile device determines whether the transaction amount exceeds a balance on the
mobile device (step S718 in Fig. 22). GOOG-1003, {340.

With reference to Fig. 7 below, Moshal discloses that after the mobile device
user has reviewed and verified the information on the displayed bill 800, the

mobile device transmits a payment request to the payment gateway (step 720 in
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Fig. 7). GOOG-1005, {55. By transmitting “the amount due,” Moshal teaches that
the mobile device has sufficient funds to pay the bill. This is confirmed by
Moshal’s disclosure that the payment gateway determines whether the payment is
successful (step 724), and sends a successful payment notification to the mobile
device (step 726) when the amount sent by the mobile device is sufficient to honor

the payment request. GOOG;1005, J56; GOOG-1003, {341.
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’ I
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 341
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In the obvious modification of Moshal using Jogu’s balance verification
before a payment request is sent, Moshal’s payment request would be transmitted
from the mobile device to the payment gateway (at step 720 in Fig. 7) after the
mobile device verifies that the balance is sufficient to pay the bill (i.e., the amount
is less than the e-purse balance maintained in the mobile device). As shown in the
annotated excerpt of Figure 22 below, Jogu discloses that the mobile device
transmits a payment request (S720) following positive verification in step S718
that the balance is sufficient. GOOG-1006-14; GOOG-1003, {342. Thus, in the
obvious modification of Moshal using Jogu’s balance verification before a
payment request is sent, Moshal’s mobile device would transmit a payment request
to the payment gateway (at step 720 in Fig. 7) after the mobile device has locally

verified that the transaction amount does not exceed the balance in the mobile
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device (step S718 in Fig. 22 of Jogu). GOOG-1003, |]342-343.

FlG: 22

A 3 5 Server 30
Mobile phone device 13 (user) POS terminal 27 (store) (Mokile phorte compariy)
g - - §71g
Insufficient
funds e : ) "
Balance Ve Display insufficient
verification funds
K 5 _sioe
Send mobile phone 3 Receive
No. / key code E
i se

GOOG-1006, Fig. 22 (annotated excerpt); GOOG-1003, {343

[12.5.1] receiving a message in the POS device directly from the
payment gateway that the electronic invoice has been settled,

Limitation [12.5.1] is substantially similar to [1.10] and is rendered obvious
by Moshal and Jogu for the same reasons presented above with respect to [1.10]. As
described above with respect to [1.10], the obvious modification of Moshal with
Jogu teaches the payment gateway transmitting to the POS device a message that
payment of the transaction has been completed, as shown in annotated Figure 6 of
Jogu below. GOOG-1006, 6 (“[T]he mobile phone company 10...notifies the POS
terminal 27 of the completion of the payment.”); GOOG-1006, Fig. 22 (step S907)

(payment gateway sends notification of a successful payment completion directly to
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the POS device, which receives the notification in step S806), 15 (description of

steps S907 and S806 in Fig. 22). GOOG-1003, {344.
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xxx=111 11t M1-72E7 | 3333

GOOG-1006, Fig. 6; GOOG-1003, 345
Accordingly, for the same reasons presented above with respect to [1.10], a
POSITA would have been motivated to modify Moshal such that the POS device

receives a message directly from the payment gateway that the electronic invoice

has been settled. GOOG-1003, {345.

- 129 -



Petition for Post-Grant Review of U.S. Patent No. 10,600,046 (§ 103)

[12.5.2] wherein the payment gateway is configured to cause the
balance in the e-purse reduced by the amount.

Limitation [12.5.2] is rendered obvious by Moshal and Jogu. GOOG-1003,
346.

As shown in Figure 22 below, Jogu discloses that the payment gateway 10
sends the updated balance to the mobile device 13 (step S913 and S729) after a
successful transaction. GOOG-1006, Fig. 22, 14-15. This causes the balance on the
mobile device to be reduced: “In the mobile phone 13 of the user 12, the
transmission / reception unit 135 receives the virtual account balance transmitted
from the mobile phone company 10 (S730), further updates the virtual account

balance recorded in RAM132 based on the received virtual account

balance...(5729).” GOOG-1006, 21. Thus, the payment gateway causes the
balance on the mobile device to be reduced because the reduction is “based on the

received virtual account balance”—i.e., if not for the payment gateway sending the

updated balance, the balance would not be reduced. GOOG-1003, {347.
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GOOG-1006, Fig. 22 (annotated excerpt); GOOG-1003, {347

Jogu discloses that the payment gateway 30 causes the balance in the e-purse
to be reduced by the amount when using an account with a balance in a mobile
device’s e-wallet (step S729 in Fig. 22). This updating is advantageous because
the mobile device user would then know the current balance before deciding
whether the user has sufficient funds to use that balance for another transaction.
GOOG-1003, 19348-349. A POSITA would have been motivated to modify

Moshal to incorporate this advantageous feature, as taught by Jogu, for the same
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reasons presented above in Section XI.A.4.b. Accordingly, Moshal and Jogu render

obvious [12.5.2]. GOOG-1003, {348-349.

Thus, claim 12 is rendered obvious by Moshal, Jogu, and Dessert. GOOG-

1003, {350.

f. Claim 13

[13.0] The method as recited in claim 12, wherein the tag is
presented near the mobile device to allow a user of the mobile
device to use the mobile device to capture the data.

Limitation [13.0] is substantively similar to limitation [2.0]. Limitation
[13.0] is disclosed by Moshal for the same reasons presented above with respect to

limitation [2.0]. GOOG-1003, {{351-353.

g. Claims 3 and 14

[3.0 / 14.0] The method as recited in claim [2 / 13], wherein the
POS device [provides / is provided with] security and
authentication to generate the electronic [bill / invoice] [and

transfer the data to the tag].

Moshal and Dessert render obvious [3.0] and [14.0]. Moshal discloses that
the POS device 104 prepares and presents the modified tag at step 700. GOOG-
1005, qq54-55. Moshal and Dessert both disclose that the bill/invoice is contained
in the tag. GOOG1-1005, |{54-55; GOOG-1007, 10:3-17, 10:50-60, and Figs. 2E
and 2G; GOOG-1003, 308, 354-355.
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With reference to Figure 1 below, Dessert illustrates that a POS device
(Merchant POS System) 12 provides (and is provided with) security (NFC-linked
secure-element) and authentication (unique terminal identifier and merchant
identifier) to generate the electronic bill and transfer the data to a tag 124 that is

scanned by a customer’s mobile device 100. GOOG-1003, 309, 356.
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GOOG-1007, Fig. 1 (annotated); GOOG-1003, ({309, 356
Dessert discloses that the tag 124 “may comprise a unique merchant

identifier and a unique terminal (or electronic cash register) identifier.’

GOOG-1007, 5:7-21, 12:11-16 (unique identifiers are “contained within the
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machine-readable code.”). GOOG-1003, {310, 357 (citing GOOG-1007, 7:12-
20).

Dessert discloses that the tag may be a machine-readable code (e.g., NFC
tag) that is “linked to a secure-element.” GOOG-1007, 6:25-34, 11:65-12:7. Thus,
Dessert discloses that the tag 124 is created with a “secure-element,” and the tags
124 are provided on electronic cash registers in the premises of the POS device.
GOOG-1007, 6:1-14, 6:25-34, 11:65-12:7. Therefore, Dessert discloses that the
POS device provides security to generate the tag. GOOG-1003, {311, 358.

Dessert discloses that the payment gateway 50 utilizes the unique terminal
and merchant identifiers in the tag to authenticate the POS device when
authorizing the transaction conducted with the tag. GOOG-1007, 7:21-52. Thus,
Dessert discloses that the POS device provides (and is provided with) security
(NFC-linked secure-element) and authentication (unique terminal identifier and
merchant identifier) to generate the electronic bill/invoice and transfer the data to
the tag 134. GOOG-1003, {312, 359.

A POSITA would have been motivated to modify Moshal so that its POS
device 104 provides (and is provided with) security (e.g., NFC-linked secure
element) and authentication (e.g., POS device identifier) to generate the electronic

bill and transfer the data to the tag, to promote security in the transaction and
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facilitate authorization of a transaction using such information provided in the tag,

as taught by Dessert. GOOG-1007, 7:1-7; GOOG-1003, {313, 360.

B.  Challenge #2: Claims 6, 15, and 16 are rendered obvious by

Moshal in view of Jogu, Dessert, and Ohlhausen
Ohlhausen discloses the additional “security information” features of claims

6 and 15. GOOG-1003, 363.

1. Claim 6

[6.0/15.0] The method as recited in claim [5/14], wherein the data
further includes security information [about/of] the merchant
associated with the POS device,

Moshal teaches [6.0] and [15.0]. Moshal discloses that the data in the tag
includes a merchant identifier unique to the merchant terminal. GOOG-1005, {45
(payment gateway assigns a unique merchant identification code to each merchant
business), {54 (tag encoded with merchant identifier), {52. GOOG-1003, {364,
370.

[6.1/15.1] the security information includes an account and bank

information [of the registered merchant], an identifier of the tag
or the POS device.

Moshal in view of Dessert and Ohlhausen teaches [6.1] and [15.1]. GOOG-

1003, 99365, 371.
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As shown in Figure 1 below, Ohlhausen discloses that a merchant computer

100 creates a barcode (barcode generator 205) for use in conducting transactions

with a customer computer 130 (e.g., smartphone, GOOG-1008, {21), which uses a

payment application 300 to scan the barcode 125 to obtain transaction details.

GOOG-1008, J919-20. Ohlhausen discloses that the Merchant Information 230,

which is encoded into the barcode, “may include...bank or other payment details

of the merchant,...and/or merchant ID.” GOOG-1008, J19; GOOG-1003, 366.
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Ohlhausen discloses that the information encoded into the barcode includes
merchant settlement information (“bank or other payment details of the merchant™)
and a merchant ID. GOOG-1008, 19. The merchant ID corresponds to the
identifier of the POS device as recited in [6.1] because the merchant computer
generates the barcode. GOOG-1008, 28, 20 (customer computer decodes the
merchant information from the scanned barcode “to effect the payment process.”).
GOOG-1008, 20; GOOG-1003, 367, 371.

A POSITA would have been motivated to modify Moshal to include security
information including an account and bank information of the registered merchant
and that merchant’s ID, as taught by Ohlhausen (GOOG-1008, {19), in the tag
created by Moshal’s POS device, to provide the mobile device user greater
flexibility in available payment options. Ohlhausen discloses that customized
payment options are provided based on the merchant information included in the
scanned tag. GOOG-1008 {33. This modification would have been the
combination of prior art elements (including merchant payment information, as
disclosed by Ohlhausen, with the merchant ID and bill identification that are
encoded in Moshal’s tag) according to known methods (encoding the merchant
payment information in the tag) to yield predictable results of providing the

merchant payment information in the scannable code. GOOG-1003, {368.
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Dessert discloses that the tag 124 may comprise a unique terminal (ECR)
identifier. GOOG-1007, 5:7-21, 12:11-16. If a merchant has multiple POS
devices, a POSITA would have been motivated to modify Moshal in view of
Ohlhausen and Dessert to make the POS device identifier encoded into a tag

unique for each POS device. GOOG-1003, 369.

2. Claim 16

[16.0] The method as recited in claim 15, wherein the message
received in the POS device shows how much has been received
from the user of the mobile device.

With reference to Figure 7 below, Moshal discloses that if payment is
successful (Yes in step 724), the payment gateway transmits a message to the

POS/Merchant terminal containing the bill number and the “amount paid” (step

734). GOOG-1005, 157; GOOG-1003, qq372-373.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 373

As described above with respect to [1.10], Moshal suggests that the POS and
merchant terminals 104, 108 are provided in the same location (GOOG-1005, 54),
and it was known to integrate a POS terminal and a merchant terminal into one
component in a payment system. GOOG-1003, {374 (citing GOOG-1012, Figs. 2-
3,4:7-12, 4:23-32, and 5:35-40). Therefore, Moshal teaches [16.0]. GOOG-1003,
374.

A POSITA would have been motivated to modify Moshal to transmit a
successful payment confirmation from the payment gateway to the POS terminal,
as described above with respect to [1.10]. GOOG-1003, 375. It was known to

transmit a successful payment notification from a payment gateway directly to a
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POS device, as disclosed by Jogu (see [1.10]). GOOG-1003, {375 (citing GOOG-
1013, 428, Fig. 3, and GOOG-1011, Fig. 4A, {62).

Modifying Moshal to provide notification of the amount paid (step 734 in
Figure 7) to the POS device, in view of Jogu’s disclosure that the payment gateway
sends a payment confirmation directly to the POS device, would notify Moshal’s
POS device that the invoice amount is met by the amount paid by the mobile
device, as taught by Jogu and discussed above with respect to [1.10]. Therefore,
claim 16 is rendered obvious by the teachings of Moshal and Jogu. GOOG-1003,

q376.

C. Challenge #3: Claims 7-11 and 17 are rendered obvious by
Moshal in view of Jogu, Dessert, Ohlhausen, and Aabye

Claims 7, 9, and 17 recite that the mobile device and the payment gateway
communicate over a “secured channel.” Claim 10 recites that the mobile device
includes a ““secure element.” These features are disclosed by Aabye. GOOG-1003,

1377.

1. Overview of Aabye

Like the *046 Patent, Aabye is directed to a mobile payment system. With
reference to Figure 2 below, Aabye discloses that when a consumer uses a payment

application 109 on a mobile device 102 to conduct a transaction with a POS
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terminal 130, a merchant terminal 132 in communication with the POS terminal
130 obtains payment authorization from a payment gateway (payment processing
network 134 and mobile gateway 138). GOOG-1009, ]34, 37, 39-40. The mobile
device 102 has a secure data storage 110 that stores “data for which enhanced
security is desired, for example, transaction data, personal account data,
identification data, authentication data, access control data for an application or
device function, etc.” GOOG-1009, 36. Aabye discloses that communications
between the mobile device 102 and the payment gateway 134, 138 may be
encrypted to provide a “secure channel” between the payment application 109 of
the mobile device 102 and the payment gateway 134, 138. GOOG-1009, {42, 66,

54, 57-59; GOOG-1003, q378.
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GOOG-1009, Fig. 2 (annotated); GOOG-1003, 378

A POSITA would have been motivated to modify Moshal’s payment
network to establish a secure channel, by encryption, between the mobile device
and the payment gateway, as taught by Aabye. GOOG-1003, J379. Establishing
such a secure channel through encryption between the mobile device and the
payment gateway “is desirable as encrypting the transaction data may prevent
unauthorized users or applications from accessing the data, either on the phone or
while the data 1s in transit over a communications network.” GOOG-1009, 54;
GOOG-1003, 379. A POSITA would have had a reasonable expectation of

success creating a secure channel between Moshal’s mobile device and payment
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gateway because communications between the two are already encrypted. GOOG-
1005, 83 (“[T]o improve security of the system 100, transmission of data from the
user profile 110 to the [payment gateway] 102 by the scanner app 164 can be

encrypted.”); GOOG-1003, 379.

2. Claim 7

[7.0] The method as recited in claim 6, wherein said sending the
payment request from the mobile device to the payment gateway
comprises:

Claim 6 is rendered obvious by Moshal, Jogu, Dessert, and Ohlhausen.

GOOG-1003, {380.

[7.1] transporting the payment request over a secured channel to
the payment gateway,

With reference to Figure 7 below, Moshal discloses that the mobile device
transmits a payment request to the payment gateway (step 720), and
communications between the two are encrypted. GOOG-1005, |55, 83, 42;

GOOG-1003, q381.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 381

It was well known to create a secured channel between the mobile device
and payment gateway, as taught by Aabye, which discloses that communications
between the mobile device 102 and the payment gateway 134, 138 are encrypted to
establish a “secure channel” between the mobile device 102 and the payment
gateway 134, 138. GOOG-1009, 66. As described above in Section XI.C.1, a
POSITA would have been motivated to modify Moshal to provide such a secure

channel between the mobile device and the payment gateway. GOOG-1003, {[382.
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GOOG-1009, Fig. 2 (annotated); GOOG-1003, 382

[7.2] wherein the payment gateway is configured to perform the
monetary transaction per the payment request by deducting the total
amount from the e-purse and generates the confirmation for the

POS device.

As described above with respect to [12.5.2], Jogu discloses that following a
successful transaction, the payment gateway deducts the total amount from the e-
purse balance in the mobile device and notifies the mobile device of the deducted
amount, as shown in the excerpt of Figure 22 below (step S913 and S729).

GOOG-1006, 14-15, 21; GOOG-1003, 383.
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P lG. 22
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GOOG-1006, Fig. 22 (annotated excerpt); GOOG-1003, {383

As described above with respect to claim [1.10] and as shown below in
Figure 6, Jogu discloses that the payment gateway 30 transmits confirmation to the
POS terminal that the payment was successful. GOOG-1006, 6 (“[T]he mobile
phone company 10...notifies the POS terminal 27 of the completion of the

payment.”). GOOG-1003, J384.
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GOOG-1006, Fig. 6; GOOG-1003, 384

Below is an enlarged version of the pertinent portion of Fig. 6:
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GOOG-1006, Fig. 6 (enlarged, annotated excerpt); GOOG-1003, {384

Similarly, with reference to Fig. 22, Jogu discloses that the payment gateway
10 sends a successful payment notification directly to the POS device 27 (step
S906). GOOG-1006, 15 (“[TThe data processing unit 301 transmits the payment

completion information to the POS terminal 27 (S907).”); GOOG-1003, {385.
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GOOG-1006, Fig. 22 (annotated); GOOG-1003, 385

Below is an enlarged version of the pertinent portion of Fig. 22:
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GOOG-1006, Fig. 22 (enlarged, annotated excerpt); GOOG-1003, {385

3. Claim 8

[8.0] The method as recited in claim 7, wherein said displaying the
electronic invoice on the display of the mobile device comprises:

With reference to Figure 7 below, Moshal discloses that the mobile device

displays the electronic invoice (see Fig. 8) on the display of the mobile device (step

712). GOOG-1005, I55; GOOG-1003, q386.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, {386

[8.1] allowing the user to modify the amount in the electronic
invoice when needed,

With reference to Figures 7 and 8 below, Moshal discloses allowing the user
of the mobile device at step 714 to “amend the displayed data, if necessary.”.
GOOG-1005, 55. As shown in Figure 8, the displayed bill details include the

original (pre-tip) amount of the invoice (£22.10). GOOG-1003, {387.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, {387
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GOOG-1005, Fig. 8 (annotated); GOOG-1003, 387

[8.2] paying the total amount with an electronic payment provided
by an installed module in the mobile device,

As shown in Figure 7 below, Moshal discloses that after the user has
selected a payment instrument (step 716), the mobile device’s scanner app
(installed module) pays the total amount (original invoice amount plus any tip
added using icons 816, 818, 820, 822 in Fig. 8) by transmitting at step 720 “the
amount due and the details of a payment instrument to be used for payment....”).

GOOG-1005, I55; GOOG-1003, q388.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, {388

[8.3] wherein the installed module in the mobile device is configured
to generate the payment request including the data pertaining to the
electronic invoice to the payment gateway for processing.

The scanner app of Moshal’s mobile device generates a payment request that
includes data pertaining to the electronic invoice (GOOG-1005, {55: payment
request includes “the merchant identification code, the bill identification number,
the amount due and the details of a payment instrument to be used for payment”),
and transmits the payment request to the payment gateway (step 720). GOOG-1005,

q55. Thus, Moshal teaches [8.3]. GOOG-1003, {389.
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4. Claims 9 and 17

[9.0 /17.0] The method as recited in claim 8 / 12, wherein data
exchange between the mobile device and the payment gateway is
conducted in a secured channel established therebetween
[between the mobile device and the payment gateway].

Limitations [9.0] and [17.0] are substantively similar to limitation [7.1], and
are rendered obvious by Moshal and Aabye for the same reasons presented above
with respect to limitation [7.1]. GOOG-1005, {83; GOOG-1009, {66; GOOG-

1003, 991390, 394.

5. Claim 10

[10.0] The method as recited in claim 9, wherein the mobile device
includes a secure element providing security and confidentiality
required to support secure data communication between the
mobile device and the payment gateway.

With reference to Figure 2 below, Aabye discloses that the mobile device
includes a secure data storage element 110 (GOOG-1009, {35) that provides security
and confidentiality required to support secure data communication between the
mobile device and the payment gateway. GOOG-1009, {{35-36 (“Secure data
storage 110 may also be used to store other data for which enhanced security is
desired, for example, transaction data, personal account data, identification data,
authentication data,....”). As described above with respect to [7.1], Aabye discloses

establishing, by encryption, a secure channel between the mobile device and
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payment gateway. GOOG-1009, {66. To perform this encryption, Aabye discloses
that encryption keys are distributed between the mobile device and the payment
gateway 134, 138. GOOG-1009, []57-59. Aabye discloses that “secure data storage
110 may contain authentication data, user identification data, transaction record data,

account balance data, etc.” GOOG-109, 37. Thus, Aabye teaches [10.0]. GOOG-

1003, q391.
122 )
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104 | , /
n— " e 4 /
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113 Element 112 130 132
105 |
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GOOG-1009, Fig. 2 (annotated), GOOG-1003, 391
As described above in Section XI.C.1, a POSITA would have been motivated

to modify Moshal to provide a secure channel between the mobile device and the

payment gateway, as taught by Aabye, and storing encryption keys in a secure data
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storage of the mobile device would promote the integrity of the secure channel.
GOOG-1009, {54 (encryption prevents unauthorized access to data “either on the
phone or while the data is in transit over a communications network.”); GOOG-

1003, 4392.

6. Claim 11

[11.0] The method as recited in claim 9, wherein said displaying a
confirmation in the mobile device that the balance in the e-purse
has been reduced by the total amount comprises: sending a
notification of successful payment to the merchant of the POS
device.

As described above with respect to [1.11], a POSITA would have been
motivated to modify Moshal to incorporate the conventional features of an e-wallet
having an updatable balance in which the mobile device receives notification of a
balance reduction when a payment is successful, as disclosed by Jogu. GOOG-1003,
393. Further, Moshal discloses that when payment is successful (step 726 in Fig.
7), the payment gateway sends a notification of successful payment to the merchant

of the POS device (steps 734-738). GOOG-1005, {56-57; GOOG-1003, J393.
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GOOG-1005, Fig. 7 (annotated); GOOG-1003, 393
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XII. CONCLUSION

Petitioner asks that the Board order a post-grant review trial for claims 1-17,

and then cancel these claims unpatentable.

Respectfully submitted,

Dated: December 23, 2020 /Andrew S. Ehmke/
HAYNES AND BOONE, LLP Andrew S. Ehmke

2323 Victory Avenue, Suite 700 Lead Counsel for Petitioner
Dallas, Texas 75219 Registration No. 50,271

Customer No. 27683
Telephone: 972-739-8663
Facsimile: 214-200-0853
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