UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GENOME & COMPANY,
Petitioner,

V.

THE UNIVERSITY OF CHICAGO,
Patent Owner

PGR2019-00002
Patent 9,855,302 B2

PATENT OWNER’S REQUEST FOR ORAL ARGUMENT

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

PGR2019-00002 Patent Owner’s Request for Oral Argument
Patent 9,855,302 B2

Patent Owner requests oral argument in accordance with 37 C.F.R. §
42.70(a). Patent Owner intends to argue the following issues:

(1) Petitioner’s failure to carry its burden under 35 U.S.C. § 326(e) to
prove that claims 1-29 of the 302 patent are unpatentable under 35
U.S.C. § 112(a) for lack of enablement (Ground 1);

(2) Petitioner’s failure to carry its burden under 35 U.S.C. § 326(e) to
prove that claims 1-29 of the *302 patent are unpatentable under 35
U.S.C. § 103 for obviousness over various combinations of asserted
prior art (Grounds 2—11);

(3) Petitioner’s reply arguments that are outside the scope of a proper
reply as defined in 37 C.F.R. § 42.23(b);

(4) Patent Owner’s Motion to Exclude Evidence pursuant to 37 C.F.R. §
42.64;

(5)Rebuttal to Petitioner’s presentation on all matters, including issues
1-4 above; and

(6) Any other issues that the Board deems necessary for issuing a final
written decision.

Patent Owner requests 60 minutes of oral argument time. Oral

argument (Due Date 8) is scheduled for January 15, 2020 (Paper 13, 1).
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Respectfully submitted,

Dated: _December 3, 2019 /Scott E. Kamholz/
Scott E. Kamholz, Reg. No. 48,543
Covington & Burling LLP
One CityCenter
850 Tenth Street, NW
Washington, DC 20001
Phone: (202) 662-5339
Fax: (202) 778-5339

Jennifer L. Robbins, Reg. No. 61,163
Covington & Burling LLP

The New York Times Building

620 Eighth Ave

New York, NY 10018

Phone: (212) 841-1180

Fax: (646)441-9180

Counsel for Patent Owner
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CERTIFICATE OF SERVICE
Pursuant to 37 C.F.R. § 42.6, I certify that on the date listed below, a
copy of this paper and every exhibit filed with this paper (if any) was served
on the Petitioner by electronic mail to the following counsel of record for
Petitioner:
John A. Bauer (john.bauer@nelsonmullins.com)
Kongsik Kim (kongsik.kim@nelsonmullins.com)

Jane Remillard (jane.remillard@nelsonmullins.com)
Amy Mandragouras (amy.mandragouras@nelsonmullins.com)

Dated: December 3. 2019 /Scott E. Kamholz/
Scott E. Kamholz, Reg. No. 48,543
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